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Questions Presented 


l(a). In ex parte actions under the Statute, 35 USC 
§145, against the Commissioner of Patents to authorize the 
issuance of a patent, does the District Court have jurisdic- 
tion voluntarily to entertain the question of patentability 
vel non of claims adjudged patentable in the Patent Office 
record, where the patentability of such claims was conceded 
by both parties, and was not an issue in the case? 


(b) Is not the sua sponte judgment by the Court, which 
purports to determine the question of the patentability vel 
non of claims already patented by the Commissioner of 
Patents, an unlawful usurpation of the administrative 
function by the judiciary, and a refusal to appellant of the 
due process of law? 


2. Does the language of the Statute, Title 35 USC $145, 
intend that the jurisdiction of the Court shall attach only 


as to the issues before the Board of Appeals of the Patent 
Office in ex parte cases? 


3. In ex parte suits brought under 35 USC §145, in 
which the Commissioner of Patents is the party defendant 
before the court, as distinguished from inter partes actions 
brought under 35 USC §146 between private adverse 
parties, in which the Commissioner is not before the court, 
there is the question as to whether the pronouncements of 
The Supreme Court in its opinions in Hoover v. Coe, 325 
U.S. 79 (an ex parte action) and Hill v. Wooster, 132 U.S. 
693 (an inter partes action), are to be distinguished. 


4. In an interference proceeding, where the prevailing 
party before the Patent Office Board of Interference Ex- 
aminers filed a statutory disclaimer of the claims at issue 
during pendency of an appeal from that judgment to the 
Court of Customs and Patent Appeals, what effect does 
such disclaimer have upon the judgment appealed from? 
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5. Upon motion duly brought, was it not within the 
original jurisdiction of the Commissioner of Patents to 
vacate the judgment of the Interference Board after the 
disclaimer and a concession of priority were filed? If so, 
did not the Patent Office Rules 262(a) and (d), and 263, 
make it mandatory upon him to do so? 


| 6 In respect of Question 5, above, are Rules 262(a) and 
(d), and 263 of the Patent Office, and Rule 25 of the CCPA, 
in conflict as to the authority of the Commissioner of 
Patents to act under his original jurisdiction, or do these 
rales mutually reinforce one another under the facts of this 
case? 
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7. In subsequent ex parte proceedings, where the Ex- 
aminer applies the interference judgment adversely to 
appellant’s right to certain claims, is such action by the 
Examiner reviewable by the Patent Office Board of Ap- 
peals under 35 USC §7 and §134? 


8 Where the adverse judgment in the interference 
turned upon the ground that appellant lacked disclosure to 
support the claims at issue in his earlier application in 
suit; and where, prior to said judgment, the Board of 
Appeals had ruled ez parte in favor of appellant on this 
same issue to the effect that his earlier application dis- 
closure did support the claims at issue: Upon resumption 
of the ex parte prosecution of said application following 
the inter partes judgment and disclaimer referred to above, 
which, if either, was the law of the case—the inter partes 
judgment, or the original ex parte ruling of the Board of 
Appeals? 


9. Can appellant rightfully be denied claims that have 
been adjudged patentable and which read on his disclosure 
merely because of the adverse judgment in the interference 
with a patentee on whose disclosure the claims cannot be 
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read and, hence, differ materially from the claims that 
were at issue in the interference? 


10. Can an old patent (issue of 1886) relating to a device 
different in function, form, and purpose from appellant’s 
accessory defeat the patentability of the latter on the basis 
of what might be made out of the components of the pat- 
ented device if taken apart, cut into pieces, and the pieces 
applied as taught by appellant, though not contemplated 
by the patentee? 
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Foreword 


' This appeal lineally descends from precedental Appeal 
No. 13,938, decided by this Court June 26, 1958 (103 U. 8S. 
App. D. C. 286; 257 F. 2d 664, 666; Supplemental Joint 
Appendix 1). In that decision, the Court ruled: 


“Within sixty days appellant may apply to the Dis- 
trict Court for a new trial based on a proffer of 
evidence on the issue of patentability. Denial by the 
District Court of such an application, or that court’s 
action upon the record made at a new trial, if held, 
may be appealed to this court by the losing party, and 
upon such new appeal all issues raised may be con- 
sidered anew, unprejudiced by the present appeal or 
its disposition.” 


Accordingly, this brief will treat with the issues formerly 
before the Court, as well as those raised herein, as though 
no other appeal had been prosecuted. 
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CHRONOLOGY 


First Application filed September 20, 1946 
Second Application filed January 14,1948 


Interference No. 83,266 (v. Bodendieck) 
31, 1948 


23, 1950 

Rehearing denied 31, 1950 
Interference No. 83,266 appealed to the CCPA. August 25, 1950 
Bodendieck Disclaimer filed 7, 1950 


December 21, 1950 
Limit to perfect appeal to CCPA December 22, 1950 
Decision of Board of Appeals, ex: parte, 


April 30, 1954 
Rehearing denied ..................... June 28, 1954 
Civil Action 3229-54 decided 13, 1957 


Appeal No. 13,938 to this Court (103 US App. 
DC 286; 257 F. 2d 664) decided 26, 1958 


Rehearing denied September 4, 1958 


Certiorari denied (79 SC 352; 358 US 945; 
3 L. E. 2d 351) January 26, 1959 


Motion for new trial denied.............. April 15, 1959 
This Appeal No. 15,270 instituted 15, 1959 
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JURISDICTIONAL STATEMENT 


This is an appeal brought under the authority of Title 
28 United States Code §1291; §1294(1); from the final 
decision of the United States District Court for the District 
of Columbia dismissing appellant’s bill seeking to author- 
ize the Commissioner of Patents to issue patents upon 
appellant’s applications in suit in accordance with the 
provision of Title 35 USC $145.° This Court entertained 
jurisdiction over former Appeal No. 13,938, herein (103 
US App. DC 286; 257 F.2d 664; Sup. J.A. 1)+ 


Statement of the Case 
The facts material to the questions presented are: 


Thomas F. Peterson, assignor to appellant, Preformed 
Line Products Company (hereinafter referred to as “appel- 
lant”), is the inventor and applicant of two applications 
for patent pertaining to preformed helices for the rein- 
forcement, splicing, armoring, and dead ending of electrical 
transmission lines and other wires and cables: the first, 
Serial No. 698,312, was filed in the United States Patent 
Office on September 20, 1946 (Pl. Ex. 1A-1B, Joint App. 
170); and the second, Serial No. 2,200, as a partial con- 
tinuation of the subject matter of the first, was filed Janu- 
ary 14, 1948 (Pl. Ex. 2A-2B, Joint App. 348). 


The claims of the first application were rejected inter alia 
on a United States patent to one Bodendieck, No. 2,414,136, 
issued January 14, 1947, on an application filed May 9, 
1945 (Joint App. 508). Because of alleged identity of sub- 
ject matter, certain claims appearing in the Bodendieck 


* Brief App. A-14. 

+ The printed record on appeal comprises the Joint Appendix of 
former Appeal No. 13,938 (herein cited as ‘‘Joint App. ..’’), and 
the Supplemental Joint Appendix of this Appeal No. 15,270 (herein 
cited as ‘Sup. JA ..”’). Stipulation of Printed Record on Appeal, 
Sup. JA 32. 
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patent were copied into appellant’s first application for 
purposes of interference.’ Appellant was denied the Boden- 
dieck claims by the Primary Examiner on the grounds that 
the disclosure of the first application did not support them. 
Appellant appealed this ruling to the Patent Office Board of 
Appeals.” Pending decision by that body, appellant filed the 
second application, with modified disclosure, and incor- 
porated the identical Bodendieck patented claims therein 
as a matter of original record. An interference (Pl. Ex. 3, 
Joint App. 432) was declared between appellant’s second 
application and the Bodendieck patent as to those claims. 


As to the first application, the Board of Appeals decided 
(Joint App. 232) that its disclosure did support the pat- 
ented claims, and so reversed the Primary Examiner. 
Thereupon, appellant moved to add the first application 
to the interference in support of its right to the issues 
thereof. The Primary Examiner dissolved the interference 
(Joint App. 445, 452) on the grounds that neither appel- 
lant’s first nor second application supported the claims 
at issue, but was ultimately persuaded to reinstate the 
interference, and to transmit it for final determination to 
the Board of Interference Examiners (Joint App. 457-459). 
Evidence was adduced by the parties to establish whether 
Peterson or Bodendieck was the prior inventor. But the 
Interference Board, while implying that Peterson was 
probably the first inventor,> turned its decision (Joint App. 
467-479) on the Primary Examiner’s earlier decision, hold- 
ing lack of basis in both applications to support the con- 
tested claims, and so awarded priority to Bodendieck on 
this ground.* 


| 1. 35 U.S.C. § 135. Reproduced in the appendix to this brief, 
p. A-11, A-12. 

of = U.S.C. § 7 and § 134. Reproduced in the appendix hereto, 
p. A-11. 

3. Joint App. 476, lines 16 et seq.; 478, lines 15-20. 

F a Office Rule 258, reproduced in the adjoined appendix, 
p. A-15. 
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Appellant appealed from this inter partes judgment to 
the United States Court of Customs and Patent Appeals,® 
during the pendency of which appeal, but before the formal 
petition to that Court, or the transcript of the record had 
been lodged therein, Bodendieck filed his statutory dis- 
claimer® (Joint App. 489) of the contested claims, and also 
filed a concession of priority of invention (Joint App. 490) 
as to the subject matter of such claims in favor of Peter- 
son. Peterson seasonably moved the Commissioner of Pat- 
ents to vacate the Interference Board’s judgment,’ and to 
dismiss the appeal to the Court of Customs and Patent 
Appeals. The motion was denied (Joint App. 492) on al- 
leged lack of jurisdiction in the Commissioner to entertain 
it. Upon notice by the patentee, Bodendieck, that the inter- 
ference was terminated,® the Commissioner so ruled, and 
remanded the case to the Primary Examiner in the Patent 
Office for further action ex parte (Joint App. 503). 


The Primary Examiner then finally rejected the patented 
claims derived from Bodendieck in both of appellant’s ap- 
plications on the grounds that the Interference Board’s 
judgment was in effect res judicata as to appellant’s right 
thereto. 


On a second appeal ex parte to the Board of Appeals 
taken by appellant from such final rejections, that body 


5. 35 U.S.C. § 141 and § 142, reproduced in the adjoined ap- 
pendix, pp. A-12, A-13. 

6. Then Sec. 4917 R.S., 35 U.S.C. § 65; now 35 U.S.C. § 253, 
appendix hereto, p. A-14. 

7. Patent Office Rules 262 and 263, reproduced in the appendix 
hereto, p. A-15, A-16, were invoked based on the original jurisdic- 
tion of the Commissioner. Note the District Court’s order repro- 
duced in the adjoined appendix, p. A-1, and Conclusion of Law 15 
appearing at p. A-10. 

8. Court of Customs and Patent Appeals, Rule 25, reproduced 
herein, p. A-16. Note, however, that by virtue of the disclaimer, 
the patentee was without standing to take this action. [Patent 
Office Rules 262(a), 263; 35 U.S.C. § 253, supra.] 
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affirmed the Primary Examiner (Joint App.—lst appl’n 
298: 2nd appl’n 420), and upon petition for reconsidera- 
tion, held (Ibid. 340; 430) that it was without authority to 
review a decision of the Interference Board, or a ruling by 
the Commissioner of Patents, even under the guise of a 
final rejection by the Primary Examiner.. Petition to the 
Commissioner invoking the supervisory authority of that 
éffice to direct the Board of Appeals to review this final 
rejection of the Primary Examiner as required by Statute® 
was denied (Joint App. 348). 


From this action appellant proceeded by a bill in equity 
against the Commissioner of Patents in the United States 
District Court for the District of Columbia under the pro- 
visions of the Statute, 35 USC § 145. The District Court 
ruled that the Interference Board’s judgment was a final 
judgment; and further held, sua sponte, that there was no 
patentable novelty in any of the claims before the Court, 
including the previously patented claims that constituted 
the issues of the Peterson v. Bodendieck Interference, and 
for these and other reasons dismissed the, complaint.’° 


On appeal, this Court, after briefs, oral hearing, and 
additional memoranda’ filed at the request of the Court, 
ruled that “We do not question the propriety of the Dis- 
trict Court’s action in raising, sua sponte, the issue of pat- 
entability vel non”, inviting comparison with Hill v. 
Wooster, 132 U. S. 693, 698 (1890); Knutson v. Galls- 


9. 35 U.S.C. § 7; 35 U.S.C. § 134, supra. 

10. The decision of the District Court was rendered orally from 
‘the bench at the conclusion of the trial. It is reproduced in the 
Jomt Appendix at pages 44-53; Judgment and Order settling 
‘findings of fact and conclusions of law, 24-26; the Findings of 
‘Fact and Conclusions of Law are set forth in the Appendix to this 
iprief, pp. A-1 to A-10. For a statement of other bases of rejecting 
claims to appellant on their merits dissociated from (or indirectly 
affected by) the res judicata rejection, see appendix to this brief, 
pp. A-22 to A-25. 

10a. Brief App. A-45 to A-70. 
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worthy, 82 U. S. App. D. C. 304, 306-308; 164 F. (2d) 497, 
499-501 (1947); Radtke Patents Corp. v. Coe, 74 App. D. C. 
251, 122 F. (2d) 937 (1941), but deemed that fairness re- 
quired a trial of that issue before rendition of judgment.™ 
Accordingly, this Court conditionally vacated the District 
Court’s order, and gave petitioner sixty (60) days in which 
to apply to the District Court for a new trial without 
prejudice to further appellate action in the case, either 
as to the disposition of such application, or as to the’out- 
come of the new trial if granted and prosecuted. 


Should petitioner fail to proceed seasonably with the 
application for new trial, the Court ordered that the Dis- 
trict Court’s judgment would in that event be reinstated. 
No disposition of the jurisdictional question or any of the 
other issues on appeal were made, and petition for rehear- 
ing was denied without opinion.” 


A petition for writ of certiorari!® was denied (79 SC 
352; 358 US 945; 3 L. E. 2d 351) on January 26, 1959. The 
motion for new trial was denied April 15, 1959,1* and this 
appeal followed. 


STATUTES AND RULES 


Various Statutes of the United States, and the Rules of 
Practice of the United States Patent Office and the Court 
of Customs and Patent Appeals, referred to in this brief, 
are set forth hereinafter in the appendices to this brief at 
pages A-11 to A-17, inc. 


11. Decision reproduced in the supplemental joint appendix. 
See note 2 in the margin, p. 3. 
12. Sup. JA 7. 
13. Petition for certiorari No. 554, and petitioner’s reply brief, 
are reproduced in the appendix to this brief, pp. A-25 to A-40. 
14. Sup. JA 30. 
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STATEMENT OF POINTS 


1. All issues raised on former appeal No. 13,938 are 
here before the Court without prejudice, pursuant to its 
judgment entered in that appeal, and are restated below. 


| 2. Ex parte suits brought in the District Court against 
the Commissioner of Patents under the provisions of Title 
35 U.S. C. § 145 relate only to “claims involved in the deci- 
sion of the Board of Appeals”, and the Court may adjudge 
applicant’s entitlement to such claims and none other. 


a) Claims patented by the Commissioner of Patents 
are, therefore, not before the Court for determination 
of patentability vel non. 


b) The Court is without jurisdiction under the Stat- 
ute to consider the patentability vel non of such claims, 
and may not lawfully enter judgment sua sponte deny- 
ing the patentability vel non thereof. 


c) Therefore, the District Court properly denied ap- 
pellant’s motion for new trial for lack of jurisdiction 
to try the patentability vel non of such claims. 


d) Likewise, the District Court initially erred in 
entering judgment sua sponte on the patentability of 
such claims for want of jurisdiction. 


3. Where one of the parties to an interference proceed- 
‘ing in the Patent Office disclaims the claims at issue during 
‘the pendency of the inter partes proceedings (and con- 
‘eedes priority to his opponent), the Commissioner of Pat- 
ients is bound to conclude the contest against the disclaim- 

ing party according to one or more of the Patent Office 
Rules 262(a), 262(d), and 263. 


a) That such disclaimer should be entered after the 
Board of Interference Examiners had entered judg- 
ment in favor of the disclaiming party and during the 
pendency of an appeal to the C. C. P. A from such 
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judgment, did not relieve the Commissioner from act- 
ing under the appropriate rule(s) aforesaid within 
his original jurisdiction. 

b) The District Court properly found that original 
jurisdiction over appellant’s application remained in 
the Commissioner of Patents. 


c) The disclaimer vitiated the interference before 
the limit for perfecting the appeal to the C. C. P. A. 
expired, whereby no justiciable issue remained on 
appeal. 

d) The Commissioner erred in not vacating the judg- 
ment of the Interference Board in exercise of his orig- 
inal jurisdiction. 

e) C. C. P. A. Rule 25 does not supersede Patent 
Office Rules 262(a), 262(d), and 263, nor intermit the 
original jurisdiction of the Commissioner of Patents 
to take action under them. 


f) The District Court erred in dismissing the Com- 
plaint in light of these facts. 


4. From the evidence, there was no rational basis for 
the District Court to sustain the Patent Office in denying 
the claims to appellant. 


a) The claims are each supported by appellant’s dis- 
closures, respectively. 
b) The claims are patentable on their merits. 


¢) The judgment of the Board of Interference Ex- 
aminers in Interference No. 83,266, alluded to above, 
is not res judicata against appellant ex parte. 


d) The District Court erred in dismissing the Com- 
plaint in light of these facts. 


As to the opinion of the Court, appellant notes that the 
District Judge erred: 
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' 5. By failing to take the Bodendieck patent into account 
in reconstructing the basis of rejection of the first appli- 
cation, and in confusing the reason for, and sequence of, 
the two applications, the Bodendieck interference, and the 
outcome thereof (Joint App. 45, bottom paragraph, 46). 


6. By interpreting the record to the effect that the In- 
terference Board held priority of invention to lie with 
Bodendieck “since he was the first to reduce to practice,” 
and the obiter dicta therein and thereafter contained (Joint 
App. 46, 1st paragraph). (Cf. Finding of Fact 16, Brief 
App. 4-10.) 


7. By holding (Joint App. 47, 1st paragraph) that 
Peterson did not “go forward with the necessary require- 
iments under the law”, thus implying that Peterson’s sea- 
sonable motion to the Commissioner to vacate the inter- 
‘ference judgment and appeal was not within “the require- 
ments of the law.” 


8. By holding that Peterson’s motion was correctly 
denied by the Commissioner for lack of jurisdiction as a 
'fact and as a matter of law (Joint App. 47, 3rd paragraph), 
notwithstanding the fact that the Commissioner had orig- 
inal jurisdiction over these applications (Conclusion of 
Law 15, brief App. A-10). 


9. By failing to distinguish “the claim for patent” 

(Joint App. 48, Ist paragraph) rejected on Moxham, from 

ithe claims derived from Bodendieck, the patentability of 
‘which over the prior art was not in issue. 


| 10. By ascribing the action of the Board of Appeals, 
| (Joint App. 48, 3rd paragraph) in allowing two claims and 
i remanding to the Examiner, as being after the judgment 
' of the Interference Board (Joint App. 48, 3rd paragraph) ; 
| and, generally, in the first three paragraphs of the decision 
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appearing at page 48 of the Joint Appendix (to the extent 
that they can be understood) by so confusing and mixing 
the facts of the record as to leave the continuity of what 
took place unintelligible, and hence the meanings to be 
attached thereto in doubt. 


ll. By relying on the law cited (Joint App. 48 at bottom, 
49, 50) which either supports only the obiter dicta relative 
to the interference judgment, or else is inapplicable as to 
the facts involved. 


12. By implying that the standards of proof applied in 
the interference (Joint App. 50—last complete paragraph) 
bore upon the finality of the interference judgment. 


13. By the allegorical allusion (in itself not clear) that 
an inter partes appeal to the CCPA could have been (and 
should have been) perfected ex parte after the appellee 
there had disclaimed the issues (Joint App. 50 at bottom, 
51). 


14. By holding that “the Board of Appeals had a right 
to regard the finding of the Board of Interferences as an 
adjudication and as a demonstration of the fact that the 
senior claim was that of Bodendieck.” (Joint App. 51). 


15. By “pitching this case,” and by sustaining the Board 
of Appeals’ decision, on the basis that there is no novelty 
in the claims; that they are taught by the prior art; and 
that one skilled in the prior art could apply them (Joint 
App. 52, lst paragraph). 


16. By holding that preformed strands have no novelty, 
and that “Moxham clearly teaches it and since that is the 
major issue of the ease,” ete. (Joint App. 52). 


17. By failing to evalue the differences between the 
Moxham cable and Peterson’s preformed wires as being 
substantial in kind as well as degree (Joint App. 52). (This 
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embraces Findings of Fact 23, 24 and 25—Brief App. A-5, 
A.) 


18. By holding that plaintiff failed to sustain the bur- 
den of proof herein (Joint App. 52 at bottom, 53), and 
for accordingly dismissing the Complaint. 


Error in Findings of Fact: 


' 19. By finding that the claims in interference were not 
supported by appellant’s first application disclosure, in- 
cluding Claim 31 in the first application (Findings of Fact 
27 and 28, Brief App. A-7). 


20. By finding Claims 23 through 26 of the second ap- 
plication inadequately supported thereby (Findings of Fact 
29, Brief App. A-7). 


i 21. By finding that Claims 3, 15, 19, 26, 27, 30, and 31 
of the first application, and Claims 6, 8, 16, and 23 through 
28 of the second application, do not distinguish over the 


Moxham patent, and do not distinguish over the cited prior 
art (Findings of Fact 30 and 31, Brief App. A-8). 


| 22. By finding that appellant failed to prove clear error 
or lack of rational basis in the decision of the Board of 
Appeals from whence this action arises (Finding of Fact 
32, Brief App. A-8). 


Error in Conclusions of Law: 


23. By concluding that the first decision of the Board 
of Appeals in Appeal No. 15,663 was not one upon which 
& holding of res judicata could be based (Conclusion of 
Law 2, Brief App. A-8). 


: 24. By concluding that the Interference Board’s judg- 
ment was in good standing when Peterson’s time to perfect 
his appeal to the CCPA expired; which is to say that the 
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interference did not become terminated when the appellee 
filed his disclaimer, but thereafter, only after the limit of 
perfecting the appeal expired (Conclusion of Law 3, Brief 
App. A-8). 


25. By concluding that the Board of Appeals correctly 
held in its second decision that the Interference Board’s 
judgment in Interference No. 83,266 was res judicata as to 
Peterson’s right to make the claims involved in his appli- 
cation (Conclusion of Law 4, Brief App. A-8). 


26. By concluding by implication that Title 35 USC 
§112 does not cover the types of claims presented in ap- 
pellant’s applications (Conclusions of Law 6, 7, Brief App. 
A-9). 


27. By concluding that plaintiff is not entitled to a pat- 
ent on Claims 3, 15, 19, 26, 27, 30 and 31 of appellant’s 
first application, and on Claims 6, 8, 16, and 23 through 28 
of appellant’s second application (Conclusions of Law 11, 
12, Brief App. A-9, A-10). 


Other Assignments of Error: 


28. By failing to rule on the effect of Patent Office 
Rules 262(a) and (d), and 263, under the facts of this case. 


29. By failing to rule on the effect of the disclaimer of 
the claims at issue during the pendency of an appeal upon 
the judgment appealed from. 


30. By failing to resolve the jurisdictional questions 
posed by the disclaimer: a) as to the Commissioner’s juris- 
diction to take action, b) as to jurisdiction of the CCPA, 
and the effect of Rule 25 of that Court, ¢) as to the au- 
thority of the Board of Appeals to review rejections of the 
Examiner as entered in this case, and d) to the refusal of 
the Board of Appeals to rule independently on the merits 
of the Examiner’s rejection. 


12 


31. By failing to grant plaintiff’s (appellant’s) pro- 
posed Findings of Fact P-1 to P-9, inclusive, or any of 
them (Joint App. 36-38). 


|32. By failing to adopt plaintifi’s (appellant’s) pro- 
posed Conclusions of Law P-2, P-3, P-4, P-6, P-8, P-9, and 
P-12, or any of them (Joint App. 38-40). | 
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SUMMARY OF ARGUMENT 

First Jurisdictional Question 

It is an established fundamental principle of constita- 
tional law that one department of government cannot inter- 
fere with, or encroach upon, any of the other departments. 
The entertainment of the question of patentability vel non 
of claims, not in issue, that were patented by the Com- 
missioner of Patents, and the sua sponte ruling against 
the patentability of such claims, is such an encroachment 
that cannot be justified by the reasoning applied in United 
States v. Duell, 172 U.S. 576, at 586-89. Thus, is the juris- 
diction of the District Court to entertain the issue of 
patentability vel non under these facts brought into 
question. 


There is no authority for the Court to enter a judgment 
on which there is no justiciable issue; to approve the sua 
sponte judgment of the Court against the patentability of 
claims not in issue is to deprive appellant of due process. 


Second Jurisdictional Question 


The filing of the statutory disclaimer and concession of 
priority of the counts at issue by the patentee after judg- 
ment of the Board of Interference Examiners awarding 
priority to him, and during the pendency of an appeal to 
the Court of Customs and Patent Appeals from said judg- 
ment, poses several jurisdictional issues concerning which 
there are no direct precedents, leading to the conclusion 
that the case at bar is one of first impression. 


If by the action of the disclaimer the interference became 
terminated for want of rival claimants to the invention, 
then the Court of Customs and Patent Appeals, to which 
the formal petition and record on appeal had not yet been 
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forwarded, lacked jurisdiction over the subject matter on 
an appeal that had been initiated inter partes, but which 
now stood on an ex parte basis in fact. The contest of pri- 
ority having become extinguished by the filing of the dis- 
claimer by the prevailing party, there was nothing 
remaining in the case that could be entertained by the 
CCPA within its inter partes jurisdiction. 


The trial Court correctly held (Conclusion of Law 15) 
that original jurisdiction over the applications lay in the 
Commissioner of Patents. Upon notice of appellant to the 
Commissioner of appellant’s intention to perfect an ap- 
peal to the CCPA, appellate jurisdiction over the applica- 
tions involved became established in the Court under the 
provisions of Rule 25 of that Court as construed by it. 
That rule provides that the Commissioner may, for special 
and sufficient cause, extend to some definite and fixed date 
the time within which the petition for appeal and tran- 
seript of record shall be filed with the Court. Further, that 
if the petition of appeal and transcript of the record are 
not lodged with the Court within the time prescribed, or 
as enlarged by the Commissioner, upon such facts being 
brought to his attention by motion of the appellee in inter 
partes cases, and upon his own motion in ex parte appeals, 
the Commissioner may take such further proceedings in the 
case as may be necessary to dispose of it as though no 
notice of appeal had been given. 


| Either under the inter partes provisions of the rule, or 

under the ex parte provisions of the rule, the disclaimer 
filed by the patentee in the interference proceedings was 
sufficient notice to the Commissioner to authorize him to 
take action thereunder in accordance with the motion to 
vacate the interference judgment and to dismiss the ap- 
peal that was seasonably brought by appellant. 


- 
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Furthermore, under the original jurisdiction of the Com- 
missioner, and in accordance with the law controlling judg- 
ments, where there is a substantial change in the facts 
running to the merits upon which the judgment was predi- 
eated, or such change in circumstance as to indicate that 
the judgment was based upon error of law apparent upon 
the face of the record, then the Commissioner had the 
power and the duty to set the judgment aside, and to take 
such action as was required of him. 


Under the facts of this case, Patent Office Rules 262(a) 
and (d), and 263, with the effect of law, make it mandatory 
upon the Commissioner either to dissolve the interference, 
or to vacate the original judgment and enter judgment for 
the party in whose favor the concession was made. The 
applicability of these rules turns upon whether or not the 
judgment of the Interference Board had become final at 
the time the disclaimer was entered. If the noting to the 
Commissioner of the appeal to the CCPA was effective to 
stay the finality of the judgment of the Interference Board, 
then there was still an interference pending to bring the 
action of the disclaimer and the concession of priority 
within the provisions of Patent Office Rules 262 and 263. 
Third Jurisdictional Question 

The Patent Office contends, and the District Court agrees, 
that the interference terminated not upon the filing of the 
disclaimer, but thereafter, when appellant’s time for per- 
fecting his appeal expired without his having done so. On 
this basis, it is contended by the Patent Office and the Court 
that the judgment of the Interference Board became final 
and the issues raised thereby became res judicata in so far 


as subsequent proceedings before the Patent Office were 
concerned. 
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The Examiner, in the resumption of the ex parte prose- 
cution of appellant’s applications, entered such rejection 
of res judicata, which was taken to the Board of Appeals 
of the Patent Office as one of the grounds of appeal re- 
viewable under its statutory authority. The Board of 
Appeals refused to review this rejection on its merits on 
the basis that it was without jurisdiction to do so, because 
of the judgment of the Interference Board, and because of 
the actions taken by the Commissioner in refusing to vacate 
such judgment. This poses the third jurisdictional ques- 
tion which appellant believes to be founded in error. 


' The statutory authority of the Board of Appeals of the 
Patent Office lies in 35 USC §7, and an applicant’s right 
to a review by the Board of Appeals is set forth in 35 USC 
§134. No exception is made in these statutory provisions 
for the Board’s refusal to review the rejection of the Ex- 
aminer as has been entered against appellant in the cases 


at bar. The judgment of the Interference Board awarding 
priority to Bodendieck was a judgment predicated not 
upon the issues of priority, nor upon the sufficiency of the 
proofs adduced to support it, but rather turned upon the 
fact that appellant’s application did not disclose sufficient 
basis to support the interference claims, and particularly 
the earlier application. 


Fourth Jurisdictional Question 


| Before the interference with the patentee came into ex- 
istence, appellant copied claims from the Bodendieck patent 
with which he sought interference, and prayed that they 
be allowed to him in his first application for this purpose. 
The Examiner, acting ex parte, finally rejected these claims 
for lack of basis in appellant’s first application disclosure. 
Thereupon, an ex parte appeal was taken to the Board of 
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Appeals, which reversed the Examiner and found that there 
was clear basis in applicant’s first application to support 
the adopted claims. 


After the interference was declared, the Examiner (the 
same man and the same office, but acting in his inter partes 
eapacity) ignored the ruling of the Board of Appeals, and 
again held lack of basis in appellant’s disclosures to sup- 
port the interfering claims. This was done in the absence 
of any new showing having been made or new reasons 
assigned in the inter partes procedures that would have 
changed the facts upon which the Board of Appeals had 
previously ruled in applicant’s favor. 


The Examiner’s position, in refusing to follow the Board 
of Appeals ruling, thus was contrary to established law and 
doctrine. The Interference Board adopted verbatim the 
Examiner’s interlocutory decision in this respect, and, 
without consideration of the proofs, awarded priority to 


the patentee. The Board of Interference Examiners has 
no statutory authority to hold that there is no interference 
in fact, and so must enter a judgment of priority on all 
inter partes cases submitted to it. 


The appeal from that judgment of the Interference 
Board having prevented it from becoming a final judgment, 
and the entering of the disclaimer to the counts at issue 
during the pendency of that appeal, rendered the provi- 
sions of Patent Office Rules 262 and/or 263 mandatory upon 
the Commissioner to vacate the judgment. This, in turn, 
would completely obliterate from the record of both of ap- 
pellant’s applications the effect of the particular inter 
partes action taken therein, so as to leave the applicant 
in the same ex parte position on the record of those appli- 
cations as though no interference had been declared. 
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Therefore, after the resumption of ex parte prosecution 
of those applications, the controlling precedent, amounting 
to the law of the case that remained in effect, was that of 
the decision of the Board of Appeals in the first ex parte 
Appeal No. 15,663, in which it was held that applicant had 
the right to make and maintain the interfering claims in his 
first application. 


| Thus, after the filing of the disclaimer, these claims 
should have been reallowed to applicant on the basis that 
his right to make them (i.e. sufficiency of disclosure) is 
res judicata to the Examiner, to the Board of Appeals, 
and higher authority, up to and including this Court. In 
this manner is the fourth jurisdictional issue posed. 


The Rejection on the Merits 


' Apart from the jurisdictional considerations discussed 
above, certain claims of the first application have been re- 
jected on the patent to Moxham No. 337,513, issued in 1886; 
while in the second application certain claims have also 
been rejected on Moxham, and on the publication “P.F.T. 
Preformed Armor Rods and Multiple Wire Ties”, published 
in 1946. This publication is too late to be effective against 
the first application, although it has been held to be effec- 
tive against the second application as to all subject matter 
not common to the first application. 


Nature of the Inventions Before the Court 


Appellant’s inventions as set forth in these applications 
relate to relatively short helical elements, such as helically- 
preformed wires that are made with an open pitch, like a 
coil-spring that has been stretched out, so that they may 
be snapped on and off of standing cables, such as overhead 
transmission lines, ete., so as to be self-retaining thereon 
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when applied. These helical elements are usually formed 
with an internal diameter that is slightly less than the 
diameter of the cable to which they are to be applied so as 
to grip the latter and tightly conform thereto in the per- 
formance of the reinforcing function, while, at the same 
time, by virtue of their helical configuration, permit a 
normal flexibility to the cable, which does not compress it 
in a deleterious way, or form points of highly concentrated 
stress therein, as are occasioned by rigid clamps, and 
the like. 


The applications at bar disclose that groups of identical 
helically-preformed wires may be preassembled into hollow 
tubular form, and may be either wholly or partially dis- 
assembled for application to the conductors or cable-like 
bodies to which they are designed to be applied. They are 
thus strictly accessory to cables and similar bodies, so as 
to reinforce them, or to provide a protective covering 


thereon, or to serve in the damping of vibrations thereof. 


Up until about fifteen years ago, no such accessory was 
known or used for the stated purposes in the cable or 
electric industries. Approximately ten years ago the cor- 
porate appellant was formed to manufacture such acces- 
sories, and, from substantially no earnings the first year, 
has arisen to a six million dollar annual business, in which 
it is recognized to be the dominant leader in the accessory 
field. 

The Moxham Patent 


The old Moxham patent pertains to a cable of large di- 
mensions and of endless length, which was intended for 
use as a traction cable in the operation of cable cars, one 
of the few remaining examples of which appears in San 
Francisco today. This cable has large component strands 
to which there is imparted a helical set incident to their 
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passing to the closing die of a stranding machine by which 
they are laid together in endless lengths to form the trac- 
tion cable. 


The Patent Office found, and the District Court held, 
that applicant’s accessory was completely anticipated and 
non-inventive in view of the assumed fact that the Moxham 
éable could be disassembled into its component strands, the 
strands cut up into short lengths, and then reconstituted 
into the living image of appellant’s accessories, notwith- 
standing the fact that the patentee makes no mention that 
the strands of his cable could be dealt with in this manner; 
or does the patentee disclose any understanding of the 
problems encountered in the accessory field with which 
appellant has dealt. 


It_is, therefore, appellant’s position that the cable of 
the Moxham patent differs in kind, as well as degree, from 
the accessories disclosed and claimed by appellant; that it 
is from an entirely different field of invention and indus- 
trial endeavor; and that it is only the hindsight afforded 
by appellant’s teachings in the applications at bar that the 
reference disclosure can be first taken apart, altered, and 
‘then reconstructed to spell out an anticipation, as has been 
done on this record. 


It is contended, therefore, that the claims rejected on 
the Moxham patent in both applications are clearly patent- 
‘able over this reference. That the industry waited through 
ithe sixty years of existence of the Moxham patent before 
the highly successful commercial enterprise of appellant 
was introduced confirms this conclusion. 


P. F. T. Publication 


With respect to the P. F. T. publication, the effectiveness 
‘of this reference turns in part upon whether or not appel- 
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lant’s first application supports the claims in the second 
application rejected thereupon. These include the claims 
that were involved in the Bodendieck Interference, No. 
83,266, referred to above. If the Board of Appeals was 
correct in its first ruling to the effect that this subject 
matter is disclosed in appellant’s first application, then the 
P. F. T. publication is antedated and need not be accorded 
further consideration. It should be noted that even should 
the first application be held not to support the claims, there 
is a question as to the adequacy of the disclosures of the 
P. F. T. publication to anticipate the claims rejected thereon 
in the second application. 


Claims Derived from Runde 


Finally, the claims derived from the Runde application 
having been allowed therein, just like the claims that were 
involved in the interference with the patentee Bodendieck, 
are not attacked for lacking patentability; rather, the sole 
basis of denying these claims to appellant is for want of 
disclosure in his second application to support them. The 
claims, however, are not apt when applied to the Runde 
disclosure in which they were allowed. They do, however, 
obviously apply to the disclosure of appellant’s second ap- 
plication, in which they should be lodged as a matter of 
right, in view of appellant’s prevailing in an interference 
proceeding against the patentee Runde as to priority of 
invention set forth in related claims; also, because they 
have been adjudged patentable over the Bodendieck patent, 
and, hence, cannot stand under the disabilities of the ad- 
verse judgment of the Bodendieck interference, discussed 
above. 
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ARGUMENT 
The First Jurisdictional Question 


The case of United States v. Duell, supra, decided that 
because the Commissioner’s function is quasi-judicial, it is 
constitutional to grant a right of appeal from his ruling 
to the courts as not conferring executive power upon the 
latter. In the Duell case, the record submitted for the de- 
termination of the Court embraced the issues before the 
Patent Office, and none other. The Court was discharging 
its statutory responsibility in passing on such issues, with- 
out trespassing upon the executive power of the Commis- 
sioner. 


The facts at bar do not coincide with those of the Duell 
‘ease. Certain claims had been adjudged patentable by the 
‘Commissioner of Patents, and had actually been patented 
ito one Bodendieck, No. 2,414,136 (Joint App. 508-19). These 
claims were adopted in appellant’s first application, and 
were adjudged to be supported by the disclosure thereof by 
the Board of Appeals over the objection of the Examiner 
(Joint App. 232-36). 


The same claims were also asserted in the second appli- 
‘eation as a matter of original record (Claims 17, 18; Joint 
App. 360-61), pending the ex parte decision of the Board 
respecting applicant’s right to make them in his first ap- 
‘plication. In the ensuing interference between the patentee 
\Bodendieck and the second application, after the decision 
iof the Board favorable to appellant’s right to assert the 
‘issues in his first application, the applicant-interferant 
‘moved to add the latter to the interference, but was ulti- 
‘mately adjudged not to be entitled thereto in either appli- 
cation for lack of disclosure.*® 


. 15. A remarkable conclusion in light of the claims being of 
‘original record in the second case and tributary to its disclosure 
eee v. Hodgins, 99 USPQ 23, 25; Ex Parte Joshua, 48 
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The issues presented to the District Court as to these 
claims concerned only the point of whether or not appli- 
cant was entitled to assert them in his first application 
under the warrant of his disclosure, and as to the effect 
of the disclaimer filed by the patentee Bodendieck on the 
interference judgment adverse to appellant. There was no 
justiciable issue before the District Court regarding the 
patentability vel non of these claims. 


The Supreme Court in Butterworth v. Hoe, 112 U.S. 50, 
as was reaffirmed in the Duell case, supra, held that it was 
the legislative intent of Congress to empower the Commis- 
sioner of Patents to grant or withhold patents to applicants 
therefor subject to judicial review prescribed by statute 
in ease of decisions adverse to the applicant. 


In trials de novo under the old Section 4915 R. S., now 
35 U.S.C. §145, the justiciable issues in ex parte cases 
were necessarily those which arose from an applicant’s 
assertion and the Commissioner’s refusal of certain claims. 
Obviously, as to claims already awarded an applicant, there 
could be no issue in ex parte proceedings. The Commis- 
sioner, having exercised his discretion and determined the 
patentability of such claims, had satisfied the applicant’s 
right thereto, thus foreclosing the need and the possibility 
of judicial process as to them. 


The federal constitution creates three distinct and 
separate departments—legislative, executive, and judicial. 
O’Donohue v. U. S., 53 S. Ct. 740; 289 U. S. 516. 


It is an established and fundamental principle of con- 
stitutional law that one department cannot interfere with, 
or encroach on, either of the other departments. 


Humphrey's Ex’r v. U. S., 55 S. Ct. 869; 295 U. S. 
602. 


2. 


Springer v. Gov't Philippine Is., 48 S. Ct. 480; 277 
U.S. 189. 

Massachusetts v. Mellon, 43 S. Ct. 597; 262 U. S. 
447. 

O’Malley v. U. S. appeal dismissed; Pendergast v. 
U. S., 62 S. Ct. 116; 314 U. S. 574, and 63 S. Ct. 
268, 317 U. S. 412 (reversing on other grounds). 


| No deviation from the constitutional requirement will be 
tolerated which impairs the essential integrity of one of the 
branches of the government. Watkins v. U. 8., 77 S. Ct. 
1173; 354 U. S. 178. 


| Asa general rule, in the absence of constitutional author- 
ization, the judicial branch of the government cannot exer- 
cise powers and functions of the executive branch. 
Slocum v. Rwy. Co., 70 S. Ct. 577; 339 U. S. 239. 
Aircraft & Diesel Equip Co. v. Hirsch, 67 S. Ct. 
1493; 331 U.S. 752. 
Confederated Ute Indians v. U. S., 67 S. Ct. 650; 
330 U. S. 169. 
Perkins v. Lukens Steel, 60 S. Ct. 869; 310 U. S. 
113. 


' It is the duty of a Court to give effect to the proved offi- 
cial acts of the officers of the government in matters in 
which they have jurisdiction. 


Cummings v. Isenberg, 67 App. D. C. 17; 89 F. 2d 
489; Cert. den. 57 S. Ct. 783; 301 U. S. 682; Re- 
hearing den. 57 S. Ct. 921; 301 U. S. 713. 


i The judicial branch may interfere with administrative 
igetivities of the executive branch only where a statute has 
‘imposed a specific duty on the courts with respect to them. 
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Cudahy Packing Co. v. Fleming, 122 F. 2d 1005, 
reversed on other grounds. 


Cudahy Packing v. Holland, 62 S. Ct. 803; 315 U. S. 
785—and not otherwise. 

Bailey v. Richardson, 86 U. S. App. D. C. 248; 182 
F. 2d 46; affirmed 71 S. Ct. 669; 341 U. S. 918. 
Int'l Workers v. McGrath, 86 U.S. App. D. C. 287; 
182 F. 2d 368; affirmed 71 S. Ct. 624; 341 U. S. 

123. 


Judicial power extends only to correction of an officer’s 
failure to proceed according to and within the law, where 
constitutionality of the law authorizing the officer to act 
has been determined. 


Kleberg & Co. v. U. S. Custom & Pat. Appeals, 
71 F. 2d 332. 


In the absence of clear evidence of a failure to exercise 
a legal discretion, a Court may not substitute its discretion 
or notion of expediency and fairness for that of executive 
or administrative officers, boards, and commissions, — 


Aircraft & Diesel Equip. Co. v. Hirsch, supra. 

SEC v. Chenery Corp., 63 S. Ct. 454; 318 U. S. 80. 

Texas R. R. Commission v. Rowan & Nicholson Oil 
Co., 60 S. Ct. 1021; 310 U. S. 573; Rehearing den. 
61 S. Ct. 66; 311 U. S. 614, and 61 S. Ct. 167; 
311 U. S. 727. 


U. 8. v. Geo. S. Bush Co. (CCPA), 60 S. Ct. 944; 
310 U.S. 371. 


A.T.€ T.v.U.8., 57 8. Ct. 170; 299 U. S. 232. 


Dismuke v. U. S., 56 S. Ct.. 400; 297 U. S. 167; Re- 
hearing denied 56 S. Ct. 594; 297 U. S. 728. 
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or interfere with or control such officers or bodies in the 
exercise of any power or the performance of any duty of an 
executive or administrative character, in which the consti- 
tution contemplates the exercise of discretion. 


Aircraft & Diesel Equip. v. Hirsch, supra. 


Am. Power & Light v. SEC, 67 S. Ct. 133; 329 
U.S. 90. 


Texas R. R. Com. v. Rowan et al., supra. 
Perkins v. Lukens Steel, supra. 


Dow v. Ickes, 74 App. D. C. 319; 123 F. 2d 909, fol- 
lowed in 


Gilbert v. Ickes, 74 App. D. C. 327; 123 F. 2d 917; 
Cert. den. 62 S. Ct. 639; 315 U. S. 807; Rehear- 
ing den. 912; U. S. 830. 


Chief Justice Taney, speaking for the Supreme Court in 
ithe case of Decatur v. Paulding, 14 Peters 497, 515, said: 


“Tf a suit should come before this court, which in- 
volved the construction of any of these laws, the court 
certainly would not be bound to adopt the construction 
given by the head of a department. And if they sup- 
posed his decision to be wrong, they would, of course, 
so pronounce their judgment. But their judgment upon 
the construction of a law must be given in a case in 
which they have jurisdiction, and in which it is their 
duty to interpret the act of congress, in order to ascer- 
tain the rights of the parties in the cause before them. 
The court could not entertain an appeal from the deci- 
sion of one of the secretaries, nor revise his judgment 
in any case where the law authorized him to exercise 
discretion or judgment. Nor can it, by mandamus, act 
directly upon the officer, and guide and control his 
jadgment or discretion in the matters committed to his 
care, in the ordinary discharge of his official duties. 
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“The interference of the courts with the perform- 
ance of the ordinary duties of the executive depart- 
ments of the government, would be productive of noth- 
ing but mischief; and we are quite satisfied, that such 
& power was never intended to be given to them.” 


This case was cited and followed by the Supreme Court 
in the ease of the Commissioner of Patents v. Whiteley, 4 
Wallace (71 U. S.) 522, 534, which, in turn, is cited in But- 
terworth v. Hoe, at page 68. 


The Supreme Court in Massachusetts v. Mellon, 262 U.S. 
447, 488, had this to say respecting a separation of powers 
of government: 


“The functions of government under our system are 
apportioned. To the legislative department has been 
committed the duty of making laws; to the executive 
the duty of executing them; and to the judiciary the 
duty of interpreting and applying them in cases prop- 
erly brought before the courts. The general rule is that 
neither department may invade the province of the 
other and neither may control, direct or restrain the 
action of the other. We are not now speaking of the 
merely ministerial duties of officials. Gaines v. Thomp- 
son, 7 Wall. 347. We have no power per se to review 
and annul acts of Congress on the ground that they are 
unconstitutional. That question may be considered only 
when the justification for some direct injury suffered 
or threatened, presenting a justiciable issue, is made 
to rest upon such an act. Then the power exercised is 
that of ascertaining and declaring the law applicable 
to the controversy. It amounts to little more than the 
negative power to disregard an unconstitutional enact- 
ment, which otherwise would stand in the way of the 
enforcement of a legal right. The party who invokes 
the power must be able to show not only that the stat- 
ute is invalid but that he has sustained or is immedi- 
ately in danger of sustaining some direct injury as the 
result of its enforcement, and not merely that he suf- 
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fers in some indefinite way in common with people gen- 
erally. If a case for preventive relief be presented the 
Court enjoins, in effect, not the execution of the statute, 
but the acts of the official, the statute notwithstand- 
ing. Here the parties plaintiff have no such case. 
Looking through forms of words to the substance of 
their complaint, it is merely that officials of the exec- 
utive department of the government are executing and 
will execute an act of Congress asserted to be uncon- 
stitutional; and this we are asked to prevent. To do so 
would be not to decide a judicial controversy, but to 
assume a position of authority over the governmental 
acts of another and co-equal department, an authority 
which plainly we do not possess.” (Emphasis added) 


| In Security Exchange Commission v. Chenery Corp., 318 
U. S. 80, 87, Mr. Justice Frankfurter rendered the opinion 
of the Supreme Court, as follows: 


«* © © The grounds upon which an administrative 
order must be judged are those upon which the record 
discloses that its action was based. 


«e © © Bot it is also familiar appellate procedure that 
where correctness of the lower court’s decision depends 
upon a determination of fact which only a jury could 
make but which has not been made, the appellate court 
cannot take the place of the jury. Like considerations 
govern review of administrative orders. If an order 
is valid only as a determination of policy or judgment 
which the agency alone is authorized to make and which 
it has not made, a judicial judgment cannot be made 
to do service for an administrative judgment. For pur- 
poses of affirming no less than reversing its orders, an 
appellate court cannot intrude upon the domain which 
Congress has exclusively entrusted to an administra- 
tive agency.” (88) 

e e e e e 


«e © © For the Courts cannot exercise their duty of 
review unless they are advised of the considerations 
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underlying the action under review. If the action rests 
upon an administrative determination—an exercise of 
judgment in an area which Congress has entrusted to 
the agency—of course it must not be set aside because 
the reviewing Court might have made a different deter- 
mination were it empowered to do so.” (94) 


Another case in point from this Court to the Supreme 
Court is Aircraft & Diesel Corp. v. Hirsch, 331 U. 8. 752, 
767: 

“The very purpose of providing either an exclusive 
or an initial and preliminary administrative determina- 
tion is to secure the administrative judgment either, 
in the one case, in substitution for judicial decision or, 
in the other, as foundation for or perchance to make 
unnecessary later judicial proceedings. Where Con- 
gress has clearly commanded that administrative judg- 
ment be taken initially or exclusively, the courts have 
no lawful function to anticipate the administrative de- 
cision with their own, whether or not when it has been 
rendered they may intervene either in presumed ac- 
cordance with Congress’ will or because, for constitu- 
tional reasons, its will to exclude them has been ex- 
erted in an invalid manner. To do this not only would 
contravene the will of Congress as a matter of re- 
stricting or deferring judicial action. It would nullify 
the congressional objects in providing the administra- 
tive determination. In this case these include securing 
uniformity of administrative policy and disposition,”* 
expertness of judgment, and finality in determination 
at least of those things which Congress intended to 
and could commit to such agencies for final decision.” 
(The footnote 25 refers to 89 Cong. Red. 9928-29.) 


Perhaps ancillary to the foregoing, is the proposition 
that a claim patented by the Commissioner of Patents is 
prima facie valid. The presumption of validity is over- 
turned only by clear and convincing evidence. As stated by 
this Court, “The requirement of proof to sustain the burden 
is heavy.” Haloro, Inc. v. Owens-Corning Fibreglas Corp., 
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121 U. S. P. Q. 339, 340; 266 F. 2d 918, 919 (U. S. App. 
D. C. citation not available). This was an infringement suit 
involving a patent which this Court had authorized under 
a precedental action brought under 4915 R. S. 


' In the present proceeding, however, this Court did not 
question the propriety of the District Court’s action in 
raising sua sponte the issue of patentability vel non of 
patented claims (Sup. J. A. 3), even in face of no justiciable 
issue presented to the point, and no evidence addressed to 
it. Whatever else may be concluded from these disparate 
views, it is clear that there are two standards for testing 
the validity of patented claims: (1) Where the issue is 
inter partes and raised defensively, the onus of him who 
pleads against the validity is heavy; (2) where as here, 
the proceedings are ex parte, the presumption in favor of 
validity is so inconsequential as to be voidable at the whim 
of a court. It is hardly credible that such a double-standard 
could lawfully coexist when both classes of claims are 
patented under the fiat of the Commissioner of Patents 
by the authority of the Congress invested in that office. 


The sua sponte judgment of the District Court should be 
disapproved and overruled accordingly. 


The Interference Board’s Judgment was not final on Appeal 


' Appellant’s contention that the Interference proceeding 
No. 83,266 involving his applications and the patent to 
one Bodendieck (Joint App. 508) is bottomed on the rule 
that a judgment does not become final so long as an appeal 
is pending therefrom, or so long as the time for taking 
such an appeal has not expired. In the case of Prout v. 
Johnston and Johnston, 1907 C. D. 318, the Commissioner 
of Patents decided that judgment in interference proceed- 
ings will not be made final in the Patent Office after the 
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filing of a notice of appeal to the District Court of Appeals, 
or during the pendency of such an appeal, even where 
the notice was filed one day outside of the forty-day period 
set by the rules of that Court. 


In Westinghouse et al. v. Hien et al., 159 Fed. 936, the 
Seventh Circuit Court of Appeals held that the decision 
of the Examiner of Interferences determines only the ques- 
tion of priority of invention as between the parties, and 
the party against whom the decision is rendered may still 
contend that there is no interference in fact, or that the 
successful party is not entitled to the claims made, and 
he (the loser) is not precluded upon the question of his 
right to a patent until the expiration of the time allowed 
him by statute for an appeal from the final order rejecting 
his application. 


That the effect of a former judgment will be suspended 
pending an appeal therefrom was decided in Ponser v. 
Cady, 120 Cal. 214; 52 Pac. 489. Similarly, it was held in 
Archer v. Hart, 5 Fla. 234, that an appeal generally super- 
sedes the judgment of an inferior court so far as that no 
action can be taken upon it until after the final decision 
of the cause. To the same effect: Danforth et al. v. Carter, 
4 Ia. 230; Waterman v. Ramon, 5 Wis. 185; Frederick v. 
Bank, 106 Ill. 147; Lamphear v. Lamprey, 4 Mass. 107; 
Walker v. Spencer, 86 N. Y. 162. That an appeal is a con- 
tinuation of a suit was held in Macklin v. Allenberg, 100 
Mo. 337; 13 S. W. 350. 


The Interference Appeal Status and Its Effect 


The filing of a notice of intention to appeal to the Court 
of Customs and Patent Appeals with the Commissioner of 
Patents, accompanied by a statement of the reasons for 
appeal, as provided in Title 35 U. S. C. § 142, confers 
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appellate jurisdiction upon that Court, as construed by it 
in its decision in Galena Mfg. Co. v. Superior Oil Works, 
26 CCPA, 1301; 104 Fed. (2d) 400. The appeal from the 
interference judgment was, therefore, pending; the judg- 
ment of the Interference Board had not become final, and 
the interference proceeding was still in progress. Under 
this situation, the patentee Bodendieck filed his statutory 
disclaimer of the counts at issue of the interference and 
conceded priority of the subject matter thereof to Peterson. 


| Rule 262(a) (Brief App. A-15) provides: 


“An applicant or a patentee involved in an interference 
may, at any time, file a written disclaimer or conces- 
sion of priority * * *. Upon the filing of such an in- 
strument by any party, judgment shall be rendered 
against him.” (Emphasis added.) 


Rule 262(d) provides: 


“Such disclaimer, concession of priority, * * * shall 
operate without further action as a direction to can- 
cel the claims involved from the application of the 
party making the same on termination of the inter- 
ference on the basis thereof.” 


Rule 263 distinguishes statutory disclaimers from those 
made under Rule 262 for purposes of voiding the contest. 
This rule provides for the statutory disclaimer by a pat- 
entee and states: 


“The disclaimer referred to in rule 262, when made by 
a patentee in interference is not a disclaimer under 
35 U. S. C. 253. If a disclaimer under the statute 
(see rule 321) cancelling claims involved in the inter- 
ference from the patent, is made by the patentee, * * * 
the interference will be dissolved pro forma as to such 
claims.” 
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In the present case, appellant’s opponent was a patentee | 
and did file a statutory disclaimer, but since this also was 
accompanied by a concession of priority, reference is made 
to the above quoted portions of Rule 262, as well as to 
Rule 263. Since the Patent Office Rules, to the extent that 
they are consistent with the law, have the effect of law, 
Rules 262 and 263 are binding upon the Commissioner to 
vacate the judgment of the Interference Board; to dismiss 
the appeal, and to dissolve the interference without preju- 
dice to appellant’s right to assert the claims formerly at 
issue in the interference. This, however, he refused to do. 


The Original Jurisdiction of the Commissioner 


The Commissioner pleaded lack of authority to take this 
action as being beyond his jurisdiction, in view of the notice 
of appeal that had been lodged with him regarding the 
appeal to the Court of Customs and Patent Appeals. How- 
ever, that it was clearly within the original jurisdiction of 
the Commissioner to do so was settled as to that office in 
the case of Clement v. Richards v. Meissner, 1904 C. D. 321, 
where the Commissioner found authority under his origi- 
nal jurisdiction to set aside the judgment of the Interfer- 
ence Board and to remand appellant’s applications to the 
Primary Examiner without prejudice, notwithstanding the 
fact that notice of appeal to the Court of Appeals for the 
District of Columbia had been given. The Commissioner 
based his reasoning for this decision on the concept of 
jurisdiction established by the Supreme Court in Ordway v. 
Goddard, 101 U.S. 745, to the effect that the fact of depend- 
ency of an appeal is no bar to a motion to the Court below 
for a new trial, which retains its original jurisdiction to 
modify or set aside the decision from which an appeal is 
taken. 
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In the case at bar, the trial Court ruled (Conclusion of 
Law 15—Brief App. A-10) that the Commissioner had orig- 
inal jurisdiction over the parties and over the applications 
involved in Interference No. 83,266 at the time the party 
Bodendieck filed his disclaimer and concession of priority 
therein (Order settling Findings of Fact and Conclusions 
of Law—Joint App. 25, 26). This conclusion was contested 
by the defendant-appellee (Joint App. 41) and was briefed 
by both parties. Nevertheless, the trial Court correctly 
reaffirmed its adoption of this Conclusion of Law (Brief 
App. A-1).%6 


Rule 25 of the Court of Customs and Patent Appeals 
(Brief App. A-16) takes into account certain special cir- 
cumstances under which the Commissioner may take action 
during the pendency of an appeal. One of these is in inter 
partes cases where the appellant fails to perfect his appeal 
within the time provided by the rule, or as enlarged by the 
Commissioner, upon notice by the appellee to this effect. 
Under similar circumstances in ex parte appeals, he may 
take such action upon his own motion, including “such 
further proceedings in the case as may be necessary to dis- 
pose of the same as though no notice of appeal had ever 
been given.” All such powers reflect the jurisdiction of 
origin in the Commissioner. 


The Appeal to the CCPA Could Not Be Maintained 


The trial Court by implication (Joint App. 47, top para- 
graph; 51, commencing line 2) and Board of Appeals of 
the Patent Office below (Joint App. 302) criticized appel- 
ant for not carrying forward his appeal to the C. C. P. A. 


_ 16. In a 1920 decision, this Court held that so long as a case 
is pending it is within the Supervision of the Commissioner. Bruck- 
man v. Miller, 50 App. D.C. 36, 267 Fed. 338. 
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even after the disclaimer had been entered of record. This 
criticism is not justified in view of the fact that the appel- 
late jurisdiction of the C. C. P. A. in inter partes cases 
depends upon the subsistence of an interference, the very 
nature of which proceeding pre-supposes that there are 
rival claimants for an invention otherwise adjudged to 
be patentable, between whom the issue of priority of inven- 
tion is to be settled. Once the disclaimer was entered by 
the patentee, there no longer were rival claimants for the 
disclaimed invention, whereupon the interference ceased 
to exist in fact, and the inter partes contest of priority 
terminated. It has been held many times by this Court 
acting as an administrative appellate body of the Patent 
Office, and by the Court of Customs and Patent Appeals 
since it took over that jurisdiction in 1929, that priority 
of invention is the basis upon which the appellate jurisdic- 
tion vests in inter partes cases, and that the question of 
interference in fact will not be considered on appeal from 
a judgment awarding priority. Lattig et al. v. Dean, 25 
Appeals D. C. 591, 1905 C. D. 698; Cowles v. Rody, 49 Ap- 
peals D. C. 135, 261 Fed. 1015; Spatafola v. Zaiger et al. 21 
CCPA 908, 69 F. (2d) 118; Copek v. Lewis, 19 CCPA 848, 
55 F. (2d) 476. Indeed, the statutory authority enabling 
interferences, 35 U. S. C. § 135 (Brief App. A-11) only pro- 
vides for judgments of priority in interference cases before 
the Board of Interference Examiners in the Patent Office, 
and hence judgments of that body cannot ordinarily pre- 
sent any other appealable issue. 


Therefore, if, as contended by the appellant herein, the 
disclaimer terminated the interference while the interfer- 
ence was pending in good standing, he was not justified 
in forwarding the appeal to the C. C. P. A., which would 
have been without jurisdictional authority to entertain the 
same, thus uselessly to incur the burden of the large ex- 
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pense involved in forwarding the record to that Court. The 
fact is that appellant was by the disclaimer reduced to 
an ex parte status in the record of those proceedings, and 
clearly came within the authority of the Commissioner to 
take the action prescribed under Rule 25 of the C. C. P. A. 
on his own motion, as is provided for in that rule for ex 
parte cases. 


The action taken by the appellant, therefore, in moving 
the Commissioner to vacate the interference judgment, to 
dismiss the appeal, and to remand the applications for 
further proceedings to the Patent Office Examiner, was 
well taken, and apparently was the only course open to him. 
‘Any other conclusion would place in open conflict the pro- 
visions of Patent Office Rules 262 and 263, and Rule 25 
of the Court of Customs and Patent Appeals. 


The Disclaimer Voided the Interference Judgment 


Following the Supreme Court in the case of John Sim- 
mons Company v. Grier Bros. Company, 258 U. S. 82, the 
Seventh Cireuit Court of Appeals in Luminous Unit Co. v. 
Freeman-Sweet Co., 3 F. (2d) 577, held that the District 
‘Court properly entertained a motion to vacate its decree 
and to dismiss the suit, notwithstanding the mandate of 
the Cireuit Court of Appeals. In that case, the appellant 
ireissued the patent on which judgment of validity and in- 
fringement had been rendered favorably to him. The Court 
stated: 


“Appellant, when it surrendered its Patent No. 
1,076,418, and secured in lieu thereof Reissue Patent 
No. 14,680, lost its right to prosecute its pending suit 
to final decree. Such facts being brought to the atten- 
tion of the court wherein the suit is pending, it be- 
came the duty of the Court to dismiss the suit. * * * 


“The decree is affirmed.” 


iSimilarly here, the disclaimer filed by the patentee Boden- 
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dieck in Interference No. 83,266 caused him to lose his 
right to prosecute the pending interference to final decree. 
Such facts being brought to the attention of the Commis- 
sioner under whose jurisdiction the interference was pend- 
ing, made it his duty to dissolve the interference. 


Perhaps the closest fact circumstance to the case at bar 
is that reported at 25 Appeals D. C. 591, 1905 C. D. 698, 
Lattig et al. v. Dean,” which confirms appellant’s conclusion 
in this respect. Here, again, the reissue of a patent was 
involved to disqualify one of the contestants in an inter- 
ference, but the Commissioner’s decision in the case of 
Moore and McKee v. Bradley v. Doering, 1912 C. D. 205,18 
in following the Lattig case affirms the parallel between re- 
issues and disclaimers, the latter of which obtains in the 
case at bar. 


It, therefore, seems abundantly clear that appellant 
should not have been confronted with the rejection of res 
judicata based on the interference judgment entered by 
the Examiner as to the interfering claims upon resump- 
tion of the ex parte prosecution of its applications. This 
rejection, having been founded in error, and being the 
basis for finally denying appellant these claims before the 
Examiner, clearly fell within the constitutional authority 
of the Board of Appeals as set forth in 35 U. S. C. §7 
(Brief App. A-11), to entertain this question on its merits. 
And it was applicant’s right under 35 U. S. C. § 134 (Brief 
App. A-11) to expect the Board to do so. Neither the Board 
of Appeals, nor the Commissioner upon petition to exer- 
cise his supervisory authority in the matter (Joint App. 
342, 348), would give consideration to the question on its 
merits, and so left to appellant as his final recourse the 
Complaint under 35 U. S. C. § 145 that was filed in the 
Court below, from the dismissal of which this appeal is 
being prosecuted. 


17. Brief App., A-17 et seq. 
18. Brief App., A-21 et seq. 
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The First Ex Parte Appeal Establishes the Law of the Case 


The Court below erroneously affirmed the Board of Ap- 
ipeals in considering that body bound by the decision of the 
‘Interference Board, and, therefore, did not directly pass 
‘upon appellant’s contention that the ex parte issue of his 
iright to make the claims formerly in interference was res 
‘judicata in view of its decision in ex parte Appeal 15,663 
(Joint App. 232-236), which decided this question in appel- 
llant’s favor. In fact, the Board of Appeals in its final 
decisions (Joint App. 298-307; 420-430), from which the 
‘current action is taken, deemed it unnecessary to discuss 
‘appellant’s renewed arguments with respect to his right to 
imake these claims in view of the interference decision 
referred to. 


However, since the issue of the right to make is ancillary 
to priority, where there is no issue as to priority, the right 
to make becomes moot as an inter partes matter. Once 


divorced from inter partes considerations, Peterson’s right 
‘to make certain of the claims as supported by his dis- 
closure in ex parte proceedings had already been deter- 
‘mined favorably to him by the Board of Appeals, and was, 
‘therefore, res judicata and binding on the Board. 


It is not contended here that the Primary Examiner, 
‘acting in his inter partes capacity, is necessarily bound by 
a previous ex parte ruling by the Board of Appeals with 
irespect to the question presented. It is contended, however, 
that where there is no new reason developed in the imter 
partes proceeding over that considered ex parte by the 
(Board, the latter should be followed, as was held in Felsing 
v. Nelson, 1906 C. D. 77. In that case, the Commissioner 
‘in following Painter v. Hall, 1897 C. D. 43, stated: 


“The practice indicated in the (Painter v. Hall) de- 
cision * * * is believed to be good practice and should 
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be followed. The Primary Examiner in considering a 
question inter partes should not feel absolutely bound 
by a decision of the Examiners-in-Chief rendered on an 
ex parte hearing. On the other hand, their decision is 
not to be ignored. It should be persuasive, but not 
controlling. All reasons urged before the Primary Ex- 
aminer should be considered by him in connection with 
the decision of the Examiners-in-Chief, and if there 
seems to be no reasonable ground for thinking that 
the decision of the Examiners-in-Chief might be differ- 
ent on an inter partes appeal, then their decision should 
be followed. In other words, if the inter partes consid- 
eration of the case does not bring out new reasons or 
new phases of the old reasons, or such new light as 
would reasonably tend to change the prior decision, 
then such prior decision of the higher tribunal should 
be followed.” 


As was stated in the Painter v. Hall decision, a question 
decided ex parte cannot be said to be res judicata in a sub- 
sequent inter partes action because one of the four condi- 
tions requisite for res judicata, namely, identity of the 
parties, is lacking. Here, however, appellant stood before 
the Board of Appeals in the final action taken before the 
Patent Office, from whence this suit is brought, in his ex 
parte capacity, contending for the same subject matter, in 
the same cause of action, and in the same quality of person. 
The four ingredients of res judicata—identity in the thing 
sued for, identity in cause of action, identity of parties to 
the action, and identity of quality in the persons—were 
thus present. 


Since the Examiner dissolved the interference on his 
own motion (Joint App. 469, lines 4, 5), and since no other 
reasons inter partes were developed with respect to appel- 
lant’s right to make the interfering claims, the ex parte 
decision of the Board of Appeals should have been fol- 
lowed by the Examiner then, and should have been com- 
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pelling upon him, the Board of Appeals, and the Court 
below, under the res judicata doctrine. 


Somewhere along the ex parte chain of events in the long 
history of these applications, there must be some ruling 
‘that has become the law of the case, and because of the 
superior voice of the Board of Appeals in ex parte matters 
‘over that of the Examiner, that of the Board of Appeals 
in its first decision in Appeal No. 15,663 must be that law. 


Claims are Patentable in Substance and Form 


Thomas F. Peterson, the witness in behalf of plaintiff 
iat the trial before the Court below, is a man of exceptional 
qualifications in this field (Joint App. 59, 60). He is the 
applicant of appellant’s applications at bar, and is the 
‘patentee of many of appellant’s related patents in this 
field that are set forth in Plaintiff’s Exhibit 8 before the 
trial Court. The first of these patents is reproduced in 
ithe Joint Appendix at pages 533-538. The term “helically- 
‘preformed elements” or “helically-preformed armor rods 
‘and wires” is one that became established by the witness, 
‘Peterson, by his innovations in the accessory field, and has 
come to have a meaning of both structural and functional 
significance in this industry (Joint App. 83, penultimate 
question). 


Counsel for defendant (Joint App. 138, bottom of page) 
concedes that helically-preformed armor rods are “struc- 
‘ture, positive structure.” In all of the claims before the 
Court which were rejected on the patent to Moxham, the 
‘term “helically-preformed armor rods” or “elements,” or 
i words of similar import, are included, and are relied upon 
ito distinguish appellant’s accessories from any other unre- 
‘lated devices wherein helical structure may appear. These 
recitations, coupled with the functional qualifications as- 
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signed to the accessories claimed, distinguish them over 
what has gone before, and clearly bring these claims within 
the provisions of §112 of Title 35 U.S.C., the last para- 
graph of which states: 


“An element in a claim for a combination may be 
expressed as a means or step for performing a speci- 
fied function without the recital of structure, material, 
or acts in support thereof, and such claim shall be 
construed to cover the corresponding structure, mate- 
rial, or acts described in the specification and equiva- 
lents thereof. (R. S. 4888; 35 USC 1946, ed. 33).” 


Claims 3, 15, 19, and 30 (Amended Schedule A of Com- 
plaint—Joint App. 20-23) of the first application, and 
Claims 6 and 8 (Schedule B of Complaint—Joint App. 12, 
13) of the second application relate variously to a hollow 
body, envelope, tubular article, and vibration dampers, 
composed of helically-preformed armor rods or elements. 
Here is positive structure used to define the articles 
claimed. In addition, functional qualifications are set forth 
by use of the term “vibration dampers”, and by character- 
izing the helically-preformed elements as being capable of 
ready assembly, disassembly, and reassembly upon linear 
bodies (overhead wires, cable, and the like). Since there 
is no question that helically-preformed elements are at- 
tributable to Peterson, the subject matter defined by the 
claims, if new, is patentable to him or to his assignee, the 
appellant herein, under the authority of 35 U. S. C. $112 
quoted above. 


Claims 12 and 13 of the first application relate to a 
“splice for wires, etc.” comprising a tubular envelope made 
up of preformed helical elements, which the Board of Ap- 
peals properly allowed to appellant (Joint App. 305, 306). 
As against the other claims, however, the Moxham patent 
has been said to be anticipatory, even though this old pat- 
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ent is directed to an unrelated article of industry (a trac- 
tion cable of indefinite length) which the Patent Office and 
the Court below said could be taken apart, cut-up, and 
applied after the manner of appellant’s accessories, to 
anticipate the latter. 


It is not contended by the Patent Office that the inven- 
tions at bar are fully met by the patent to Moxham; rather, 
that it would not amount to invention to make appellant’s 
claimed accessories and methods of utilization from the 
component strands of the Moxham patent when applied as 
taught by appellant. This obviously is a rejection that comes 
under the enablement of 35 U. S. C. $103, in regard to 
which there was a recent pronouncement by Judge Rich, 
speaking for the Court of Customs and Patent Appeals, 
in the case of In re Murray v. Peterson, decided June 30, 
1959, 46 CCPA ...; 122 P. Q. 364, 367; 286 F. 2d 226, 230, 
reversing the Board of Appeals: ' 


“It seems to us that when we come to deal with re- 
jections based on the premise that a reference suggests 
something which it does not disclose, we should re- 
member that the only Statutory justification for it is 
35 U. S. C. 103, which was written for the precise pur- 
pose of covering the situation where a patent should 
not be granted ‘though the invention is not identically 
disclosed or described’ in the prior art. And we should 
heed the provision of that section that it applies only 
when the claimed invention ‘would have been obvious 
at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter 
pertains.’ (Emphasis ours) Absent a clear disclosure, 
ie. an ‘anticipation,’ or some other special statutory 
prohibition, the rejection must stand or fall on the ex- 
istence of obviousness as qualified in section 103. We 
therefore consider the ‘fair suggestion” rejection on 
that basis, though neither opinion below nor either 
brief in this court so much as mentioned this statute 
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which is basic to the issue before us. We can attribute 
this, perhaps, to habit developed during the many long 
years during which we had to get along without it. It 
is nevertheless, now the law we must follow.” 


The assumption of the patent examiner and the Board of 
Appeals that the Moxham cable, if taken apart and cut into 
short lengths, would function as appellant’s accessories is 
the purest speculation. In the recent decision, In re Wright, 
46 C.C.P.A. ....; 122 U.S.P.Q. 522, 525; 268 F. 2d, 757, 
761, the Court held: 


“Where the prior patents do not show the claimed 
combination and there is no evidence before us to chal- 
lenge the position taken by an applicant, it is our 
opinion that an applicant should not be denied his 
patent on the basis of factual speculation, either by 
this court or by the Patent Office tribunals. We base 
this on the proposition that an applicant must be 
assumed to know and understand the nature and truth 
of the statements made in his specification.” 


In allowing Claims 12 and 13, the Board of Appeals 
(Joint App. 306) stated: 


“In our opinion the term ‘splice for wires’ * * ° 
together with the statement that the elements must be 
of limited length, points out a specifie difference be- 
tween the manufacture of a cable of indeterminate 
length taught by the Moxham disclosure and the teach- 
ings of the present application. Cutting a short length 
of Moxham’s cable would obviously not be inventive; 
however, we do not think that it could properly be 
called a ‘splice’ to which the claims are directed. Ac- 
cordingly, we will not sustain the rejection of claims 
12 and 13.” 


With respect to Claim 23, also allowed by the Board, 
it was stated (Joint App. 306): 
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“Claim 23 is directed to a method of forming a 
hollow body from preformed helical elements including 
the formation of these in individual cut-lengths * * * 
The Examiner has considered this to be an obvious 
method for assembling the preformed wires of Mox- 
ham into a cable, but we do not agree with this view. 
As we understand it, Moxham’s cable is assembled by 
a continuous process with the respective preformed 
wires being guided into desired relationship into a 
continuous manner. It seems apparent that the claimed 
step of cutting the wires into predetermined lengths 
prior to grouping them is a distinct departure from 
the Moxham disclosure. For this reason we will not 
sustain the rejection of claim 23.” 


The words “limited length” and “individual cut-lengths,” 
upon which the Board of Appeals based its allowance of 
Claims 12, 13 and 23 of the first application, are still 
relative terms that have no greater significance in and of 
themselves than is connoted by the positive structure 
inherent in the term “helically-preformed armor rods” in 
the first instance; for even the Moxham patent of indefinite 
length must have some limits, and is unquestionably “cut” 
at its opposite ends, though these be miles apart. 


Appellant’s Evidence Overcomes Presumption 
Favoring Patent Office 


The real distinction over the Moxham patent, therefore, 
is that running to the helically-preformed accessories them- 
selves, as became determined in the case of Claims 12, 
13, and 23, as well as in all of appellant’s patents that are 
contained in Plaintiff’s Trial Exhibit 8. The claims are 
clear, meet the demands of statute, and are patentably dis- 
tinct over the prior art. They should accordingly be al- 
lowed to appellant. The evidence adduced before the trial 
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Court (Joint App. 58 et seg.) has clearly sustained ap- 
pellant’s conclusions to this effect, and the commercial 
significance of the inventions has not only been proved, 
but conceded by counsel for the defendant (Joint App. 
106). No countervailing evidence was offered at the trial, 
whereupon it is submitted that appellant sustained its bur- 
den by the evidence. 


In a recent case decided by this Court of Appeals, 
George F. Stradar et al. v. Robert C. Watson, Commissioner 
of Patents, 100 U.S. App. D.C. 289, 244 F. (2d) 737, 739, it 
was stated: 


“ee @ 


at the hearing in the District Court the 
appellants introduced material evidence tending to 
show patentability over the Hickman references. This 
proof, * * * was not contradicted and contained infor- 
mation which was not presented to the Patent Office. 
That being true, the District Court was not controlled 
by the presumption of correctness which attaches to 
Patent Office action, but was free to reach its own 
conclusion on the basis of the fuller information which 
was before it.” 


Here, as in that case, there is no presumption as to 
correctness which attaches to the Patent Office action be- 
cause of the material evidence that was offered at the trial 
tending to show patentability over the references, which 
evidence has not been contradicted, and which contains 
information in addition to that presented to the Patent 
Office (Joint App. 75-87; Pl. Trial Ex. 17—Joint App. 80). 
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CONCLUSION 


On the evidence, on the law, on the statutes and authori- 
‘ties relied upon, and for the reasons of record and herein- 
above set forth, appellant urges that the judgment of the 
District Court be reversed. 


Respectfully submitted, 


C. Wiitarp Hayes, 
Grorce M. Smita, 
Attorneys for Appellant, 
American Security Building 
Washington 5, D. C. 
Patrick H. Hume, 
Henry L. Bervxs, 
Of Counsel. 
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FINDINGS OF FACT AND CONCLUSIONS OF LAW 


The following are the Findings of Fact and Conclusions 
of Law adopted by the trial Court (Order, Joint App. 25, 
26) as set forth in the Joint Appendix at pages 26 to 35, 
and 38 to 40, all inclusive, except that plaintiff’s proposed 
Conclusions of Law P-1, P-5, P-7, P-10, and P-11, allowed 
by the Court, have been renumbered in the Conclusions of 
Law set forth below as Nos. 14 to 18, inclusive, so as to 
follow consecutively Conclusions of Law 1 to 13, inclusive, 
as submitted by the defendant and adopted by the Court. 


Note that in denying defendant’s motion (Joint App. 41) 
to amend ‘Conclusions of Law by striking plaintiff’s Con- 
clusion of Law P-5 (Conclusion of Law 15 below), the Court 
entered the following order (Joint App. 43) : 


“OrpERED that paragraph (1) of the defendant’s 
Motion to Amend Conclusions of Law be and the same 
is hereby denied, it being the ruling of the Court that 


the Commissioner of Patents has original jurisdiction 
of interference proceedings such as Interference No. 
83,266; that the United States District Court for the 
District of Columbia and the United States Court of 
Customs and Patent Appeals have alternate statutory 
review; and that the United States Court of Appeals 
for the District of Columbia Circuit and the United 
States Supreme Court have appellate jurisdiction; 


eee, 
° 


FINDINGS OF FACT 


1. This is an action brought under Title 35 of the United 
States Code, Section 145, in which plaintiff, Preformed Line 
Products Company, sought to have the Court authorize the 
allowance of claims 3, 6, 7, 10, 11, 15 through 20, 22, 24, 
26, 27, 30, and 31 of Peterson patent application Serial 
No. 698,312, claims 4, 5, 8, 9, 14, 21, and 25 having been 
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allowed by the examiner and claims 12, 13, and 23 having 
been held patentable by the Board of Appeals. Claims 
6, 7, 10, 11, and 22 were eliminated from the case by the 
granting prior to trial of plaintiff’s motion to dismiss as 
to those claims. 


| 2. In this action plaintiff further sought to have the 
Court authorize the allowance of claims 1 through 11, 13 
through 16, and 21 through 28 of Peterson patent appli- 
cation Serial No. 2,200, which claims are all the rejected 
or nonallowed claims remaining therein. 


i 3. The applications in suit disclose preformed helical 
elements and various species of tube-like structures pro- 
duced from such preformed helical elements for use as 
envelopes for elongated bodies, cable splices, vibration 
dampeners, ete. Each application discloses also at least 
one specific method of assembling preformed helical ele- 
ments as an envelope on a core. 


4. Claims 16, 17, 18, 20, and 24 of application Serial 
No. 698,312 and Schedule A of the complaint are not read- 
‘able on the species elected for prosecution in that appli- 
ication in the absence of an allowable generic claim and, 
therefore, are not before the court for judgment on the 
‘merits. Claims 3, 15, 19, 26, 27, 30, and 31 set forth in 
ithe same application and schedule are before the Court on 
the merits. 


5. Claims 1 through 5, 7, 9 through 11, 13, 14, 15, 21, and 
'22 of application Serial No. 2,200 and Schedule B of the 
complaint are not readable on the species elected for pros- 
‘eeution in that application in the absence of an allowable 
generic claim and, therefore, are not before the Court for 
judgment on the merits. Claims 6, 8, 16, and 23 through 
28 set forth in the same application and schedule are be- 
fore the Court on the merits. 
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6. Claims 26, 27, and 31 of the earlier Peterson applica- 
tion are identical with claims 27, 28 and 16, respectively, 
of the later Peterson application. 


7. The following findings 9 through 21 are pertinent to 
the issue of res judicata involved in claims 26, 27, and 31 
of the earlier Peterson application and claims 27 and 28 
of the later Peterson application. 


8, All the facts of following findings 9 through 16, 19, 
20, and 21 are pleaded in plaintiff’s complaint and are 
admitted in defendant’s answer. 


9. After claims of the earlier Peterson application 
were rejected on Bodendieck patent No. 2,414,136, issued 
January 14, 1947, Peterson copied claims from said patent 
in that application for purposes of interference with said 
patent. After final rejection of the copied claims on the 
ground that the disclosure of the earlier application does 
not support them, an appeal was taken to the Board of 


Appeals (Appeal No. 15,663). 


10. During the pendency of that appeal, Peterson filed 
the later of the applications involved in this action and 
designated it a continuation-in-part of the earlier appli- 
cation. The later application included original claims 
copied from the Bodendieck patent No. 2,414,136 which 
claims were identical with similarly copied claims in the 
earlier application. 


11. Interference No. 83,266, Peterson v. Bodendieck, 
was subsequently declared between Peterson’s later ap- 
plication and the said Bodendieck patent on the claims 
copied therefrom. 


12. Subsequently, the Board of Appeals in above-men- 
tioned Appeal No. 15,663 reversed the examiner to the 
extent of holding that Peterson’s earlier application would 
support certain claims copied from the Bodendieck patent. 
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13. Thereafter, Peterson moved to add his earlier ap- 
plication to Interference No. 83,266 in support of the issues 
thereof. 


14. The examiner then dissolved the interference on 
the ground that the counts were not supported by either 
of Peterson’s applications; but he was subsequently per- 
suaded to permit the interference to proceed to final hear- 
ing for determination of the question of support for the 
claims. 


| 15. In its decision on final hearing, the Board of Inter- 
ference Examiners adopted the reasoning of the examiner 
in his decision dissolving the interference and held that 
Peterson could not make the claims derived from the 
Bodendieck patent in either of his applications. Priority 
of invention was awarded to Bodendieck. 


16. Timely notice of appeal to the Court of Customs 
and Patent Appeals, in accordance with 35 U.S.C. 59a, 
R.S. 4911, then in effect, was given by applicant to the 
Commissioner of Patents from the above-mentioned deci- 
sion of the Board of Interference Examiners, and no elec- 
tion was made by Bodendieck to have further proceedings 
conducted under 35 U.S.C. 63, R.S. 4915, then in effect. 


17. Thereafter, but prior to expiration of the time 
available for perfecting the appeal to the Court of Cus- 
toms and Patent Appeals, Bodendieck filed a statutory 
disclaimer (under 35 U.S.C. 65, R.S. 4917, then in effect) 
iof his patent claims at issue in the interference proceed- 
ings and also Bodendieck’s concession of priority of in- 
vention in the subject matter of the interference counts to 
Peterson. 


18. Thereafter, in the Patent Office applicant seasonably 
moved to vacate the jadgment of the Board of Interfer- 
‘ence Examiners in above-mentioned Interference No. 
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83,266, and further moved to dismiss the inter partes ap- 
peal to the Court of Customs and Patent Appeals; but 
his motions were denied by the Assistant Commissioner 
of Patents. 


19. Subsequently, after Bodendieck filed a paper noting 
that Peterson had not perfected his appeal to the Court 
of Customs and Patent Appeals within the time allowed, 
the Assistant Commissioner ruled that, under Rule 25 
of said Court, the interference proceedings were termi- 
nated and the Peterson applications were to be remanded 
to the primary examiner for further prosecution. 


20. The examiner thereafter finally rejected the claims 
derived from the Bodendieck patent, as well as other claims 
held not to distinguish materially therefrom, in both the 
earlier and later Peterson applications on the basis of the 
decision of the Board of Interference Examiners at final 
hearing in Interference No. 83,266, holding that Peterson’s 
applications do not support those claims. 


21. On appeals from the final rejections, the Board of 
Appeals (Appeals No. 343-33 and No. 343-34) held that 
the rejection of the claims mentioned in finding of fact 20 
and including all the claims mentioned in finding of fact 7 
was essentially on the ground of res judicata and affirmed 
the examiner. 


22. Qn the same appeals, the Board of Appeals did not 
hold that the doctrine of res judicata was applicable to the 
same claims on the basis of the decision of the Board of 
Appeals in Appeal No. 15,663, mentioned above in find- 
ings of fact 9 and 12. 


23. The Moxham patent No. 337,513 of March 9, 1886, 
discloses a wire cable formed of a plurality of preformed 
helical wires which are identical in shape with Peterson’s 
preformed wires but of no definite length. The cable may 


A-6 


be made with or without an internal core. If a core is 
used, the internal diameter of the preformed helical wire 
may be equal to or slightly less than that of the core. The 
resulting structure is elastic and compact. When the core 
is omitted, there is produced a tube of indefinite length 
composed of helices which are mutually coherent. 


2%. Claims 3, 15, 19, and 30 of the earlier application 
include neither an express nor implied limitation as to 
length. These claims distinguish from Moxham only in 
matters of degree expressed in terms of intended purpose, 
function, desired characteristic, or capability. These claims 
fail to distinguish structurally in matters of kind from 
Moxham. These claims do not define invention over Mox- 
ham. 


25. Claims 6 and 8 of application Serial No. 2,200 which 
recite “a vibration dampener for suspended lines” distin- 
guish from a length of the Moxham cable only in terms of 
‘intended use. The substance of the clause “adapted for 
connection with the line” is inherent in almost any free body 
and particularly in that of Moxham. The core of Moxham 
is a “filler substance” and occupies the central portion as 
iwell as other portions of the envelope tube. These claims 
define no invention over Moxham. 


26. The publication entitled “P.F.T. Preformed Armor 
‘Rods and Multiple Wire Ties” bears a copyright date of 
1946 and discloses a pair of wrenches and their use in 
‘applying preformed helical armor wires to energized power 
lines without interrupting service. Half of the rods are 
placed in the upper oblong slot and the other half into the 
‘lower slot of each tool. In position with respect to the 
line, the jaws are closed and while one wrench is held sta- 
tionary the other wrench is rotated and moved outwardly 
ito effect the wrapping for one-half the longitudinal extent 
of the armor. This latter wrench is then clenched over the 
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armor and held stationary while the formerly stationary 
wrench is rotated around the line and moved outwardly 
toward the other end to complete the wrapping. 


27. Claim 16 of application Serial No. 2,200 was held 
by the Board of Appeals to be adequately supported by the 
disclosure of that application. This claim is identical 
with claim 31 of application Serial No. 698,312; but since 
the decision of the Board of Interference Examiners, hold- 
ing said claim 31 not supported by the disclosure of appli- 
cation Serial No. 698,312, is in this action found to estab- 
lish res judicata as to that issue, claim 16 is supported 
only by the disclosure of application Serial No. 2,200, filed 
January 14, 1948, and is fully anticipated by the disclosure 
of the 1946 “P.F.T.” publication which constitutes a statu- 
tory bar. 


28. Claims 27 and 28 of application Serial No. 2,200 are 
identical with claims 26 and 27 of application Serial No. 
698,312. Since the decision of the Board of Interference 
Examiners holding said claims 27 and 28 not supported 
by the earlier application is in this action found to estab- 
lish res judicata on that issue, those claims have no effec- 
tive filing date prior to January 14, 1948. Claim 27 is fully 
anticipated by the disclosure of the “P.F.T.” publication 
of date 1946 which constitutes a statutory bar. Claim 28 
differs from the “P.F.T.” publication disclosure only in the 
limitation “outwardly toward both ends . . . simultane- 
ously.” The substance of that limitation is such that the 
subject matter of this claim would have been obvious at 
the time the alleged invention was made to a person hav- 
ing ordinary skill in the art. Claim 28 sets forth no inven- 
tion over the “P.F.T.” publication. 


29. Claims 23 through 26 of application Serial No. 2,200, 
drawn to method, are inadequately supported by the ap- 
plication disclosure. Claims 23 and 24 are not supported 
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‘by disclosure of either “simultaneously twisting the 
groups” or “mutually twisting said helical units.” Claims 
‘93 through 26 are not supported by disclosure of how the 
‘groups of elements are to be maintained in the relationship 
recited in these claims. 


30. None of claims 3, 15, 19, 26, 27, 30, and 31 of 
‘amended Schedule A and claims 6, 8, 16, and 23 through 
:28 of Schedule B of the complaint distinguishes patentably 
over the Moxham patent. 


31. None of claims 3, 15, 19, 26, 27, 30, and 31 of 
‘amended Schedule A and claims 6, 8, 16, and 23 through 
\28 of Schedule B of the complaint distinguishes patentably 
over the cited prior art. 


32. Plaintiff has failed to prove clear error or lack of 
i rational basis in the findings of fact in the decisions of the 
Board of Appeals in Appeals No. 343-33 and No. 343-34. 


CONCLUSIONS OF LAW 


1. The doctrine of res judicata is applicable to final de- 
‘cisions of Patent Office tribunals including the Board of 
Interference Examiners. 


2. The decision of the Board of Appeals in Appeal No. 
| 15,663 is not a final decision and, therefore, a holding of 
res judicata could not properly be based thereon. 


3. In the absence of a perfected appeal after Peterson’s 

i notice of appeal to the Court of Customs and Patent Ap- 

peals from the judgment of the Board of Interference Ex- 

| aminers awarding priority to Bodendieck in Interference 

No. 83,266, the unvacated judgment of that Board became 
a fmal judgment. 


| 4 The Board of Appeals correctly held in Appeals No. 
| 343-33 and 343-34 that the question of Peterson’s right to 
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make in his applications the respective claims listed in 
finding of fact No. 5 was res judicata on the basis of the 
decision of the Board of Interference Examiners at final 
hearing in Interference No. 83,266. 


5. No patentable distinction is involved in mere mat- 
ters of degree. 


6. A claim is functional and unpatentable if it seeks to 
define the essential substance of an alleged invention in 
structure or apparatus merely by statements of intended 
purpose, result, desired characteristic or capability, or a 
mode of operation instead of by structure or by means for 
achieving the desired end. 


7. Limitations not within the specific provisions of 35 
U.S.C. 112 and involving merely introductory matter, state- 
ments of intended use, or “adapted” clauses, are patently 
ineffective. 


8. A patent may not be obtained if the differences be- 
tween the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to 
a@ person having ordinary skill in the art to which said 
subject matter pertains. 


9. Plaintiff is not entitled to prevail in the absence of 
demonstration of clear error or lack of rational basis in the 
decisions of the Board of Appeals in Appeals No. 343-33 
and No. 343-34. 


10. Plaintiff is not entitled to a patent containing any 
of claims 3, 15, 19, 26, 27, 30, and 31 set forth in amended 
Schedule A of the complaint. 


11. Plaintiff is not entitled to a patent on application 
Serial No. 698,312, containing any of claims 6, 7, 10, 11, 
and 22 of original Schedule A of the complaint, which 
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claims were eliminated by granting of plaintiff’s motion 
to dismiss and amend. 


12. Plaintiff is not entitled to a patent containing any 
of claims 6, 8, 16, and 23 through 28 set forth in Schedule 
B of the complaint. 


: 18. The complaint should be dismissed as to all the 
claims. 

14. The Court has jurisdiction over the parties and 
over the subject matter in suit. 


| 15. The Commissioner of Patents had original juris- 
diction over the parties and over the applications and pat- 
ent involved in Interference No. 83,266 at the time the party 
Bodendieck filed his disclaimer and concession of priority 
therein. 


16. The authority of the Board of Appeals to review 
adverse decisions of Examiners upon applications for pat- 


ents is contained in Title 35 U. S. Code, §7, and an appli- 
cant’s right to a review from adverse decisions of Exam- 
iners is contained in Title 35 U. S. Code, §134. 


17. An interference is a proceeding between two or more 
applications, or between one or more applications and a 
patent of different parties, all of which contain claims 
directed to the same invention. 


18. The statutory disclaimer speaks from the date of 
the patent. 
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STATUTES AND RULES CITED 
STATUTES 
35 USC § 7: 


The examiners-in-chief shall be persons of competent 
legal knowledge and scientific ability. The Commissioner, 
the assistant commissioners, and the examiners-in-chief 
shall constitute a Board of Appeals, which, on written ap- 
peal of the applicant, shall review adverse decisions of 
examiners upon applications for patents. Each appeal 
shall be heard by at least three members of the Board of 
Appeals, the members hearing such appeal to be desig- 
nated by the Commissioner. The Board of Appeals has 
sole power to grant rehearings. 


35 USC § 134: 


An applicant for a patent, any of whose claims has been 
twice rejected, may appeal from the decision of the pri- 
mary examiner to the Board of Appeals, having once paid 
the fee for such appeal. (R. S. 4909; 35 U. S. C., 1946 ed., 
57.) 


35 USC § 112 (Last paragraph): 


An element in a claim for a combination may be ex- 
pressed as a means or step for performing a specified func- 
tion without the recital of structure, material, or acts in 
support thereof, and such claim shall be construed to cover 
the corresponding structure, material, or acts described in 
the specification and equivalents thereof. (R. S. 4888; 35 
U.S. C., 1946 ed., 33.) 


35 USC § 135: 


Whenever an application is made for a patent which, in 
the opinion of the Commissioner, would interefere with any 
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pending application, or with any unexpired patent, he 
shall give notice thereof to the applicants, or applicant 
and patentee, as the case may be. The question of priority 
of invention shall be determined by a board of patent in- 
terferences (consisting of three examiners of interfer- 
ences) whose decision, if adverse to the claim of an 
applicant, shall constitute the final refusal by the Patent 
Office of the claims involved, and the Commissioner may 
issue a patent to the applicant who is adjudged the prior 
inventor. A final judgment adverse to a patentee from 
which no appeal or other review has been or can be taken 
or had shall constitute cancellation of the claims involved 
from the patent, and notice thereof shall be endorsed on 
copies of the patent thereafter distributed by the Patent 
Office. 


A claim which is the same as, or for the same or sub- 
stantially the same subject matter as, a claim of an issued 
patent may not be made in any application unless such 
a claim is made prior to one year from the date on which 
the patent was granted. 


35 USC § 141: 


Appeal to Court of Customs and Patent Appeals 


An applicant dissatisfied with the decision of the Board 
of Appeals may appeal to the United States Court of Cus- 
toms and Patent Appeals, thereby waiving his right to pro- 
ceed under section 145 of this title. A party to an interfer- 
ence dissatisfied with the decision of the board of patent 
interferences on the question of priority may appeal to 
the United States Court of Customs and Patent Appeals, 
but such appeal shall be dismissed if any adverse party 
to such interference, within twenty days after the appel- 
lant has filed notice of appeal according to section 142 of 
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this title, files notice with the Commissioner that he elects 
to have all further proceedings conducted as provided in 
section 146 of this title. Thereupon the appellant shall have 
thirty days thereafter within which to file a civil action 
under section 146, in default of which the decision ap- 
pealed from shall govern the further proceedings in the 
ease. (R. S. 4911; 35 U.S. C., 1946 ed., 59a.) 


35 USC § 142: 


When an appeal is taken to the United States Court of 
Customs and Patent Appeals, the appellant shall give 
notice thereof to the Commissioner, and shall file in the 
Patent Office his reasons of appeal, specifically set forth 
in writing, within such time after the date of the decision 
appealed from, not less than sixty days, as the Commis- 
sioner appoints. (R. S. 4912; 35 U.S. C., 1946 ed., 60.) 


35 USC § 145: 


An applicant dissatisfied with the decision of the Board 
of Appeals, may, unless appeal has been taken to the 
United States Court of Customs and Patent Appeals, have 
remedy by civil action against the Commissioner in the 
United States District Court for the District of Columbia 
if commenced within such time after such decision, not 
less than sixty days, as the Commissioner appoints. The 
court may adjudge that such applicant is entitled to re- 
ceive a patent for his invention, as specified in any of his 
claims involved in the decision of the Board of Appeals, 
as the facts in the case may appear and such adjudication 
shall authorize the Commissioner to issue such patent on 
compliance with the requirements of law. <All the expenses 
of the proceedings shall be paid by the applicant. 


35 USC § 146: 


: Any party to an interference dissatisfied with the deci- 
gion of the board of patent interferences on the question of 
priority, may have remedy by civil action, if commenced 
within such time after such decision, not less than sixty 
days, as the Commissioner appoints or as provided in sec- 
tion 141 of this title, unless he has appealed to the United 
States Court of Customs and Patent Appeals, and such 
appeal is pending or has been decided. In such suits the 
record in the Patent Office shall be admitted on motion 
of either party upon the terms and conditions as to costs, 
expenses, and the further cross-examination of the wit- 
nesses as the court imposes, without prejudice to the right 
of the parties to take further testimony. The testimony 
and exhibits of the record in the Patent Office when ad- 
mitted shall have the same effect as if originally taken and 
produced in the suit. 


Sec. 4917 R. S. (Then USC § 65; now 35 USC § 253): 


Whenever, through inadvertence, accident, or mistake, 
and without any fraudulent or deceptive intention, a pat- 
entee has claimed more than that of which he was the 
original or first inventor or discoverer, his patent shall be 
valid for all that part which is truly and justly his own, 
provided the same is a material or substantial part of the 
thing patented; and any such patentee, his heirs or 
assigns, whether of the whole or any sectional interest 
therein, may, on payment of the fee required by law, make 
disclaimer of such parts of the thing patented as he shall 
not choose to claim or to hold by virtue of the patent or 
assignment, stating therein the extent of his interest in 
such patent. Such disclaimer shall be in writing, attested 
by one or more witnesses, and recorded in the Patent Office; 
and it shall thereafter be considered as part of the original 
specification to the extent of the interest possessed by the 
claimant and by those claiming under him after the record 
thereof. But no such disclaimer shall affect any action 
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pending at the time of its being filed, except so far as may 
relate to the question of unreasonable neglect or delay in 
filing it. [See R. S. secs. 973, 4922.] 


PATENT OFFICE RULES 
Rule 258: 


In determining priority of invention, the Board of Patent 
Interferences will consider only priority of invention on 
the evidence submitted. Questions of patentability of a 
claim generally will not be considered in the decision on 
priority; and neither will the patentability of a claim to an 
opponent be considered, unless the non-patentability of the 
claim to the opponent will necessarily result in the conclu- 
sion that the party raising the question is in fact the prior 
inventor on the evidence before the Office, or relates to 
matters which have been determined to be ancillary to 
priority and must be considered, but a party shall not be 
entitled to raise such non-patentability unless he has duly 
presented and prosecuted a motion under rule 232 for the 
dissolution upon such ground or shows good reason why 
such a motion was not presented and prosecuted. 


Rule 262(a) and (d): 


Disclaimer, concession, abandonment. (a) An applicant 
or a patentee involved in an interference may, at any time, 
file a written disclaimer or concession of priority, or aban- 
donment of the invention, signed by the inventor in person 
with the written consent of the assignee when there has 
been an assignment. Upon the filing of such an instrument 
by any party, judgment shall be rendered against him. 

es es e 
(d) Such disclaimer, concession of priority, abandon- 


ment of the invention, or abandonment of the contest shall 
operate without further action as a direction to cancel the 
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claims involved from the application of the party making 
the same on termination of the interference on the basis 
thereof. 


Rule 263: 


' Statutory disclaimer by patentee. The disclaimer re- 
ferred to in rule 262, when made by a patentee in inter- 
ference is not a disclaimer under 35 U. S. C. 253. If a dis- 
claimer under the statute (see rule 321) cancelling claims 
involved in the interference from the patent, is made by the 
patentee, including all assignees as shown by the records 
of the Patent Office, the interference will be dissolved pro 
forma as to such claims. 


COURT OF CUSTOMS & PATENT APPEALS 
Rule XXV (1.): [Now Rule 25 (1)] 
PETITION OF APPEAL—TRANSCRIPT OF RECORD 


1. In appeals from the Patent Office the appealing party 
shall file in the clerk’s office a petition, addressed to the 
court, in which he shall briefly set forth and show that he 
has complied with the requirements of sections 4912 and 
4913 of the Revised Statutes of the United States® to entitle 
him to an appeal, and praying that his appeal may be 
heard upon and for the reasons assigned therefor to the 
Commissioner. Said reasons for appeal having been filed 
with the Commissioner of Patents and made a part of the 
record, shall not be repeated in the petition of appeal. Said 
petition of appeal and a certified copy of the record in the 
proceeding shall be filed in this court and the case duly 
docketed within 40 days (exclusive of Sundays and legal 
holidays) from the date upon which said reasons for ap- 
peal were filed with the Commissioner of Patents: Pro- 


~ © Now Title 35 U.S. Code § 142, §143. 
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vided, That the commissioner may for special and sufficient 
cause extend such time to some definite and fixed date: 
Provided, further, That in inter partes cases appellant 
shall, at the time of filing said petition of appeal in this 
court, or within 10 days thereafter, serve a copy thereof 
upon appellee or his counsel. 


If said petition of appeal and copy of said record shall 
not be filed within said period of 40 days, unless such time 
be extended by the commissioner as heretofore provided, 
the commissioner, upon such facts being brought to his 
attention by motion of the appellee in inter partes cases, 
duly served upon the appellant or his attorney, and upon 
his own motion in ex parte appeals, may take such further 
proceedings in the case as may be necessary to dispose of 
the same as though no notice of appeal had ever been given. 
Provided, however, That if any adverse party in an inter- 
ference case shall, within 20 days after appellant shall have 
filed notice of appeal to this court, file notice with the Com- 


missioner of Patents that he elects to have all further pro- 
ceedings conducted as provided in section 4915 of the Re- 
vised Statutes,* certified copies of the notice of appeal and 
the notice of election shall be transmitted to this court by 
the Commissioner of Patents for appropriate action ac- 
cording to law. 


BRIEFS OF CASES CITED 
Lattig and Goodrum v. Dean, 25 App. DC 591; 1905 C.D. 
698, Court of Appeals of the District of Columbia 
Duet, J.: 


“This is an appeal from a decision of the Commissioner 
of Patents awarding priority of invention to William W. 


* Now Title 35 U.S. Code § 146. 
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Dean. The record discloses facts which take the case out- 
side the lines of interferences which we are usually called 
upon to investigate and determine. There are no disputed 
questions of fact, but the question raised is one of law 
and that an interesting one. Dean, the appellee, provoked 
the interference by making certain claims contained in a 
patent issued to the appellants, while his, Dean’s, applica- 
tion was pending. His request that an interference be 
declared was at first refused by the Examiner upon the 
ground that the claims taken from Lattig and Goodrum’s 
patent were not readable upon the drawings of his appli- 
cation in the same sense that they were readable upon the 
patentee’s drawings, or, in other words, that Dean had 
no right to make the claims. The Examiner later receded 
from this position, and the interference was declared. It 
is admitted that this interference was suspended for the 
purpose of adding a new party. At the time of such sus- 
pension the preliminary statements, if any, had not been 
opened, and, of course, no testimony had been taken. Pend- 
ing the suspension, Lattig and Goodrum filed an applica- 
tion for a reissue of their patent, omitting therefrom the 
claims involved in the interference. The reissue was al- 
lowed and patent known as reissued Letters Patent No. 
12,156 was issued September 8, 1903. The surrender of 
the original patent which was involved in the interference 
took effect upon such issue. (Sec. 4916, Rev. Stats.) Such 
surrender was an act which, in judgment of law, was a legal 
cancelation of it and effectually extinguished it. (Reedy 
v. Scott, 7 O. G., 463; 23 Wall, 352.) 


“Notwithstanding this, on September 10, 1903, two days 
later, the Examiner of Interferences, without any notice 
to the parties, and without any formal vacation of the sus- 
pension order, so far as the record discloses, and with 
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full knowledge of the issue of the reissue patent, as shown 
by his decision, made an order to the effect that— 


judgment of priority is hereby rendered to the effect 
that Jacob W. Lattig and Charles L. Goodrum are not 
the first inventors of the subject-matter covered by the 
counts of this interference. 


“The authority for this action he found in Rule 125 of the 
Patent Office, which will later be referred to. 


“Thereupon, Lattig and Goodrum moved that the inter- 
ference be dissolved for the reason that no interference ex- 
isted. . . .” 


“The Examiners-in-Chief, upon consideration of the 
appeal, in a well-reasoned opinion, held that they had no 
jurisdiction to decide the question of priority because the 
unexpired patent had been legally extinguished, saying: 

There is thus lacking in the proceedings before us, 
one of the parties required by the statute and the rules 
to be present before a valid interference can exist. 
The appeal is accordingly dismissed.” 


“We are so clearly of the opinion that the Examiner of 
Interferences was without jurisdiction to render any judg- 
ment, for or against either party to the interference, in 
view of the fact that the Patent Office had ousted itself of 
any such jurisdiction, by extinguishing the original patent 
involved in the interference, as it did when it issued the 
amended patent, that we would be justified in simply dis- 
missing the appeal. We are, equally with the various 
tribunals of the Patent Office, without legal authority to 
render any judgment for the relief of either party. We 
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‘certainly cannot grant any affirmative relief to the appel- 
‘lants, for their patent originally involved in the interfer- 
, ence has been canceled. We can, however, with propriety 
i give our reasons upon which the dismissal must be based.” 


“We said, in Oliver v. Felbel (C. D., 1902, 565; 100 O. G., 
2384; 20 App. D. C. 262): 


In the sense of the patent law there can be no inter- 
ference unless there is patentable invention and there 
are rival claimants of it. 


“Both of these conditions are prerequisites to an inter- 
' ference, and, either failing, it would seem to logically fol- 
'low that the interference falls. How can there be a judg- 
iment of priority where there are not rival claimants? The 
‘Patent Office permitted one of the parties to this interfer- 
ence to withdraw by accepting a surrender of the unex- 
pired patent, and, having done so is in no position to assert 
\a right to adjudge priority. We are not concerned with 
the question of the propriety of the act of the Patent 
| Office in issuing a reissue patent, pending the suspension 
of the interference, to one of the parties to it. We can 
| only deal with the fact that it has done so.” 


“In the light of the statutes and authorities it would 
: seem that no judgment of priority for or against any party 
to an interference can be lawfully made where one of the 
‘parties has failed, by reason of the extinguishment of the 
| patent involved in the interference through its surrender 
and reissue. That at least two parties to an interference 
| are requisite is clearly stated by the statute. (Sec. 4904.) 

” 
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“In our opinion, the action of the Examiner of Inter- 
ferences in awarding priority against Lattig and Goodrum 
after the surrender and cancellation of their patent, was 
irregular and void and the judgment should be vacated. 
The judgment of priority awarded by the Examiners-in- 
Chief in favor of Dean, and its affirmation by the Com- 
missioner, were and are equally void. If it becomes ap- 
parent during the course of an interference that its further 
prosecution would be useless, the proper course would 
seem to be the one adopted by the appellants; that is to 
move for its dissolution, and thereupon the papers should 
be transmitted by the Examiner of Interferences to the 
Primary Examiner for his decision. 


“Any judgment of priority of invention that we might 
render would be equally void, and our only course is to 
follow the precedent set by the Supreme Court in Meyer 
v. Pritchard, supra, dismiss the appeal and remand the 
case to the Patent Office to be dealt with as law and justice 
may require. 


The appeal is therefore dismissed. 


The opinion and the proceeding in the cause in this court 
will be certified to the Commissioner for record in his Office 
according to law. Dismissed.” 


Moore and McKee v. Bradley v. Doering, Jr., 180 0.G. 879; 
1912 C.D. 205 


Moore, CommissioneE: 


“This case comes before me on a recommendation of the 
Examiner of Interferences that the interference be dis- 
solved as to one of the parties. 


“It appears that a disclaimer has been filed under the 
provisions of section 4917 of the Revised Statutes by the 
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assignee of the entire interest of Charles Doering, Jr., the 
senior party, who is involved in the interference on a pat- 
ent. This disclaimer has been duly recorded in the Office 
records, and under the terms of the statute it is hereafter 
to be considered as ‘part of the original specification.’ 


| “Tn the case of Lattig and Goodrum v. Dean (C.D., 1905, 
698: 117 O. G., 1798; 25 App. D. C., 591), in which one of 
the parties was involved in the interference on a patent and 
it appeared that a reissue of that patent had been granted 
omitting the claims to the subject-matter in issue, the court 
of appeals held that the Office was without jurisdiction to 
enter a judgment on priority and should have dissolved the 
interference. Again, in the case of Oliver v. Felbel (C. D., 
1902, 565; 100 O. G., 2384; 20 App. D. C., 255), the Court 
said: 

In the sense of the patent law there can be no inter- 


ference unless there is patentable invention and there 
are rival claimants of it. 


“In this interference there are no longer rival claimants 
‘so far as the interference involves the party Doering, and 
‘the invention has been as effectually disclaimed as if the 
patent had been reissued without the interfering claims. 


“The interference is therefore dissolved as to the party 
Doering and remanded to the Examiner of Interferences 
for such action as the condition of the case may require 

‘with respect to the parties remaining in interference.” 


| STATEMENT OF BASES FOR REJECTING 


CLAIMS ON THE MERITS 
Because of the action taken by the patentee Bodendieck 
‘in disclaiming the issues of Interference No. 83,266, his 
Patent No. 2,414,136 was removed as a reference from 
the records of both applications by antedating affidavits 
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(first application Joint App. 275, bottom paragraph; sec- 
ond application Joint App. 418—Paper No. 22, 2nd para- 
graph) leaving only the patent to Moxham No. 337,513 
(Joint App. 505-507) applied to the rejection of certain 
claims in the first application; and the said Moxham pat- 
ent and a publication entitled “P. F. T. Preformed Armor 
Rods and Multiple Wire Ties” (Joint App. 524-532) 
applied to the rejection of certain claims in the second 
application, such rejected claims in both instances not 
standing under any disability of the interference judg- 
ment in Interference No. 83,266. 


Paragraph 8 of the Complaint (Joint App. 5) alludes 
to “other reasons” upon which the Board of Appeals 
affirmed the rejections of the claims set forth in Amended 
Schedule A (Joint App. 22-23) and Schedule B (Joint 
App. 11-17) of the Complaint. Among these is the rejec- 
tion of Claims 3, 15, 19, and 30 of the first application 


as set forth in Amended Schedule A of the Complaint on 
the patent to Moxham No. 337,513, the remainder having 
been held subject to the award in Interference No. 83,266, 
or as not being readable on the elected species of the 
invention in the absence of an allowable generic claim. 


As to the second application, the “other reasons” em- 
braced by but not detailed in the omnibus allegations of 
Paragraph 8 of the Complaint include the rejection of 
Claims 6 and 8 of Schedule B of the Complaint (Joint 
App. 12, 13) on the aforesaid patent to Moxham No. 
337,513, with Claims 16, 27 and 28 (Joint App. 14, 16, 17) 
being rejected on the outcome of the Interference 83,266, 
and standing additionally rejected as unpatentable over 
page 8 of the publication entitled “P. F. T. Preformed 
Armor Rods and Multiple Wire Ties” (Joint App. 524-532). 
The remaining claims were rejected for lack of disclosure 
in the second application to the same extent that the inter- 
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ference counts were held not disclosed therein, and for 
essentially the same reasons, or else were held to be re- 
jected as not readable on the species of invention elected 
by applicant. 


With respect to Claims 21 to 26 set forth in Schedule B 
‘of the Complaint, Claims 21 and 22 were proposed by the 
|Patent Office (Joint App. 362) for purposes of interfer- 
lence with an application of Kenneth R. Runde; were duly 
adopted in the second application (Joint App. 363), and 
became the subject of Interference No. 83,265, Peterson v. 
‘Runde, in which Peterson prevailed (see footnote Joint 
App. 364). The Runde patent subsequently issued as 
‘No. 2,582,797 (Joint App. 520-523), a certified transcript 
‘of the record of which appears in the original record on 
appeal as Plaintiff’s Exhibit 4. 


In consequence of the award of the issues of the Runde 
‘interference to Peterson, the Runde application was as- 


i signed to him, and by mesne assignments to the appellant 
i herein, as is shown by the certified abstract of title of 
‘the Runde patent in the original record on appeal as 
Plaintiff’s Exhibit 6c. 


Claims 21 and 22 (Schedule B—pp. 14, 15) derived 
‘from Runde are allowable to appellant, but stand rejected 
‘on the grounds that they relate to the non-elected species 

for lack of the allowance of a generic claim in the second 
application. 


Claims 23 and 24 of Schedule B, held patentable to 
Runde, were stricken from the Runde application (Pl. 
i Ex. 4) during its pendency and adopted in appellant’s 
' second application (Joint App. 367, 368), wherein they 
‘ were denied him (Joint App. 374) for lack of basis in his 
| disclosure to support them, and this principally because 
' the decision of the Board of Interference Examiners (re- 
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specting the simultaneous or mutual application of heli- 
cally-preformed armor wires) held that such were not 
germane to appellant’s disclosure in the second applica- 
tion (Joint App. 428, 429). 


Claims 25 and 26 of Schedule B were then inserted 
(Joint App. 375) in identical form with Claims 23 and 24, 
except for the omission, respectively, of the words “simul- 
taneously” and “mutually.” They also were refused allow- 
ance in the second application (Joint App. 387-8). 


Claims 26, 27 and 31 in the first application, Amended 
Schedule A, are identical with Claims 27, 28 and 16 in the 
second application, Schedule B. As a result of the actions 
taken in the proceedings in Interference 83,266, they are 
held in both applications until it is finally adjudged in 
which of the applications at bar, if either, they should be 
retained. 


This was the state of the record at the time the com- 


plaint herein was lodged with the District Court, from 
the judgment of which dismissing the same, this appeal 
eventuates. 


PETITION FOR CERTIORARI 
(No. 554) 


To The Honorable the Chief Justice and Associate Justices 
of the Supreme Court of the United States: 


Petitioner, Preformed Line Products Company, respect- 
fully prays that a writ of certiorari issue to the United 
States Court of Appeals for the District of Columbia Cir- 
cuit to review the judgment of said court entered in the 
above-entitled cause on September 4, 1958, and docketed in 
that court as Appeal No. 13,938. 
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Opinion Below 


The opinion of the United States Circuit Court of Ap- 
peals for the District of Columbia Circuit is reported at 
257 F. (2d) 664, and is reproduced as an appendix to this 
petition. (pp. A-1 to A-3). 


Jurisdiction 
The decision of the United States Circuit Court of Ap- 
peals for the District of Columbia was entered June 26, 


1958, and petition for rehearing was denied without opinion 
on September 4, 1958. 


Jurisdiction to review this case is based upon Section 
'1254(1) of the Judicial Code, as revised by the Act of June 
25, 1958 [28 USC § 1254(1)]. 


Questions Presented 


1. In ex parte actions under the Statute, 35 USC § 145, 
against the Commissioner of Patents to authorize the issu- 
ance of a patent, does the District Court have jurisdiction 
voluntarily to entertain the question of patentability vel 
non of claims adjudged patentable in the Patent Office rec- 
ord, where the patentability of such claims was conceded 
by both parties, and was not an issue in the case? 


2. Does the language of the Statute, Title 35 USC § 145, 
intend that the jurisdiction of the Court shall attach only 
as to the issues before the Board of Appeals of the Patent 
Office in ex parte cases? 


3. May the Cireuit Court of Appeals sanction the action 
of the District Court in ruling, sua sponte, that claims actu- 
ally patented by the Commissioner of Patents, the patenta- 
bility of which was not in issue, are in fact not patentable 
on their merits? 
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4. May the Circuit Court of Appeals volunteer leave for 
petitioner to make application for a new trial to test the 
patentability vel non of claims that were conceded to be 
patentable by the parties, the patentability of which was not 
an issue in the case; and does the trial court have jurisdic- 
tion over such subject matter to grant a motion for new 
trial brought for this purpose? 


5. Where claims have been adjudged patentable by the 
Patent Office, and the question of petitioner’s right thereto 
turns upon other well defined issues, the ultimate decision 
on which would determine its right to a patent thereon, may 
the Cireuit Court of Appeals properly withhold its decision 
as to those determinative issues, and any other issues that 
are ready to be decided, and, instead, voluntarily allow 
petitioner to make application for a new trial to test the 
patentability vel non of such claims? 


6. In ex parte suits brought under 35 USC § 145, in 
which the Commissioner of Patents is the party defendant 


before the court, as distinguished from inter partes actions 
brought under 35 USC § 146 between private adverse 
parties, in which the Commissioner is not before the court, 
there is the question as to whether the pronouncements of 
this Court in its opinions in Hoover v. Coe, 325 U. S. 79 (an 
ex parte action) and Hill v. Wooster, 132 U. S. 693 (an 
inter partes action), are to be distinguished. 


7. Refusal by this Court to issue the Writ, and in default 
of a new trial, the District Court’s judgment dismissing the 
complaint will be reinstated. This would effect affirmance 
of the res judicata rulings by the District Court and the 
Patent Office by the Court of Appeals without opinion. Only 
indirectly involved here, some of the important questions 
that are embraced by the res judicata question which remain 
undecided are set forth in the Appendix in this petition, 
pp. A-20, 21. 
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Statute Involved 
Title 35 United States Code § 145 (1952) :* 


Statement of the Case 


' The facts material to the questions presented are:+ 


ARGUMENT FOR ALLOWING THE WRIT 
Petitioner’s Only Recourse is to this Court: 


| If petitioner’s posture, respecting lack of jurisdiction in 
the District Court to pass upon the patentability vel non 
of claims that have already been adjudged patentable by 
the Patent Office, is correct, then petitioner is without 
standing to apply for a new trial in keeping with the Ap- 
pellate Court’s order. Notwithstanding this, and further 
in keeping with the decision below, petitioner’s failure to 
apply for a new trial within the time allotted (as enlarged 
by order of court) would reinstate the District Court’s 
judgment dismissing the complaint.’* Obviously, then, peti- 
tioner’s only recourse is to this Court for review and set- 
tlement of the jurisdictional question. 


Denial of This Petition Would be Tantamount to 
Relegating the Functions of the Patent Office 
to the District Court: 


| An ex parte applicant under 35 USC § 145 brings his 
bill in the District Court, not to test the propriety of the 
actions taken that are favorable to him in the Patent Office, 
but for relief from the adverse rulings with which he is 


:* Quoted part omitted here. See this appendix, p. A-13, ante 1. 
| t Statement, essentially as appears in this brief, p. 1, et seq., is 
omitted here. 
12. Decision below, appendix hereto, p. A-3. (Sup. JA, 3) 
_Ed. Note—The marginal notes are quoted from the petition. 
Equivalent reference here is included in parenthesis. 
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“dissatisfied” by the Board of Appeals in the Patent Office 
after all administrative processes have otherwise been ex- 
hausted. The language of the statute seems to leave no 
doubt that this was the legislative intent of the Congress: 


“An applicant dissatisfied with the decision of the 
Board of Appeals may . .. have remedy by civil action 
against the Commissioner in the United States Dis- 
trict Court for the District of Columbia . . . The court 
may adjudge that such applicant is entitled to receive 
a patent for his invention, as specified in any of his 
claims involved in the decision of the Board of Ap- 
peals, as the facts in the case may appear and such 
adjudication shall authorize the Commissioner to issue 
such patent on compliance with the requirements of 
law.” (Emphasis supplied) 


It is not seen wherein a litigant under this section of the 
statute stands in any different capacity before the Court 
than do other litigants. It is trite law that the issues are 
framed by the pleadings upon which they become joined. 
There was no issue joined on the pleadings in this case 
respecting the patentability vel non of the claims that com- 
prised the issues of the Peterson v. Bodendieck Interfer- 
ence. They were before the Board of Appeals and before 
the Court below on the grounds of whether the judgment 
of the Interference Board is res judicata with respect to 
petitioner’s right to them after being disclaimed under the 
statute!® by the patentee Bodendieck ensuing such judg- 
ment. 


The action of the trial Court in holding, sua sponte, that 
such claims were not patentable over the prior art, over 


13. Formerly Sec. 4917 R.S., 35 U.S.C. § 65; now 35 U.S.C. 
§ 253. Reproduced in the appendix to this petition, p. A-17. (Brief 
App. A-14) 

14, Joint App. 52; Findings of Fact 30, 31; reproduced herein, 
p. A-11. (Brief App. A-8) 
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which they had been allowed in the Patent Office, was an 
action taken outside of the framework of the pleadings, 
and contrary to all the evidence and the posture of the 
parties before the Court. Therefore, a refusal by this Court 
to issue the writ sought by this petition would tacitly ap- 
prove this extrajudicial course of action, and would be 
tantamount to relegating to the federal courts the admin- 
istrative and quasi-judicial functions reserved by the Con- 
gress under the statutes to the Patent Office. 


Decision Below Not Consistent with Decisions 
of This Court 


Butterworth v. Hoe, 112 U. S. 50 (1884): 


In this case the Court analyzed the historic development 
of the Patent Statutes and concluded that the power of the 
Commissioner of Patents to issue a patent was absolute if 
he “shall deem it to be sufficiently useful and important” 
(p. 64), and that remedy by a bill in equity under § 4915 
(now U. S. C. § 145, § 146)*° is appropriate only when the 
Commissioner decides to reject an application for a patent 
on the ground that an applicant is not, on the merits, en- 
titled to it (p. 68). 


The office of the Commissioner of Patents, being by 
nature one which requires the discharge of a judicial func- 
tion, has the first and final word in adjudging a claim 
patentable. If the Commissioner decides a claim is patent- 
able on its merits, then his decision is not subject either 
to administrative or judicial review, the latter being in- 
voked only in the case of adverse decisions on the merits 
by the Commissioner. 

15. Butterworth v. Hoe, 112 U.S. 50, 64, 68. 


16. § 145, supra, p. 3; § 146 is reproduced in the appendix 
hereto, p. A-16. (Brief App. A-14) 
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The present action by the District Court in declaring, 
sua sponte, unpatentable, claims that the Commissioner 
had adjudged patentable, is clearly opposed to the inten- 
tions of the statute as construed by this Court in Butter- 
worth v. Hoe, supra. 


Hill v. Wooster, 132 U. S. 693 (1889): 


This case involved an interference contest between two 
parties, in which the patentability of the contested subject 
matter was passed upon by the appellate court for the first 
time. The losing party in the Patent Office brought his bill 
under § 4915 R. S. in the Cireuit Court. That court regarded 
only the question of priority of invention and entered its 
judgment accordingly. 


On appeal to the Supreme Court, this body entered its 
opinion that nothing in the claims at issue constituted pat- 
entable invention. 


By the Court (p. 698): 


“Tt necessarily follows that no adjudication can be 
made in favor of the applicant, unless the alleged in- 
vention for which a patent is sought is a patentable 
invention.” 


The court observed that the litigation between the parties 
could not be concluded solely on the issue of priority when 
a determination of that issue would authorize the Commis- 
sioner to issue a patent to the prevailing party for the 
claims in interference, which would necessarily lend the 
court’s sanction to the patentability of the invention in- 
volved. 


“But neither the Circuit Court nor this court can 
overlook the question of patentability.” 


It is a condition precedent to the declaration of an inter- 
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ference that the subject matter be adjudged patentable by 
the Commissioner (Patent Office Rule 201). There can be 
no interference unless the subject matter is patentable. 
Therefore, an inter partes contest, such as maintained in 
the Hill v. Wooster case, becomes a non-suit if the subject 
matter involved is not patentable. It is believed that this 
was the full of the intention of the court in its pronounce- 
ment in the Hill v. Wooster decision, and does not bear 
upon ex parte suits. 


Hoover v. Coe, 325 U. 8.79 (1954): 


This case was an ex parte action brought by an applicant 
for a patent under R. S. §4915 against the Commissioner of 
Patents. The question presented here was whether the Dis- 
trict Court had jurisdiction under R. S. § 4915 to review the 
refusal of a claim for patent as not reading on the dis- 
closure of claimant’s application. The trial court ruled with 
the Patent Office that the claim was not supported. On 
appeal, the Cireuit Court of Appeals for the District of 
Columbia Circuit raised the question, sua sponte, “whether 
(R. S. 4915) confers jurisdiction on the District Court to 
enter a decree which does not determine the right of the 
applicant to receive a patent, but which instead directs the 
Examiner to allow claims for the purpose of provoking 
subsequent interference proceedings.” (p. 81) 


The Appellate Court decided that the District Court 
lacked jurisdiction of the suit and affirmed the judgment, 
dismissing the complaint. 


This Court, in a careful review of Sections 4915 and 4911 
R. S., held that the District Court had jurisdiction over a 
suit taken from the refusal of the Board of Appeals of the 
Patent Office to issue a patent—whatever be the grounds 
for such refusal. By the Court (p. 83): 
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“Tt is evident that alternative rights of review are 
accorded an applicant,—one by appeal to the United 
States Court of Customs and Patent Appeals, the 
other by bill in equity filed in one of the federal dis- 
trict courts. In the first the hearing is summary and 
solely on the record made in the Patent Office (with 
footnote reference to R. S. 4914, 35 U. S. C. §62); in 
the other a formal trial is afforded on proof which may 
include evidence not presented in the Patent Office 
(with footnote reference to Butterworth v. Hoe, 112 
U. S. 50, 61). Every party adversely affected by a 
ruling on the merits may, if he so elect, proceed by 
bill rather than by appeal. In the one case the adjudi- 
cation in equity authorizes issue of a patent on the 
applicant’s ‘otherwise complying with the requirements 
of law.’ In the other the decision ‘shall govern the 
further proceedings in the case’ in the Patent Office 
(with footnote reference to R. S. 4911, supra).” 


On the question as to whether the differences between 
the statutory provisions of R. S. 4915 and 4911 required 


the holding that as to all decisions adverse to the applicant 
that are not final as to the issuance of a patent, his remedy 
had to be by review on appeal to the C. C. P. A., the Court 
pointed out that R. S. 4915 warranted no such construction, 
concluding (p. 84): 


“On the face of the statutes the applicant is given 
alternative remedies resulting in the same sort of relief 
so far as concerns the further prosecution of the appli- 
cation in the Patent Office.” 


This Court then proceeded to distinguish the Hil v. 
Wooster case, and the case of Radtke Patents Corp. v. Coe, 
122 F. 2d 937, on both of which the Court below relied, 
pointing to the inter partes nature of both of these proceed- 
ings and its own ruling (in the Hill case) to the effect that 
in a suit by an unsuccessful applicant against a successful 
one, “* * * if it appeared that neither application disclosed 
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invention (a matter which should have moved the Commis- 
sioner not to declare an interference) the bill should be dis- 
missed. The Court did not purport to decide what Patent 
Office rulings are reviewable under R. 8. 4915” (p. 90). The 
Court thus reversed and remanded for further proceedings 


in conformity with its opinion. 


The Court, in this same decision, as noted above, com- 
pared the procedures available to applicants from adverse 
decisions in the Patent Office in both ex parte and inter 
partes causes, including the right to summary review to 
the Court of Customs and Patent Appeals, or the right to 
proceed by a bill in equity in the Federal District Court, 
these being mutually exclusive courses of action. There 
seems to be little doubt that this Court regards these 
courses of action as equal alternative ways of review in 
ex parte cases as affects an applicant’s rights before the 
Patent Office according to the decision in Hoover v. Coe, 
supra. It is also apparent that this judgment of claims as 
unpatentable (that had been held by the Patent Office to 
be patentable) could not happen in a summary review by 
the Court of Customs and Patent Appeals for obvious lack 
of jurisdiction over such claims. Therefore, according to 
the rationale of Hoover v. Coe, it should not happen in a 
trial in equity for the same reasons.” 


Conclusions 


' From the foregoing decisions, a difference appears to 
arise between inter partes actions, as in the Hill v. Wooster 
case, and ex parte actions, such as Hoover v. Coe. The 
Court of Appeals for the Third Circuit in Starlock Mfg. 


17. For a discussion of the extent of appellate jurisdiction over 
claims adjudged patentable in the Patent Office, attention is invited 
to the decision in Watson, Commissioner of Patents v. Bruns, 99 
U.S. App. D.C. 327; 239 F. (2d) 948. 
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Co. v. Kublanow, 106 F. (2d) 495, 500, regarded it neces- 
sary for the court, as guardian of the public interest in 
inter partes cases, to determine the patentability (validity) 
of the claims involved, though not in issue in the case. 


Justice Stevens in his dissent (pp. 955, 956) in Radtke 
Patents Corp. v. Coe, 122 F. (2d) 937, suggests that the 
court is guardian of the public interest only in cases where 
the Commissioner of Patents is not before the court as a 
party to act in that capacity. This view of the law seems 
consonant with the authority of the Commissioner under 
the Patent Statutes as discussed in Butterworth v. Hoe, 
supra, and is not inconsistent with the decisions of this 
Court in Hill v. Wooster and in Hoover v. Coe, supra. 


Although at one time inter partes and ex partes actions 
were both enabled under the provisions of 44915 R. S., they 
are now separately provided for in §145 and §146, respec- 
tively, Title U. S. C. As such, the stare decisis of the one 
need not be applicable to the other, as is indicated by the 
Hoover v. Coe and the Hill v. Wooster decisions by this 
Court, mentioned above. These decisions, coupled with that 
of Butterworth v. Hoe, are persuasive to the conclusion 
that where the Commissioner of Patents is present as a 
party to the action, his decision as to the patentability of 
the claims on their merits cannot properly be raised under 
the statute. Petitioner is before the Court in just such an 
ex parte status under the provisions of 35 U.S. C. §145. 


The Statute does not affirmatively empower the District 
Court to attack such claims as being unpatentable. There 
is nothing in the ex parte cases decided by this Court which 
would sanction the action of the Court of Appeals below 
in approving such sua sponte ruling by the District Court, 
nor in implying jurisdiction in the latter to try the pat- 
entability, vel non, of such claims by allowing petitioner to 
apply for a new trial to test that issue. 
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The judgment of the District Court affirming the res 
judicata rejection by the Patent Office, now provisionally 
vacated by the Court of Appeals, will be affirmed if this 
| petition is denied and an application for new trial is not 
, prosecuted. Therein will errors of construction and appli- 
, cation of the Patent Laws, Patent Office rules, and rules of 
court set forth in the Appendix hereto, and the jurisdiction 
of the Commissioner of Patents and of the courts under 
\the facts of this case, gain judicial sanction which should 
‘not be countenanced by this Court. The writ should issue, 
for, whereas, these matters are properly reserved for the 
Court’s supervisory consideration of the merits ensuing 
ithe Writ, they may not be heard here in support of this 
‘petition primarily concerned with the jurisdictional 
question. 


The Writ should issue. 
Respectfully submitted, 


Attorneys for Petitioner 


December 1, 1958 


RESPONDENT'S OPPOSITION TO PETITION 
ARGUMENT 


1. By its own terms, the judgment of the Court of 
Appeals was not final. Rather, the District Court’s judg- 
ment was conditionally vacated in order to permit the 
petitioner to apply to that court for a new trial. And the 
time for applying for a new trial has been extended by the 
District Court until after this Court has disposed of the 
case. Accordingly, the decree of the Court of Appeals re- 
mains interlocutory. 


While 28 U. S. C. 1254 (1) permits this Court to review 
non-final judgments, it is well established that this power 
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will be exercised only where “it is necessary to prevent 
extraordinary inconvenience and embarrassment in the 
conduct of the cause” (Amer. Const. Co. v. Jacksonville 
Railway Co., 148 U. S. 372, 384), or an issue is involved 
which is “fundamental to the further conduct of the case.” 
Land v. Dollar, 330 U. S. 731, 734; Larson v. Domestic & 
Foreign Corp., 337 U. S. 682, 685. Consequently, the power 
“4s intended to be and is sparingly exercised”. Denver v. 
New York Trust Co., 229 U. S. 123, 133. See also Hamilton 
Shoe Co. v. Wolf Bros., 240 U. S. 251, 258; Boston & Maine 
R. Co. v. United States, 358 U. S. 68. 


The only reason advanced by the petitioner for applying 
to this Court, before the judgment of the court below be- 
comes final, is that the District Court lacks jurisdiction 
to pass upon the novelty of the subject matter of the peti- 
tioner’s patent application. But, even if the petitioner’s 
jurisdictional argument were correct (which we deny), the 
petitioner will in no way be prejudiced by applying for a 
new trial since that contention can be asserted again when 
the judgment of the District Court is again reviewed by 
the Court of Appeals. And, of course, after final judgment 
by the Court of Appeals, the petitioner will then again be 
able to apply to this Court for a writ of certiorari. Hamil- 
ton Shoe Co. v. Wolf Bros., 240 U. S. 251, 258. Conse- 
quently, review by this Court, at this time, is clearly un- 
warranted. 


2 (a) The District Court sustained the rejection by the 
Patent Office of the petitioner’s disallowed claims on the 
alternative grounds that (1) the unappealed decision of the 
Board of Patent Interferences rejecting certain of those 
claims was res judicata, and (2) none of the claims, re- 
jected by the Patent Office, was novel and therefore none 
was patentable. The petitioner, however, raises objections, 
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at this time, only to the second of the alternative grounds; 
z.e., he contends that the District Court lacked jurisdiction 
to review the patentability of claims which were rejected 
for reasons other than an absence of novelty. Thus he does 
not now contest the District Court’s holding that the un- 
appealed rejection by the Board of Patent Interferences 
of the critical claims involved in this litigation (those which 
were copied from the Bodendieck patent) was res judicata. 
There is, therefore, clearly no necessity for this Court to 
review this judgment as to those claims. 


(b) Moreover, further review by this Court of the limited 
remaining question is not warranted for the District Court 
clearly had jurisdiction to review the patentability of the 
balance of the rejected claims which had been disallowed by 
the Patent Office for reasons other than res judicata. 


| The petitioner concedes that, in inter partes cases, the 
District Court has jurisdiction, and, indeed, an obligation, 


to review, sua sponte, the patentability of the subject mat- 
ter of the patent application (Pet. 12). It contends, how- 
ever, that where the proceedings are ex parte, the court 
lacks that power. This asserted distinction, finds no support 
either in the patent statutes or the decisions of this, or 
any other, Court. 


In Hill v. Wooster, 132 U. S. 693, this Court stated that 
“neither the Circuit Court nor this Court can overlook the 
question of patentability” even though “the parties appear 
to have been willing to ignore * * * [that] question * * *”. 
Id. at 698. Consequently, despite the fact that the parties 
limited the issue in that case to priority, it nevertheless 
was incumbent upon the courts to review the patentability 
for “[i]t necessarily follows that no adjudication can be 
made in favor of the applicant, unless the alleged invention 
for which a patent is sought is a patentable invention”. Ibid. 
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The petitioner contends, though, that Hill v. Wooster is 
not controlling because that case concerned an inter partes 
interference proceeding, while the present litigation in- 
volves an ex parte suit to compel the issuance of a patent.* 
The supposed rationale for this purported distinction is 
that the court must act as “stand in” for the Commissioner, 
as the protector of the public interest, in inter partes pro- 
ceedings, since in such cases the Commissioner is not a 
party to the litigation (Pet. 15). The short answer to this, 
though, is that while the Commissioner is not a party to 
interference litigation, he must rule that the subject matter 
of each of the competing claims is patentable before inter- 
ference can come into being (Patent Office Rule 201, 37 
C. F. R. 1.201). And, consequently, there is no less reason 
in ex parte actions than in interference proceedings for the 
court to be able to review sua sponte the patentability of 
the subject matter of the application. 


Lastly, the petitioner contends that the terms of 35 
U. 8. C. 145 restrict the jurisdiction of the District Court 
solely to those elements of the decision by the Patent 
Office Board of Appeals with which the applicant is “dis- 
satisfied” (Pet. 9). This argument, is obviously untenable 
since the petitioner concedes that, in interference proceed- 
ings pursuant to 35 U. S. C. 146, the court may, sua sponte, 
review the patentability of the subject matter of any of the 
interfering claims. Yet, Section 146, identically with Sec- 
tion 145, authorizes a civil action by an applicant who is 
“dissatisfied with the decision * * *” of the Patent Office. 


4. Hoover v. Coe, 325 U. S. 79, upon which the petitioner 
strongly relies, does not limit Hil v. Wooster, supra, to inter partes 
proceedings. Rather, in the Hoover case, this Court held only that 
the District Court has jurisdiction to entertain suits to compel the 
Commissioner to issue a patent even though the judgment of the 
court would not ‘‘conelude all possible questions as to the right to 
a patent’’. Id. at 82. 
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ConcLusion 


For the foregoing reasons, we respectfully submit that 
‘the petition for a writ of certiorari should be denied. 


J. Lez Ranzr, 
Solicitor General. 


January 1958. 


PETITIONER’S REPLY TO RESPONDENT'S 
OPPOSITION 


Interference Termination 


Respondent’s statement (Res. Br. 5, 6) regarding ter- 
mination of the interference between Peterson and Boden- 
dieck points to major differences in viewpoint between 
respondent and petitioner respecting a critical area of this 
case. 


The real issue before the Court involving the inter partes 

appeal to the Court of Customs and Patent Appeals 

| (CCPA), during the pendency of which Bodendieck purged 

i his patent of the interfering claims by statutory disclaimer, 

| was, and is: What effect did this have on the pendency of 
the interference? 


Petitioner contends that the contest ended December 7, 
1950, when the disclaimer was made of record,® while 


* Patent Office Rules 262(a) and (d); Rule 263, Petitioner’s 
Appendix A-18, A-19. (Brief App. A-15) Statement of Questions 
presented to the Court of Appeals, Questions No. 1 and 2, Peti- 
tioner’s Appendix, A-20, A-21, (Brief p. ii, Questions 3 and 4) 

‘ referred to in the 7th Question Presented to this Court, (Brief 
App. A-25) Petition 3. Lattig et al. v. Dean, 25 App. D.C. 592; 

| 1905 C. D. 698; Moore et al. v. Bradley v. Doering, Jr. 1912 C. D. 

| rein 180 O. G. 879; McCoy v. Pfeiffer (CCPA 1943), 133 F. (2d) 
913. 


A-4l 


respondent argues that the interference continued in good 
standing until the limit for perfecting the appeal expired 
two weeks later, on December 22, 1950. 


The very concept that one party to an inter partes con- 
test may abandon his claim and withdraw without vitiating 
the contest is repugnant to the elementary definition of an 
interference, which is that there must be rival claimants 
for the invention.* 


What remained after the nonsuit effected by the dis- 
claimer was a de facto ex parte action involving only the 
rights of petitioner’s assignor, Peterson. The CCPA was 
without jurisdiction to entertain an appeal, the justiciable 
issues of which had been extinguished. The Commissioner, 
relying on CCPA Rule 25, denied his original jurisdic- 
tion to take the necessary action to dissolve the contest as 
petitioner moved him to do. The trial court later ruled that 
the Commissioner had original jurisdiction (Conclusion of 
Law 15, Pet. App. A-13. Order denying defendant’s motion 
to amend by striking this conclusion, Pet. App. A4). There 
is thus posed an open conflict between CCPA Rule 25 
and Patent Office Rules 262(a) and (d), and Rule 263. 


Board of Appeals Denied Review 


Respondent’s argument contra (p. 6) notwithstanding, 
the Board of Appeals literally held that it was without 
jurisdiction to review a final rejection, ex parte, by the 
primary examiner, when that rejection was based on, or 
embodied among its reasons, a decision of the Interference 
Board and/or of the Commissioner of Patents (Joint App. 
341, 431). This would appear clearly to contravene the 
unequivocal language of the Statute 35 USC §7+, which 


* Lattig et al. v. Dean, supra. (Brief App. A-17 to A-21) 
t Petitioner’s App. A-14. (Brief App. A-11) 
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states “. . . (the) Board of Appeals * * * shall review 
adverse decisions of examiners upon application for pat- 
ents” (emphasis added) and to contravene Sec. 134 of Title 
i35*° as to petitioner’s right to such review on the merits. 


Petitioner is Entitled to a Decision Now 


While admitting this petition is properly before the 
Court, respondent says (p. 9): 


“, ,. the petitioner will in no way be prejudiced by 
applying for a new trial since that contention can be 
asserted again when the judgment of the District 
Court is again reviewed by the Court of Appeals. And, 
of course, after final judgment by the Court of Ap- 
peals, the petitioner will then again be able to apply 
to this Court for a writ of certiorari. . .. Consequently, 
review by this Court, at this time, is clearly unwar- 
ranted.” 


This reflects a casuistic attitude in total disregard of how 
‘petitioner’s resources would thus be taxed and dissipated. 
The first of the applications for patent before the Court 
came into being in 1946; the second in 1948. For twelve 
years the issues have been maturing and multiplying. The 
‘cost in time, labor, and monetary expense has been great, 
involving two interferences from inception to judgment; 
ian inter partes appeal to the CCPA; two ex parte appeals 
‘to the Board of Appeals in the Patent Office; innumerable 
petitions for reconsideration, and to the Commissioner of 
' Patents; and, finally, the proceedings to the District Court 
under 35 USC §145; an appeal to the Circuit Court of 
: Appeals; a petition for rehearing, and this petition. 


Respondent now suggests that petitioner should be sent 


* Petitioner’s App. A-14 (Brief App. A-11) 
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back to start all over again in the district court, whereby 
all of its labor for more than four years last past in the 
federal courts shall be abandoned without a single deter- 
minative issue having been decided along the way. 


This is repugnant to the ways of our American jurispru- 
dence, and to the principle of expediting the trial of cases 
in relief of litigants. The Board of Appeals in the Patent 
Office refused its duty; the trial court went seemingly afield 
of its duty; the Court of Appeals, likewise, refused to 
decide any of the affirmative issues in the case; and now 
respondent would have this Court refuse this petitioner the 
Writ because it has the power, and because petitioner re- 
tains the right to go the circuit court round again if it has 
the resources to do so. It lies with this Court to afford 
petitioner relief from such negative thinking that prolongs 
litigation, frustrates justice, and sterilizes petitioner by 
legal attrition. 


The Whole Case is Before the Court 


Petitioner denies respondent’s argument (p. 9) that only 
the jurisdictional issue is raised by its petition. The fifth 
and seventh questions presented (Pet. 3) clearly embrace 
those questions of res judicata that were before the Court 
of Appeals (Pet. App. A-20, A-21). Consequently, peti- 
tioner does here and now contest the District Court’s hold- 
ing that the Interference Board’s decision stands res 
judicata against it, and invites this Court to review the 
matter under its Supervisory Authority.°® 


Butterworth v. Hoe, 112 U. S. 50, does not warrant re- 
spondent’s disregard of the powers invested in the Com- 


* Ridings v. Johnson, 128 U. S., 212, 218; Petition for Rehearing 
6. (Sup. JA, 4) 
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missioner of Patents by the Congress. This case, without 
more, justifies petitioner’s sixth question presented to this 
Court. Nor does respondent take into account why this 
Court in Hoover v. Coe, 35 U. S. 79 (an ex parte case) 
reversed the Court of Appeals, which relied upon Hill v. 
Wooster, 132 U. S. 693, an inter partes action.® 


| The language of 35 USC §145 appears to leave no room 
for the sua sponte ruling of the trial court as to claims not 
first passed on by the Board of Appeals, which were 
approved for patent by the Commissioner. In the absence 
of an assignment of error, Butterworth v. Hoe, supra, leads 
to the irresistible conclusion that the Commissioner’s judg- 
ment favorable to patentability is final, and no reviewable 
issue remains for referral to the Court under the Statute. 


Conclusion 
The Writ should issue to settle the jurisdictional ques- 


tion, and to review the several questions appearing in peti- 
tioner’s Statement of Questions Presented, First to Seventh 
(Pet. 2, 3), including those before the Court of Appeals 
(Pet. App. A-20, A-21). 


Respectfully submitted, 
Attorneys for Petitioner 
January 19, 1959 


* Petition for Rehearing 11. (Sup. JA, 4) 
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UNITED STATES COURT OF APPEALS 
DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 13,938 


PrerorMep Live Propucts Company, Appellant, 
vs. 


Rosert C. Watson, Commissioner or Patents, Appellee. 


APPELLANT’S SUPPLEMENTAL MEMORANDUM 
ENSUING ORAL ARGUMENT 


During the oral argument made before the Court on 
March 19, 1958, counsel for both parties were directed to 
submit additional memoranda addressed to the following 
questions: 


1. Isan action brought under 35 USC §145 properly 
entertained by the District Court, and by this Court on 
appeal from a judgment of the latter dismissing the 
complaint, where the issues presented (a) may not be 
conclusive upon appellant’s right to a patent; and (b) 
where certain issues surrounding the refusal of certain 
claims are technical rather than substantive, presenting 
only a controversy as to the law applicable to undis- 
puted facts? 


2. Would this Court be justified in affirming a find- 
ing of the District Court made sua sponte of facts that 
were not within the framework of the pleadings or the 
evidence, which finding was contrary to the stated posi- 
tion of both parties with respect thereto? 


3. Does the fact that a disclaimer was entered 
against certain claims in a patent by the patentee affect 
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the usual presumption of patentability attaching to 
claims issued in patents by the Patent Office? 


4. What ruling of this Court does appellant seek, 
or deem appropriate and admissible under the facts, 
should the Court not see fit to enter a judgment for 
complete reversal favoring issuance of patents to 
appellant? 


INTRODUCTION 


There are three significant pronouncements by the Su- 
preme Court which, when considered collectively, greatly 
assist in defining and clarifying the responsibilities of a 
‘Court in equity in entering judgment in an action brought 
under 35 U. S. C. §145 (formerly §4915 R. S., 35 U.S. C. 
§63) by an applicant for a patent. These are: 


Hill v. Wooster, 132 U. S. 693 (1889) ; 
Hoover Co. v. Coe, 325 U. S. 79 (1945) ; 
Sanford v. Kepner, 344 U. S. 13 (1952). 


A basie distinction between these cases, one which must 
tbe emphasized at the outset, is that the Hill and Sanford 
cases are inter partes cases between private adverse parties 
to an interference (formerly cognizable by the District 
Court under §4915 R. S., now under 35 U. S. C. §146, 
separately from ex parte actions under 35 U.S. C. $145), in 
which the Commissioner of Patents is a proper party, but 
not a necessary party to the action, and was not before the 
‘Court; while the Hoover case is an ex parte action in which 
the Commissioner was before the Court as the adverse 
‘party and guardian of the public interest.* 


| © Butterworth v. Hoe, 112 U. S. 50, 59; Starlock Mfg. Co. v. 
Kublanow, 106 F.2d 495, 500; Radtke Patents Corp. v. Coe, 122 F. 
2d 937, 941. (See also Justice Stephens dissent 955, at 956.) 
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Hill vs. Wooster 


In Hill v. Wooster, in which the issue of patentability was 
passed upon by the Appellate Court for the first time, the 
plaintiff below, as losing party in the Patent Office in a 
contest of priority for an invention the patentability of 
which apparently had been assumed by both parties and by 
the Patent Office, brought his bill under $4915 R. S. in the 
Cireuit Court. The Court regarded only the question of 
priority and entered its judgment accordingly. On appeal 
to the Supreme Court, that body entered its opinion that 
nothing in the four claims before it constituted patentable 
invention. The Court called attention to the provisions of 
§4915 R. S. to the effect that the Circuit Court may adjudge 
that the applicant “is entitled, according to law, to receive 
a patent for his invention, as specified in his claim, or for 
any part thereof, as the facts in the case may appear;” and 
that if the adjudication is in favor of the right of the appli- 
cant, it shall authorize the Commissioner to issue the patent. 
The Court then stated: 


“Tt necessarily follows that no adjudication can be 
made in favor of the applicant, unless the alleged in- 
vention for which a patent is sought is a patentable 
invention.” 


The Court thus took cognizance of the accepted doctrine*® 
that the question of patentability is inextricably tied-in 
with the question of. priority as regards an applicant’s 
right to a patent, and that no judgment as to priority can 
be validly entered “according to law” without first deter- 
mining that the claimed subject matter in suit is patentable 
per se. 


* Patent Office Rule 201(a) and 201(b). 
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Hoover Co. v. Coe 


In the Hoover case, applicant sued Commissioner Coe 
in the District Court under §4915 R. S., after he was re- 
fused a claim for patent on the ground that it was not 
readable upon his application disclosure. This was an 
ex parte suit bearing closely upon the issues now before 
the Court. The case was heard on the Patent Office record 
and additional evidence. The Court entered findings of 
fact and conclusions of law and dismissed the complaint 
on the ground that the claims did not read on the applica- 
tion disclosure. 


/On appeal, this Court raised the question, sua sponte, 
“whether (R. S. 4915) confers jurisdiction on the District 
Court to enter a decree which does not determine the right 
of the applicant to receive a patent, but which instead 
directs the examiner to allow claims for the purpose of 
provoking subsequent interference proceedings.” After a 
hearing on the matter, this Court decided that the District 
Court lacked jurisdiction of the suit, and affirmed the judg- 
ment of dismissal accordingly. 


‘The Supreme Court, analyzing the recitations of R. S. 
4915 and R. S. 4911, found that where jurisdiction under 
R. S. 4915 is not denied by an appeal to the Court of 
Customs and Patent Appeals under R. S. 4911, the District 
Court has jurisdiction over a suit taken from the refusal 
of the Board of Appeals of the Patent Office to issue a 
patent, whatever be the grounds for such refusal. By the 
Court: 


“Tt is evident that alternative rights of review are 
accorded an applicant,—one by appeal to the United 
States Court of Customs and Patent Appeals, the 
other by bill in equity filed in one of the federal dis- 
trict courts. In the first the hearing is summary and 
solely on the record made in the Patent Office (with 
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footnote reference to R. S. 4914, 35 U. S. C. §62); in 
the other a formal trial is afforded on proof which may 
include evidence not presented in the Patent Office 
(with footnote reference to Butterworth v. Hoe, 112 
U. S. 50, 61). Every party adversely affected by a 
ruling on the merits may, if he so elect, proceed by 
bill rather than by appeal. In the one case the adjudi- 
cation in equity authorizes issue of a patent on the 
applicant’s ‘otherwise complying with the requirements 
of law.’ In the other the decision ‘shall govern the 
further proceedings in the case’ in the Patent Office 
(with footnote reference to R. S. 4911, supra).” 


On the question as to whether the differences between 
the statutory provisions of R. S. 4915 and 4911 required 
the holding that as to all decisions adverse to the applicant 
that are not final as to the issuance of a patent, his remedy 
had to be by review on appeal to the C. C. P. A., the Court 
pointed out that R. S. 4915 warranted no such construction, 
concluding : 


“On the face of the statutes the applicant is given 
alternative remedies resulting in the same sort of relief 
so far as concerns the further prosecution of the appli- 
cation in the Patent Office.” 


The Court then proceeded to distinguish the Hill v. 
Wooster case, and the case of Radtke Patents Corp. v. Coe, 
122 F. 2d 937, on both of which the Court below relied, 
pointing to the inter partes nature of both of these proceed- 
ings and its own ruling (in the Hill case) to the effect that 
in a suit by an unsuccessful applicant against a successful 
one, “* * * if it appeared that neither application disclosed 
invention (a matter which should have moved the Commis- 
sioner not to declare an interference) the bill should be dis- 
missed. The Court did not purport to decide what Patent 
Office rulings are reviewable under R. S. 4915.” The Court 
thus reversed and remanded for further proceedings in con- 
formity with its opinion. 


Sanford v. Kepner 


| Sanford v. Kepner was another inter partes suit brought 
by an aplicant for patent to review an adverse decision of 
the Board of Interference Examiners, and is believed to be 
the latest expression of the Supreme Court (1952) on cases 
of this kind formerly arising under §4915 R. S. Sanford 
brought his bill in the District Court praying that he be 
adjudged inventor of the claimed device and entitled to a 
patent. He also prayed that Kepner’s claims be adjudged 
unpatentable over many patents of the prior art. The Dis- 
trict Court, in agreeing with the Board of Interference 
Examiners, found against Sanford on the priority issue, 
and, because this was enough upon which to refuse Sanford 
a patent, declined to consider Kepner’s claim to a patent, 
and so dismissed the bill (99 F. Supp. 221). The Court of 
Appeals (3rd Circuit) affirmed this decision (195 F.2d 387). 
In order to settle the different views among the circuits as 
to the duty of the district courts to consider and adjudicate 
questions of invention and patentability “when parties urge 
them in R. S. 4915 proceedings,” numerous cases illustra- 
tive of the conflict being set forth in the margin, the Court, 
after quoting the statute, referred to Hill v. Wooster and 
Hoover v. Coe as follows (at p. 15): 


“The principle of the Hill case is that the court must 
decide whether claims show patentable inventions be- 
fore authorizing the Commissioner to issue a patent. 
No part of its holding or wording nor of that in Hoover 
v. Coe, 325 U. S. 79, requires us to say R. S. §4915 com- 
pels a district court to adjudicate patentability at the 
instance of one whose claim is found to be groundless. 
Sanford’s claim was found to be groundless. 


“Tt is unlikely that this eauity proceeding would 
develop a full investigation of validity. There would 
be no attack on the patent comparable to that of an in- 
fringement action. Here the very person who claimed 
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an invention now asks to prove that Kepner’s similar 
device was no invention at all because of patents issued 
long before either party made claim for his discovery. 
There is no real issue of invention between parties 
here and we see no reason to read into the statute a 
district court’s compulsory duty to adjudicate validity. 
Affirmed.” 


DISCUSSION 


There is thus basis to conclude from the three preceding 
Supreme Court decisions that inasmuch as a Court’s judg- 
ment of priority in an inter partes case carries with it the 
sanction of the Court as to the patentability of the dis- 
puted claim, there can be no judgment as to priority with- 
out deciding the patentability issue. In ex parte cases, how- 
ever, judgment authorizing the issuance of a patent may be 
made with respect solely to the narrow issue before the 
Court upon which applicant was denied his patent, even 
though such issue is not conclusive upon the applicant’s 


right to a patent, since such judgment is entered upon the 
condition imposed by the statute that applicant’s entitle- 
ment is “according to law” and “as the facts in the case may 
appear”, and where the applicant is found to be “otherwise 
complying with the requirements of the law.” (35 USC 
§145.) 


Even in inter partes cases, it appears from the Sanford 
decision that it is not incumbent upon any Court entertain- 
ing such a suit to find upon the abstract question of patent- 
ability per se, even under such circumstances, as undoubt- 
edly obtained in the Sanford case, where a judgment dis 
missing the bill permitted the defendant-appellee-respond- 
ent to have a patent upon the disputed claims without more. 
So long as the Court does not have affirmatively to sanction 
the grant of a patent, apparently its duty as guardian of the 
public interest (absent the Commissioner) is discharged 
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iwhen it dismisses the complaint without passing-on the 
‘patentability issue. And it would appear further that its 
obligation to determine patentability in an ex parte pro- 
ceeding to which the Commissioner is a party does not arise 
as a collateral matter, but only if it is directly an issue in 
the case. 


As to the First Question Presented 


In the instant case, the District Court had jurisdiction 
iover all the issues presented whether based on a trial of 
new facts not on the Patent Office record, or upon the latter 
alone, and whether posing technical purely legal issues, or 
substantive factual questions.* Thus, it is submitted that 
questions 1(a) and 1(b), first above, must be answered in 
the affirmative. 


As to the Second Question Presented 
As to the second question regarding the propriety of the 


District Court’s finding (No. 30) sua sponte, that claims 
‘formerly patented (derived from the Bondendieck patent) 
and held to be patentable (derived from the Runde applica- 
tion before it matured into patent) do not distinguish pat- 
‘entably over the Moxham patent, the answer must be based 
ion what has been said in light of the following: 


Claims 26 and 27 of Amended Schedule A to the Com- 
plaint (Claims 27 and 28 of Schedule B) are identical with 
Claims 1 and 2 patented to Bodendieck in his patent No. 
2,414,136 (Joint App. 517) and are method claims. These 

‘claims were held to be patentable to Bodendieck in the 


© In a 1933 decision by this court, consistently wtih the Hoover 
‘vy. Coe decision of the Supreme Court which was to follow, it was 
: held suits under §4915 R.S. lie from procedural as well as substan- 
: tive matters when such are the basis for the Commissioner’s refusal 
to issue a patent. Pitman v. Coe, 62 App. D.C. 365; 68 F.2d 412. 
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prosecution of his application in the Patent Office, during 
which the patent to Moxham No. 337,513 was cited and was 
considered along with other references to the prior art by 
the Examiner in the Patent Office in concluding favorably 
to their patentability. Having gone to patent before appel- 
lant had knowledge of them, the question as to their patent- 
ability per se became adjudicated in a proceeding com- 
pletely separate, apart, and collateral to those involving 
appellant’s applications of present concern. In adopting 
these claims in his application, Peterson, the applicant here, 
accepted such judgment as to the patentability of the sub- 
ject matter, and by the interference process thus invoked, 
posed the sole question, as between Bodendieck and himself, 
patentable to whom? The contest that ensued was to deter- 
mine, not the issue of patentability that had already been 
adjudicated by the Commissioner, but only to which of the 
contestants they should be patented. The issues ultimately 
turned upon Peterson’s right to maintain these claims under 


the warrant of his disclosure. At no time during the ex 
parte proceedings in either the Bodendieck application, or 
in appellant’s applications at bar, did the question of the 
patentability of the subject matter of these claims arise 
beyond the examination level, and at no time was this spe- 
cific question passed upon by the Board of Appeals. 


In the ruling of the Board of Appeals denying these 
claims to appellant that gave rise to the pending suit under 
35 U. S. C. §145 in the District Court, these claims were 
“Involved” in that decision, but on grounds not concerned 
with the issue as to their patentability, per se; rather, they 
were denied to appellant on the grounds that the Interfer- 
ence Board’s judgment was “res judicata” as to its right 
to maintain them due to lack of disclosure in the specifica- 
tion to support them. In fact the Board of Appeals held 
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that they were without authority to consider the question, 
and affirmed the examiner without doing so. Thus, it can be 
represented that the facts purportedly found by the District 
Court with respect to these claims in Finding of Fact No. 
30 had never been considered or passed upon by the Board 
of Appeals. With due regard to the language of the statute 
under which this action arises, there is posed a jurisdic- 
tional question as to whether the District Court could enter 
this finding, sua sponte or otherwise, under the circum- 
stances here presented. 


Affirming 31 F. Supp. 935, this Court approved the propo- 
sition that the remedy by bill in equity under this section 
is purely statutory and may be invoked only in the statu- 
tory manner, absent which the Court lacks jurisdiction of 
the subject matter. Chase v. Coe, 74 App. D. C. 152; 122 
F.2d 198. 


With reference to the applicable portions of 35 U. S. C. 
145: “An applicant dissatisfied with the decision of the 
Board of Appeals may * * * have remedy by civil action 
against the Commissioner in the United States District 
Court for the District of Columbia * * *. The court may 
adjudge that such applicant is entitled to receive a patent 
for his invention, as specified in any of his claims involved 
in the decision of the Board of Appeals * * *.” (emphasis 
added) 


Consistently with the rulings of this Court in the past, 
absent an appeal to and refusal by the Board of Appeals, 
first to exhaust the administrative remedies as provided by 
the statute, no action will lie under this section to compel 
the issuance of a patent; and no claim not passed on by the 
Board of Appeals can be presented and passed on by bill 
in equity: 
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Leighton v. Coe (1942) 
76 U. S. App. D. C. 212, 1380 F. 2d 841; 


Bakelite Corp. v. Coe (1936) 
65 App. D. C. 296; 83 F. 2d 553; 


Gilbert v. Marzall (C. A. D. C. 1950) 
182 F. 2d 380 (U. S. App. D. C. citation not 
available) ; 


Kinnear v. Marzall (D. C. D. C. 1951) 
95 F. Supp. 55. : 


There appears to be justification for reading the lan- 
guage of 35 U. S. C. §145: “The court may adjudge that 
such applicant is entitled to receive a patent for his inven- 
tion, as specified in any of his claims involved in the deci- 
sion of the Board of Appeals, ...” as meaning to the extent 
they were involved in the Board’s decision. In inter partes 
suits under 35 U. S. C. §146, the patentability of the claims 
is always involved in a corresponding decision of the Board 
of Interference Examiners as a condition precedent to the 
interference on the one hand, or as ancillary to priority 
where brought in issue on the other. Therefore, Hill v. 
Wooster and the Radtke cases are distinguishable from ex 
parte suits under $145, since a judgment on the issue of 
priority presupposes that there is a patentable invention 
in issue, justifying the Court in making an independent 
finding to the contrary on the evidence before it. Ex parte 
suits under §145 of the statute which pose issues other than 
patentability do not require a determination of that issue 
unless it is raised. Hoover v. Coe settles this point as to 
ex parte proceedings, while Sanford v. Kepner directs that 
the Court is not to concern itself with the abstract issue of 
patentability raised collaterally to the issue before it. 
Therefore, it seems appropriate, as alluded to above, to 
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read §145 as meaning that the Court may adjudge that an 
applicant is entitled to receive a patent on the claims in- 
volved in the decision of the Board of Appeals to the extent 
they were involved; i.e., within the framework of the issues 
on the pleadings and the evidence before the Court as affect- 
ing those claims, particularly as to the reasons for their 
refusal to applicant by the Board of Appeals. Read in this 
light, there would be no basis for the District Court’s find- 
ing them not patentable sua sponte. 


Apart from all other considerations, there seems to be 
no justification for the District Court’s going beyond the 
issues and evidence on the record. In none of the decisions 
under consideration here, or discussed in the Solicitor’s 
supplemental memorandum, was this done, whether ex 
parte or inter partes. Even in the Hill case, which seems 
to go the farthest in this regard, the Court relied upon facts 
apparent upon the face of the record to find no patentable 
invention. There were admissions in the applications of 
the parties as to the scope of the prior art, and in the deci- 
sion of the Examiners-in-Chief on appeal, which obviously 
reduced the inventive contribution to its disappearing 
point. In the Radtke decision, the Court retried the issues 
previously held before Justice Adkins in a precedental ex 
parte suit under §4915 R. S.; referred to the decision of the 
Board of Appeals underlying that action, which the Court 
said succinctly stated the issues and the reasons which sup- 
ported its conclusion of unpatentability; mentioned severe 
cross-examination and thorough rebuttal; found that the 
witnesses repudiated Justice Adkins’ earlier findings; ob- 
served that contentions respecting the prior art of the sev- 
eral parties as to different aspects of the disputed claims 
had the collective effect of negating their patentability ; and 
finally that the “record convincingly establishes” that none 
of the four claims in suit described an invention. 
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So, it might be said, do all the cases referred to show a 
dependency in their decisions upon the issues, the record, 
and the evidence adduced during their trial. The sua sponte 
holding in the case before the Court is not so governed. No 
issue has ever been presented as to the patentability of the 
Bodendieck and Runde claims (latter of which cannot be 
read upon Moxham, hence the inapplicability of the latter 
as applied to them, and the absence of this reference to 
Moxham from the proceedings on Runde’s application). 
Quite to the contrary, the Commissioner has adjudicated 
them patentable, and has steadfastly stood by that adju- 
dication by refusing to bring the issue of patentability as 
to these claims into the case. In the closing argument, 
before the trial Court (original transcript of the trial pro- 
ceedings, pp. 236, 237, not printed), there occurred the fol- 
lowing colloquy between counsel for the parties addressed 
to the Court: 


By Mr. Hume: 


“There has been reference made by Mr. Roeming this 
morning with respect to claims 16, 27 and 28 involved 
in the Bodendieck interference. No issue of patentabil- 
ity, Your Honor, can be raised against these claims. 
They were adjudged patentable once by the Patent 
Office and duly issued in the patent, that is, two of them 
were issued in the patent of the party Bodendieck. 
Therefore, the issue of patentability is not before the 
Court as to those claims and there was no basis to at- 
tack the recitations, pointing to invalidity or improper 
patentable subject matter.” 


To which Mr. Roeming replied (p. 237): 


“Just for clarification of the record, I was not aware 
that I was attacking the patentability of claims 27 and 
28 in one application and 26 and 27 (in the other) 
which were the counts of the Bodendieck interference. 
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When I used the words, ‘Bodendieck interference,’ I 
merely wanted to distinguish from the Runde interfer- 
ence, and I hope that stands corrected.” 


Again, in appellee’s supplemental memorandum, bottom 
of page 2 over to page 3, there appears the statement: 


“Neither in the proceedings in the Patent Office nor 
at the trial in the District Court did the Patent Office 
at any time take the position that no patentable in- 
vention over Moxham is set forth in claims 26, 27, and 
31 of application Serial No. 698,312 and claims 16 and 
23 through 28 of application Serial No. 2,200. The Dis- 
trict Court’s finding that the claims recited in the 
preceding sentence are unpatentable over Moxham was 
clearly sua sponte.” 


As a matter of fact, the Solicitor could have gone one 
step further to the effect that the Patent Office officially 
‘proclaimed these claims patentable, from which position 
ithe Bodendieck patent ensued as to some of them. The 
/same would be true as to the others derived from Runde 
| (Claims 23 through 26, Schedule B to the Complaint) but 
for appellant’s action taken as assignee in the application 
proceedings of that patent, to cancel these claims and 
itransfer them to the second Peterson application before 
the Court where they stand refused on the res judicata 
‘question. Otherwise, these claims would have issued in the 
‘Runde patent. (See plaintiff’s trial exhibit No. 4, certified 
file history of the Runde application.) 


Therefore, not only was there no issue as to the patenta- 
bility of these claims before the trial Court, nor any evi- 
idence to sustain his sua sponte finding with respect thereto, 
but to the contrary there was ample evidence pointing to 
the fact that they were patentable, and, as to some, had 
‘been already patented. The sua sponte finding by the Dis- 
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trict Court not only went beyond the issues, but directly 
contrary to the evidence before it. 


Nothing in the Supreme Court cases referred to above 
suggests that such action is within the obligations of the 
court in suits of this kind, and in fact there appears in the 
language of the decisions an indication that the Supreme 
Court avoided passing on questions not directly before it. 
Thus, in the Hill case, 132 U. S. 693, 696, the Court stated: 


“The decision against Wooster and in favor of Hill 
and Prentice covered three other claims, which arose 
on Hill and Prentice’s application for a reissue, filed 
November 10, 1880; but it is not necessary further 
to allude to them, as there is no contest in this court 
in regard to them.” 


The Supreme Court was, therefore, content to limit its 
determination of patentability to the four claims before 
the court. 


In Hoover Co. v. Coe, 325 U. S. 79, 82, it is stated: 


“On its face the statute confers the right to sue 
‘Whenever a patent on application is refused by the 
Board of Appeals.’ The patent applied for (that is, 
the claims in question) was finally refused by the 
Board of Appeals.” 


There is at least an inference derivable from this lan- 
guage that the court was concerned only with those claims 
that had been refused by the Board of Appeals and that 
were before the court in a proceeding under $4915 R. S. 


At page 88 in this same opinion, the court cited with 
approval the practice of the Patent Office, quoting the 
Commissioner of Patents to the effect that when claims 
are finally rejected by the examiner and his action is af- 
firmed by the Board of Appeals, the grounds then stated 
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‘for such rejection, as well as any other grounds in support 
‘thereof, may be set up by the Patent Office in answer to a 
isubsequent suit by the applicant under R. S. 4915. If the 
‘adjudication by the court is favorable to the applicant, it 
‘is the practice of the Patent Office to treat that judgment 
‘as conclusive with respect to any ground of rejection urged 
‘before the court in defense of the refusal to allow the 
‘elaims in issue. In the usual case following such adjudica- 
‘tion, the application is allowed, and, upon payment of the 
prescribed fee, the patent is issued. 


From the foregoing, and the remainder of the opinion 
‘of the court, it would appear that the extent the court may 
iwith propriety inquire into the actions taken upon claims 
in an application by the Patent Office is limited to those 
stated in the rejection by the examiner, affirmed by the 
‘Board of Appeals, and which were asserted as the claims 
in issue before the court in a proceeding under R. S. 4915. 


Further, it would appear that the court’s consideration 
‘of such issues would not go beyond the grounds of rejec- 
‘tion urged before the court in defense of the refusal to 
allow the claims in issue. 


In Sanford v. Kepner, 344 U. S. 13, 15, the Court points 
out that the obvious purpose of suits under §4915 R. S. 
‘is to give judicial remedy to an applicant who has been 
finally denied a patent because of a Patent Office decision 
‘against him, and in favor of his adversary, on the question 
of priority. When the court decides the factual issue of 
priority against him, thus affirming the Patent Office, the 
applicant has obtained the full remedy the statute gives 
him, and that is the end of the matter. The Court then 
observed (p. 16): 


«_.. There is no real issue of invention between the 
parties here and we see no reason to read into the 
statute a district court’s compulsory duty to adjudi- 
cate validity.” 
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Although the inference remains from this language that 
the District Court may permissibly pass on the question 
of patentability (validity) claims otherwise patentable 
but for the question of priority, this case is the authority 
that it need not do so, and, in view of the language of the 
court, would to better effect refrain from so doing. 


In the present case before the court, the District Judge 
went out of his way to find non-patentability as to claims 
not before him, and which were otherwise adjudicated 
patentable by the Patent Office, which, in view of all of 
the foregoing seems to be an unwarranted extrajudicial 
act. This is not only true of the claims derived from the 
Bodendieck patent, but those derived from the Runde ap- 
plication as well. 


Therefore, it must be concluded that the District Court’s 
sua sponte Finding No. 30 as to claims that were involved 
in the Bodendieck and Runde applications, in so far as 


they were held not to relate to patentable subject matter 
over the Moxham patent, was not justified either as to 
jurisdiction under the statute, or in accordance with the 
accepted procedures of the Patent Office that have been 
approved in ex parte proceedings by the Supreme Court. 
Consequently, the answer to Question 2, first above, must 
be in the negative. 


Other Considerations 


The patentability of these claims having been estab- 
lished, their denial to appellant on the basis of res judicata 
because of the interference judgment becomes a matter of 
law, and was properly before the District Court and before 
this court on appeal. Where the issues involved in an 
action under 35 U. S. C. §145 are solely issues of law, 
there being no dispute as to the facts, there is no presump- 


A-62 


tion of correctness attaching to the action of the Patent 
Office with respect to such issues. Evans v. Watson (D. C. 
D. C. 1955), 129 F. Supp. 241. 


As to issues arising from the action taken by the Patent 
Office that are other than purely legal questions, this court 
has recognized that even though actions under R. S. 4915 
(now $145) are proceedings de novo, nevertheless the de- 
cision of the Patent Office as an experienced tribunal is 
entitled to the presumption of correctness. 


Montgomery v. Marzall (1951), 
88 U. S. App. D. C. 281; 189 F. 2d 640; 


Cothran v. Coe (1941), 
D.C. D. C., 38 F. Supp. 984; 


Smith v. Kingsland (1949), 
85 U. S. App. D. C. 284; 178 F. 2d 26. 


This, again, points to the conclusion that this court 


should examine the legal questions without overturning 
the facts underlying them that were supplied by the Patent 
Office, and which are not in dispute. 


This Court has held that Congress, in enacting this sec- 
tion (35 U. S. C. §145) did not intend that functions of 
the Patent Office should be transferred to the District 
Court. 


Cherry-Burrell Corp. v. Coe (1944), 
79 U. S. App. D. C. 124; 143 F. 2d 372. 


Unless an applicant to this Court under $145 of the 
statute is to leave this court with less rights than he came 
to it, the sua sponte ruling of the District Court should 
not be affirmed. Generally speaking, a dismissal of an 
action by the District Court has the effect of leaving the 
decision of the Patent Office undisturbed as to the status 
of the claims in an application. 
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American Cyanamid Co. v. Marzall (1952), 
90 U. S. App. D. C. 285; 146 F. 2d 24; 


Cf. Wayne v. Marzall (D. C. D. C. 1950), 
90 F. Supp. 161. 


It has already been established by this Court that, as a 
reviewing body on appeal from the District Court’s judg- 
ment dismissing the complaint in an action to obtain a 
patent, it is not bound by the trial court’s finding of fact: 


Miller v. Weeks (1955), 
97 U.S. App. D. C. 138; 229 F. 24 21; 


Broderson v. Marzall, 
90 U. S. App. D. C. 78; 194 F. 2d 138; 


L-O-F Glass Fibers Co. v. Watson, 
97 U. S. App. D. C. 69; 228 F. 2d 40; 


Abbott v. Coe (1939), 
71 App. D.C. 194; F. 2d 449. 


It has also been the view of this Court that it will not 
exercise an original and independent judgment on appeal 
from a judgment of the District Court in an action to obtain 
a patent. Krause v. Coe, 74 App. D. C. 47; 120 F. 2d 717. 
Rather its function is to inquire whether the opinion of the 
Patent Office and the District Court is supported by the 
evidence. 


Magnaflux Corp. v. Coe (1943) 
78 U. S. App. D. C. 258; 139 F. 2d 531; 


Smith v. Kingsland (1949), 
85 U. S. App. D. C. 284; 178 F. 2d 26. 
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We now come to the third question as to whether a dis- 
claimer defeats the presumption of patentability of the 
‘claims to which it applies. The answer must be in the 
megative, based on the authorities that hold that the mere 
fact of a disclaimer is no evidence that the matter dis- 
claimed was a part of the prior art. 


Manhattan Gen. Const. Co. v. Helios-Upton Co., 
135 Fed. 785; 

De Ferranti v. Harmatta, 
50 App. D. C. 393; 273 Fed. 357; 


Permuttit Co. v. Wadham, 
13 F. 2d 454; 


Nelson Mfg. Co. v. Meyers & Bro. Co., 
29 F. 2d 968; 


United Chromium v. International Silver, 
50 F. 2d 913; 


National Frutt Products Co. v. Musselman Co., 
8 F. Supp. 994. 


Regarding Conclusion of Law No. 18 


| The appellee has stated in his supplemental memoran- 
idum (p. 11) that Conclusion of Law 18 (appellant’s primary 
\brief Appendix A-10) to the effect that the statutory dis- 
claimer speaks from the date of the patent, asserts a con- 
clusion that it is derived from Altoona Theatres v. Tri 
\Ergon Corp., 294 U. S. 477, 491, and must be interpreted 
in the context of that case. Although the specific language 
on which this conclusion of law is based could be said to 
‘derive from the Tri Ergon case, the conclusion is of much 
iearlier origin. The construction of a patent after a dis- 
claimer has been properly entered must be the same as it 
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would have been if the matter so disclaimed had never 
been claimed. 


Dunbar v. Myers, 
94 U. S. 187 (1876); 


Schwarzwalder v. Filter Co., 
66 Fed. 152, 157 (1895) ; 


Bracewell v. Passaic Print Works, 
107 Fed. 467 (1901). 


More recently it has been held that where an applicant 
for patent in an interference proceeding disclaims certain 
counts of the interference, thereafter the patent must be 
construed as if the matter so disclaimed had never been 
claimed. 


Oliver v. Gellman, 
104 F. 2d 11; Certiorari denied 308 U. S. 567. 


See also Leishman v. Associated, 137 F. 2d 722. 


Appellee’s View of the Law Discussed 


The cases cited at page 3 of the appellee’s memorandum 
are not at variance with the conclusions urged upon the 
Court in the within memorandum of appellant. The Ameri 
can Steel and Wire case related to rejected claims that 
came before the Court from their rejection on three prior 
patents. The fourth patent, not relied upon by the Patent 
Office, but, nevertheless, placed in evidence by the plain- 
tiff, was relied upon by the Court to affirm the rejection 
by the Patent Office. This was proper in a trial de novo 
where the court could affirm on all the evidence before it. 


In the Levin case, this Court affirmed the lower court as 
to three claims (reversing as to ten others), and, as to one 
of the rejected claims, concluded that while the District 
Court correctly dismissed the complaint as to this one 
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claim, it did so on the wrong ground. As to the one claim, 
this court merely changed its ground of affirmance. 


With respect to the Levin case, and Poulsen v. Coe (73 
App. D.C. 324; 119 F. 2d 188), this Court in Broderson v. 
Marzall reversed the Patent Office and the trial court in 
denying the patent because of disagreement as to the con- 
clusions to be drawn from the record on appeal, including 
facts well tried. Thus, a new rationale was applied to the 
issues before it; no new issues were raised, nor reasons 
derived outside of the framework of the issues below, and 
certainly none were arbitrarily generated swa sponte. In 
the note in the margin, 194 Fed. 2d 142, this Court, observ- 
ing that while several patents were before the examiner, 
and only three were treated by the Board of Appeals and 
the District Court as reflecting the full of the prior art, 
stated: 


“Both parties (respecting the three patents) fol- 
lowed the same course in this court. We see no reason 
for us to attempt, under those circumstances, to ascer- 
tain sua sponte whether the evaluation of three patents 
was accurate upon comparison with other patents not 
relied upon here.” 


| Opposed to this view of the majority, Justice Washing- 
ton entered his dissent based on Besser v. Ooms. 81 U. S. 
App. D. C. 154 F. 2d 17; Standard Oil Development Co. v. 
Marzall, 86 U.S. App. D. C. 210; 181 F. 2d 280. 


| In Leighton v. Coe, an applicant upon final rejection took 

no appeal to the Board of Appeals and paid no appeal fee. 
A complaint filed under § 4915 R. S. was dismissed for 
want of prosecution. Without ruling on the propriety of 
dismissal on this ground, this court affirmed on the grounds 
that the jurisdictional requisites of § 4915 R. S. as to the 
applicant’s having been first refused a patent by the Board 
of Appeals had not been met. 
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Brown et al v. Piper and Slawson v. Grand Str. R. R. 
Co., both related to infringement actions in which the Su- 
preme Court held in effect that the appellate court may 
find sua sponte no patentability, even where this was not 
pleaded as a defense, based either on the evidence of rec- 
ord, or upon the doctrine of judicial notice of the Laws of 
Nature and common knowledge. 


More to the point here, this Court in Fessenden v. Coe, 
69 App. D. C. 193; 99 F. 2d 426, following In re Orcutt, 33 
App. D. C. 345, held that claims unpatentable over a prior 
reference shall not be granted an applicant merely because 
they were patented to another over the same prior refer- 
ence, quoting the old adage, “Two wrongs don’t make a 
right.” 


Where this conclusion is clearly supported by the record 
before the Court, it seems to be a proper one. However, 
since the pronouncements by the Supreme Court in Hoover 
v. Coe and Sanford v. Kepner, the applicability of the law, 
as stated in the Orcutt and Fessenden decisions, is doubted. 
In General Motors Corp. v. Bendiz Aviation Corp., 123 
F. Supp. 506, 521, the Court quoted from the Supreme 
Court’s decision in Sanford v. Kepner, and then stated: 


“R. S. §4915 permits a court, if an applicant prevails 
on the priority issue, to authorize the Patent Office to 
grant a patent to the successful applicant. It does 
not permit a plaintiff to use an R. S. $4915 action to 
invalidate or revoke a patent granted at a prior time 
to the defendants by the Patent Office. See Smith v. 
Carter Carburetor Corporation, 3 Cir., 1942, 130 F. 2d 
555, 560.” 


The Court then observed that though a ruling against 
the validity of one of the patents in suit might be desirable 
as dispositive of a litigated issue, the Court could not 
properly in that action enter a decree specifically declaring 
that patent invalid. By analogy, therefore, the claims 
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adjudicated patentable to Bodendieck and Runde, being 
not before the court, should not arbitrarily be declared in- 
valid sua sponte over the Moxham patent, there existing 
no showing on this record that they were wrongfully 
granted over Moxham, and in face of the presumption in 
favor of the claims that they are patentable over this 
reference. Therefore, the Orcutt and Fessenden rulings 
are not believed to be applicable to the facts presented to 
this court. 


Allowed Claims Are Persuasive Toward 
Patentability of Rejected Claims 


' The Board of Appeals (Joint App. 307) reversed the 
examiner in his rejection of the two article claims 12 and 
13 (claim 12 being representative, appearing Joint App., p. 
298), and method claim 23 (Joint App. p. 24). Method 
claims 23 and 24 (Joint App. 15) were held to be patentable 
in the record of the Runde case (Pl. Tr. Ex. 4). Except 


for the sua sponte treatment of the claims derived from 
Bodendieck and Runde in the trial court’s Finding No. 30, 
these claims are denied applicant on matters involving 
solely an issue of law (res judicata over the interference 
judgment), and for the reasons assigned above should not 
be reviewed here on any other basis—their patentability 
having been established. 


| As to the sua sponte finding of the District Court, and 
the remaining claims in both applications that were re- 
jected on the patent to Moxham, it is submitted that the 
Commissioner’s action on the record of both applications 
with respect to these claims, particularly in light of the 
action taken by the Board of Appeals in allowing Claims 
12, 13 and 23 in the first application, is strongly persuasive 
toward the allowance of the other claims now denied ap- 
pellant on the Maxham patent. 
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No expression of a method relating to applicant’s short 
helices ean be derived from the disclosure of the Moxham 
patent, which relates to the twisting of relatively endless 
strands miles in length together. The same differences 
obtain as to the article claims, whereby they should be 
allowed for the same reasons that governed the Commis- 
sioner in granting the other claims that either stand al- 
lowed or have been patented in the record of these two 
applications. 


The Commissioner’s action on allowed claims in an ap- 
plication is persuasive in determining the patentability of 
the rejected claims and should be taken into consideration. 


Dyer v. Coe (1941), 
75 U.S. App. D. C. 125; 125 F. 2d 192; 


Sharp v. Coe (1941), 
75 U. S. App. D. C. 118; 125 F. 2d 185. 


As to the Last Question Presented 


And, finally, there remains the last question as to what 
this Court should hold within appellant’s views of that 
subject. Most consistently with appellant’s position before 
the Court, it is urged that the decree below can and should 
be reversed in its entirety, with instructions authorizing 
the issuance of all the claims that now stand denied to ap- 
pellant on the record of both applications. Any action short 
of a complete reversal would require a remand to the 
District Court for further consideration of some of the 
issues. 


As 2 jarisdictional matter, it is submitted that the claims 
previously held patentable on the Patent Office record, in- 
cluding those derived from the Bodendieck and the Runde 
records, are not properly before the District Court for de- 
termination of patentability (not having been passed upon 
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in this respect by the Board of Appeals as a prerequisite 
of the statute), and so should not be remanded to the court 
below for further consideration of that question. It lies 
with this Court to settle the issues of law presented in the 
res judicata holding against the appellant in light of the 
Bodendieck disclaimer of record, and in light of the refusal 
of the Board of Appeals to review that question. 


' Appellant does not assert that there is any inter partes 

issue for determination of this Court other than what is 
reflected by the judgment of the Interference Board upon 
his ex parte position. This is summed up on page 18 of ap- 
pellant’s reply brief under the heading, “This Court has 
Jurisdiction Over the Issues.” 


As to the other claims not involved in the res judicata 
rejection, it seems that the Court must either affirm the 
District Court’s ruling with respect thereto, or else reverse 
on the evidence with the direction that a patent be author- 
ized upon them. This being a trial de novo, this Court does 
not have appellate jurisdiction over the Patent Office, and, 
therefore, it has no power to remand to that body for fur- 
ther consideration of any of the questions presented. See 
Knutson v. Galsworthy, 82 U. S. App. D. C. 304, 164 F. 2d 
497, at 507 (16). 


Respectfully submitted, 


C. Wriarp Hayes, 
American Security Building, 
Washington 5, D. C. 
Attorney for Appellant, 


Patrick H. Hume, 
Hewry L. Brrvxs, 


Of Counsel. 


A-71 


Patrick H. Hume, attorney for appellant, certifies that 
two copies of the foregoing brief, and accompanying joint 
appendix and Supplemental joint appendix, all in identical 
form, were forwarded by mail to the attorney for appellee, 
the Solicitor of the United States Patent Office, on October 
...+, 1959, from Chicago, Illinois. 


Patrick H. Hume 
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APPEAL NO. 15270 
STATEMENT OF QUESTIONS PRESENTED 


In the opinion of the appellee, the questions pre- 
sented on this appeal are: 

(1) Did not this Court’s decision in Preformed 
Line Products Co. v. Watson, Appeal No. 13938, 103 
U.S. App. D.C. 286, 257 F. 2d 664 (Sup. J.A. 1), es- 
tablish, as law of this case, that the District Court 
has the power to deny authorization of patenting of 
claims on the ground, raised sua sponte with oppor- 
tunity of fair trial of the issue, that the claims are 
unpatentable in plaintiff’s applications over prior art 
of record, those claims having been refused by the 
Patent Office on other grounds? 

(2) Regardless of the question of law of the case, 
is it not well established that a court of this circuit 
may deny authorization of patenting on a ground 
raised sua sponte on the record before it? 

(3) Is it not well established that an application 
claim copied from an undisclaimed patent claim may 
be properly refused for lack of patentable invention 
over prior art? 

(4) Was not the District Court’s denial of the 
motion for new trial clearly correct in view of the de- 
ficiencies of the motion pointed out in defendant- 
appellee’s points and authorities in opposition thereto 
(Sup. J.A. 13) ? 
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(5) Was there a rational basis for the findings of 
the District Court, sua sponte (in its opinion and in 
Finding of Fact No. 30), on all the evidence before 
it, that claims 26, 27, and 31 of application Serial No. 
698,312 and claims 16, and 23 through 28 of applica- 
tion Serial No. 2,200 do not distinguish over the Mox- 
ham patent No. 337,513? (This question should be 
distinguished from Question Presented No. 7.) 

(6) Plaintiff-appellant having failed to take ad- 
vantage of the opportunity to present a proper motion 
for a new trial based on a proffer of evidence of 
presence of patentable invention in the claims enu- 
merated in Question No. 5, should not the District 
Court’s judgment and Finding of Fact No. 30 as to 
those claims be reinstated and held not to involve 
reversible error? 

(7) Was there a rational basis for the findings of 
the District Court, on all the evidence before it, that 
claims 3, 15, 19, and 30 of application Serial No. 
698,312 and claims 6 and 8 of application Serial No. 
2,200 define no patentable substance over the Moxham 
patent No. 337,513? 

(8) Was there error in the conclusion of the Dis- 
trict Court that the Board of Appeals correctly held 
that the question of Peterson’s right to make claims 
26, 27, and 31 of his application Serial No. 698,312 
and claims 27 and 28 of his application Serial No. 
2,200 is res judicata? 

(9) Was there a rational basis for the findings of 
the District Court, on all the evidence before it, that 
claims 16, 27, and 28 of application Serial No. 2,200 
were properly refused on the ground of lack of pat- 
entable distinction over the “P.F.T.”’ publication? 


m 


(10) Was there a rational basis for the findings of 
the District Court, on all the evidence before it, 
that claims 23 through 26 of application Serial No. 
2,200 are inadequately supported by the application 
disclosure ? 
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Anited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 15270 


PREFORMED LINE Propucts CoMPANY, APPELLANT 
Vv. 


Rosert C. Watson, COMMISSIONER OF PaTENTs, 
APPELLEE 


APPEAL FROM THE JUDGMENT OF THE UNITED STATES DISTRICT 
COURT FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR APPELLEE 


INTRODUCTION 


This is an appeal from the judgment (J.A. 24, 25) 
of the United States District Court for the District 
of Columbia dismissing the complaint (J.A. 1) in an 
action brought under 35 U.S.C. 145. 

In that action, appellant, as the assignee of Thomas 
F. Peterson’s application for patent (J.A. 170) en- 
titled ‘‘Helically-Preformed Wire Envelope and 
Methods of Use,”’ Serial No. 698,312, filed September 
20, 1946, sought originally to have the Court authorize 
the issuance to appellant of a patent containing claims 
3, 6, 7, 10, 11, 15 through 20, 22, 24, 26, 27, 30, and 31 
(J.A. 7), which claims had been refused allowance 

(1) 


2 


| by the Patent Office tribunals. Claims 4, 5, 8, 9, 14, 
, 21, and 25 (Appellee’s Appendix 59, 60) in that ap- 

plication were allowed by the examiner (J.A. 276), 

and claims 12, 13, and 23 (Appellee’s Appendix 60, 
i 61) were allowed by action of the Board of Appeals 
' in reversing the examiner’s rejection of those claims 

(J.A. 306, 307). At the beginning of the trial the 
' complaint was amended on appellant’s motion by 
| striking therefrom (J.A. 23, 19) claims 6, 7, 10, 11, 
i‘ and 22, thus leaving before the Court only the claims 
i set forth in amended Schedule A (J.A. 20). 

In the same action, appellant, as the assignee of 
another Thomas F. Peterson application for patent 
(J.A. 348) entitled ‘‘Armor Rods,”’ Serial No. 2,200, 

‘ filed January 14, 1948, sought to have the Court au- 
| thorize the issuance to appellant of a patent contain- 
ing claims 1 through 11, 13 through 16, and 21 
| through 28 (Schedule B, J.A. 11), which claims had 
| been refused allowance by the Patent Office tribunals 
and are the only claims remaining in that application. 

The District Court agreed (J.A. 44-53, 24-40) with 

| the examiner and the Board of Appeals in refusing 
' claims before the Court on the merits (J.A. 275-277, 
| 278-294, 298-307, 340-342, 418-419, 278-294, 420-430, 
| 430-432). The Patent Office had refused claims 3, 5, 
/ 19, and 30 of application Serial No. 698,312 and 

claims 6 and 8 of application Serial No. 2,200 as not 

distinguishing patentably over the Moxham patent 
| No. 337,513. (See appellee’s Question No. 7 and 
| Findings of Fact Nos. 24, 25, and 30.) In addition, 
| the District Court, sua sponte, found (Opinion, J.A. 
| 51 and 52; Finding of Fact No. 30, J.A. 33) that 
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claims 26, 27, and 31 of application Serial No. 698,312 
and claims 16 and 23 through 28 of application Serial 
No. 2,200 do not distinguish patentably over the Mox- 
ham patent No. 337,513. (See appellee’s Question No. 
5.) The Patent Office had refused these claims on 
other grounds (see appellee’s Questions Nos. 8, 9, and 
10; Conclusion of Law No. 4; and Findings of Fact 
Nos. 7, 21, 26, 27, 28, and 29). Thus, the District 
Court in the sua sponte ground merely stated an 
additional ground for its agreement with the Patent 
Office refusal of these claims. 

In Appeal No. 13938, this Court noted the sua 
sponte finding of unpatentability of certain claims 
over Moxham in Finding of Fact No. 30 and did not 
question the propriety of the District Court’s action 
in raising the issue. But it indicated that ‘‘fairness 
called for a trial of the issue before the rendition of 
judgment.” This Court vacated conditionally the 
District Court’s order. It allowed the appellant sixty 
days to “‘apply to the District Court for a new trial 
based on a proffer of evidence on the issue of patent- 
ability.”’ This Court further stated: 

Denial by the District Court of such an applica- 
tion, or that court’s action upon the record made 
at a new trial, if held, may be appealed to this 
court by the losing party, and upon such new 
appeal all issues raised may be considered anew, 
unprejudiced by the present appeal or its dis- 
position. Should appellant not apply for a new 
trial as herein authorized the judgment of the 
District Court for appellee shall be reinstated. 

After an unsuccessful petition to this Court for 

rehearing and an unsuccessful petition for writ of 
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| certiorari to the Supreme Court, appellant filed a 
motion for a new trial (Sup. J.A. 8-13) which ap- 
i pellee opposed (Sup. J.A. 13-29) with the result of 
its denial (Sup. J.A. 30). 

Thereupon, appellant brought this appeal to this 
Court (J.A. 39), the second in this civil action. 


PETEERSON’S APPLICATIONS 


' In application Serial No. 698,312 (J.A. 170 e¢ seq.), 
| Fig. 1 (J.A. 185) illustrates a helically-preformed 
element which is the basic element in all the other 
| structures illustrated in the other figures of the 
drawings (J.A. 185-188) of this application. A 
| plurality of such helically-preformed elements may 
| be assembled into hollow bodies (Fig. 7), the elements 
of which may have relative telescopic movement 
(Fig. 3). They may be assembled about a cable C 
| having a diameter equal to or slightly larger than 
the internal diameter of the helix of said elements 
i so that they tightly grip the cable to provide, for ex- 
: ample, an armoring sheath or a splice. The elements 
' may be otherwise assembled, as shown in the draw- 
i ings, into structures which are not the subject of the 
claims before the Court on the merits. In this ap- 
plication applicant elected to prosecute claims read- 
able on the species of Figs. 9 and 10 (J.A. 245). 

In application Serial No. 2,200 (J.A. 348 et seq.) 
(which is a continuation-in-part of application Serial 
No. 698,312), there are shown (J.A. 361) various 
| Ways of applying the aforesaid helically-preformed 
; elements to a cable C so that the resulting structure 
may serve as a reinforcement for a transmission line 
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where it is attached to an insulator or as a vibration 
dampener as shown in Figs. 13 through 15 and 17 
through 22. In this application, applicant elected to 
prosecute claims to the species of Figs. 4, 6, and 23 
(J.A. 372). 

THE PRIOR ART 

Moxham patent No. 337,513 in Fig. 5 (J.A. 505) 
discloses a helically-preformed element B indistin- 
guishable in shape from the element shown in Fig. 1 
(J.A. 185 and 361-A) of each of Peterson’s appli- 
cations. In one form of his invention, as disclosed, 
Moxham uses his helically formed element to make 
a traction cable for cable railways (J.A. 506, lines 
12, 13, and 75 through 100). For such use, he may 
first coil each individual straight wire around a 
mandrel to a given pitch slightly less than that which 
the wire assumes in the cable, and to an internal 
diameter smaller than that of the core to be used in 
the cable. These helical wires are then ‘‘laid up to- 
gether around or over the core of the cable under 
slight tension” to “leave in the made-up cable the 
live force desired.” ‘Thousands of feet of wire may 
thus be laid up into cable. 

In another form of Moxham’s invention (J.A. 506, 
lines 101 e¢ seq.), helices, preformed to exact diameter 
and pitch, are assembled without core into a hollow 
flexible tube which “may be used for many purposes 
where no core is necessary.” Such purposes would 
include uses other than use as traction cable. For 
such other purposes no particular length of tube is 
implied. In this form of the invention, since the 
helices are preformed to the exact diameter and pitch, 


the assembling process must be accomplished without 
distortion of the preformed elements and consequently 
must be without distortion-producing tension. 

The “P.F.T”’ publication (J.A. 524-532) bears a 
copyright date of 1946 (J.A. 524). This publica- 
tion discloses wrapping preformed helical elements 
about a core by hand (J.A. 527) and also by clamps 
(J.A. 529). 

THE CLAIMS AT BAR 

The claims before the Court on the merits are found 
(among other claims) in schedules A and B attached 
to the complaint (J.A. 7-17) and are listed in Find- 
ings of Fact Nos. 4 and 5 (J.A. 27). Finding of 
Fact No. 6 lists claims asserted identically in both 
applications. Findings of Fact Nos. 7, 24, 25, 27, 
28, 29, and 30, and Conclusion of Law No. 4 (J.A. 
33) indicate the basis of refusal of the various claims. 
(In Conclusion of Law No. 4 the terminology ‘‘find- 
ing of fact No. 5” is obviously a clerical error and 
should correctly read ‘‘finding of fact No. 7.”) 

All the claims found unpatentable over Moxham 
by the Patent Office recite structure including at 
least preformed helical elements. All the other 
claims before the Court on the merits and found 
unpatentable over Moxham by the District Court, 
sua sponte, are drawn to various alleged methods of 
manipulating helically-preformed elements. 

COUNTER-STATEMENT OF THE CASE 

For the convenience of the Court, appellee notes 
here the portions of the Joint Appendix which are 
pertinent to but not identified in appellant’s State- 
ment of the Case: 
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the rejection referred to at page 1, line 24 of 
appellant’s brief (J.A. 189 et seq.) ; 

the copying of claims referred to at page 2, 
line 1 of appellant’s brief (J.A. 194, 192); 

the Bodendieck patent claims 1 and 2 (J.A. 
517) ; 

the denial of these claims and the appeal re- 
ferred to at page 2, lines 2 and 5 of appellant’s 
brief (J.A. 202, 203) ; 

the Bodendieck claims copied as original 
claims in the second application, referred to 
at page 2, line 9 (J.A. 360, claims 17 and 18 
later replaced by claims 27 and 28, J.A. 388, 
389) ; 

the declaration of the interference referred 
to at page 2, line 10 (J.A. 364) ; 

the appeal referred to at page 3, line 1 of 
appellant’s brief (J.A. 482) ; 

the primary examiner’s final rejections re- 
ferred to at page 3, paragraph 2 of appellant’s 
brief (J.A. 276, 418). 

Insofar as the statement at page 39, last six lines 
of appellant’s brief (see also page 2, lines 17 through 
20 thereof) implies that the dissolution of the inter- 
ference on the ground of Peterson’s lack of right to 
make was on the examiner’s “own motion”’ it is in- 
accurate. The examiner granted Bodendieck’s mo- 
tion to dissolve on that ground (J.A. 434, 450, 451) 
and denied Peterson’s motion to add his application 
Serial No. 698,312 after Bodendieck’s opposition (J.A. 
468, last four lines) on the same ground (J.A. 437, 
446-449). It was on another ground that the exam- 
iner dissolved on his own motion (J.A. 451, last 
twelve lines; J.A. 469, lines 4 through 7). 

sssses—so——3 
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At page 2, lines 24 through 30, the statement that 
the Board of Patent Interferences implied that Peter- 
son was probably the first inventor has no clear basis 
in full context of the decision (J.A. 476, line 16 
through J.A. 478, line 20). However, in the same 
decision it was clearly held that Peterson had not 
sustained his burden of proof either as to actual re- 
duction to practice prior to Bodendieck’s entry into 
the field (J.A. 476-478) or as to the charge of deriva- 
tion (J.A. 478, 479). 

In view of note 10, page 4, and page A-23, last 
seven lines, it is noted that the Board of Appeals 
(J.A. 423-425) did not sustain the examiner’s rejec- 
tion of claim 16 of application Serial No. 2,200 on 
the ground “‘that applicant cannot make.” Accord- 
ingly, that rejection is not in issue on this appeal. 


STATUTES INVOLVED 


R.S. 4888. (U.S.C., title 35, sec. 33.) Before 
any inventor or discoverer shall receive a patent for 
his invention or discovery, he shall make application 
therefor in writing, to the Commissioner of Patents, 
and shall file in the Patent Office a written descrip- 
tion of the same, and of the manner and process of 
making, constructing, compounding, and using it, in 
such full, clear, concise, and exact terms as to enable 
any person skilled in the art or science to which it 
appertains, or with which it is most nearly connected, 
to make, construct, compound, and use the same; and 
in case of a machine, he shall explain the principle 
thereof, and the best mode in which he has contem- 
plated applying that principle, so as to distinguish 
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it from other inventions; and he shall particularly 
point out and distinctly claim the part, improvement, 
or combination which he claims as his invention or 
discovery. * * * 

35 U.S.C. 112. Specification. The specification 
shall contain a written description of the invention, 
and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it per- 
tains, or with which it is most nearly connected, to 
make and use the same, and shall set forth the best 
mode contemplated by the inventor of carrying out 
his invention. 

The specification shall conclude with one or more 
claims particularly pointing out and distinctly claim- 
ing the subject matter which the applicant regards as 
his invention. 

An element in a claim for a combinatien may be ex- 
pressed as a means or step for performing a specified 
function without the recital of structure, material, 
or acts in support thereof, and such claim shall be 
construed to cover the corresponding structure, ma- 
terial, or acts described in the specification and 
equivalents thereof. 


PATENT OFFICE RULE INVOLVED 


Rule 261. Termination of interference. An inter- 
ference will be terminated by judgment of priority 
after final hearing (rules 251 et seq.), or by judgment 
on the record as provided by rule 225 or rule 252, or 
by dissolution as provided by rule 232 or rule 237, or 
as otherwise provided. 


10 
SUMMARY OF ARGUMENT 


(1) This Court in its decision in Preformed Line 
Products Co. v. Watson, 103 U.S. App. D.C. 286, 257 
F. 2d 664, Appeal No. 13938 (Sup. J.A. 3), gave ap- 
pellant the opportunity to file a motion for a new trial 
based on a proffer of evidence on the issue of patent- 
ability of certain claims over the Moxham patent, as 
raised sua sponte by the District Court. Subse- 
quently, appellant brought an inadequate motion for a 
new trial and the District Court properly denied it. 
Accordingly, the District Court’s judgment and all the 
Findings of Fact and Conclusions of Law should be 
reinstated and the appeal allowed to proceed on the 
merits. As found by the District Court, sua sponte, 
in its opinion and in Finding of Fact No. 30 (J.A. 33), 
claims 26, 27 and 31 of application Serial No. 698,312 
and claims 16 and 23 through 28 of application Serial 
No. 2,200 do not distinguish patentability over Mox- 
ham patent No. 337,513 of March 9, 1886. 

(2) As found by the Patent Office tribunals and 
the District Court, claims 3, 15, 19, and 30 of Peterson 
application Serial No. 698,312 and claims 6 and 8 of 
Peterson application Serial No. 2,200 set forth no 
significant structural distinction over the disclosure of 
Moxham patent No. 337,513 of March 9, 1886, and are 
therefore unpatentable. 

(3) In Interference No. 83,266, the Board of Inter- 
ference Examiners in its decision awarding priority 
to the senior party-patentee Bodendieck held that 
claims corresponding to the two counts of that inter- 
ference were supported by neither of the junior party 
Peterson’s applications Serial Nos. 698,312 and 2,200 
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involved in this civil action. The subsequent dis- 
claimer of Bodendieck’s patent claims corresponding 
to the counts filed during the pendency of Peterson’s 
unperfected appeal to the Court of Customs and 
Patent Appeals did not render void the unvacated 
priority decision of the Board of Interference Exami- 
ners. Appellant has also failed to demonstrate that 
that decision is voidable. On the basis of that un- 
vacated decision, the Board of Appeals and the 
District Court subsequently properly held that the 
issue of right to make the pertinent claims in both 
Peterson applications is res judicata. If that issue is 
not res judicata on the basis of the interference judg- 
ment, no other decision is the “law of the case.” The 
examiner’s specific rejection on the ground of lack 
of right to make stands umreversed, it may be re- 
viewed by this Court, and it will be found sustainable 
in the light of all the evidence. 

(4) It is res judicata that claims 16, 27, and 28 of 
Peterson application Serial No. 2,200, filed January 
14, 1948, are unsupported by Peterson’s earlier appli- 
cation. These claims fail to distinguish significantly 
from the disclosure of the 1946 “P.F.T.”’ publica- 
tion and are therefore unpatentable. 

(5) Claims 23 through 26 of Peterson application 
Serial No. 2,200 are unsupported by the disclosure of 
that application and are therefore unpatentable. 

ARGUMENT 
Claims not readable on elected species 

Claims 16, 17, 18, 20, and 24 (J.A. 21) of applica- 
tion Serial No. 698,312 are not readable on the there- 
in elected species (J.A. 237 and 245, line 13) of 
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Figs. 9 and 10. Claims 1 through 5, 7, 9 through 11, 
13 through 15, 21, and 22 (J.A. 11) of application 
Serial No. 2,200 are not readable on the therein 
elected species (J.A. 367 and 372, lines 14 through 
18) of Figs 4, 6, and 23. These claims are, there- 
| fore, not before the Court on the merits. American 

Cyanamid Co. et al. v. Kingsland, 618 O.G. 647, 80 
' USPQ 133 (D.C.-D.C. 1948); see also Gilbert v. 
Marzall, 87 U.S. App. D.C. 1, 182 F. 2d 694. Appel- 
lant’s brief does not challenge the pertinent portions 
of Findings of Facts Nos. 4 and 5 (J.A. 27). 


Claims held unpatentable over Moxham by the Patent Office 


Claims 3, 15, 19, and 30 of application Serial No. 
698,312 and claims 6 and 8 of application Serial No. 
| 2,200 were held unpatentable over the patent of Mox- 
ham (J.A. 505) by the Board of Appeals and the 


District Court. 

As to claims 3, 15, 19 and 30 (J.A. 20-23) of ap- 
plication Serial No. 698,312, the position of the 
Patent Office on this appeal is stated in the exam- 
imer’s answer (J.-A. 289-292), in the decision of the 
Board of Appeals (J.A. 304-306), in the opinion of 
the District Court (J.A. 52), and in Finding of 
Fact No. 24 (J.A. 31). 

Before any of these claims individually are con- 
sidered, attention will be directed to Peterson’s testi- 
mony regarding the disclosure of Moxham. Peter- 
son testified (J.A. 77) as to the substance of the 
second column of the Moxham patent (J.A. 506). 
Thereupon he was asked about a disclosure in Mox- 
ham “without these live forces” (J.A. 77, last two 
paragraphs). His immediate answers are indefinite. 
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But later in his testimony, Peterson persistently re- 
ferred to the live forces and the tensile stresses in 
Moxham as though they were necessarily present in 
every form of Moxham’s invention (J.A. 82, para- 
graphs 3 and 7; J.A. 131, lines 1 and 2 and last 
nine lines; J.A. 136, fifth full paragraph). But else- 
where (J.A. 81, paragraph 1) Peterson admits that 
a cable without live forces could have been made by 
the Moxham method. He also admits (J.A. 137) 
that he has not experimented with Moxham’s dis- 
closure or structure and that all he knows about it is 
what appears in the Moxham patent. That patent, 
in addition to the form of the invention including 
“desired” live forces (J.A. 506, column 2), includes 
(as noted above in the description of the prior art) 
another form in which preformed helical elements 
are made up to “exact diameter and pitch’’ and laid 
up to form a hollow flexible tube which may be used 
for many purposes. For purposes other than trac- 
tion cable, no particular length of flexible hollow tube 
is implied in the disclosure. Also, since the helices 
of the flexible hollow tube are preformed to exact 
diameter and pitch, it follows that there is neither 
distortion nor distortion-producing tension involved 
in the process of assembling such tube. There is no 
evidence in the record to indicate any error in the 
foregoing interpretation of the Moxham disclosure. 

As to any one of claims 3, 15, 19, and 30 of applica- 
tion Serial No. 698,312, the testimony of Peterson as 
to the meaning of the terminology “‘helically pre- 
formed armor rods’’ (J.A. 83, last 8 lines) is clearly 
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irrelevant since those claims do not set forth the term 
“rods’’. 

As to claim 3 (J.A. 20), Peterson testified (J.A. 
81, 161) that in his opinion the last half of the claim 
distinguishes from Moxham in the limitations “ap- 
plied sideways’”’ and “said elements being readily dis- 
assembled from and reassembled into said body’’. 
But on cross-examination Peterson admitted (J.A. 
133, lines 12 and 13) that Moxham’s performed heli- 
cal elements are applied sideways. 

There is left for extended consideration only the 
limitation regarding disassembly and reassembly of 
the structure of claim 3. Peterson admits (J.A. 136) 
that long stretches of Moxham’s cable could be disas- 
sembled and reassembled, but that such procedure 
could not “readily”? be accomplished. Obviously such 
alleged sole distinction is merely an unpatentable 
matter of degree. However, more significant testi- 
mony is in the record. Peterson testified on cross- 
examination (J.A. 164, paragraph 2) that his helically 
preformed elements in a length of thirty-six feet 
could be readily disassembled and reassembled in the 
sense of the terminology of his claims. Moxham’s 
disclosure of a hollow flexible tube for purposes other 
than traction cable obviously includes within its scope 
the use of flexible tubes assembled from helically pre- 
formed elements and having a length of less than 
thirty-six feet. Furthermore, Peterson admits (J.A. 
148, lines 8 through 12) that cutting Moxham’s as- 
sembled structures into short lengths involves no ad- 
vance in the art and states that he imagines “those 
cables were cut very frequently’. (In this respect, 


15 


attention is directed to J.A. 290, last 7 lines and J.A. 
306, lines 7 and 8.) Thus, in any form of Moxham’s 
invention, cut or originally formed short lengths of 
tube or cable would inherently be readily disassem- 
bled and reassembled. Thus Peterson’s testimony es- 
tablishes the correctness of the findings of the Patent 
Office and the District Court that claim 3 is unpat- 
entable over Moxham. 

Claims 15 and 30 (J.A. 20 and 22) were correctly 
found unpatentable for all the reasons stated as to 
claim 3. 

Claim 19 relates to the disclosure of Fig. 3 (de- 
seribed in the specification at J.A. 174, lines 1 through 
13, and explained by Peterson at J.A. 82). Peterson 
testified on cross-examination that, in his opinion, 
structures assembled from helically-preformed ele- 
ments cannot be extended in the manner set forth in 
claim 19 if they are more than fifty-feet long. In the 
discussion pertinent to claim 3 it has been demon- 
strated that Moxham’s flexible tubes as disclosed could 
be originally less than thirty-six feet long; and that 
Peterson substantially admits that cutting of Mox- 
ham’s structures into short length involves no pat- 
entable invention. There is no evidence in the record 
that Moxham’s structures in lengths of less than fifty 
or thirty-six feet would not inherently have the char- 
acteristic of extensibility as set forth in claim 19, 
Accordingly claim 19 sets forth no structural distine- 
tion over Moxham, and its allowance was correctly 
refused by the Patent Office tribunals and the Dis- 
trict Court. 

535368—59——4 
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As to claims 6 and 8 (J.A. 12, 13) of application 
Serial No. 2,200, the position of the Patent Office on 
- this appeal is stated in the examiner’s answer (J.A. 
293), in the decision of the Board of Appeals (J.A. 
421, 422), in the opinion of the District Court (J.A. 
52), and in Finding of Fact No. 25 (J.A. 31). 

Each of claims 6 and 8 sets forth the terminology 
‘*helically-preformed armor rods’. Peterson on di- 
rect examination (J.A. 83, last 8 lines) appeared to 
| find in that terminology a distinction over Moxham’s 
helically-preformed elements. But on cross-examina- 
tion (J.A. 130) Peterson spoke of his “‘preformed 
armor wires” (emphasis added) and admitted that 
the elements of Fig. 1 of his application Serial No. 
2,200 (J.A. 361-A) and of Fig. 5 of the Moxham 
patent (J.A. 505) ‘‘are essentially the same” (J.A. 
130, last three lines). 

However, in face of such admission, appellant still 
maintains (brief, page 41, second full paragraph, last 
sentence) that ‘‘there is no question that helically- 
preformed elements are attributable to Peterson.” 

Appellant (brief, page 40) seems to find significance 
in the concession by counsel for appellee (J.A. 138, 
last three lines) that elements designated ‘‘helically- 
preformed armor rods”’ are positive structure. Such 
concession is obviously not a concession that elements 
so designated distinguish from Moxham’s elements B 
of his Fig. 5. 

It is noted that claim 6 is so broad that it does not 
require the helically-preformed armor rods to be as- 
sembled into a tube. This claim could be read on a 
mere bundle of rods. 
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As to claim 6, the position of the examiner (J.A. 
293) and of the Board of Appeals (J.A. 422) is 
challenged by Peterson’s testimony on direct exami- 
nation (J.A. 83). But his testimony on cross- 
examination (J.A. 139, line 10 through 12; J.A. 
140; J.A. 142, lines 1 through 9; J.A. 141 second 
paragraph; J.A. 143, first two full paragraphs; and 
J.A. 148, last 13 lines) establishes beyond question 
the correctness of the findings of the Patent Office 
tribunals as to claim 6. Peterson admits that any 
cable clamped to a line will function as a vibration 
dampener (J.A. 148, last 13 lines). He further 
specifically admits that Moxham’s hollow tube per se 
can function as a vibration dampener when surround- 
ing a transmission line loose within the tube (J.A. 
140 and 142). It follows that in claim 6 the termi- 
nology ‘‘vibration dampener for suspended lines” is 
merely a statement of a use which requires no struc- 
ture other than the helically preformed elements of 
Moxham. An old structure cannot validly be re- 
patented solely because of a new use. Statements 
of such new use in a structure claim are ineffective 
as the sole basis of patentability of the structure 
claim over prior art. See decisions in Appendix A 
of Kropa v. Robie, 38 C.C.P.A. 858, 187 F. 2d 
150; In re Thuau, 30 C.C.P.A. 979, 135 F. 2d 344. 
(Note also Stradar et al. v. Watson, 100 U.S. App. 
D.C. 289, 244 F. 2d 737, where a structural distine- 
tion was found in the claim.) However, before this 
Court, the issue of patentability of claim 6 is even 
simpler than it was in the Patent Office; for Peterson 
admits (J.A. 148, last 8 lines) that the use of any 


18 


‘kind of a cable as a vibration dampener “is known 
in the trade and has been known as a festoon damp- 
ener.” Thus, under any interpretation of 35 U.S.C. 
(112, paragraph 3, the use of Moxham’s hollow tube 
or core-cable as a vibration dampener, with or with- 
‘out clamps, is clearly devoid of patentable substance. 
' Accordingly, under any interpretation of the record, 
‘claim 6 is unpatentable over Moxham. 

It is submitted that all the above reasons as to 
i claim 6 are within the scope of the answer (J.A. 18). 
| However, since appellant might subsequently contend 
| otherwise, it is noted that on appeal, if the ruling 
i of the lower court is correct, it is immaterial what 
reason was stated and the ruling will not be reversed. 
‘ McMahon v. Matthews, 48 App. D.C. 303; Levin v. 
Coe, 76 U.S. App. D.C. 347, 132 F. 2d 589; Broder- 
son v. Marzall, 90 U.S. App. D.C. 78, 83, 84, foot- 
notes, 194 F. 2d 138. The District Court also may 
rely on grounds not pleaded in refusing a claim. 

| American Steel and Wire Co. v. Coe, 70 App. D.C. 
138, 105 F. 2d 17. 

Claim 8 sets forth all the limitations of claim 6, 
but specifies also a tubular assembly with ‘‘the central 
portions of the tube containing a filler substance” 
and “portions adjacent the ends of the tube being 
adapted for connection with the line’. Peterson 

: interprets this claim (J.A. 142) in the light of Fig. 
| 14 of the application (J.A. 361-B) and reads it 
' (J.A. 147) as though it recited ‘‘portions adjacent the 
‘ ends of the tube being devoid of filler substance and 
constituting means for connection with the line”. 
It is submitted that no part of 35 U.S.C. 112 would 
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warrant such interpretation of this claim by this 
Court. Siegel v. Watson, 105 U.S. App. D.C. 344, 
267 F. 2d 621; In re Lundberg et al., 44 C.C.P.A. 
909, 244 F'. 2d 543. The interpretation of ‘‘adapted” 
clauses is still governed by the cases cited in Ap- 
pendix A of Kropa v. Robie, supra, particularly In re 
Hutchinson, 33 C.C.P.A. 879, 154 F. 2d 135. 

The actual terminology of claim 8 is so broad that 
it does not exclude a tube having filler substance at its 
ends or throughout its length as well as in the central 
portions. The claim in its positive structure is di- 
rectly readable on Moxham’s cable with core. Such 
cable has filler substance (the core) at its central 
portion. At its ends it is adapted for connection with 
the line, namely by clamps or other connection means. 
See Peterson’s admission to that effect (J.A. 147, 
lines 1 through 5). This claim distinguishes from 
Moxham only in terms of use and therefore is un- 
patentable on that ground alone. However, this 
claim is also clearly readable on a length of Moxham’s 
core-cable attached at its ends by clamps to a trans- 
mission line for the purpose of serving as a vibration 
dampener. Since Peterson admits that such use of 
any cable is known in the trade “and has been known’’ 
(J.A. 148, last 12 lines), there is clearly no patent- 
able invention in such use of Moxham’s cable. Ac- 
cordingly, under any interpretation of the record, 
claim 8 is unpatentable over Moxham. 

For the Court’s benefit in considering the equities 
involved in these applications taken as a whole and 
particularly in claims 6 and 8 of the later application, 
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‘it is noted that in the later application appellant 
elected to prosecute claims readable on the species of 
Figs. 4, 6, and 23 (J.A. 372). The present record 
‘fails to indicate that any Patent Office tribunal has as 
yet passed on the merits of such a claim as claim 7 
\(J.A. 12). That claim is not readable on the elected 
species, but it is clearly readable on Fig. 14 (J.A. 
361-B). 

It is noted that at pages 19 and 20 of appellant’s 
‘brief, arguments are presented in which the word “ac- 
‘eessory’? repeatedly appears. Such arguments offer 
no aid in determining the patentability of specific 
claims drawn in other terminology. The allowance 
by the examiner of claims 4, 5, 8, 9, and 14, as 
‘amended (Appellee’s Appendix 59), and the al- 
‘lowance by the Board of Appeals of claims 12 and 13 
as amended (Appellee’s Appendix 60) are examples 
iof allowance of “accessory” claims on the valid 
basis of a construed structural difference, rather than 
on an invalid basis of statement of use. 

Appellant in its brief has devoted parts of pages 
'41 through 44 to a discussion of allowed claims. In 
iview of lines 15 through 23 of page 44, it is noted 
that in allowing claims 12 and 13 the Board of Ap- 
'peals (J.A. 243) construed a structural distinction in 
‘the word “splice”? (see the dictionary definition 
thereof). 

It is submitted that Findings of Fact Nos. 24 and 
:25 (J.-A. 31) have a rational basis in view of all the 
evidence. 
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Claims held unpatentable over Moxham by the District Court, 
sua sponte 

In its opinion (J.A. 51, 52) and in Finding of Fact 
No. 30 (J.A. 33), the District Court, swa sponte, held 
claims 26, 27, and 31 of application Serial No. 698,312 
and claims 16 and 23 through 28 of application Serial 
No. 2,200 unpatentable over the patent to Moxham. 

In its decision in appeal No. 13938 (Sup. J.A. 3), 
this Court conditionally vacated the District Court’s 
judgment and gave appellant the opportunity to 
move “for a new trial based on a proffer of evidence”’ 
on the issue raised swa sponte. 

In note 2 of that decision (Sup. J.A. 3), this Court 
established as the law of the case that it is proper for 
the District Court to make such holding sua sponte 
if the issue is fairly tried. 

Appellant petitioned for rehearing and raised the 


question of jurisdiction (Sup. J.A. 5, appellant’s 
brief, pages 22 through 30) of the District Court to 
make its swa sponte findings. The denial of that peti- 
tion further indicated the law of the case on that 


point. 

The District Court in a civil action under 35 U.S.C. 
145 can properly refuse to authorize patenting of re- 
jected claims on grounds not stated by the Patent 
Office tribunals and not pleaded in the Commissioner’s 
answer. American Steel and Wire Co. v. Coe, 70 App. 
D.C. 138, 105 F. 2d 17. Similarly, this Court can 
properly state new grounds to support its conclusion 
that a ruling of the District Court is correct. Me- 
Mahon v. Matthews, 48 App. D.C. 303; Levin v. Coe, 
76 U.S. App. D.C. 347, 356, 132 F. 2d 589, 598; Bro- 
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| derson v. Marzall, 90 U.S. App. D.C. 78, 194 F. 2d 
| 138, footnotes to both majority and dissenting opin- 
ions; Leighton v. Coe, 16 U.S. App. D.C. 212, 130 F. 
2d 841. See also Radtke Patents Corp. et al. v. Coe et 
| al., 74 App. D.C. 251, 122 F. 2d 937; Brown et al. v. 
Piper, 91 U.S. 37, 44; Slawson v. Grand Str. R.R. 
 Co., 107 U.S. 649, 652. (See also appellant’s Questions 
Presented Nos. 1(a), 1(b), and 2.) 

Appellant brought a motion for a new trial (Sup. 
| J.A. 8 through 13) which appellee opposed with a de- 
' tailed statement of reasons (Sup. J.-A. 13 through 29). 
' Whereupon the District Court denied the motion 
| (Sup. J.A. 30). It is submitted that the motion was 
| eorrectly denied for the reasons stated by appellee in 
its points and authorities in opposition (Sup. J.A. 
13 through 29). 
| Appellant having failed to avail itself of the oppor- 
' tunity given it by this Court to move effectively for a 
i new trial, it is submitted that on that ground alone, 
this Court should find no reversible error in the Dis- 
. trict Court’s sua sponte finding (in its opinion, J.A. 
51, 52 and in Finding of Fact No. 30, J.A. 33) that 
' elaims 26, 27, and 31 of application Serial No. 698,312 
i and claims 16 and 23 through 28 of application Serial 
| No. 2,200 are unpatentable over the patent to Moxham. 

In considering further the sua sponte issue, the bur- 
den is on appellant to demonstrate that the District 
Court’s finding of unpatentability of these method 
' elaims is inconsistent with all the evidence adduced. 
i Abbott et al. v. Coe, 71 App. D.C. 194, 109 F. 2d 449; 

Standard Oil Development Co. v. Marzall, 86 U.S. 
App. D.C. 210, 181 F. 2d 280. 


2B 


Claims 26 and 27 (J.A. 22) of application Serial 
No. 698,312 and claims 27 and 28 (J.A. 16) of applica- 
tion Serial No. 2,200 are respectively identical with 
now disclaimed (J.A. 489) claims 1 and 2 (J.A. 517) 
of the patent to Bodendieck and correspond to the 
counts of Interference No. 83,266 (J.A. 365). 

At pages 29 and 30 of its brief, appellant argues 
that a presumption of validity attaches to these claims 
copied from Bodendieck’s patent. In Bodendieck’s 
patent there is no presumption of validity of those 
claims since they have been disclaimed. In appel- 
lant’s applications no presumption of validity at- 
taches to these claims since they are application 
claims and not claims in an issued patent. It is well 
settled that claims patented to another may be re- 
jected in a pending application on the ground of un- 
patentability over prior art. In re Orcutt, 32 App. 
D.C. 345, 141 O.G. 567; Fessenden v. Coe, 69 App. 
D.C. 193, 199, 99 F. 2d 426, 482. See also Radtke 
Patents Corp. et al. v. Coe et al., 74 App. D.C. 251, 
122 F. 2d 937, for an analogous factual situation in- 
volving inconsistent findings on the issue of patent- 
ability of claims involved in interference proceedings 
and appearing also in a patent. Cf. Knutson v. Gals- 
worthy, 82 U.S. App. D.C. 304, 164 F. 2d 497. 

After considering all the evidence including the tes- 
timony of the applicant Peterson (on direct examina- 
tion, J.A. 59 through 108, and 160 through 163; on 
cross-examination, J.A. 108 through 160, 163, and 
164), the District Court in its opinion (J.A. 52) made 
statements consistent with the subsequently adopted 


Finding of Fact No. 30. As to the formal compliance 
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of this finding with Rule 52a of the Federal Rules of 
\Civil Procedure (in view of the noted relevant por- 
tion of the District Court’s opinion), see Goodacre Vv. 
Panagopoulos, 72 App. D.C. 25, 110 F. 2d 716; Kelley 
iet al. v. Everglades Drainage District, 319 U.S. 415, 
422; Skelley Oil Co. v. Holloway, 171 F. 2d 670, 673 
(C.A. 8); Woodruff v. Heiser, 150 F. 2d 873, 875 
(C.A. 10). 

The analysis of appellant’s evidence in relation to 
lissues not directly involved in the District Court’s 
isua sponte finding (at pages 12 through 20, 52, and 54 
of appellee’s brief) may be of assistance to this Court 
in its consideration of that finding. 

Each of the claims involved in the sua sponte find- 
ing is a method claim. The District Court found no 
‘material distinction over Moxham’s disclosure in the 
terminology of these method claims. (See J.A. 52, 
‘particularly lines 6 through 19; J.A. 94, last six lines; 
and 35 U.S.C. 103.) 

To show clear error in the sua sponte finding of the 
‘District Court, at least each of the following must be 
established : 

(1) that the methods of these claims are more than 
mere equivalents of the method disclosure of Moxham 
and that the steps recited in these claims constitute 
a significantly better method than any disclosed by 
Moxham; 

(2) that to one skilled in the art the methods set 
'forth in these claims are not merely an obvious vari- 
‘ation of any method disclosed by Moxham; 

(3) that the steps in these claims alleged to be 
significant distinctions over Moxham are not patent- 
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ably ineffective for lack of sufficient disclosure in the 
application as a whole, as filed. 

The following is relevant to the issue of significance 
of method steps. 

Patent Office Rule 81 (Code of Federal Regula- 
tions, Title 37, Subchapter A, Part 1, Section 1.81) 
in part reads as follows: 

81. DRAWINGS REQUIRED. The applicant for 
a patent is required by statute to furnish a 
drawing of his invention whenever the nature 
of the case admits of it; * * *. 

Patent Office Rule 83 (Code of Federal Regula- 
tions, Title 37, Subchapter A, Part 1, Section 1.83) 
in part reads as follows: 

83. CONTENT OF DRAWING. The drawing 
must show every feature of the invention spec- 
ified in the claims. * * * 

Any feature of the method which is alleged to be 
significant and is capable of illustration should, ac- 
cording to these rules, be found in the drawings. If 
such feature is not found in the drawings, it is fair 
to presume that it is not a significant part of the in- 
vention. 

Accordingly, the following question is in point: 

Which figures of the drawings in application Serial 
No. 698,312 (J.A. 185 through 188) diclose allegedly 
significant and distinguishing steps recited in claims 
26, 27, and 31 of that application? 

If appellant were to allege that Figure 18 discloses 
groups of wires on opposite sides of the core, then 
would not Moxham’s disclosure and the District 


'Court’s “strands of a Maypole” analogy (JA. 52) 
also inherently involve opposite groups? 

Attention is directed to pertinent testimony at J.A. 
116 and 117. 

As to the term “simultaneously”’ in claims 26 and 
27 of amended Schedule A and claims 27 and 28 of 
' Schedule B, it is noted that appellant in the inter- 
‘ference proceedings contended that it had no signifi- 
‘eanee (J.A. 459, lines 6 to 9 from the bottom of the 
page; J.A. 460, lines 9 and 10). The proposed count 
: A eorresponded to claim 16 of application Serial No. 
| 2,200 (J.A. 449, lines 14 through 16, 19, 20). 

Application Serial No, 2,200 illustrates methods in 
Figures 7 through 8, 10, 11, and 23. 

The following questions are considered pertinent to 
‘ the issues of obviousness in claims 16 and 23 through 
28 of application Serial No. 2,200: 
| ‘Would it be obvious to one skilled in the art that 
Moxham’s hollow tube could be disassembled in the 
‘manner of Figures 7 through 9 (J.A. 361-A) of ap- 
plication Serial No. 2,200? 

If the answer to the previous question is in the 
affirmative, then would it be obvious that the elements 
of Moxham could be reassembled (or assembled). by 
| an inverse procedure to form either a hollow tube or 
a tube over a core? 

As to adequacy of disclosure to support limitations 
| of the claims and render those limitations patentably 
effective see Summary of Argument, paragraphs 3 
‘and 5, pages 10 and 11, and the amplified arguments 
: pertinent thereto as stated hereinafter. 
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In view of the allowance by the Board of Appeals 
of claim 23 (Appellee’s Appendix 61) of applica- 
tion Serial No. 698,312 (J.A. 306, 307), the follow- 
ing decisions of this Court are noted: Dyer v. Coe, 75 
US. App. D.C. 125, 125 F. 2d 192; Sharp v. Coe, 75 
U.S. App. D.C. 118, 125 F. 2d 185; Stokes Machine 
Co. v. Coe, 79 U.S. App. D.C. 325, 146 F. 2d 866. 

The following decisions involving the patentability 
or validity of method claims are considered pertinent: 
Jungerson v. Ostby and Barton Co. et al., 335 U-S. 
560; Morrison v. Coe, 75 U.S. App. D.C. 219, 127 F. 
2d 737; Thompson et al. v. Coe, 78 U.S. App. D.C. 
174, 138 F. 2d 284; Cornell, Jr. v. Chase Brass & Cop- 
per Co. Inc., 142 F. 2d 157 (C.A. 2); Pyrene Mfg. Co. 
v. Urqhart, 175 F. 2d 408 (C.A. 3); American Potato 
Dryers, Inc. v. Peters, 184 F. 2d 165 (C.A. 4) ; Dizie- 
Vortex Co. v. Paper Container Mfg. Co., 180 F. 2d 
569 (C.A. 7); U.S. Gypsum Co. v. Consolidated Ez- 
panded Metal Co., 130 F. 2d 888 (C.A. 6); In re Gray 
et al., 30 C.C.P.A. 1175, 136 F. 2d 742; In re Burgess, 
35 C.C.P.4.1076, 167 F. 2d 637; In re Tatincloux 
et al., 43 C.C.P.A. 722, 228 F. 2d 238. 

It is submitted that on the record before the Court 
on this appeal, there is no reversible error in the Dis- 
trict Court’s finding, sua sponte (in its opinion and in 
Finding of Fact No. 30), that claims 26, 27, and 31 
of application Serial No. 698,312 and claims 16 and 
23 through 28 of application Serial No. 2,200 are un- 
patentable over the patent to Moxham. 


23 
Claims refused on ground of res judicata 


Claims 26, 27, and 31 of application Serial No. 
698,312 and claims 27 and 28 of application Serial 
No. 2,200 were finally rejected (J.A. 276 and 418) 
by the examiner on the ground “‘that applicant can- 
not make them for reasons fully set forth in the De- 
cisions on Motions and the Decision of the Board of 
Interference Examiners in Interference No. 83,266.” 
The examiner had previously rejected claims 26 and 
27 of the earlier application on the ground of res 
judicata (J.A. 246) and then had withdrawn that 
rejection in favor of the above-quoted rejection. The 
examiner had also cancelled original claims 17 and 18 
of application Serial No. 2,200 (corresponding re- 
spectively to counts 1 and 2 of the interference, J.A. 
365) on the authority of Patent Office Rule 265 (J.A. 
366). Subsequently, in granting a petition, the As- 
sistant Commissioner ordered the reinstatement of 
claims 17 and 18 as new claims 27 and 28 respectively 
(J.A. 396). The Board of Appeals held the rejection 
of these claims as ultimately stated by the examiner 
(J.A. 280) “to be tantamount to a rejection on the 
ground of res judicata” (J.A. 302) and sustained 
it (J.A. 303, 423). In so doing it clearly reviewed 
the action of the examiner consistently with law. 
Chase et al. v. Coe, 74 App. D.C. 152, 122 F. 2d 198; 
In re Lyon, 24 C.C.P.A. 751, 86 F. 2d 824; 35 U.S.C. 
Sections 7, 134, and particularly 135, second sentence 
(appellant’s appendix A-11). (See appellant’s 
seventh question presented.) 

In the interference, the primary examiner in his 
decision on motions (J.A. 445) and the Board of 
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Interference Examiners in its decision awarding pri- 
ority (J.A. 467) clearly had the right independently 
to determine inte partes the issue of right to make 
and come to a conclusion different from that of the 
earlier ex parte decision of the Board of Appeals 
(J.A. 232) in application Serial No. 698,312. Painter 
v. Hall, 80 O.G. 1124, 1897 C.D. 42; Felsing v. Nelson, 
120 0.G. 2445, 1906 C.D. 77; Spanel v. De Laney 
et al., 85 U.S.P.Q. 18; Armstrong v. Levy, 58 App. 
D.C. 293, 29 F. 2d 953; Thompson v. Dicke, 27 
C.C.P.A. 931, 935, 110 F. 2d 98, 101; Durdin v. Nor- 
dell, 38 C.C.P.A. 1187, 1191, 190 F. 2d 211, 214; 
Turchan v. Bailey Meter Co., 167 F. Supp. 58, 62, 63, 
65 (D.C. Del. 1958). 

The decision in Westinghouse et al. v. Hien et al., 
159 Fed. 936 (C.A. 7, 1907) (cited at page 31 of 
appellant’s brief) has no pertinency to the instant 
case (1) because in that case the issue of right to 
make was not decided in the interference and (2) be- 
cause the decision describes interference practice 
prior to Podlesak v. McInnerney, 26 App. D.C. 399, 
120 O.G. 2127 (1906). Since the latter case, the 
Patent Office tribunals and the courts have consist- 
ently held the issue of right to make to be ancillary 
to the issue of priority and cognizable at final hear- 
ing in interference. McBerty v. Shore et al., 175 
O.G. 843, 1912 C.D. 45; Fieldes v. Williamson, 25 C.C. 
P.A. 765, 92 F. 2d 914 (1937). In the Westing- 
house case, all the dicta are obsolete. See In re 
Wenzelmann, 38 App. D.C. 528, 181 O.G. 268; White 
v. Wege, 44 App. D.C. 495, 227 O.G. 1107; Cooper 
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| V. Downing, 45 App. D.C. 345, 230 0.4. 909; Daneels 
v. Coe, 73 App. D.C. 54, 116 F. 2d 941. 

The award of priority to Bodendieck as based on 
Peterson’s lack of right to make the counts is a hold- 
ing that, regardless of priority of invention in fact, 
i the counts are unpatentable in Peterson’s applications 
i as unsupported by a sufficient disclosure. Under 35 
' U.S.C. 135, second sentence, that holding is for Peter- 
| son’s applications the ‘“‘final refusal by the Patent 
Office of the claims involved.’”’ Under 35 U.S.C. 7, 
: 134, the Board of Appeals has no alternative but to 
' accept the “final refusal’”’ by the Board of Interference 
| Examiners. If appellant disagreed with that refusal, 
his remedy was by appeal or civil action under 35 
U.S.C. 146. 

Appellant’s contentions relative to the res judicata 
| holding of the Board of Appeals, as affirmed by the 
District Court, are in essence a collateral attack on the 
decision of the Board of Interference Examiners on 
| the the ground that the latter decision is void (appel- 
: lant’s brief, page 36). If the judgment is not void, 
| but merely voidable, a collateral attack upon it is in- 
: effective. 50 C.J.S., Judgments, section 594. If a 
judgment is merely voidable, that is, not void, but so 
' irregular or defective that it would be set aside or 
' annulled on a proper direct application for that pur- 
pose, it is well settled as a general rule that it is not 
subject to collateral impeachment as long as it stands 
unreversed and in force. 49 C.J.S., Judgments, See- 
| tion 401; Taylor v. Marzall, 90 U.S. App. D.C. 350, 
196 F. 2d 592. Appellant contends in effect that the 
' filing of Bodendieck’s disclaimer, after Peterson had 
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filed the notice of appeal from the decision of the 
Board of Interference Examiners in the related inter- 
ference, had the effect of voiding the judgment and 
leaving Peterson in the same position for obtaining 
a patent as if there had not been an interference. 

Patent Office Rules 262 and 263 clearly apply only 
to pending interferences not terminated under Rule 
261 by an award of priority after final hearing. Ap- 
pellant can cite no authority to contrary effect. The 
cases Lattig and Goodrum v. Dean, 25 App. D.C. 591, 
117 0.G. 1798, and Moore and McKee v. Bradley v. 
Doering, Jr., 180 O.G. 879, 1912 C.D. 205 (relied 
on by appellant), involved pending interference and 
are therefore clearly not authority that Rules 262 and 
263 apply to terminated interferences. In Rivise and 
Caesar, Interference Law and Practice, Vol. II, page 
1333, second full paragraph (The Michie Company, 
Charlottesville, Virginia, 1943), it is stated: “Statu- 
tory disclaimers may be filed only by patentees, and if 
filed before a judgment of priority, may result in a 
dissolution of the interference, * * *” [Emphasis 
added]. 

At the hearing in Appeal No. 13938 in this case, 
this Court raised the question whether the distinction 
in effect between disclaimers before judgment and 
disclaimers after judgment in an interference is fair. 
It is as fair as the distinction drawn in the classic 
case of Pennoyer v. Neff, 94 U.S. 714, 728, and dis- 
cussed hereinafter. After a judgment awarding prior- 
ity, an inconsistent disclaimer or concession of prior- 
ity is required to be fully and satisfactorily explained 
as a part of a showing warranting the vacating of the 
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judgment. That such requirement is fair and in the 
‘public interest is illustrated by the facts in the fol- 
‘lowing cases: Packard v. Sanford, 1879 C.D. 314, 16 
0.G. 1182; Hammond v. Pratt, 1879 C.D. 337, 16 0.G. 
| 1235; Tyler v. Kelch, 19 App. D.C. 180, 98 O.G. 1282; 
i Reed v. Cross Concrete Machinery Co., 239 Fed. 869; 
‘United Chromium, Inc. v. General Motors Corp., 85 
F. 2d 577. -Since in the instant case the judgment of 
priority involved also the holding that Peterson’s ap- 
plications do not support the counts of the interfer- 
ence (and therefore the counts are unpatentable in 
the Peterson applications), Bodendieck’s disclaimer 
and concession of priority have no relevancy to that 
‘holding. Whether those applications support the 
counts is a matter which must be decided as a matter 
| of law and in the public interest and is not a matter 
| which can be disposed of by agreement or stipulation 
of private parties. 

Appellant does not appear to contend that if there 
had been no notice of appeal or if the appeal had been 
withdrawn before the disclaimer, the disclaimer after 
judgment would then have voided the judgment. 

| Appellant seems to base its contention on the theory 
‘that the decision of the Board of Interference Ex- 
‘aminers, because of the notice of appeal, lacked final- 
ity to the extent that the mere filing of Bodendieck’s 
disclaimer rendered the judgment void. This con- 
tention finds no support in the well-settled rule that 
‘a judgment while subject to right of appeal is not 
| final for purposes of applying the rule of res judicata 
| on the same issue in another case between the same 


parties. 
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In Pennoyer v. Neff, 94 U.S. 714, 728, the Supreme 
Court of the United States stated a basic principle 
of jurisdiction and of effect of judgments as follows: 


Even if the position assumed were confined to 
cases where the non-resident defendant pos- 
sessed property in the State at the commence- 
ment of the action, 7¢ would still make the 
validity of the proceedings and judgment de- 
pend upon the question whether, before the levy 
of the execution, the defendant had or had not 
disposed of the property. If before the levy 
the property should be sold, then, according to 
this position, the judgment would not be bind- 
ing. This doctrine would introduce a new ele- 
ment of uncertainty in judicial proceedings. 
The contrary is the law: the validity of every 
judgment depends upon the jurisdiction of the 
court before it is rendered, not upon what may 
occur subsequently. [Emphasis added.] 


In Mevs v. Conover, 23 L. Ed. 1008, 11 0.G. 1111, 
1877 C.D. 286, footnote to 125 U.S. 144, a patent 
infringement suit, on respondent’s appeal from the 
Cireuit Court of the Southern District of New York, 
the Supreme Court stated: 


We notice, however, a suggestion made on be- 
half of the appellant, that since the decree 
in the circuit court the patentee has sur- 
rendered the patent upon which the decree was 
founded, and obtained a reissue. This does not 
appear in the record, and if it did it would be 
immaterial. We have held that the surrender 
of a patent extinguishes it, and that, after its 
surrender, pending suits founded upon it fall 
with its extinguishment. The patent must re- 
main unsurrendered, not only when a suit upon 
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it is commenced, but at the time of trial and 
judgment. But a surrender after final judg- 
ment or decree can have no effect upon a right 
passed previously into judgment. After that 
there is nothing open for litigation. The right 
of the patentee then rests on his judgment or 
decree, and not on his patent. The suggestion, 
therefore, cannot avail the appellant, and the 
decree of the circuit court must be affirmed. 
[Emphasis added.] 

It should be noted that in the Mevs case, the patent 
was surrendered after final decree in the Circuit 
Court but while the case was subject to appeal to the 
Supreme Court. The fact of appeal did not deter the 
Supreme Court from holding that the extinction of 
the patent had no effect on the rights previously 
passed into judgment. The judgment of the Circuit 
Court was final in the sense that the proceedings in 
that Court were complete. 

In Luminous Unit Co. v. Freeman-Sweet Co. (C.C.A 
7), 3 F. 2d 577, a patent infringement suit, the Dis- 
trict Court, finding plaintiff’s patent valid and in- 
fringed, entered a decree directing an accounting. 
This decree was affirmed on appeal, despite the fact 
that the appellate court had been asked, on motion by 
the defendant below, to dismiss the cause on the 
ground that, after the District Court’s decree and 
before the decision on appeal, plaintiff had surren- 
dered the involved patent for a reissue patent. In 
disposing of this issue, the appellate court said: 

Appellant’s motion for a dismissal of the en- 
tire cause because, since the submission of the 
case on thts appeal, the original patent was 
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surrendered and a reissue patent granted, must 
be denied. It is unnecessary for us to consider 
what the effect of a surrender and a reissue, 
not modifying in any manner the claims in suit, 
but adding another claim, would be, if the suit 
on the original patent were undetermined, or a 
decree therein were interlocutory in the true 
sense as to the merits of the patent controversy ; 
in the case before us, the surrender and re- 
issue were effective only after the entry of the 
decree determining validity and infringement 
and granting a permanent injunction; and in 
National Brake & Electric Co. v. Christensen 
et al., 258 F. 880, 169 C.C.A. 600, decided 
April 29, 1919, we held, on full consideration, 
that such a decree was final in essence, even 
though interlocutory in time relation. The 
rights of the parties are determined as of the 
date of such a decree a subsequent surrender 
of the patent does not involve an abandonment 
of such rights (Mevs v. Conover, 125 U.S. 144, 
145, 23 L. Ed. 1008), and the recovery on the 
accounting will not be based upon the sur- 
rendered patent, but upon that decree which it- 
self is based upon a patent in full force at the 

date of its entry. [Emphasis added.] 
Subsequent to this affirmance, defendant below 
brought a motion to vacate the District Court’s de- 
cree and dismiss the complaint, which motion was 
granted. Plaintiff below appealed, alleging error in 
the vacating of the decree. On this appeal, the ap- 
pellate court noted that since the first appeal, the 
United States Supreme Court in Simmons Co. v. 
Gier Bros. Co., 258 U.S. 82, had announced a rule (at 
variance with that of the Christensen case, supra, 
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relied on in the decision on the previous appeal) that 
a decree requiring an accounting ts not a final decree. 
In view of the Simmons case, the appellate court 
found no error in the District Court’s vacating of the 
decree, and affirmed. The appellate court stated: 
Appellant, when it surrendered its pat- 
ent * * *, and secured in lieu thereof reissue 
patent * * *, lost its right to prosecute its 
pending suit to final decree. Such facts being 
brought to the attention of the court wherein 
the suit is pending, it became the duty of the 
court to dismiss the suit. * * * [Emphasis 
added.] 

Here, again, it is emphasized that in this case, 
although an appeal was taken from the first decree 
of the District Court, the appellate court on neither 
appeal found basis in the fact of the first appeal 
for holding that the District Court suit was pending, 
not final, and not brought to a conclusion on its 
merits by the first decree. 

The opinion in National Brake and Electric Co. 
v. Christensen et al., 258 F. 880 (C.C.A. 7, 1919), 
although overruled by the Supreme Court in the 
Simmons case on the issue of finality of a decree 
requiring an accounting, insofar as it is consistent 
with the Simmons case, provides a thorough and 
authoritative discussion of the binding effect of 
judgments. At page 882 there are cited numerous 
U.S. Supreme Court cases involving questions of 
finality of judgment. In one of those cases, Heike 
v. United States, 217 U.S. 423, 429, the Supreme 
Court stated: 
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It is unnecessary to enter upon a full dis- 
cussion of what constitutes a final judgment, 
a subject of much discussion. The definition 
of a final judgment or decree was tersely stated 
by Mr. Chief Justice Waite in St. Louis, Iron 
Mountain & S.R.R. Co. v. Express Co., 108 
U.S. 24, 28, in these terms: “A decree is final 
for purposes of appeal to this court when it 
terminates the litigation between the parties 
on the merits of the case and leaves nothing 
to be done but to enforce by execution what 
has been determined.”’ 

In none of the above-discussed cases is there any 
suggestion by a court that, after judgment based on a 
patent claim, the extinction of the patent claim by 
surrender of the patent or by disclaimer would render 
the judgment void and a nullity so that the action of 
a court to vacate the judgment would be unnecessary 
to render the judgment legally ineffective. 

It is submitted that under Patent Office Rule 261 
the decision of the Board of Interference Examiners 
in Interference No. 83,266 terminated the pendency of 
the interference and was final in the sense of each 
of the Pennoyer case, the Mevs case, the Luminous 
Unit Co. case (either decision of C.C.A. 7), the 
Christensen ease, the Simmons Co. case, the Heike 
ease, and the St. Louts, etc. R.R. Co. case. It is fur- 
ther submitted that in view of the Mevs case and the 
Luminous Unit Co. case, Bodendieck’s disclaimer, 
filed subsequent to decision of the Board of Interfer- 
ence Examiners and prior to termination of right of 
appeal from that decision, had no effect whatever on 
the decision or judgment awarding priority. That 
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decision or judgment is clearly not void. It follows 
that the decision of the Board of Interference Ex- 
; aminers cannot be collaterally attacked in this civil 
action as a matter of defense on the issue of res 
judicata. 
| Appellant’s procedure for avoidance of the interference 
judgment 
| After the filing of the Notice of Appeal (J.A. 482) 
| from the decision of the Board of Interference Exam- 
' iners, the appeal was pending. U.S. ex rel. White v. 
| Coe, 68 App. D.C. 218, 95 F. 2d 347. During the 
pendency of the appeal, the Assistant Commissioner 
| (hereinafter referred to as the Commissioner), acting 
, under the authority of Rule 25 of the U.S. Court of 
Customs and Patent Appeals, twice granted petitions 
| (J.A. 487, 489) brought by Peterson for extending 
| the time for filing in the Court the petition of appeal 
and the certified copy of the record. 

' During the pendency of the appeal, Peterson 
| brought a motion (J.A. 490, 491) to vacate the judg- 
ment of the Board of Interference Examiners (J.A. 
| 467) awarding priority to Bodendieck; to enter judg- 
| ment awarding priority to Peterson; and to dismiss 
| the appeal to the Court of Customs and Patent 
| Appeals with prejudice as to Bodendieck. This 
| motion was accompanied (1) by a concession of pri- 
| ority (J.A. 490) from Bodendieck to Peterson as to 
, the issues of Interference No. 83,266 and (2) by 
| Bodendieck’s disclaimer (J.A. 489) (under the statute 
R.S. 4917, Appellant’s Appendix A-14) of claims 1 
and 2 of his patent No. 2,414,136 (J.A. 517), cor- 
responding to counts 1 and 2 of the interference 
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(J.A. 365). The record suggests (J.A. 488) that 
Bodendieck’s concession of priority and disclaimer 
followed a settlement contract. 

The Commissioner dismissed the motion (J.A. 492). 
He held that he had no authority to dismiss the 
appeal, that the judgment of the Board of Interfer- 
ence Examiners could not be vacated during the pend- 
ency of the appeal, and that it is not the practice to 
vacate a judgment on the merits upon filing of an 
inconsistent concession of priority. That dismissal 
was adhered to on reconsideration (J.A. 501). 

Appellant’s brief, at pages 31 through 37, attacks 
the Commissioner’s action. 

At page 33, lines 7 through 9 of appellant’s brief, 
it is stated that Rules 262 and 263 bound the Com- 
missioner to dismiss the appeal. At page 28 of appel- 
lant’s brief, it is contended that Bodendieck’s con- 
cession of priority and disclaimer converted Peter- 
son’s appeal ‘“‘to an ex parte status in the record of 
those proceedings” so that the Commissioner could 
have acted under the ex parte part of Rule 25 of the 
Court of Customs and Patent Appeals. These con- 
tentions are clearly unsustainable. 

Patent Office Rules 262 and 263 obviously do not 
govern dismissal of appeals to the Court of Customs 
and Patent Appeals. Rule 25 of that Court sets 
forth a specific procedure in inter partes cases, which, 
if followed, authorizes the Commissioner to proceed 
as if no notice of appeal had ever been given. That 
procedure had not been followed when the motion to 
vacate and dismiss was brought by Peterson. The 
status of an appeal to the Court of Customs and 
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Patent Appeals is determinable solely on the basis 
| of an appellant’s notice and reasons of appeal and 
the record brought to the Court as presented before 
: the tribunal whose decision is appealed. In re Langs- 
' ner, 31 C.C.P.A. 785, 789, 189 F. 2d 512, 515; In re 
Allen, 28 C.C.P.A. 792, 799, 115 F. 2d 936, 942. 
i Peterson’s notice and reasons of appeal clearly relate 
to an inter partes appeal. 

In holding that he had no authority to dismiss 
Peterson’s appeal, the Commissioner cited Galena 
- Manufacturing Co. v. Superior Oil Works, 26 C.C.P.A. 

1301, 104 F. 2d 400. In that case the court stated: 

* * * we hold that the commissioner had no 
authority to dismiss said appeal and that all 
action taken subsequent thereto, as far as the 
issues here are concerned, became a. nullity. 
' See also In re Allen, supra; Myers v. Polk Miller 
| Products Co., 40 C.C.P.A. 739, 742, 201 F. 2d 373, 375; 
' U.S. ex rel. White v. Coe, 68 App. D.C. 218, 95 F. 2d 
| 847; General Electric Co. v. Hygrade Sylvania Corp., 
' 61 F. Supp. 476, 500. Thus the Commissioner was 
clearly correct in holding he had no authority to dis- 
miss the Peterson appeal. [It is noted in addition 
' that Peterson admitted that he did not need the Com- 
missioner’s intervention to obtain dismissal by the 
Court (J.A. 501, lines 8 and 9).] 

In contending that the Commissioner had the power 
| to vacate the judgment of the Board of Interference 
Examiners, appellant relies (brief, page 33) on Cle- 
ment v. Richards v. Meissner, 111 O.G. 1627, 1904 
i C.D. 321, and Goddard v. Ordway, 101 U.S. 745, cited 
in the former decision. In Otis v. Ingoldsby et al., 
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150 O.G. 569, 1910 C.D. 9, the last sentence thereof 
suggests that the Clement decision was not long re- 
garded as authority even in the Patent Office. Be 
that as it may, in In re Allen, 28 C.C.P.A. 792, 799, 
115 F. 2d 936, 941, the Court of Customs and Patent 
Appeals distinguished the facts of the Goddard case, 
and clearly overruled the Clement decision of the 
Commissioner, stating : 

* * * we conclude, upon the great weight of 
authority and upon reason, that upon the filing 
of a notice of appeal from an appealable de- 
cision, and reasons of appeal, with the commis- 
sioner, the subject matter of the appeal is 
transferred to this court, and that thereafter 
until the appeal has been disposed of by us the 
tribunals of the Patent Office have no jurisdic- 
tion to grant a motion for reconsideration of the 
decision appealed from, even though such mo- 
tion was made before the filing of such notice 


of appeal. 


It follows from the foregoing that in the case 
at bar the granting by the Board of Appeals 
of appellant’s motion for reconsideration, after 
appellant’s notice of appeal and reasons of ap- 
peal had been filed, was a nullity, and that the 
board’s allowance of claim 3 of appellant’s 
application was of no effect. 

Thus, the Commissioner’s statement that the inter- 
ference judgment “could not be vacated during the 
pendency of the appeal’’ (J.A. 492) was clearly cor- 
rect. (See appellant’s fifth and sixth questions 
presented. Also, the statements approving the Com- 
missioner’s decision in the District Court’s opinion 
(J.A. 47, paragraph 3) are clearly correct. 
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Appellant’s brief (page 34, first paragraph) di- 
: rects attention to Conclusion of Law No. 15 (Appel- 
| lant’s Appendix A-10). That conclusion of law was 
proposed by appellant (J.A. 39, P-5), adopted by 
the District Court (J.A. 25), attacked by appellee in 
a motion to amend (J.A. 41, 42), and retained by the 
District Court in an order (J.A. 43) stating reasons 
which are not relevant to all the specific terminology 
of that conclusion of law. Insofar as Conclusion of 
Law No. 15 might be interpreted as in conflict with 
the rulings in the Galena case, the Allen case, the 
Myers case, ete., supra, it is clearly wrong. 
It is noted that in appellant’s brief (page 33, line 
9 and page 37, line 5) the unsustainable contention 
that the Commissioner should have vacated the judg- 
ment and dissolved the interference is inconsistent 
with Peterson’s pertinent motion (J.A. 491) which 
requested, not dissolution, but judgment for Peterson. 
Peterson could have appealed to the Court of Cus- 
toms and Patent Appeals from the Commissioner’s 
dismissal of the motion to dismiss the appeal. That 
Court obviously had jurisdiction of an appeal relevant 
only to its own procedure and rules. Furthermore, 
since appellant contends that, under Rule 25 of that 
Court, dismissal of the appeal by the Commissioner 
was mandatory, under that theory Peterson should 
have had a further remedy in the manner of man- 
damus in the District Court. Peterson availed him- 
self of neither remedy. 
After dismissal of Peterson’s motion to vacate the 
interference judgment and dismiss the appeal, Peter- 
_son did not perfect his appeal to the Court of Customs 
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and Patent Appeals. At page 35, last four lines 
et seq. of appellant’s brief, it is stated Peterson would 
not have been ‘justified in forwarding the appeal to 
the C.C.P.A. which would have been without juris- 
dictional authority to entertain the same, thus use- 
lessly to incur the burden of the large expense in- 
volved in forwarding the record to that Court.” 

In Galena Manufacturing Co. v. Superior Oil 
Works, supra, the Court of Customs and Patent Ap- 
peals permitted the withholding of printing of the 
record until it had ruled on the question of its juris- 
diction. Consequently, the expense of printing the 
record is not a legally relevant factor in Peterson’s 
failure to perfect his appeal or at least to have the 
Court rule on the question of its jurisdiction, as it did 
in the Galena case. 

Appellant cites no decisions to support contention 
that, in view of Bodendiek’s disclaimer after judg- 
ment, the Court of Customs and Patent Appeals 
lacked jurisdiction of the appeal. 

Appeals to the Court of Customs and Patent Ap- 
peals are decided on the basis of appellant’s notice 
and reasons of appeal and the record brought to the 
Court as presented before the tribunal whose decision 
is appealed. In re Langsner, supra; In re Allen, 
supra. Peterson’s right to relief by appeal from the 
judgment awarding priority to Bodendieck obviously 
could not be defeated by his opponent’s disclaimer 
not part of the record before the Court. All that 
Peterson was required to do, to have his remedy of 
appeal from the holding that he had no right to make 
certain claims, was to comply with Rule 25(1) of 
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| the Court by filing the petition of appeal and a certi- 
fied copy of the record considered by the Board of 
Interference Examiners. The rule does not require 
that an appellant place before the Court facts af- 
fecting the merits but which involve events occurring 
. after appeal is taken. Moreover, the Court has 


' stated that it will not consider such facts. In re 


i Langsner, supra. If Peterson had proceeded with 
i the appeal by filing only a petition of appeal, a tran- 
script of the record before the Board of Interference 
Examiners, and the decision of that Board, then 
| Bodendieck, to raise a defense of lack of jurisdiction 
: based on the disclaimer, would have had to place the 
disclaimer before the Court. 

. In Fieldes v. Williamson, 25 C.C.P.A. 765, 92 F. 
| 2d 914, the Patent Office tribunals had awarded pri- 
| ority to appellee-applicant, holding that appellee’s 
| application supported the counts and that appellant- 
patentee derived the invention from appellee. On 
- appeal to the Court, appellant did not contest the 
finding that he derived the invention from appellee, 
but contested only the holding that appellee’s appli- 
- eation supported the counts. Appellee moved to dis- 
- miss the appeal on the ground that the Court was 
' without jurisdiction to entertain the appeal. That 
motion was denied. 

In that case, if the Court had subsequently found 
that appellee could not make the counts, presumably 
it would have awarded priority to appellant-patentee 
on the analogy of McBerty v. Shore et al., 175 O.G. 
843, 1912 C.D. 45, despite the concession, in effect, 
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that in the patent, the claims corresponding to the 
counts were invalid for lack of first inventorship. 

In the Peterson v. Bodendieck interference as it 
stood on appeal to the Court of Customs and Patent 
Appeals, the Board of Interference Examiners had 
awarded priority to appellee on the ground that appel- 
lant had no right to make and also on the ground that 
appellant had not sustained his burden of proving 
priority. Under the Fieldes and McBerty decisions, 
the concession of priority by appellee Bodendieck 
could not affect the jurisdiction of the Court of Cus- 
toms and Patent Appeals to review the holding as to 
right to make. 

In regard to the alleged effect of the disclaimer on 
jurisdiction, let it be assumed, arguendo, that in a fac- 
tual variation of the Fieldes v. Williamson case, the 
Board of Patent Interferences (as it is now desig- 
nated) had found (1) that an appellee-patentee de- 
rived the invention of the counts from an appellant- 
applicant, and (2) that the appellant’s application 
lacks disclosure to support the counts. Under the 
Fieldes and McBerty decisions, the Board awarded 
priority to the appellee-patentee. As in the Fieldes 
and McBerty cases, before the Court of Customs and 
Patent Appeals the appellee-patentee does not choose 
to contest the holding of derivation (thus admitting 
that the claims corresponding to the counts in his 
patent are invalid) but wants to defend the holding 
of the Board that the appellant cannot make the 
counts (which holding appellant seeks to have 
reversed). 
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Under instant appellant’s theory of defeat of the 
Court’s jurisdiction by an appellee’s disclaimer, the 
appellee in the above assumed case could accomplish 
his purpose most effectively by depriving the appel- 
| lant of his right of appeal by filing his disclaimer 
shortly after appellant’s filing of his notice of appeal. 
Instant appellant has cited no relevant authority that 
the law contemplates so inequitable and and absurd 
a result. 

In Meyer v. Pritchard, 131 U.S. Appx. CCIX, 23 
L. Ed. 961 (1877), appeal was taken from the lower 
: court’s dismissal of a bill for infringement of a patent 
on the ground of invalidity. Meyer v. Pritchard, 17 
Fed. Cases 246. After the appeal was filed, appellant 
: surrendered his first patent for a reissue. This fact 
| was conceded before the Supreme Court. That Court 
dismissed the appeal stating: 

If we should hear the case and reverse the 
decree below, we could not decree affirmative 
relief to the appellants, who were complainants 
below, because the patent on which their rights 
depend has been cancelled. 

When the appellee Bodendieck’s disclaimer was 
filed, appellant Peterson was left with an appeal on 
which the Court of Customs and Patent Appeals 
(even if it ignored the above-quoted rule of the 
Langsner case and considered facts originating after 
i appeal) could have granted affirmative relief to ap- 
pellant Peterson by reversing the holding of the 
Board of Interference Examiners, in effect, that the 
counts are unpatentable in his applications for lack 
of right to make or for lack of adequate supporting 
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disclosure. Thus, the reason for dismissal of the ap- 
peal in the Meyer case would not have applied to 
Peterson’s appeal. 

Appellant here has made out no case that the Court 
of Customs and Patent Appeals lacked jurisdiction 
of Peterson’s appeal after the filing of the Bodendieck 
disclaimer. 

After Peterson failed to perfect his appeal and 
after jurisdiction of the interference was restored to 
the Commissioner of Patents (J.A. 503) by procedure 
under Rule 25 of the Court, the Commissioner de- 
clared the interference terminated (J.A. 504). At 
this time, Peterson did not renew his motion to va- 
cate the interference judgment. If he had renewed 
it in the same form and substance as before, it would 
undoubtedly have been denied for the reasons stated 
in the third paragraph of the Commissioner’s decision 
of December 21, 1950 (J.A. 492). Neither a conces- 
sion of priority nor a statutory disclaimer is relevant 
to a holding of lack of right to make entered ancillary 
to an award of priority. In the absence of a motion 
to reopen with a showing of justification for present- 
ing a new argument and/or new evidence on the issue 
of right to make, a motion to vacate the judgment 
awarding priority could not reasonably be expected 
to be granted. Fieldes v. Williamson, supra; Me- 
Berty v. Shore, supra. [In view of these decisions, 
appellant’s contention (J.A. 498, lines 7 and 8) that 
the award of priority of Bodendieck was not on the 
merits has no basis in law.] Assuming that Peterson 
had renewed his motion for reopening on his only 
showing (J.A, 491, 497, 498), and that it had been 
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again denied, he could not reasonably have expected 
to obtain relief either by appeal to the Court of Cus- 
toms and Patent Appeals (see Dunbar v. Schellenger, 
29 App. D.C. 129, 128 0.G. 2837, and Bruckman v. 
Miller, 50 App. D.C. 36, 38, 267 Fed. 338, 340) or by 
action in equity (see 49 C.J.S. Judgments, Section 
341, and In re Drainage Dist. No. 7, 25 F. Supp. 372, 
383). See also Rule 60, F.R.C.P. 
Appellant has failed to demonstrate that Peterson’s 
' appeal from the decision of the Board of Interference 
| Examiners could not have been perfected. Appellant 
' has further failed to demonstrate that the showing 
made on Peterson’s motion to vacate entitled him to 
| have the interference judgment vacated in any forum. 
Appellant has failed to demonstrate that the inter- 
| ference judgment was either void or voidable. <Ac- 
' cordingly, it is submitted that the refusal of claims on 
| the ground of res judicata, as approved in Conclusion 
of Law No. 4 (J.A. 33), was clearly correct and 
: should be affirmed. (See appellant’s fourth and 
eighth questions presented.) The rejection on the 
ground of res judicata was stated by the Board 
2 At the hearing on Appeal No. 13938 in this case, the 
| Court raised the question whether in a civil action under 35 
: U.S.C. 145 (as distinguished from an action based on 5 U.S.C. 
' 1009, 28 U.S.C. 1651(a), or Rule 81(b) of the Federal Rules 
of Civil Procedure) the procedure of the Patent Office is sub- 
| ject to review. It is the position of appellee that on this 
appeal only the ultimate issues indicated in appellee’s state- 
ment of questions presented are to be considered. In this 
| brief various irrelevant contentions in appellant’s brief are 
| yefuted in detail to avoid leaving the impression with this 
| Court that appellant has been unfairly treated in the Patent 
Office. 
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of Appeals (J.A. 303 and 423). Consequently, 
appellant’s Question Presented No. 2 is irrelevant. 


Appellant’s law of the case theory 


Should this Court disagree with the position of the 
Board of Appeals and the District Court as to the 
application of the doctrine of res judicata, there 
would arise appellant’s contention (brief, page 38) 
that the first decision of the Board of Appeals (J.A. 
232-236) in application Serial No. 698,312 is either 
the ‘“‘law of the case’’ or a new basis of res judicata 
in appellant’s favor as to the pertinent claims. 

The principle of “‘law of the case’’ involves, in 
one aspect, the privilege of a court to refuse to review 
on a second appeal its decision on a first appeal in 
the same case. Roberts v. Cooper, 20 How. 467, 481. 
The principle is not a limit to the court’s power to 
choose to review or reopen what it has previously 
decided. Messenger v. Anderson, 225 U.S. 436, 444; 
Dictograph Products Co., Inc. v. Sonotone Corp. 
(C.C.A. 2), 230 F. 2d 131, 135, 136. In Luminous 
Unit Co. v. Freeman-Sweet Co., supra, the Court in- 
dicated at page 580 that it would not rely on the 
principle of the ‘law of the case’’ where the earlier 
decision is clearly erroneous. 

Appellant cites no authority that the principle of 
“law of the case’’ has ever been applied in proceed- 
ings in the Patent Office. Rivise and Caesar cite 
none in their textbook, Interference Law and Prac- 
tice, Volume IV, Section 783 (The Michie Company, 
Charlottesville, Virginia, 1948). Assuming arguendo 
that the Board of Appeals might in a proper case of 
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a second appeal choose to rely on the principle of 
“law of the case,’’ it could not properly do so in a 
case where the Board of Interference Examiners had, 
in effect, held the earlier ex parte appeal decision 
on right to make to be in error. On a second ex parte 
appeal in such case (the issue of res judicata being 
for any reason excluded), the Board of Appeals would 
necessarily have to review on the merits the exam- 
iner’s rejection for lack of right to make, either be- 
cause of its admission of error in the earlier decision, 
or for the purpose of demonstrating no error in its 
earlier decision. Thus, it is clear that in the instant 
case the principle of “‘law of the case’’ could provide 
no basis for reinstatement of the earlier decision of 
the Board of Appeals in application Serial No. 
698,312. 

Nor can the doctrine of res judicata be invoked to 
reinstate the effect of the earlier decision. That de- 
cision was vacated by the second decision of the Board 
of Appeals in the same application. It is clearly not 
a final decision and therefore could not be the basis 
for invoking res judicata under any circumstances. 
Res judicata, in its simplest aspect, is the principle 
that a final decision on the merits of an issue is one 
action will not be relitigated in another action be- 
tween the same parties. Obviously the concept of 
“law of the case’’ cannot be effectively invoked under 
the name of res judicata or any other name to limit 
the power of the tribunal to review or reopen an 
earlier decision in the same case. See Messenger v. 
Anderson, supra. 
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The decisions in Felsing v. Nelson, supra, and 
Painter v. Hall, supra, (cited at page 38 of appel- 
lant’s brief) are clearly not in point since they relate 
only to Patent Office policy as to inter partes deci- 
sions of the primary examiner on interference 
motions. 

There is clearly no basis in law for appellant’s 
contention that, in the event that this Court finds 
error in the res judicata holdings below, the pertinent 
claims of both applications should be held allowable 
on the basis of the earlier decision of the Board of 
Appeals in application Serial No. 698,312. (See ap- 
pellant’s eighth question presented.) 

Since neither the Board of Appeals nor the District 
Court specifically reversed the position of the exam- 
iner (J.-A. 280-288) on the merits as to Peterson’s 
right to make claims 26, 27 and 31 of application 
Serial No. 698,312 and claims 27 and 28 of application 
Serial No. 2,200, that position stands as affirmed. In 
re Boyce, 32 C.C.P.A. 718, 144 F'. 2d 896. Therefore, 
in the event that this Court should rule that res 
judicata is inapplicable, it can consider on the merits 
the issue of right to make the pertinent claims. Cf. 
Radtke Patents Corp. et al. v. Coe et al., 74 App. D.C. 
251, 122 F. 2d 937. The position of the Patent Office 
before this Court as to the merits of this issue is fully 
developed not only in the examiner’s statement above 
noted, but also in the examiner’s decision on motions 
(J.A. 446-451) and in the decision of the Board of 
Interference Examiners (J.A. 468-475). Appellant’s 
position on this issue is found at least in the brief of 
April 27, 1948, before the Board of Appeals (J.A. 208 
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through 230 and 295). Peterson testified as to his 
disclosures relevant to these claims both on direct and 
cross-examination (J.A. 91-97; J.A. 108-129). 

There is nothing in Peterson’s testimony which 
demonstrates error in the position of the examiner 
and the Board of Interference Examiners on Peter- 
son’s right to make the five claims above noted. Ap- 
pellant in its brief fails to contend and demonstrate 
that Peterson’s disclosures support those claims. Ap- 
pellant stands only on the unsustainable contention 
that the claims should be allowed because of the 
earlier decision of the Board of Appeals in applica- 
tion Serial No. 698,312. 

It is submitted that this Court should find no error 
in the position of the examiner and the Board of In- 
terference Examiners on the merits of right to make, 
particularly in view of the requirements of both stat- 
utes, old R.S. 4888 and new 35 U.S.C. 112, that, sub- 
stantially, the specification shall contain a written 
description of the invention, and of the manner and 
process of making and using it, in such full, clear, con- 
cise and exact terms as to enable any person skilled in 
the art to which it pertains, to make and use the same. 

It is noted that, in any event, allowance of the iden- 
tical claims could properly be authorized in only one 
of the applications before this Court. 

Claims refused on “P.F.T.” publication 

Claims 16, 27, and 28 of application Serial No. 2,200 

were held unpatentable over the “P.F.T.” publica- 


tion (J.A. 524-532) by the Board of Appeals and the 
District Court. As to these claims, the position of 
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the Patent Office on this appeal is stated in the ex- 
aminer’s answer (J.A. 292 and 293), in the decision 
of the Board of Appeals (J.A. 425-428), in the opin- 
ion of the District Court (J.A. 52), and in Findings 
of Fact Nos. 27 and 28 (J.A. 32). 

In the testimony of Peterson, the references to the 
“P.F.T.”’ publication are by the original page num- 
bers 6 (J.A. 527) and 8 (J.A. 529). 

In the top picture of page 8 of the publication 
(J.A. 529) the right side ends of the helical rods are 
shown with respect to the right clamp and in the 
bottom picture of the same page the left side ends of 
the helical rods are shown with respect to the same 
right clamp which has not yet been moved. Conse- 
quently, this page clearly discloses the clamps near the 
midpoint in the top picture. 

While Peterson, on cross-examination as to the sub- 
stance of claim 16 (J.A. 150-153), maintained that 
he was unable to find (J.A. 151, first full paragraph) 
that page 8 of the “P.F.T.”’ publication (J.A. 529) 
showed the wrapping clamps near the midpoint of the 
wires, he had no such difficulty when on direct exam- 
ination he testified (J.A. 99, 149) that the same page 
represented the method of more specific claims 1 and 
2 of the patent to Bodendieck (J.A. 517). These 
latter claims are identical respectively with claims 27 
and 28 of application Serial No. 2,200. Claim 28 is 
more specific than claim 16 and includes the step of 
wrapping “beginning at a point intermediate the ends 
of the armor wires and progressing outwardly toward 
both ends of the armor wires simultaneously”. It is 
submitted that this testimony taken as a whole clearly 
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| indicates (1) that there is no limitation in claims 16 
| and 28 which distinguishes significantly from claim 
| 27; and (2) that there is no limitation im any of these 
' claims which distinguishes significantly from the 
“P.F.T.”’ publication, page 8 (J.A. 529). Thus this 
' testimony reinforces the reasons stated by the Patent 
Office tribunals in denying these claims. No error is 
shown in Findings of Fact Nos. 27 and 28. 


Claims held lacking supporting disclosure 


i Claims 23 through 26 of application Serial No. 

2,200 were held unpatentable as not supported by the 
i disclosure of that application. On this issue, the posi- 
| tion of the Patent Office on this appeal is stated in 
the examiner’s answer (J.A. 280, 288, 289), in the 
| decision of the Board of Appeals (J.A. 428, 429), in 
the opinion of the District Court (J.A. 51, second 
| full paragraph, second sentence), and in Finding of 
Fact No. 29 (J.A. 32). 

As to the substance of these claims, particularly the 
parallel starting arrangement, Peterson was cross- 
examined at length (J.A. 153-160). He admitted 
(J.A. 157, last two lines and J.A. 163) that in his 
| attempt to demonstrate the method by hand in full 
view of the Court, there was “a slight crossing in 
starting”. He further admitted that the angularity 
was “probably an angle of about eight or nine de- 
grees’”’ (J.A. 158, last 11 lines).. However, counsel 
for appellee was of a different opinion as to what had 
been demonstrated. Before the judge he challenged 
the statement as to “eight or nine degrees’’ and main- 
tained the angle demonstrated had been ‘“‘at least 
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thirty degrees from parallelism’ (J.A. 160, line 1). 
Be that as it may, the admitted starting angularity of 
“eight or nine degrees’? does not support the “sub- 
stantially parallel’’ limitation of these claims. In the 
opinion of the Distritct Court (J.A. 51, second para- 
graph, second sentence) it is stated: 

The Court has had the benefit of the testi- 
mony of the inventor, Mr. Peterson, and the 
Court noted when he was on the stand that he 
could not demonstrate, in some particulars, the 
application of his description. 

It is submitted that Peterson’s testimony on cross- 
examination reinforces the findings of the Patent Of- 
fice tribunals as to claims 23 through 26 of applica- 
tion Serial No. 2,200. Appellant fails to demonstrate 
any error in Finding of Fact No. 29. 

Appellant’s ninth question presented has no rele- 
vance to these claims 23 through 26 for the reason 
that these claims were not held unpatentable merely 
because of the interference judgment. This question 
clearly has no relevance to other claims involved in 
this action. 

Appellant’s evidence 

Peterson’s testimony as to past commercial success 
of the appellant company (J.A. 106-108) clearly at- 
tributes much of it to his numerous patents already 
granted. There is no evidence relating commercial 
suecess to any specific claim before this count. Pe- 
terson’s statement (J.A. 108, second full paragraph) 
that he thinks the “application” of various products 
currently manufactured by appellant comes “within 
the scope of these method claims of installation”’ is 
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indefinite. Appellee’s counsel (J.A. 106) conceded 
commercial success as to allowed claims, including al- 
lowed method claim 23. Peterson’s testimony shows 
no specific commercial success attributable to any 
other method claim before the Court. Evidence of 
commercial success not shown to be directly related 
to the combination of elements recited in the claims 
is irrelevant to the question of patentability of those 
claims. Derman v. Stor-Aid, Inc. (C.C.A. 2), 141 
F. 2d 580; Foxboro Co. v. Taylor Instrument Co. 
(C.C.A. 2), 157 F. 2d 226; Marconi Wireless Tele- 
graph Co. v. United States, 320 U.S. 1, 36. Com- 
mercial success is, of course, irrelevant to claims 
which an applicant has no right to make, claims 
whose substance is res judicata, claims which are an- 
ticipated, and claims subject to statutory bar by pub- 
lication. In the applications at bar, the claims 
rejected on Moxham are so clearly lacking in recital 
of substance of invention that clear evidence of com- 
mercial success would be immaterial. Union Metal 
Co. et al. v. Ooms, 81 U.S. App. D.C. 76, 154 F. 
2d 857. 

Appellant’s evidence other than that of commercial 
success has been previously demonstrated to have the 
effect of reinforcing the findings of the Patent Office 
tribunals. Appellant has adduced no evidence tend- 
ing to show error in any of those findings or to lead 
this Court to other conclusions. There is here no 
evidence comparable to that adduced in Stradar 
et al v. Watson, Supra, cited in appellant’s brief. A 
cease, such as appellee’s, that can be made out in all its 
elements by cross-examination of opposing witnesses 
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is a strong case. Etbel Co. v. Paper Co., 261 U.S. 
45, 53. More pertinent here than the Stradar case, 
supra, is Abbott v. Coe., 71 App. D.C. 195, 109 F. 2d 
449. 

Miscellaneous 

Appellant’s tenth question presented is not relevant 
to any rejected claim. It is conceded to be relevant 
to at least one allowed claim, namely, claim 23 of 
application Serial No. 698,312 (Appendix to Appel- 
lee’s brief, page 61). The question requires no 
answer on this appeal. 

As to note 15 on page 22 of appellant’s brief, see 
the last four paragraphs of In re Bendersky, 38 
C.C.P.A. 941, 187 F. 2d 749. 

In Appeal No. 13938 in this case, appellant empha- 
sized Conclusion of Law No. 18. That conclusion is 
literally derived from Altoona Theatres v. Tri Ergon 
Corp., 294 U.S. 477, 491, and should be interpreted 
in the context of that case. 

Appellant (brief, pages 8 and 9) alleges errors in 
statements in the District Court’s opinion. Those 
alleged errors are not discussed in this brief. It has 
been demonstrated above that all the relevant Find- 
ings of Fact are correct. If a ruling of the lower 
court is correct, it is immaterial what reason was 
stated and the ruling will not be reversed. McMahon 
v. Matthews, supra; Levin v. Coe, supra. 
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CONCLUSION 

All the claims on appeal, it is submitted, were 
properly refused to appellant by the Patent Office 
tribunals and by the District Court. Accordingly, it 
is further submitted that the judgment appealed from 

was correct and should be affirmed. 

Respectfully submitted, 


CLARENCE W. Moore, 
Solicttor, United States Patent Office, 
Attorney for Appellee. 


GeorcE C. RoEMING, 
Of Counsel. 


December 1959. 


APPENDIX 


ALLOWED CLAIMS IN PETERSON APPLICATION No. 
698312 


Claims allowed by Examiner: 


4. A hollow body comprised of helically pre- 
formed elements formed to a common pitch and 
internal diameter, said body being formed of a 
half-lay of said elements, said half-lay beimg 
bent back upon itself to define two half-lay legs, 
said half-lay legs being twisted together to form 
a whole lay. 

5. A hollow body comprised of helically pre- 
formed elements formed to a common pitch and 
internal diameter, said body being formed of a 
half-lay of said elements, said half-lay being 
bent back upon itself to define two half-lay legs 
and a bight, said half-lay legs being inter- 
twisted to form a whole lay, and the elements 
of said bight being further twisted to define 
a closed lay from said half-lay portion. 

8. A dead end for cables and the like com- 
prising a plurality of helical elements pre- 
formed to an internal diameter approximately 
equal to the external diameter of the cable of 
application, a half-lay of said elements being 
applied around the cable tightly to grip the lat- 
ter so that a portion of said half-lay engages 
the cable and another portion is free therefrom 
during application, said free portion being 
doubled back upon itself and upon said cable 
and being intertwisted with itself about said 
cable so as completely to enclose the latter while 
providing a bight portion thereon which defines 
a dead end. 

9. A cable dead end or the like which com- 
prises a cable having an end portion curved 
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back upon itself to define a bight, a half-lay of 
helical elements, preformed to an internal diam- 
eter and pitch of a size tightly to grip the cable 
when applied thereto without exceeding their 
elastic limit, wrapped around said cable in 
coaxial relation thereto, and extending around 
the bight portion thereof back to the cable, and 
being intertwisted with itself completely to en- 
close said cable from said bight for a distance 
along the length of said cable. 

14. As a new article of manufacture, a tubu- 
lar body comprised of a half-lay of helically- 
preformed elements doubled back upon itself, 
and intertwisted to form a whole-lay termi- 
nating in a bight portion. 

21. The method of forming an elongated body 
having a bight integrally fashioned thereon 
which comprises forming a half-lay of helically- 
preformed elements, bending the half-lay back 
upon itself to define a bight and two half-lay 
legs, and intertwisting said legs to provide a 
whole-lay body upon said bight. 

25. A method of dead-ending cables which 
comprises embracing such a cable with a half- 
lay of tightly-gripping helically-preformed ele- 
ments so that part of the half-lay engages the 
cable, and part extends free therefrom, bending 
the free part to form a bight, and then inter- 
twisting the free part with the engaged part to 
enclose the cable. 


Claims indicated allowable by Board of Appeals 
after rejection by Examiner: 


12. A mechanical splice for wires, strands, 
ropes and the like comprising a tubular en- 
velope composed of helically-preformed ele- 
ments of an internal helical diameter sufficient 
tightly to grip the body to be spliced, and of a 
pitch and rigidity adapting the elements for 
application to such body from its side without 
exceeding the elastic limit of the elements, said 
elements being of limited length to permit as- 
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sembly, disassembly and reassembly in relation 
to each other and in relation to the body to be 
spliced. 

13. An electrical splice for wires, strands, 
cables and other filamentary conductors com- 
prising a tubular envelope composed of helically- 
preformed conductor elements of an internal 
helical diameter sufficient tightly to grip the 
body to be spliced, and of a pitch and rigidity 
to adapt the conductor elements for application 
to such body from its side without exceeding 
the elastic limit of the elements, said elements 
being of limited length to permit assembly, dis- 
assembly and reassembly in relation to each 
other and in relation to the body to be spliced. 

23. The method of forming a hollow body 
from helically-preformed elements which com- 
prises shaping said elements into conforming 
helical patterns of individual cut-lengths, 
grouping said elements so that they are, at 
least in part, relatively coextensive, and inter- 
twisting said elements together uniformly to 


dispose them about a common axis. 
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UNITED STATES COURT OF APPEALS 
DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 15,270 


PREFORMED LINE PRODUCTS COMPANY, Appellant, 
vs. 


ROBERT C. WATSON, COMMISSIONER OF PATENTS, 
Appellee. 


REPLY BRIEF OF APPELLANT. 


A study of appellee’s brief discloses the necessity for 
this reply to correct and clarify the points raised, many 
of which are not at issue on the pleadings, or otherwise 
are at variance with the record. Similarly, some of the 
case law relied upon by appellee is misconstrued, inap- 
posite, not relevant, or else has been superseded by pre- 
vailing case law, which reverses or overrules that relied 
upon. 


SUMMARY OF REBUTTAL. 


At the outset, it should be noted that, although the ap- 
pellee seems to agree that the District Court properly 
ruled sua sponte that claims granted by the Commissioner 
of Patents are not patentable, there is no effort to meet or 
answer the jurisdictional and constitutional issues raised 
by appellant’s Questions Presented 1(a), 1(b), and 2. The 
cogency of those issues, not being denied, thus stands 
admitted. 


1, Restatement of the Ex Parte Question Involved. 
(a) Peterson, having been twice rejected by the Primary 
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Examiner as to his right to make Claims 1 and 2 of the 
Bodendieck patent in his first application, Serial No. 
698,312, was given approximately thirty (30) days in which 
to appeal from this final rejection to the Board of Appeals 
(Joint App. 202). The appeal was duly taken, argued, and 
decided (Decision, Appeal No. 15,663, Joint App. 232 et 
seq.) to the effect that these claims (Nos. 26 and 27 in the 
record of this application) were supported by Peterson’s 
disclosure therein. The Examiner was reversed as to these 
claims (Joint App. 236). 


(b) The disclaimer of these claims at issue entered in 
the interference proceeding by the party Bodendieck re- 
moved him as a contestant, and restored Peterson to his 
ex parte status on the record as a matter of fact and law 
the instant the disclaimer was entered of record. 


(c) The Examiner again rejected these claims on grounds 
which the Board of Appeals ultimately held to be tanta- 


mount to res judicata based on the interference judgment, 
and the Board of Appeals refused to review this rejection 
by the Examiner in the final ex parte appeal to that body. 


Quaere: If the disclaimer vitiated the contest of 
the interference, the judgment of the Interference 
Board became void, and Peterson stood before the 
Board of Appeals in his final appeal thereto in the 
same capacity, identity of person and issues as he did 
on the occasion of the first appeal (No. 15,663), was 
not the ex parte issue of his right to make the claims 
in interference res judicata on the merits? If so, how 
could a judgment entered in a defunct, non-existent 
intereference change this vested right? Wherein can 
the Board of Appeals refuse to review such rejection 
under its statutory authority 35 USC § 7, and abridge 
appellant’s rights under 35 USC § 134 for such review? 
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2. Peterson’s Entitlement to the Claims at Issue in the 
Interference in his First Application Removes the 
P. F. T. Publication as Reference against Related Sub- 
ject Matter in his Second Application before the Court. 


(a) The fact that the interference claims were a matter 
of original record in the second application, Serial No. 
2,200, made them a part of the record disclosure thereof.* 
The second application is a continuation-in-part of the 
firstt as to all related subject matter, and the Board of 
Appeals first held these claims to be supported in the first 
application.{ There was thus copendency of identical sub- 
ject matter between the first application (Serial No. 
698,312, filed September 20, 1946) and the Bodendieck 
patent (filed May 9, 1945, and issued January 14, 1947).§ 
This should have entitled Peterson, as junior interferant 
to the lightest burden of proof. Instead, the Interference 
Board held him to the heaviest burden in this respect, and 
held that Peterson had failed to meet it (note Assignments 
of Error to the CCPA, Nos. 14 and 21, Joint App. 484, 
485). Notwithstanding this, the judgment of that Board 
turned upon Peterson’s right to make the claims (inade- 
quacy of disclosure in both applications) and, without 
further reason appearing in the inter partes contest over 
what had been considered ex parte by the Board of Appeals 
(first appeal, No. 15,663), ignored the ruling of the latter 
that Peterson’s first application had basis to support the 
interfering claims, and adopted the Examiner’s interlocu- 
tory opinion dissolving the interference on this basis as 
its final judgment of priority in Bodendieck. Thus was 
appellant denied reliance upon his earlier case, and thus 


pate v. Hodgins, 99 USPQ 23, 25; Ex parte Joshua, 48 USPQ 


+Complaint, 14, Joint App. 2; Admitted Answer Joint App. 17. 
tJoint App. 232, 236. 
§Joint App. 508. 
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was the rejection of these and related claims in his second 
application made possible on the P. F. T. publication (1946 
publication date). However, with the interference judg- 
ment removed from consideration, this P. F. T. publication 
ix also removed from consideration, based on Peterson’s 
established ex parte right to maintain the claims in the 
first application. 


3. Moxham Patent Cannot Anticipate. 


' (a) Can a study of this ancient patent relative to cables 
made of helical strands thousands of feet long, without 
foreknowledge of appellant’s inventions at bar, convey any 
inkling of the problems with which Peterson dealt, and 
solved by means claimed and disclosed in his applications 
at bar? Each rejected claim before the Court calls for 
positive structure (helical-elements, -components, -rods, 
etc.) modified by statements of function, purpose, and 
capability under use. This is all 35 USC § 112 (final para- 
graph) demands of an applicant. If the public cannot learn 
from Moxham what Peterson has taught here and claimed 
in the rejected claims, he is entitled to the patents for his 
immediate benefit (or that of his assignee, the appellant 
here), and for the ultimate benefit of the public. Allowing 
these claims to appellant obviously deprives the public of 
nothing within its domain as derived from the expired 
Moxham patent, nor from any logical extrapolation of the 
uses the traction cables therein disclosed may be put. To 
apply this obscure patent against these claims is an un- 
reasonable and unwarranted fabrication of what it shows. 
So to adapt the remote Moxham cable to perform the 
Peterson inventions would be a high order of invention 
per se. 
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4. There is Basis in Fact in Peterson’s First Application 
to Support the Interference Claims. 


Appellant relies upon the record to sustain his position 
in this respect, referring specifically in the Joint Appendix 
to the documents referred to by the printed page numbers 
set forth (except item 8): 


FIRST APPLICATION (SERIAL NO. 698,312). 


1.(a) Specification pages 170-179 
(b) Claims pages 179-184 
(c) Drawings pages 185-188 
é 194-195 

s 197-198 
195-201 


pages 208-230 
(esp. 216-224) 
pages 232-236 
(esp. 234-235) 
pages 257-261 
Brief, 2d appeal to 
Board of Appeals.. (Pl. Trial Ex. 1A-1B; 
Orig. pp. 185-308) 
Reply brief, 2d appeal 
to Board of Appeals pages 294-297 


Claims Held Patentable to Bodendieck and to Runde 
Are Not Open to Collateral Attack as to Patentability 
and if Supported by Appellant’s Applications, Respec- 
tively, Must be Allowed Therein. 


(a) Claims 26 and 27 in the first application, Serial No. 
698,312, having derived from the Bodendieck patent, and 
Claims 23 and 24 in the second application, Serial 2,200, 
along with Claims 25 and 26 patterned thereon, having 
been adjudged patentable to Runde, stand under the juris- 
dictional disability posed by appellant’s Questions Pre- 
sented 1(a), 1(b), and 2. (Appellant’s Brief, pp. 22 to 30). 
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6. Restatement of the Inter Partes Question Involved. 


(a) The merits of the interference judgment are not 
directly in issue here; rather, what is the effect of that 
judgment after the disclaimer filed by Peterson’s opponent, 
Bodendieck? 


| (b) When did the interference terminate? Upon the 
filing of the disclaimer by the patentee Bodendieck? Or 
upon the expiration of the time for perfecting the appeal 
to the CCPA, more than two (2) weeks after the disclaimer 
was filed? 


| (c) The law cases relied upon by appellee respecting 
finality of interference judgment in the main no longer 
control, but even if they did, they are not inconsistent with 
appellant’s view that the present suit is not a collateral 
attack on that judgment, but a continuation of the same 
action. To the extent appellee recognizes that the Supreme 
Court (in the Simmons case) overruled the prior decisions 


relied upon, the reasoning becomes clouded with contra- 
diction and ineptitude. Appellant’s position, however, is 
strengthened and supported by the prevailing law. 


THE EX PARTE ISSUES. 


The Moxham Patent. 


| Under the title “The Prior Art”, on pages 5 and 6 of 
appellee’s brief, and especially at the commencement of 
the discussion of the Moxham Patent No. 337,513 (Joint 
App. 505), it is stated that Figure 5 of this patent dis- 
closes a helically-preformed element B indistinguishable 
in shape from the element shown in Figure 1 (Joint App. 
185 and 361-A) of each of Peterson’s applications. Perhaps 
the intention in such allegation is to invite comparison 
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between the pictorial illustrations of Figure 5 of the Mox- 
ham patent and Figure 1 of the Peterson applications, 
since physically such elements would be easily distinguish- 
able (Joint App. 82, 4th Q.,-130). 


The Moxham patent (Joint App. 506), line 26, states 
that Figure 5 illustrates a piece of one strand of each cable 
coiled or twisted before being laid up with the other 
strands forming the cable. At line 63, the patentee states 
that thousands of lineal feet of wire are thus laid up in 
every cable. Therefore, the representation of Figure 5 is 
but a fragment of one strand of a cable that in actual use 
would be thousands of feet in length. As opposed to this, 
the elements disclosed in the Peterson applications are, 
by the demands of use and function they must subserve, 
helically-preformed elements cut in short lengths during 
manufacture to constitute entirely different articles of 
commerce than Moxham’s traction cable. They would have 
useful application as accessories to the Moxham cable, as 
for instance, to splice it (Joint App. 87, Ist Q.). 


Again at page 5, the appellee states: 


we 


‘. . . In one form of his invention, as disclosed, 
Moxham uses his helically formed element to make a 
traction cable for cable railways.” 


This statement implies that Moxham discloses other 
forms of invention besides that of a traction cable for 
cable railways. Actually, such is not the case. Moxham 
discloses no other use for his helical wires than as compo- 
nent strands to be laid up into a cable thousands of feet 
in lineal extent. 


Again, in the next paragraph of page 5 of appellee’s 
brief, the language in the Moxham patent referred to with 
respect to a hollow flexible tube which “may be used for 
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many purposes where no core is necessary”, has for its 
antecedent “Such a cable” at the beginning of the sentence 
referred to. Therefore, the “many purposes” are those 
attributable to a cable, and do not include or suggest uses 
other than use as a traction cable, as asserted by appellee. 
By no stretch of the imagination can the Moxham disclo- 
sure anticipate the Peterson accessories, nor be considered 
as a knowledgeable conduit leading to the understanding 
of the problems solved by the Peterson inventions—much 
less point to their solution. 


i The fact that Moxham can tolerate the laying up of his 

helical wires under tension so as to “leave in the made-up 
cable the live force desired” is evidence of his teaching 
away from the Peterson inventions (Joint App. 71, 74), 
notwithstanding the fact that in a secondary embodiment, 
conformance between the helical wires is permitted with- 
out such distortion-producing tension. Peterson’s helical 
wires must mutually conform, and by their function can 
have no length such as would admit the application of 
tension in assembly if they did not. 


' To paragraph (2) on page 10 of appellee’s brief, appel- 
jant’s reply is that helically-preformed elements, rods, and 
wires (sometimes referred to as preformed armor rods), 
coupled with the functional statements of purpose and 
usage that are contained in the claims of both applications 
rejected on the Moxham patent, do per se constitute signifi- 
cant structural distinction in length, and which are not 
capable of performing the functions of appellant’s devices 
as defined in these claims. 


Appellant’s Analysis of the Moxham Rejection. 


| Regarding the Moxham patent discussion at pages 12 to 
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21 of appellee’s brief, appellant’s views may be summed-up 
as follows: 


Moxham shows a traction cable that is thousands of feet 
in length having strands that are given a helical set before 
(and as an incidence to) being laid-up into cable. This is 
the extent of Moxham’s purpose and teaching. 


The Peterson inventions before the Court relate to helical 
elements (wire, rods, strips, etc.) of finite length suitable 
to have them applied manually or by tools to a standing 
wire, line, strand, or cable. The function and use of these 
helical components are known to the cable industry through 
Peterson’s efforts and have attained wide acceptance na- 
tionally that is gradually spreading over the world. 


Is Moxham in any way related to this field of cable acces- 
sories with which the applications before the Court are con- 
cerned? Absolutely not, as is apparent from the record. 
Can a preformed strand like the Moxham cable components 
be cut into short finite lengths to carry out the functions of 
the Peterson accessories? The answer to this is unknown. 
Moxham does not suggest it. He does not define what the 
limits of his helically-shaped strands must be. Certainly he 
made no mention of a helical shape that was sufficiently 
open to be wrapped around a standing line from its side 
without deforming it permanently in so doing. He was silent 
about any relationship between the inside helical diameter 
of his components and the outside diameter of some ex- 
traneous standing line about which it might be applied 
separate from the components of his cable itself. There- 
fore, appellant’s position comes down to this: 


1. If Moxham’s strands are cut into lengths short 
enough to be handed in ways taught only by Peterson, and 
the helical set of these short lengths is unsuitable to per- 
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form the specified functions, then obviously such cut-lengths 
of Moxham cannot anticipate. 


' 2. If Moxham’s cut-up strands can perform in the man- 

ner prescribed only by Peterson, this would be a discovery 
comparable to Peterson’s teaching, and would rise to the 
dignity of patentable invention without more. But this 
would be Peterson’s invention, not Moxham’s, who neither 
suggests the cutting, nor the purposes to be subserved 
thereby as taught only by Peterson. 


' In sum, Moxham is not a proper reference against the 
elaims before the Court, since, if his cable is taken apart, 
and the parts cut into short lengths, and the short lengths 
reconstructed as suggested by the Patent Office (following 
Peterson’s teaching, not Moxham’s), there results either 
an inoperable, functionally deficient accessory, or a func- 
tional one applicable in the way here claimed. Moxham is 
not a proper reference in either case as failing to disclose 


the inventions to which only the Peterson applications are 
directed. 


' Therefore, Peterson readily agrees that “cutting of Mox- 
ham’s structures into short lengths” would not amount to 
invention (Appellee’s brief, p. 15). It is also to the point 
that there is no evidence of record that Moxham’s cable in 
any lengths would have the characteristics required by the 
Peterson accessories as claimed. Neither appellant nor ap- 
pellee could build a Moxham cable, even if economically 
feasible, due to lack of essential specifications in this old 
patent. 


Peterson Inventions Not Obvious From Moxham Patent 
Within the Meaning of 35 USC 103. 


| Ina decision of the Court of Customs and Patent Appeals 
that was decided June 30, 1959, entitled “In re Murray and 
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Peterson,” 46 CCPA 905; 122 USPQ 364, 367; Judge Rich, 
speaking for the Court, reversed the Board of Appeals: 


“[2] It seems to us that when we come to deal with 
rejections based on the premise that a reference sug- 
gests something which it does not disclose, we should 
remember that the only statutory justification for it 
is 35 U.S. C. 103, which was written for the precise pur- 
pose of covering the situation where a patent should 
not be granted ‘though the invention is not identically 
disclosed or described’ in the prior art. And we should 
heed the provision of that section that it applies only 
when the claimed invention ‘would have been obvious 
at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter 
pertains.’ (Emphasis ours.) Absent a clear disclosure, 
i.e. an ‘anticipation,’ or some other special statutory 
prohibition, the rejection must stand or fall on the 
existence of obviousness as qualified in section 103. We 
therefore consider the ‘fair suggestion’ rejection on 
that basis, though neither opinion below nor either 
brief in this court so much as mentioned this statute 
which is basic to the issue before us. We can attribute 
this, perhaps, to habit developed during the many long 
years during which we had to get along without it. 
It is, nevertheless, now the law we must follow.” 


As of further assistance to the Court, another recent 
decision of the CCPA has come to light, entitled In re 
Wright, 44 CCPA 955; 122 USPQ 522, 525; 268 F. 2d 757, 
761, in which it was stated: 


“Where the prior patents do not show the claimed com- 
bination and there is no evidence before us to challenge 
the position taken by an applicant, it is our opinion 
that an applicant should not be denied his patent on 
the basis of factual speculation, either by this court or 
by the Patent Office tribunals. We base this on the 
proposition that an applicant must be assumed to know 
and understand the nature and truth of the statements 
made in his specification.” 
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It is to the point that the “obviousness” of the invention 
before the Court in light of the defensive references of 
record, under the terms of Section 103, is far more specu- 
lative than real, and is predicated upon hindsight afforded 
the defendant by the plaintiff’s patent disclosures. 


Claims held Unpatentable over Moxham by the District 
Court, sua sponte. 


Under this title, commencing page 21 of appellee’s brief, 
through page 27, there is called into question the steps 
taken by appellant acting under the mandate of this Court 
in Appeal 13,938, and related matters, in seeking a new 
trial regarding the patentability vel non of claims formerly 
patented to another and sought by appellant here. This 
presupposes the right of the District Court to entertain 
sua sponte the question of patentability vel non. 


Since this is the crux of appellant’s Questions Presented 
1(a), 1(b), and 2, and is the subject of wide discussion in 
appellant’s brief, commencing at page 22 and elsewhere, 
appellant will not attempt to meet appellee’s arguments as 
to this part of his brief on the merits, but will rely on the 
jurisdictional questions raised. 


A CLOSER LOOK AT THE INTER PARTES 
QUESTIONS. 


Interlocutory Matters in the Interference. 


' The subject matter of the last paragraph, page 7 of 
appellee’s brief, deals with the allegations of paragraph 
5{b) in the Complaint (Joint App. 3) which were admitted 
in the answer (Joint App. 17, 18) and so is not at issue. 
Actually, upon Peterson’s request for reconsideration 
(Joint App. 453), the Examiner in his supplemental deci- 


13 


sion on the motions (Joint App. 457, 459) denied Boden- 
dieck’s motion to dissolve, and in effect restored the inter- 
ference by granting to Peterson the benefit of the filing 
date of his earlier application, Serial No. 698,312, for the 
purpose of permitting the interference to proceed to final 
hearing before the Board of Interference Examiners. There- 
fore, the basis on which the interference was originally 
dissolved is of no immediate concern here. 


Basis of the Interference Award. 


With respect to the top paragraph on page 8 of ap- 
pellee’s brief, the judgment of the Board of Interference 
Examiners (Joint App. 467 et seq.) was rendered on the 
basis that the counts at issue were not affirmatively sup- 
ported by the disclosure in the two Peterson applications 
under consideration, thus occasioning the award of priority 
to the senior party Bodendieck (Joint App. 475—first com- 
plete paragraph). The Board of Interference Examiners 
then stated: 


“In view of the above rulings, it is unnecessary to 
diseuss herein the proofs of the parties. * * °*” 


From here on through page 478 of the printed record, the 
discussion with regard to Peterson’s discharge of his bur- 
den of proof is obiter dicta. 


The Real Inter Partes Question Remaining. 


Appellee contends that in the interference the Primary 
Examiner in his decision on the motions (Joint App. 445) 
and the Board of Interference Examiners in its decision 
awarding priority (Joint App. 467) clearly had the right 
independently to determine inter partes the issue of right 
to make and come to a conclusion different from that of 
the earlier ex parte decision of the Board of Appeals. Ap- 
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pellant agrees with this conclusion.* Nevertheless, this, 
though true, begs the prime question as to the continued 
controlling effect of the interference judgment after one of 
the parties filed a statutory disclaimer of the claims at issue 
and conceded priority of the inventions covered thereby 
to the other contestant. For, if there must be rival claimants 
to the subject matter of an interference, surely such dis- 
claimer in the facts of the present case removed one of the 
claimants necessary to maintain the interference. 


Effect of Disclaimer—Concession of Priority 

' It is appellant’s position that the action of the disclaimer 
as effectively extinguished the interference proceedings as 
though they had never been declared, especially in view 
of the fact that disclaimers speak from the date of the 
patent (Conclusion of Law 18, Appellant’s Brief, Appen- 
dix A-10). This is different from the situation where a 
winning party after judgment by the Interference Board 
concedes priority to the opposing party without disclaiming 
the invention. Such concession does not extinguish the 
contest upon which judgment has already been rendered, 
and, except for the act of conceding made privately be- 
tween the parties, leaves their substantive rights as already 
determined by judgment of the Interference Board.*® It is 
to such cases that the balance of the citations, Spanel v. 
DeLaney et al., ete., on page 29 of appellee’s brief, are 
directed. Obviously, these are not pertinent. 


| “However, the Painter v. Hall and the Felsing v. Nelson deci- 
sions, cited in support of appellee’s position, indicate that some 
new reason should be developed during the inter partes contest 
as to the Examiner’s refusal over what was previously considered 
ex parte by the Board of Appeals to justify the Examiner’s re- 
fusal to follow the decision of the latter. This is discussed on 
pages 38 and 39 of appellant’s brief. 

. °See discussion of Humphrey v. Fickert, (Joint App. 335, 386, 
esp. second para., p. 336). 
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In the present instance, however, the controlling fact is 
that the patentee Bodendieck disclaimed the counts at issue 
in the interference which automatically removed them from 
his patent and ended the jurisdiction of the Patent Office 
and of the Court over the patent in the interference pro- 
ceeding. 


The Hiatus in Appellee’s Theory of Interference’s 
Termination. 

Bodendieck’s disclaimer was made of record in the Patent 
Office on December 7, 1950. The period within which appel- 
lant could effect an appeal from an inter partes judgment 
of the Interference Board was, at that time, set to expire 
December 22, 1950. 


After the disclaimer became of record on December 7, 
1950, there were no longer rival claimants to the claims at 
issue. Therefore, it is appellant’s contention that the inter- 
ference became extinguished as of that date.* Appellee 


contends, however, that by some mysterious means, not 
apparent on the face of the record, the interference con- 
tinued in good standing for two more weeks, namely, until 
December 22, 1950, when the limit for perfecting the appeal 
expired without appellant’s having done so. It is submitted 
that on the authorities relied upon by appellant, such a 
conclusion is untenable on its face. It is further apparent 
that the authorities relied upon by appellee in an attempt 
to sustain the pendency of the interference and the validity 
of the interference judgment are inapplicable, and are not 
representative of the prevailing case law attaching to the 
facts of record. 


*Lattig et al. v. Dean, 25 App. D.C. 592; 1905 C.D. 698. (App. 
Main brief A-17); Moore et al. v. Bradley et al., 1912 C.D. 205; 180 
0.G. 879 (App. Main brief A-21). 


16 
i FINALITY OF THE INTERFERENCE JUDGMENT. 


The Case Law as Discussed by Appellee. 


The Westinghouse et al. v. Hien et al. decision referred 
to at page 31 of appellant’s brief has been remarked by the 
appellee (Brief p. 29) as having no pertinency to the 
instant case because the issue of the “right to make” was 
mot decided in the interference referred to in the Westing- 
house case; and, secondly, because that decision describes 
interference practice prior to Podlesak v. McInnerney, 26 
App. D. C. 399. These neglect the true reason for appellant’s 
‘referring to this case, which is not concerned with the issues 
of the interference, nor the details of the interference prac- 
tice that might have been changed, but with the one point 
‘concerning the finality of judgments in interference actions 
‘within the period in which an appeal from such judgments 
may be brought. It was held in the Westinghouse case, 


and is still controlling law, with respect to the finality of 
judgments, that so long as the time during which the un- 
successful party may appeal from such judgment has not 
expired, the effect of such judgment is not final against him. 


Right to Maintain Claims is Ancillary to Priority. 

With respect to the issue of the “right to make” being 
ancillary to the issue of priority at final hearing in inter- 
ferences, appellant does not contend that such may not be 
properly considered at final hearing, as well as in subse- 
‘quent appeals to the courts. However, appellant’s position 
has been made clear as to this matter in the middle para- 
igraph on page 38 of its main brief, which admits that the 
issue of the right to make can be ancillary to priority, but 
‘holds that where there is no issue as to priority, such right 
to make becomes moot as an inter partes matter. 


As to the ex parte considerations of this question, Peter-' 
‘son was concluded to have the right to make the interfering 
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claims by the Board of Appeals in the first ex parte appeal 
to that body, No. 15,663. 


Collateral vs. Lineal Attack on Judgment. 


Appellee further contends (Brief p. 30) that appellant’s 
assertion that the ex parte ruling of the Board of Appeals 
in Appeal No. 15,663 is in essence a collateral attack on the 
decision of the Board of Interference Examiners based on 
the fact that the latter’s decision became void upon the 
filing of the disclaimer by the patentee Bodendieck. The 
decision of the Board of Appeals referred to was in the 
record as the result of Peterson’s timely and exhaustive re- 
course to the provisions of the statute for such appeals in 
ex parte cases. Having prevailed as to his right to make in 
his ex parte prosecution of his first application, no different 
conclusion would be possible here had the interference with 
the patentee Bodendieck not intervened. 


Therefore, there remains the question of law in this case 
for determination of this Court as to whether or not the 
judgment of the Interference Board stands as a valid pro- 
nouncement of Peterson’s established ex parte rights after 
his opponent in that interference disclaimed the issues 
thereof during the pendency of the appeal from the inter 
partes jadgment. Since the application of that judgment as 
a basis of denying these claims to appellant was applied by 
the Examiner in the succeeding ex parte prosecution of the 
ease, and since the Board of Appeals denied authority to 
review such rejection and was affirmed by the District Court 
in its judgment of dismissing the Complaint, from which the 
present appeal pends, it is obvious that appellant’s position 
in opposition to the inter partes judgment cannot constitute 
a collateral attack upon it, but rather a lineal one, as con- 
tinuation of the same action as a matter of law. 


Appellee recognizes (Brief p. 30) that where a judgment 
is so irregular or defective, it can be set aside or annulled 
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on proper direct application for that purpose. It is appel- 
lant’s position that Peterson’s seasonable motion to the 
Commissioner of Patents to vacate the judgment of the 
Interference Board in face of the disclaimer filed by the 
opposing party was that direct application for an annul- 
ment of the judgment, which, if granted, would have an- 
nounced on the record that the inter partes judgment was 
the legal nullity that it had become. 


From the Commissioner’s action denying appellant’s 
motion to vacate the inter partes jadgment comes the chain 
of ex parte events which have culminated in the present 
appeal. There can, therefore, be no proper question here as 
to appellant’s efforts to impeach that judgment collaterally. 
Consistently, appellant agrees with the concluding sentence 
ending line 5 on page 31 of appellee’s brief: that Boden- 
dieck’s disclaimer did have the effect of voiding the judg- 
ment of the Interference Board so as to leave Peterson in 
the same position (ez parte) for obtaining a patent as if 
there had been no interference. This is clearly the answer 
to appellee’s position asserted at page 31 of his brief, which 
is consonant with appellant’s view that the Bodendieck 
interference was pending in good standing on appeal when 
he filed his disclaimer of the issues therein, with the effect 
that the interference became instantly terminated. Patent 
Office Rules 262 and 263, with the effect of law, take into 
account no exceptions as to the Commissioner’s responsi- 
bility after the filing of a disclaimer and a concession of 
priority by a patentee-interferant. Nor are these rules in- 
consistent with the provisions of Rule 261 which has only 
general application here under its terminal “catch-all” 
clause. 


: In short, it is appellant’s stated position that the dis- 
claimer filed in interference during the pendency of the 


latter, after the judgment of the Interference Board, had 
the same effect on the interference proceeding as it would 
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have had prior to that judgment. Appellee apparently ad- 
mits that such a disclaimer and concession of priority filed 
before the judgment of the Interference Board would have 
had the effect asserted by appellant. Appellee’s contention 
(Brief p. 32, bottom paragraph) that it is a well settled 
rule that a judgment that is subject to appeal is not final in 
the sense of res judicata seems clearly to support appel- 
lant’s position before this Court. 


Appellee’s Authorities Not In Point. 


The case of Pennoyer v. Neff, 94 U. S. 714, relied upon 
by appellee, has no application to the issues of the present 
case. That case involved an action in rem against the prop- 
erty of a non-resident defendant, against which a judgment 
had been entered. A question arose whether or not the de- 
fendant had or had not disposed of the property after such 
judgment, but before execution thereon could be levied. The 
Supreme Court ruled that the validity of every judgment 


must depend upon the jurisdiction of the Court before it is 
rendered, not upon what may have subsequently occurred. 


In the Pennoyer case, since the Court had jurisdiction at 
the time it entered its judgment, that jurisdiction could not 
defeat the levy by actions taken subsequently thereto to 
alienate the property, since the judgment preceded the 
alienation. Appellant does not quarrel with this statement 
of the law, but contends that it is wholly irrelevant to the 
present situation. 


Patent actions sound in personam. The judgment of the 
Interference Board was entered upon those facts consistent 
with its jurisdiction, namely: (1) the patentable invention ; 
and (2) rival claimants for it, that are prerequisites to the 
action. 


A disclaimer, on the other hand, speaks from the date of 
the patent (Conclusion of Law 18), and when Bodendieck 
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entered his disclaimer against the interference issues, there 
was not, and by virtue of the retroactive effect of the dis- 
claimer, never could have been, any basis for an inter- 
ference such as would confer continuing jurisdiction on the 
Interference Board, or permit its judgment entered upon 
facts so altered to stand upon error apparent on the face of 
the record. Obviously, as opposed to the facts of the Pen- 
noyer case, the instant facts presented that situation which 
destroyed, not the res of the action, but one of the opposing 
claims to it, upon which the appeal was founded. Thus, the 
fact of “no contest” became cognizable by the forum of 
original jurisdiction (in this case the Commissioner of 
Patents), which always has the power to set aside its judg- 
ment, where the bases upon which it was rendered have 
become untenable. 


| Therefore, whereas alienation of the property after a 
judgment in rem could not affect the validity of that judg- 
ment once it had become final, a disclaimer in a pending 
interference action in personam must vitiate any judgment 
entered having an effect contrary to the disclaimer while 
that interference pends. The disclaimer deprived the In- 
terference Board of its jurisdiction ab initio, and removed 
the disclaiming patentee beyond the jurisdiction of the 
Commissioner of Patents, and, therefore, dispelled the 
appellate jurisdiction of the CCPA as effectively as it viti- 
ated the inter partes judgment appealed from. 


, On pages 33 to 37 of appellee’s brief, there is reliance 
upon the cases of Mevs* v. Conover; Luminous Unit v. 
Freemen-Sweet; National Brake v. Christensen; St. Louis, 
I. M. & So. R.R. Co. v. So. Express Co., and Simmons v. 
Grier Bros. Co., the last of which has also been relied upon 
by appellant. In the Mevs case, the Railroad Co. case and 


“This also appears as Mers. v. Conover in some of the early 
reports. 
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in the National Brake case, the older concept of the law 
was followed to the effect that a judgment on the merits, 
from which an accounting was taken, became final, not- 
withstanding the pendency of such accounting. In that 
earlier day, appeals lay separately from the judgment on 
the merits, and from any subsequent judgment based there- 
on entered on the accounting. In the Mevs case, the time 
for appeal on the merits had expired, and that judgment 
had become final. During the pendency of the resulting 
accounting, a reissue patent was granted that extinguished 
the original patent on which the judgment had been ren- 
dered. This fact was alluded to in an appeal from the judg- 
ment subsequently entered on the accounting, which was, 
at that time, collateral to the judgment on the merits. The 
Supreme Court held that, because of the collateral nature 
of the accounting, the fact of the intervening reissuance 
of the patent could have no effect upon the judgment 
originally entered on the merits of the original patent. 


The Seventh Circuit Court of Appeals in Luminous Unit 
v. Freeman-Sweet, referring to Mevs v. Conover; and 
National Brake v. Christensen cases, followed the pro- 
nouncement of the Supreme Court in the Simmons case, 
reversed itself and overruled those older authorities, hold- 
ing that during the pendency of an accounting the judg- 
ment upon which such an accounting was based is inter- 
locutory, rather than final, in character, since in the 
Luminous Unit Co. case a reissue had been obtained of the 
patent upon which judgment had been entered and sus- 
tained by the Court of Appeals. While an accounting as 
a result of that judgment still pended, the District Court, 
following the Simmons case, vacated its judgment not- 
withstanding the mandate of the Circuit Court of Appeals 
sustaining it based on the earlier authorities. 
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On appeal from the order vacating the judgment, Judge 
Evans stated: 


“To determine whether there should be a reversal of 
the order now appealed from, we are first confronted 
with the existence of error in our previous decision, 
and, if such exists, the application of the law of the 
case to the facts of this case. The degree of finality ac- 
corded the decree upon the former hearing, based upon 
the authority of the Christensen Case, 258 F. 880, 169 
C. C. A. 600, is at variance with the views expressed in 
the subsequently decided case of Simmons Co. v. Grier 
Bros. Co., 258 U. S. 82, 42 S. Ct. 196, 66 L. Ed. 475. The 
writer of this opinion, the only judge of the present 
court who participated on the previous hearing, ac- 
knowledges his full share of responsibility for the con- 
clusion there reached. We at that time relied upon the 
law as announced in the Christensen Case. Had the 
case of Simmons Co. v. Grier Bros. Co., supra, been 
decided, -a different conclusion would have been an- 
nounced. 

° * 2 

“In the present case, the court on the former appeal 
relied upon a decision which at that time expressed the 
law in this circuit. Between the hearings on the two 
appeals the Supreme Court announced a decision at 
variance, with the opinion expressed in the case relied 
upon (the Christensen Case, 258 F. 880, 169 C. C. A. 
600) as authority by this court. Moreover, the opinion 
deals with a matter of practice of large moment to the 
patent profession. Likewise, no great hardship follows 
because appellant as the holder of a reissue patent, 
may assert his rights in a suit thereon not prejudiced 
by the decision herein. 


“Appellant, when it surrendered its patent No. 
1,076,418 and secured in lieu thereof reissue patent 
No. 14,680, lost its right to prosecute its pending suit 
to final decree. Such facts being brought to the atten- 
tion of the court wherein the suit is pending, it became 
the duty of the court to dismiss the suit. While the 
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decree before us contained some provisions other than 
dismissal, appellant is not complaining thereof. 


“The decree is affirmed.” 


It is evident from the foregoing, that the decision of the 
Supreme Court in the Simmons case, cited in both appel- 
lant’s and appellee’s brief, effectively removed the prior 
authorities relied upon to contrary effect, such as the Mevs 
v. Conover, the Luminous Unit Co. v. Freeman-Sweet, (first 
decisions), the National Brake v. Christensen cases, and 
others of similar import which have been relied upon by 
appellee and discussed at length in its brief, pages 33 to 
38, inclusive. Therefore, it is not apparent wherein appel- 
lee’s arguments are cogent or relevant. Appellee does not 
appear to contend that the Simmons case did not overturn 
the earlier authorities upon which he relies, but he does not 
seem to find anything inconsistent in his argument that 
adopts both positions. 


The Interference Judgment Was Not Final and Should 
Have Been Vacated. 


It is appellant’s position here that the Simmons case, 
which is the prevailing authority on the subject, supports 
its contention that a judgment that is not final can and must 
be vacated where it is founded on clear error, whether 
originally apparent on the record or not. It also sustains 
appellant’s view that motions to set such judgment aside 
during the pendency of an action are not collateral in 
nature, but are actions taken in the lineal development of 
the same case for the purpose of having the court with 
jurisdiction to declare as void on the record that which the 
law, as applied to the facts of the case, recognizes as void. 
It is evident, therefore, that the Commissioner should have 
vacated the judgment of the Interference Board, and this 
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is as true under the facts of this case under the old out- 
moded authorities relied upon by appellee, as well as under 
the prevailing authorities relied upon by both parties 
before the Court. 


Appellant Jurisdiction in the CCPA Ended with 
Disclaimer. 


Appellee has contended (Brief, pp. 39 et seq.) that the 
appellant jurisdiction in the CCPA was retained notwith- 
standing the disclaimer. On the one hand, this argues for 
appellant’s contention that the interference was still pend- 
ing, but on the other ignores the fundamental effect of the 
disclaimer upon the status of the interference the instant 
it became of record. The ea parte cases relied upon by the 
appellee zm re Langsner and in re Allen presuppose that 
jurisdiction is in the Court of Customs and Patent Appeals 
to entertain the appeal under the facts of those cases. Once 
this is established, it is, of course, apparent that the 
Appellate Court may only consider the record as it stood 
at the time the appeal was taken. Appellant does not find 
fault with this conclusion, but again urges the irrelevancy 
of these cases as authority in point. 


‘In the present case, it is appellant’s position that appel- 
late jurisdiction in the CCPA was defeated by the dis- 
claimer, because it terminated the interference, and left 
Peterson in an ex parte position for the subsequent prose- 
cation of his applications. The same is not inconsistent 
with the Galena case, which is often cited as the outstand- 
ing pronouncement of the jurisdiction of the CCPA when 
appeals are noted to that body to the Commissioner of 
Patents. 
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This Court Has Jurisdiction Over the Issues. 


Appellant does not dispute that it might possibly have 
taken the jurisdictional issue to the Court of Customs and 
Patent Appeals, but asserts that it was under no obligation 
to do so, because the issue had not become defined during 
the inter partes appeal, but only after the resumption of 
the prosecution of the applications ex parte. As an end 
to the ex parte chain of prosecution, appellant stands be- 
fore this Court for the resolution of that issue. 


It Was Within Original Jurisdiction of 
Commissioner to Vacate Judgment. 


Contrary to the appellee’s position as stated on pages 
40 and 41 of his brief, the Clement v. Richards v. Meissner 
decision cited by appellant was not overruled, nor was the 
Goddard case, upon which it was predicated, extinguished 
as an authority. The Otis v. Ingoldsby et al., decision cited 
as a countervailing authority to the Clement case, even in 
the Patent Office, is not in point. Ingoldsby et al., in an 
appeal from an interference judgment to the Court of 
Appeals for the District of Columbia, tried to introduce a 
working model of an invention on appearance before this 
court that had not been before the Patent Office during the 
interference, and which was brought in after the record 
was closed before the Patent Office, and after a motion to 
reopen for purposes of taking testimony had been denied. 
Obviously, this had nothing to do with the finality of the 
judgment appealed from, but was concerned with the 
identity of the record on appeal, with that upon which the 
Patent office rulings had been based. It is not an authority 
contrary to the Clement decision, nor to the Goddard case, 
and has no relevancy here. 


The Second paragraph on page 42 of appellee’s brief 
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deals with matter not embraced by the pleadings and so 
is not an issue in this case. Appellant’ has steadfastly 
maintained that the Commissioner should have vacated the 
interference judgment under Rules 262 and 263, the 
former being invoked because in addition to the disclaimer 
a concession of priority was filed; the latter being invoked 
by virtue of the disclaimer’s being a statutory one. Under 
Rule 262 the Commissioner must enter judgment in favor 
of Peterson, while under Rule 263 he must dissolve the 
interference. In point of good advocacy, Peterson prayed 
for judgment, but has also asserted throughout this record 
that the dissolution of the interference without a judgment 
award would also be consisent with the facts and appli- 
cable law. 


Most of the discussion on pages 42 and 43 of appellee’s 
brief is not directed to the issues in this case, and so shall 
be passed over. 


Appellee’s Hypothecations. 


| The appellee has indulged in conjecture and surmise 
throughout pages 44 down through the first complete para- 
graph on page 47, which could only be answered hypo- 
thetically and with doubtful relevance as to the issues 
before the Court. With respect to the first complete para- 
graph on page 47 of appellee’s brief, appellee contends 
that appellant has made out no case that the CCPA lacked 
jurisdiction after the filing of the Bodendieck disclaimer; 
but it is believed that this contention is not sustainable in 
yiew of appellant’s main brief, and especially the topic 
beginning on page 34 thereof and discussed on the suc- 
ceeding pages. The Lattig et al., and Moore & McKee cases 
there relied upon are ample authority to sustain the appel- 
lant’s views in this respect. 
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The subject matter under discussion, beginning on page 
47 of appellee’s brief and carrying through page 48, asserts 
remedies available to Peterson that had already been ex- 
hausted in a seasonable manner. The first complete para- 
graph on page 48, regarding Peterson’s failure to demon- 
strate that the appeal to the CCPA inter partes could 
not have been perfected, and that he was entitled to the 
vacation of the interference judgment, is addressed to the 
issues seasonably before this Court, and so are inept. The 
same may be said of the concluding paragraphs down to 
the top of page 52, for the most of which appellant has 
no argument with the platitudinous statements of the law 
there made, although noting his exceptions to some of the 
conclusions drawn therefrom, that are inconsistent with 
appellant’s position before this Court. 


The “P. F. T.” Publication. 


The questions presented in paragraph (4) on page 11 of 
appellant’s brief, and again under this heading on pages 
52 et seq., are no more valid than is the interference judg- 
ment upon which the doctrine of res judicata is invoked, 
and the effectiveness of the P. F. T. publication against 
the second Peterson application cannot be maintained if 
the decision of the Board of Appeals in ex parte appeal 
15,663 (Joint App. 232 et seq.) is followed. 


Claims 23 to 26 in Second Application Derived from Runde. 


And, finally, the best answer to paragraph (5) on page 11 
of appellee’s brief is that Claims 23 through 26 of the 
Peterson application Serial No. 2,200 read squarely on 
the disclosure of that application, as appears in the draw- 
ings (Joint App. 361-A, B, C), and cannot be read on the 
disclosure of the Bodendieck patent. Emphasis here is 
upon the preassembly of the helical components into helical 
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coaxial relation; i. e., the helical axis of each component 
coincides with that of each of the others grouped together 
in the subassembly. This appears in the second application 
(Joint App. 361-A) and in the Runde patent (Joint App. 
520), but not in Bodendieck (Joint App. 508), who keeps 
his components in separated, unassembled parallelism. The 
claims 23 to 26 in the second application were held patent- 
able to Runde, but are more applicable to Peterson’s second 
case, Serial No. 2,200. Since Peterson prevailed over Runde 
4s to related subject matter in an interference, and is now 
owned by appellant, clearly these claims should be allowed 
in Serial No. 2,200. 


RESIDUAL REPLICATIONS. 


The Non-Elected Species Rejection. 
i Appellee contends (Brief p. 11, at bottom) that appellant 


is not entitled to be heard in these proceedings as to the 
merits of his being allowed the claims in both applications 
that are said not to read on the “elected species”. This is 
a formal objection not reflected by the issues framed by 
the pleadings. In Paragraph 8 of the Complaint (Joint 
App. 5), appellant has included omnibus allegations in ad- 
dition to those detailed as the basis upon which the Com- 
missioner of Patents refused to grant patents on appel- 
lant’s applications. These allegations were admitted in the 
answer (Joint App. 18). It would appear, therefore, that 
on the record all claims refused appellant for whatever 
reason are before this Court for ultimate disposition as a 
jarisdictional matter. 


The statements made on page 6 (claims) of appellee’s 
brief are essentially correct, although applicant’s election to 
prosecute certain claims in Serial No. 698,312 (Joint App. 
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245) was provisionally made under protest in light of the 
argument filed with the amendment of July 14, 1948 (Joint 
App. 236), which, while omitted from the printed record, 
appears at page 120 et seq. of Plaintiff’s Exhibit 1-A. 
Also, the election to prosecute certain claims in application 
Serial No. 2,200 (Joint App. 372) was provisionally made 
under protest for the reasons there stated. 


Commercial Success. 


Appellee (Brief 55, 56) indicates that appellant’s evi- 
dence has not related commercial success to the claims 
before the Court. Appellant’s president (applicant Thomas 
F. Peterson) testified (Joint App. 108) with respect to 
appellant’s current catalog (Plaintiff’s Trial Ex. 19) and 
stated that the products and methods there shown were 
covered in part by the application claims in suit, as well 
as by appellant’s issued patents (Pl. Ex. 8). Appellee con- 
ceded (Joint App. 106) that the “invention is commercially 
important, to the extent the claims have been allowed.” 
Under the unity of invention demands of the patent statutes 
(35 USC § 121), there is the presumption that all claims in 
an application are related under the general terms of a 
generic claim. The same is true in the applications at bar, 
whereby commercial success attaching to any of the al- 
lowed claims of record, certainly extends to the claims 
at bar as well. The differences are more detailed and 
formal, than general and substantive. Therefore, appellee’s 
point is considered not well taken. 


Miscellaneous. 


Under this heading, appellee (Brief 57) holds appel- 
lant’s “Tenth Question Presented” irrelevant as to any 
rejected claim. The demand for succinctness in the state- 
ment of these “Questions” taxes draftsmanship on occa- 


30 


sion beyond the limits of complete accuracy. Nonetheless, 
the intention expressed in this Tenth Question is intended 
to apply to all claims rejected on the old Moxham patent 
in both applications before the Court as seems so evi- 
dent from the record, and from appellant’s arguments 
as briefed, as to require no further comment here. 


As to appellee’s concluding paragraph before the formal 
“Conclusion”, the errors assigned in the District Court’s 
opinion are believed sufficiently covered in appellant’s 
arguments before this Court and on the record clearly to 
support that assignment, and to support appellant’s case 
for reversal. 


CONCLUSION. 


The judgment of the Court below, dismissing the Com- 
plaint, should be reversed for the reasons presented in 
appellant’s briefs, and of record before the Court. 


Respectfully submitted, 


C. Witarp Hayes, 
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Appeal No. 34,334 
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Paper No. 41—Decision of the Board of Appeals 
in ex parte Appeals 34, 334, mailed April 30, 
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Paper No. 42—Appellant’s Petition for Recon- 
sideration Ex Parte Appeals 34,334 filed 


Paper No. 43—Decision of Board of Appeals in 
Request for Reconsideration in Appeal 34,334, 
mailed June 28, 1954 

Paper No. 44—Petition to Invoke Supervisory 
Authority of Commissioner of Patents, in- 
cluding Argument and Conclusion, filed on or 
about July 15, 1954 

Ruling of Assistant Commissioner on Petition 
Filed about July 15, 1954, dated July 29, 1954 
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Paper No. 14—Patent Office Action, mailed No- 
vember 8, 1951 
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Paper No. 22—Patent Office Action, mailed 
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Serial 698,312 
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Appeal to the CCPA 
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Appeal and Transcript of the Record to the 
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IN THE 
DISTRICT COURT OF THE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 3229-54 
Prerormep Live Propucts Company, 
5349 St. Clair Avenue, 
Cleveland 3, Ohio, 
Plaintiff, 
v. 


Rosert C. Watson, Commissioner of Patents, 
Defendant. 


COMPLAINT 


Plaintiff states as follows: 


1. Preformed Line Products Company is a corporation 
organized and existing under the laws of the State of Ohio, 
having a place of business in the City of Cleveland, State 
of Ohio; and Robert C. Watson is the United States Com- 
missioner of Patents, whose official residence is in the City 
of Washington, District of Columbia. 


2. This action arises under the jurisdiction of this 
Court, and is authorized by the laws of the United States 
as provided for under Title 35 United States Code, Section 
145. 


3. Thomas F. Peterson, a resident of Shaker Heights, 
in the County of Cuyahoga, and State of Ohio (hereinafter 
called “applicant”), heretofore made a certain invention 
relating to improvements in Helically Preformed Wire 
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Envelope and Methods of Use, and on or about September 
20, 1946, duly filed an application for Letters Patent in 
the United States Patent Office, to which was assigned 
Serial No. 698,312 (hereinafter called the “first” applica- 
tion), which application was made and filed in accordance 
with the laws of the United States and the rules of the 
United States Patent Office. 


(a) Upon certain claims of his first application being 
rejected on a United States patent to Bodendieck, No. 
2,414,136, issued January 14, 1947, applicant copied 
certain other claims from said patent in his first ap- 
plication for purposes of interference with said patent. 

(b) Upon being finally rejected as to the claims in 
said first application that were derived from said 
patent, on the grounds that the disclosure of said first 
application did not support them, an appeal was taken 
to the Board of Appeals (Ez parte Peterson Appeal 
No. 15,663, decided July 2, 1948). 


4. Pending the decision of the Board of Appeals as to 
his right to make the claims of the Bodendieck patent in 
his first application, applicant, having made a certain addi- 
tional invention relating to improvements in Armor Rods, 
on or about January 14, 1948, duly filed an application for 
Letters Patent in the United States Patent Office, to which 
was assigned Serial No. 2,200 (hereinafter called the 
“second” application) as a continuation-in-part of the sub- 
ject matter disclosed in his said first application, which 
second application was made and filed in accordance with 
the laws of the United States and the rules of the United 
States Patent Office. 


(a) Incorporated as a matter of original record in 
said second application were claims copied from the 
United States Patent No. 2,414,136 to Bodendieck, 
which were the identical claims applicant had incor- 
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porated in his first application derived from said patent 
for purposes of interference. 


(b) An interference proceeding, No. 83,266, Peter- 
son v. Bodendieck, was, on or about March 31, 1948, 
duly declared between applicant’s second application 
and the said Bodendieck patent as to the claims derived 
therefrom. 


5. As to applicant’s first application, the Board of 
Appeals in Appeal No. 15,663, in its decision dated July 2, 
1948, reversed the Examiner to the extent of holding that 
applicant’s first application could support certain of the 
claims derived from the Bodendieck patent therein. 


(a) Thereafter, applicant seasonably moved to add 
the first applicantion to the interference proceeding 
No. 83,266 involving the second application, in support 
of the issues thereof. 


(b) The Primary Examiner of the United States 
Patent Office, on his own motion, dissolved the inter- 
ference on the basis that the claims defining the issues 
thereof were not supported by either applicant’s first 
or second application, but was finally prevailed upon 
to permit the interference to proceed to final hearing, 
for which purpose the second application was given the 
benefit of the earlier filing date of the first application. 


(c) At the final hearing of the interference pro- 
ceedings, the Board of Interference Examiners adopted 
the reasoning of the Examiner in his interlocutory 
decision on the motions to the effect that applicant 
could not make the claims derived from the Boden- 
dieck patent in either his first or his second applica- 
tion, and awarded priority of invention as to said 
claims to the patentee Bodendieck on this basis; and 
further stating in its decision that applicant was prob- 
ably the first to reduce the invention to practice as 
against the patentee Bodendieck. 


6. Notice of appeal to the Court of Customs and Patent 
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Appeals, in accordance with Section 4911 of the Revised 
Statutes then in effect, was given by applicant to the Com- 
missioner of Patents from the inter partes decision of the 
Board of Interference Examiners referred to above, and 
no election was made by the patentee Bodendieck to have 
further proceedings conducted in accordance with the pro- 
visions of Section 4915 of the Revised Statutes then in 
effect. 


(a) Prior to the time formal petition was made to 
the Court of Customs and Patent Appeals, and prior 
to the forwarding of the transcript of the record there- 
to, but still within the time when such actions could be 
taken, the patentee Bodendieck filed a statutory dis- 
claimer of the claims at issue in the interference pro- 
ceedings and conceded priority of invention in the 
subject-matter thereof to applicant. 


(b) Thereafter, applicant seasonably moved the 
Commissioner to vacate the judgment of the Board of 


Interference Examiners of the Patent Office awarding 
priority to the patentee Bodendieck; and further 
moved to dismiss the inter partes appeal under the 
provisions of Rules 262 and 263 of the Rules of Prac- 
tice of the United States Patent Office; but his motions 
were denied by the Commisioner of Patents. 


(ec) After due proceedings had, in which both the 
Commissioner of Patents and the Court of Customs 
and Patent Appeals, upon informal application, denied 
jurisdiction over the subject-matter, the interference 
proceedings were finally terminated, and applicant’s 
first and second applications were remanded to the 
Primary Examiner in the United States Patent Office 
for further action. 

7. The Primary Examiner finally rejected the claims 
derived from the Bodendieck patent, as well as other claims 
held to be non-distinctive therefrom, in both the first and 
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second applications on the basis of the decision of the 
Board of Interference Examiners at final hearing in Inter- 
ference No. 83,266. 


(a) From the final rejection of the Primary 
Examiner, appeals (Ex parte Peterson Appeals Nos. 
348,33/34) were taken to the Board of Appeals of the 
Patent Office, and in its decisions dated April 30, 1954, 
the Board of Appeals held, among other things, that 
the rejection of the Examiner based on the decision of 
the Board of Interference Examiners was essentially 
that of res judicata against applicant, and affirmed the 
Examiner in this respect. 

(b) Upon petition for reconsideration and for re- 
hearing, seasonably brought, the Board of Appeals in 
its decisions dated June 28, 1954, denied the petition 
by refusing to alter its previous decisions, and held 
that it was without authority to review a decision by 
either the Board of Interference Examiners or by the 
Assistant Commissioner, even where such decisions are 
incorporated by the Primary Examiner as his basis for 
finally rejecting the appealed claims to applicant. 


8. For these and other reasons, the Board of Appeals 
has affirmed the rejection of the Primary Examiner, and, 
accordingly, by said action, the Commission of Patents has 
refused to grant a patent to the plaintiff, the assignee of 
said applicant, Thomas F. Peterson, on his said inventions 
referred to, by refusing to allow the claims in said first 
application which are set forth in the annexed Schedule A, 
incorporated herein by this reference, and by refusing to 
allow the claims in said second application which are set 
forth in the annexed Schedule B, incorporated herein by 
this reference. 


(a) Claims 26, 27, and 31, in the first application, 
Schedule A, are identical with Claims 27, 28, and 16, 
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respectively, in the second application, Schedule B, 
and must be maintained in both until this Court ad- 
judges in which application they should repose, where- 
upon plaintiff will move immediately to cancel them 
from the record of the other application, and has 
always stood ready to do so. 


9. The entire right, title and interest in and to said 
i inventions, first and second applications, and Letters 
Patent of the United States to be issued therefor, are 
vested in the plaintiff, Preformed Line Products Company, 
by mesne assignments in writing, as will more fully appear 
| from said assignments, which plaintiff stands ready to 
produce. 


10. Plaintiff has not taken any ex parte appeal in these 
cases to the Court of Customs and Patent Appeals. 


Wuenerore, plaintiff having no adequate relief except 
from this Court, brings this complaint in accordance with 


the provisions of the statute hereinbefore set forth, and 
respectfully prays: 


(1) That Thomas F. Peterson be adjudged to be the 
original and first inventor of the inventions set forth 
in the claims of said applications. 


(2) That plaintiff be adjudged to be entitled, ac- 
cording to law, to have Letters Patent granted to it 
as the assignee of said Thomas F. Peterson. 


(3) That defendant, Robert C. Watson, Commis- 
sioner of Patents, or his successor in office, be author- 
ized to issue Letters Patent to the plaintiff, Preformed 
Line Products Company, for said inventions as defined 
in said designated claims and/or for such other and 
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further relief in the premises as equity may require 
and to this Court may seem just. 


Prerormep Line Propucts Company, 


By Cushman, Darby & Cushman 
C. Willard Hayes 
Attorneys for Plaintiff. 
American Security Building, 
Washington 5, D. C. 
Of Counsel: 
Patrick H. Hume 
38 South Dearborn Street, 
Chicago 3, Illinois. 


SCHEDULE A 
(Claims Serial No. 698,312—First Application) 


3. A hollow body composed of helically preformed ele- 
ments, each of which is of substantially circular section 
and formed to a common pitch and internal diameter, said 
elements being inter-associated in contiguous, coaxial rela- 
tion so as to be self-sustaining in the constitution of said 
hollow body, and being deformable within the elastic limit 
of the material of which they are made to be applied side- 
ways about an elongated member of an external diameter 
up to substantial equality with the internal diameter of the 
eye of the helix to which said elements are preformed, said 
elements being readily disassembled from and reassembled 
into said body. 

6. A hollow body comprised of helically-preformed ele- 
ments formed to a common pitch and internal diameter, 
said body being formed of two half-lays of said elements, 
said half-lays being overlapped and intertwisted in said 
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overlapping portion to constitute a whole-lay bight por- 
| tion, said bight portion being bent intermediate its ends to 
define the bight and to bring two half-lay portions into 
i contiguity, said half-lay portions being intertwisted to form 
i a whole lay from the bight to the end of their coextensive- 
ness. 


7. A hollow body comprised of helically-preformed ele- 
ments formed to a common pitch and internal diameter, 
' said body being formed of a half-lay of said elements, an- 
' other half-lay of elements shorter in extent than the first 
mentioned half-lay being intertwisted with the latter inter- 
mediate its ends to define a whole-lay bight portion, said 
bight portion being bent adjacent its middle to define two 
half-lay legs extending contiguously from said bight por- 
tion, said half-lays being intertwisted to form a whole lay 
from said bight portion to the end of their coextensiveness. 


10. A cable dead end or the like which comprises a 
cable, a half-lay of helical elements, preformed to an in- 
ternal diameter and pitch of a size tightly to grip the cable 
when applied thereto without plastic deformation, disposed 
about the cable adjacent its end; another half-lay of helical 
elements at one of its ends being intertwisted with the first 
mentioned half-lay to overlap the latter so as to provide a 
whole lay enclosing the cable, said overlapped portion 
being bent to form a bight and to extend the first and 
second half-lays into contiguity, said half-lays being inter- 
twisted to comprise a whole lay about said cable from the 
bight therein down the cable to the end of their coexten- 
siveness, thus positively to retain the bight in position. 


11. A dead end for cables and the like comprising a 
cable, a half-lay of helically-preformed elements around 
said cable doubled back upon itself to form a bight in the 
half-lay and, in conjunction with its predisposed part on 
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said cable, to enclose said cable for a distance of its length 
adjacent its end, and a short length of a filler body dis- 
posed within the half-lay elements at the bight therein at 
least partially to support and fill the half-lay thereof. 


15. An envelope for elongated bodies composed of a 
whole-lay of helically-preformed elements arranged in self- 
supporting relation to each other to constitute a hollow 
body, said elements being readily assembled, disassembled 
and reassembled at will. 


16. An envelope for elongated bodies comprised of a 
whole-lay of helically-preformed elements aranged in self- 
supporting relation to each other, at least one of said ele- 
ments being diverted from the lay and extended along one 
side of the envelope for a distance equal at least to one 
pitch length, and there returned to resume its normal posi- 
tion in the lay. 


17. An envelope for elongated bodies comprising a 


whole-lay of helically-preformed elements arranged in self- 
supporting relation to each other, said elements having a 
non-helical straight portion intermediate their ends ar- 
ranged in nesting relationship to preserve the integrity of 
the envelope. 


18. The invention of Claim 17 in which the helical lay of 
said elements to one side of said straight portion is the 
reverse of the lay of said elements to the other side thereof. 


19. A tubular article comprised of a plurality of hel- 
ically-preformed elements mutually sustained to consti- 
tute a hollow body, said article being characterized by its 
extensibility derived from the axial displacement of said 
elements relative to each other. 


20. The method of enclosing an elongated body which 
comprises preforming elongated elements into a helical 
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‘ configuration having an internal diameter sufficient to en- 
compass the body, and of a pitch and lay suitable for 
' application to said body from its side without deformation 
exceeding the elastic limit of said elements, twisting some 
' of said elements about said body partially to enclose it, 
: and, thereafter, intertwisting the remaining elements in 
number sufficient completely to enclose said body. 


22. The method of forming an elongated body having a 
' bight integrally fashioned therein which comprises inter- 
' twisting two half-lays of helically-preformed elements to 
i provide a whole-lay bight portion having two half-lay legs 
' extending therefrom, forming its bight so as to bring said 
legs into adjacency, and then intertwisting the legs to the 
end of their coextensiveness. 


24. The method of splicing cables and the like which 
comprises preforming helical elements to an internal helix 
| diameter tightly to grip the cable and to a pitch allowing 
for the application of said elements to the cable from its 
side without exceeding their elastic limit, collecting and 
intertwisting less than a whole-lay of said elements about 
' the cable in substantially coextensive relation to each 
. other, and thereafter intertwisting the remaining elements 
about said cable to complete the lay. 


26. The method of wrapping preformed armor wires 
' on a central core which comprises separating the armor 
wires into a pair of groups with the wires of each group 
| arranged side by side in substantial parallelism, the groups 
| being arranged oppositely with respect to the core, and 
simultaneously wrapping the preformed armor wires about 
the core while the wires are maintained in substantial 
parallelism during the wrapping operation. 


2. The method of wrapping preformed armor wires on 
a central core which comprises separating the armor wires 
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into a pair of groups with the wires of each group ar- 
ranged side by side in substantial parallelism, the groups 
being arranged oppositely with respect to the core, and 
simultaneously wrapping the preformed armor wires about 
the core while the wires are maintained in substantial 
parallelism during the wrapping operation, the said wrap- 
ping beginning at a point intermediate the ends of the 
armor wires and progressing outwardly toward both ends 
of the armor wires simultaneously. 


30. A cylindrical knock-down hollow body composed of 
preformed helical components of conforming pitch and lay, 
said components being laid together about a common axis 
in contiguous self-sustaining relationship, said body being 
readily separable into its components and reassemblable to 
reconstitute said body. 


31. The method of wrapping helically-preformed armor 
rods about linear bodies which includes dividing the rods 


into several groups, applying the groups upon opposite 
sides of the line, and, starting at a point adjacent to the 
middle of the rods, wrapping the rods about the line from 
the starting point outwardly to the ends thereof completely 
to enclose the line. 


SCHEDULE B 
(Claims Serial No. 2,200—Second Application) 


1. A tubular construction comprised of a plurality of 
tubes formed of helically-preformed elements of conform- 
ing pitch and lay, a group of elements of each tube being 
axially offset with respect to the remaining elements there- 
of to define a whole tube portion and partial tube portions 
in each tube, the partial tube portions among adjacent 
tubes being coaxially overlapped and intertwisted to define 
a composite tubular body. 
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2. The method of articulating tubular bodies composed 
: of preformed helical elements which includes displacing 
' certain of the elements of each body axially relative to the 
remaining elements thereof to define a whole tube portion 
having partial tube portions at each end thereof, the partial 
tube portions of adjacent bodies being complementary, and 
intertwisting the complementary partial tube portions of 
adjacent bodies to form substantially whole tube portions 
between and contiguous to the original whole tube por- 
tions of said bodies. 


3. In combination with a line body defining a core, a 
set of preformed armor rods on said core enclosing a por- 
tion of its length, said set of armor rods in part having 
partial lays, and another set of armor rods having com- 
plementary partial lays interengaged in coaxial relation to 
the partial lays of the first set to constitute a complete 
enclosure for said core at said partial lay portions. 


4. The invention of Claim 3, in which the second set of 
armor rods is disposed about the core as in the case of the 
first set. 


5. The invention of Claim 3, in which the second set 
of armor rods is, in its central portions, removed from the 
core, to constitute a generally Y-shaped conjunction there- 
with. 


6. A vibration dampener for suspended lines comprised 
of helically-preformed armor rods. 


7. A vibration dampener for suspended lines comprised 
of a set of preformed armor rods arranged partially in co- 
axial, cireumjacent relation to the line, and partially de- 
pendent therefrom. 


8. A vibration dampener for suspended lines comprised 
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of a set of preformed armor rods defining a tube, portions 
adjacent to the ends of the tube being adapted for connec- 
tion with the line, the central portions of the tube contain- 
ing a filler substance. 


9. The combination of a suspended line and a set of 
armor rods having its ends engaged about the line at spaced 
points, the central portion of said set being spaced from 
said line in bridging relation between its points of engage- 
ment therewith. 


10. The invention of Claim 9 in which said set of armor 
rods defines a reverse-bend loop-type tap and vibration 
dampener. 


11. The invention of Claim 9 in which said set of armor 
rods defines a unidirectionally-bent loop-type tap and vi- 
bration dampener. 


13. The method of installing sets of armor rods upon 
linear bodies which includes providing sets of armor rods 
in tubular form, partially untwisting the tube into several 
groups of armor rods, wrapping the untwisted groups 
about the line of ultimate association, and, thereafter, 
rotating the disengaged twisted part of the armor rods 
about the line to wrap the rods about the line completely 
to enclose the latter. 


14. The method of forming vibration dampeners on 
linear bodies which includes providing a set of armor rods 
assembled in tubular form, partially untwisting the armor 
rods at each end of the tube, and wrapping the untwisted 
ends about the line at spaced points therealong. 


15. A vibration dampener for linear bodies comprising 
a pair of armor rod sets defining tubes of preformed rods 
axially displaced to form a whole tube body portion and 
partial tube portions on each end thereof, the partial tube 
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portions of each set being complementary to each other 
and being intertwisted about the linear body at spaced 
points along its length, the intermediate whole tube por- 
tions of said armor rod sets spanning between said points 
in spaced relation to coextensive portions of the linear 
body and to each other, said whole tube portions being 
disposed so that the planes of their longitudinal axes fall 
approximately 45° to the vertical plane of the longitudinal 
axis of the line. 


16. The method of wrapping helically-preformed armor 
rods about linear bodies which includes dividing the rods 
into several groups, applying the groups upon opposite 
sides of the line, and, starting at a point adajacent to the 
middle of the rods, wrapping the rods about the line from 
the starting point outwardly to the ends thereof completely 
to enclose the line. 


21. The method of applying to an elongated member a 
protective structure which comprises a plurality of heli- 
cally-shaped elements that are preassembled to provide 
a self-sustaining elongated hollow structure, said method 
comprising dividing said elements of said hollow structure 
into two groups of elements and unwrapping said groups 
of elements for a portion of the length of the hollow struc- 
ture, wrapping said unwrapped portions of the hollow 
structure helically about said elongated member, and then 
applying the remainder of the hollow structure to said 
elongated member so that the element portions making up 
said remainder of the hollow structure are extended hel- 
ically of said elongated member. 


22. The method of applying to an elongated member a 
protective structure which comprises a plurality of hel- 
ically shaped elements that are preassembled to provide a 
self-sustaining elongated hollow structure, said method 
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comprising dividing said elements of said hollow structure 
into two groups of elements and unwrapping said groups 
of elements for a portion of the length of the hollow struc- 
ture, wrapping said unwrapped portions of the hollow 
structure helically about said elongated member, and then 
applying the remainder of the hollow structure to said 
elongated member with the aid of a tool which is rotated 
about said elongated member so that the element portions 
making up said remainder of the hollow structure are ex- 
tended helically of said elongated member. 


23. The method of installing helically preformed ele- 
ments upon suspended lines which includes arranging 
several groups of said elements so that the elements of 
each group are in mutually conforming coaxial helical rela- 
tion, distributing and holding said groups about the line in 
balanced relation so that they are substantially parallel 
thereto, then, while maintaining the coaxial helical disposi- 
tion of said preformed elements in each group, simultane- 


ously twisting the groups about the line until said groups 
are substantially coaxial with said line and with each other. 


24. The method of installing helically preformed ele- 
ments upon suspended lines which includes providing a 
plurality of helically preformed elongated elements in as- 
sembled coaxial relation to constitute several helical units 
to be assembled in mutually accommodating relation upon 
a suspended line as reinforcement and protection therefor, 
arranging a plurality of said helical units symmetrically 
about the line with their axes substantially parallel to each 
other and to said line but not coaxial with the latter pre- 
liminary to being installed thereupon, and mutually twist- 
ing said helical units into engagement with said line until 
said units are substantially coaxial therewith and with each 
other. 
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25. The method of installing helically preformed ele- 
ments upon suspended lines which includes arranging sev- 
eral groups of said elements so that the elements of each 
group are in mutually conforming coaxial helical relation, 
distributing and holding said groups about the line in 
balanced relation so that they are substantially parallel 
thereto, then, while maintaining the coaxial helical disposi- 
tion of said preformed elements in each group, twisting 
the groups about the line until said groups are substan- 
tially coaxial with said line and with each other. 


26. The method of installing helically preformed ele- 
ments upon suspended lines which includes providing a 
plurality of helically preformed elongated elements in 
assembled coaxial relation to constitute several helical 
units to be assembled in mutually accommodating relation 
upon a suspended line as reinforcement and protection 
therefor, arranging a plurality of said helical units sym- 
metrically about the line with their axes substantially 
parallel to each other and to said line but not coaxial with 
the latter preliminary to being installed thereupon, and 
twisting said helical units into engagement with said line 
until said units are substantially coaxial therewith and 
with each other. 


27. The method of wrapping preformed armor wires on 
a central core which comprises separating the armor wires 
into a pair of groups with the wires of each group ar- 
ranged side by side in substantial parallelism, the groups 
being arranged oppositely with respect to the core, and 
simultaneously wrapping the preformed armor wires about 
the core while the wires are maintained in substantial 
parallelism during the wrapping operation. 


28. The method of wrapping preformed armor wires on 
a central core which comprises separating the armor wires 
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into a pair of groups with the wires of each group ar- 
ranged side by side in substantial parallelism, the groups 
being arranged oppositely with respect to the core, and 
simultaneously wrapping the preformed armor wires about 
the core while the wires are maintained in substantial 
parallelism during the wrapping operation, the said wrap- 
ping beginning at a point intermediate the ends of the 
armor wires and progressing outwardly toward both ends 
of the armor wires simultaneously. 


[Stamp:] Filed August 12, 1954. Harry M. Hull, Clerk. 


Civil Action No. 3229-54 
PrerorMeD Line Propucts Company, 
Plaintiff, 
v. 


Rosert C. Watson, Commissioner of Patents, 
E. L. Reynolds, Solicitor, 
United States Patent Office, 
Washington 25, D. C. 
Attorney for Defendant 
ANSWER TO COMPLAINT 


To the Honorable the Judges of the United States District 
Court for the District of Columbia 


1. The defendant is not informed as to the allegations 
of paragraph 1 of the complaint. 


2,3. He admits the alegations of paragraphs 2 and 3. 


4. He is not informed as to the making of additional 
invention as alleged in paragraph 4. He admits the remain- 
ing allegations of that paragraph. 
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5, 6, 7, 8. He admits the allegations of paragraphs 5, 
6, 7, and 8. 


9. He is not informed as to the allegations of paragraph 


9. 
10. He admits the allegation of paragraph 10. 


FurTHER ANSWERING, the defendant states a patent can- 
not be issued in either of the applications here involved 
containing the claims referred to in the complaint for the 
reasons given and in view of the references cited in the 
Examiner’s statements and the decisions of the Board of 
Appeals in application Serial Nos. 2200 and 698,312. 
Profert of copies of the said statements, decisions, and 
references is hereby made. 


Respectfully submitted, 
E.L. Reynoups 


Solicitor, U. S. Patent Office, 
Attorney for Defendant. 
August 12, 1954 


I hereby certify that a copy of the foregoing ANSWER 
TO COMPLAINT was mailed to Mr. C. Willard Hayes, 
American Security Building, Washington, D. C., attorney 
for the plaintiff. 

E. L. Reynotps 
Solicitor. 


Suit calendared August 13, 1954, as Civil Action No. 
3229-54. Harry M. Hull, Clerk. 
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Civil Action No. 3229-54 


PreroRMED Line Propucts Company, 
< Plaintiff, 
Rosert C. Watson, Commissioner of Patents, 
Defendant. 
MOTION 


NOW comes the plaintiff, and MOVES as follows: 


1. To strike from the Complaint Claims 6, 7, 10, 11 and 
22 of SCHEDULE 4A, and to dismiss this action as to such 
claims. 


2. That the Complaint be amended by substituting for 
the aforesaid SCHEDULE A the AMENDED SCHED- 
ULE A attached hereto, from which the said stricken 
claims have been expunged. 


MEMORANDUM IN SUPPORT OF MOTION 


The above enumerated claims that are the subject of the 
foregoing motion have been incorporated as to subject 
matter in an application filed by Thomas F. Peterson on 
December 2, 1955, Serial No. 550,580, patented September 
4, 1956, No. 2,761,273, as a division of the subject matter 
of application Serial No. 698,312 in suit. 

Since these claims have already been patented to Thomas 


F. Peterson, assignor to PREFORMED LINE PROD- 
UCTS COMPANY, the plaintiff herein, they are no longer 
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before the Court in this proceeding and so should be 
dismissed. 


Cusaman, Darsy & CusHMAN, 


“Attorneys for Plaintiff. 


Of Counsel: 
Patrick H. Hume 


AMENDED SCHEDULE A 


"(Claims Serial No. 698,312—First Application) 


3. A hollow body composed of helically preformed ele- 
' ments, each of which is of substantially circular section 
' and formed to a common pitch and internal diameter, said 
| elements being inter-associated in contiguous, coaxial rela- 
tion so as to be self-sustaining in the constitution of said 
hollow body, and being deformable within the elastic limit 
of the material of which they are made to be applied side- 
ways about an elongated member of an external diameter 
up to substantial equality with the internal diameter of 
the eye of the helix to which said elements are preformed, 
said elements being readily disassembled from and reas- 
sembled into said body. 


15. An envelope for elongated bodies composed of a 
whole-lay of helically-preformed elements arranged in self- 
supporting relation to each other to constitute a hollow 
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body, said elements being readily assembled, disassembled 
and reassembled at will. 


16. An envelope for elongated bodies comprised of 
a whole-lay of helically preformed elements arranged in 
self-supporting relation to each other, at least one of said 
elements being diverted from the lay and extended along 
one side of the envelope for a distance equal at least to 
one pitch length, and there returned to resume its normal 
position in the lay. 


17. An envelope for elongated bodies comprising a 
whole-lay of helically-preformed elements arranged in self- 
supporting relation to each other, said elements having a 
non-helical straight portion intermediate their ends ar- 
ranged in nesting relationship to preserve the integrity 
of the envelope. 


18. The invention of Claim 17 in which the helical lay 
of said elements to one side of said straight portion is the 


reverse of the lay of said elements to the other side thereof. 


19. <A tubular article comprised of a plurality of heli- 
cally-preformed elements mutually sustained to constitute 
a hollow body, said article being characterized by its ex- 
tensibility derived from the axial displacement of said 
elements relative to each other. 


20. The method of enclosing an elongated body which 
comprises preforming elongated elements into a helical 
configuration having an internal diameter sufficient to en- 
compass the body, and of a pitch and lay suitable for 
application to said body from its side without deformation 
exceeding the elastic limit of said elements, twisting some 
of said elements about said body partially to enclose it, 
and, thereafter, intertwisting the remaining elements in 
number sufficient completely to enclose said body. 
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24. The method of splicing cables and the like which 
comprises preforming helical elements to an internal helix 
diameter tightly to grip the cable and to a pitch allowing 
for the application of said elements to the cable from its 
side without exceeding their elastic limit, collecting and 
intertwisting less than a whole-lay of said elements about 
the cable in substantially coextensive relation to each other, 
and thereafter intertwisting the remaining elements about 
said cable to complete the lay. 


26. The method of wrapping preformed armor wires 
on a central core which comprises separating the armor 
wires into a pair of groups with the wires of each group 
arranged side by side in substantial parallelism, the groups 
being arranged oppositely with respect to the core, and 
simultaneously wrapping the preformed wires about the 
core while the wires are maintained in substantial paral- 
lelism during the wrapping operation. 


27. The method of wrapping preformed armor wires on 
a central core which comprises separating the armor wires 
into a pair of groups with the wires of each group ar- 
ranged side by side in substantial parallelism, the groups 
being arranged oppositely with respect to the core, and 
simultaneously wrapping the preformed armor wires about 
the core while the wires are maintained in substantial 
parallelism during the wrapping operation, the said wrap- 
ping beginning at a point intermediate the ends of the 
armor wires and progressing outwardly toward both ends 
of the armor wires simultaneously. 


30. A cylindrical knock-down hollow body composed of 
preformed helical components of conforming pitch and 
lay, said components being laid together about 2 common 
axis in contiguous self-sustaining relationship, said body 
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being readily separable into its components and reassem- 
blable to reconstitute said body. 


31. The method of wrapping helically-preformed armor 
rods about linear bodies which includes dividing the rods 
into several groups, applying the groups upon opposite 
sides of the line, and, starting at a point adjacent to the 
middle of the rods, wrapping the rods about the line from 
the starting point outwardly to the ends thereof completely 
to enclose the line. 


[Stamp:] Filed December 3, 1956. Harry M. Hull, Clerk. 


Civil Action No. 3229-54 


PrerorMep Line Propucts Compaxy, 
Plaintiff, 
v. 


Roserr C. Watsox, Commissioner of Patents, 
Defendant. 


ORDER 


It having come on to be heard in open court on motion 
of plaintiff that certain claims set forth in SCHEDULE A 
of the Complaint have been incorporated in substance in 
an application, Serial No. 550,580, filed December 2, 1955, 
as a division of the subject-matter of application Serial 
No. 698,312, filed September 20, 1946, which divisional 
application on September 4, 1956, issued as Patent No. 
2,761,273 to Thomas F. Peterson, assignor to the plaintiff 
herein; and the Court being fully advised, it is 


ORDERED 
That said claims be stricken from the Complaint; 
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That this action be dismissed as to such claims; and 


That the Complaint be, and hereby is, amended by sub- 
stitating AMENDED SCHEDULE A hereto attached, 
which omits said stricken claims, for SCHEDULE A filed 


with the original Complaint. 


Solicitor. 


ENTERED: Dee. 3, 1956. 


[Stamp:] Filed March 13, 1957. Harry M. Mall, Clerk. 


Civil Action No. 3229-54 
Prerormep Lrxz Propucrs Company, 
Plaintiff, 
v. 


Rosger C. Watsox, Commissioner of Patents, 
Defendant. 
JUDGMENT 


This action came on to be heard at this term, and there- 
upon upon consideration thereof, it is this 13th day of 


March, 1957 
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Apsupcep that the complaint be and it is hereby dis- 
missed, with costs against the plaintiff. 


(s) James R. Kiextann, 


Judge. 
APPROVED AS TO FORM: 


Attorney for Plaintiff’. 


[Stamp:] Filed March 13, 1957. Harry M. Hull, Clerk. 


Civil Action No. 3229-54 
PrerorMeD Liye Propucts Company, 
Plaintiff, 
v. 


Rosgeet C. Watson, Commissioner of Patents, 
Defendant. 


ORDER SETTLING FINDINGS OF 
FACT AND CONCLUSIONS OF LAW 


It appearing to the Court from the record and the plead- 
ings that the plaintiff has not interposed objections to the 
proposed Findings of Fact on behalf of the defendant, the 
same are approved both as to Findings of Fact and Con- 
clusions of Law. 


With regard to plaintiff’s proposed Findings of Fact, 
the same are denied for the reasons that they are ade- 
quately covered by the Findings of Fact proposed by the 
defendant or they do not conform with the record or hold- 
ing of the Court, with objection noted on behalf of plaintiff. 


With regard to the proposed Conclusions of Law filed 
on behalf of plaintiff, the Court grants numbers P-1, P-5, 
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'P-7, P-10 and P-11. Plaintiff’s proposed Conclusions of 
Law numbers P-2, P-3, P-4, P-6, P-8, P-9, and P-12 are ade- 
iquately covered by the Conclusions of Law proposed by 
defendant or are contrary to the holding of the Court and 
iare denied with objection noted on behalf of the plaintiff. 


(s) James R. Kirxranp, 
Judge. 
Dated: March 13, 1957. 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 3229-54 
PrerorMep Line Propucrs Company, 
Plaintiff, 
v. 


Roseer C. Watson, Commissioner of Patents, 
Defendant. 


FINDINGS OF FACT 


i 4. This is an action brought under Title 35 of the United 
| States Code, Section 145, in which plaintiff, Preformed Line 
Products Company, sought to have the Court authorize the 
| allowance of claims 3, 6, 7, 10, 11, 15 through 20, 22, 24, 
26, 27, 30, and 31 of Peterson patent application Serial 
' No. 698,312, claims 4, 5, 8, 9, 14, 21, and 25 having been 
allowed by the examiner and claims 12, 13, and 23 having 
been held patentable by the Board of Appeals. Claims 
| 6, 7, 10, 11, and 22 were eliminated from the case by the 
| granting prior to trial of plaintiff’s motion to dismiss as 
to those claims. 
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2. In this action plaintiff further sought to have the 
Court authorize the allowance of claims 1 through 11, 13 
through 16, and 21 through 28 of Peterson patent appli- 
cation Serial No. 2,200, which claims are all the rejected 
or nonallowed claims remaining therein. 


3. The applications in suit disclose preformed helical 
elements and various species of tube-like structures pro- 
duced from such preformed helical elements for use as 
envelopes for elongated bodies, cable splices, vibration 
dampeners, etc. Each application discloses also at least 
one specific method of assembling preformed helical ele- 
ments as an envelope on a core. 


4. Claims 16, 17, 18, 20, and 24 of application Serial 
No. 698,312 and Schedule A of the complaint are not read- 
able on the species elected for prosecution in that appli- 
cation in the absence of an allowable generic claim and, 
therefore, are not before the court for judgment on the 


merits. Claims 3, 15, 19, 26, 27, 30, and 31 set forth in 
the same application and schedule are before the Court on 
the merits. 


5. Claims 1 through 5, 7, 9 through 11, 13, 14, 15, 21, and 
22 of application Serial No. 2,200 and Schedule B of the 
complaint are not readable on the species elected for pros- 
ecution in that application in the absence of an allowable 
generic claim and, therefore, are not before the Court for 
judgment on the merits. Claims 6, 8, 16, and 23 through 
28 set forth in the same application and schedule are be- 
fore the Court on the merits. 


6. Claims 26, 27, and 31 of the earlier Peterson applica- 
tion are identical with claims 27, 28 and 16, respectively, 
of the later Peterson application. 


7. The following findings 9 through 21 are pertinent to 
the issue of res judicata involved in claims 26, 27, and 31 
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of the earlier Peterson application and claims 27 and 98 
of the later Peterson application. 


8. All the facts of following findings 9 through 16, 19, 
20, and 21 are pleaded in plaintiff’s complaint and are 
admitted in defendant’s answer. 


9. After claims of the earlier Peterson application 
were rejected on Bodendieck patent No. 2,414,136, issued 
January 14, 1947, Peterson copied claims from said patent 
in that application for purposes of interference with said 
patent. After final rejection of the copied claims on the 
ground that the disclosure of the earlier application does 
not support them, an appeal was taken to the Board of 
Appeals (Appeal No., 15,663). 


10. During the pendency of that appeal, Peterson filed 
the later of the applications involved in this action and 
designated it a continuation-in-part of the earlier appli- 
cation. The later application included original claims 


copied from the Bodendieck patent No. 2,414,136 which 
claims were identical with similarly copied claims in the 
earlier application. 


11. Interference No. 83,266, Peterson v. Bodendieck, 
was subsequently declared between Peterson’s later ap- 
plication and the said Bodendieck patent on the claims 
copied therefrom. 


12. Subsequently, the Board of Appeals in above-men- 
tioned Appeal No. 15,663 reversed the examiner to the 
extent of holding that Peterson’s earlier application would 
support certain claims copied from the Bodendieck patent. 


13. Thereafter, Peterson moved to add his earlier ap- 
plication to Interference No. 83,266 in support of the issues 
thereof. 


14. The examiner then dissolved the intereference on 
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the ground that the counts were not supported by either 
of Peterson’s applications; but he was subsequently per- 
suaded to permit the interference to proceed to final hear- 
ing for determination of the question of support for the 
claims. 

15. In its decision on final hearing, the Board of Inter- 
ference Examiners adopted the reasoning of the examiner 
in his decision dissolving the interference and held that 
Peterson could not make the claims derived from the 
Bodendieck patent in either of his applications. Priority 
of invention was awarded to Bodendieck. 


16. Timely notice of appeal to the Court of Customs 
and Patent Appeals, in accordance with 35 U.S.C. 59a, 
R.S. 4911, then in effect, was given by applicant to the 
Commissioner of Patents from the above-mentioned deci- 
sion of the Board of Interference Examiners, and no elec- 
tion was made by Bodendieck to have further proceedings 
conducted under 35 U.S.C. 63, R.S. 4915, then in effect. 


17. Thereafter, but prior to expiration of the time 
available for perfecting the appeal to the Court of Cus- 
toms and Patent Appeals, Bodendieck filed a statutory 
disclaimer (under 35 U.S.C. 65, R.S. 4917, then in effect) 
of his patent claims at issue in the interference proceed- 
ings and also Bodendieck’s concession of priority of in- 
vention in the subject matter of the interference counts to 
Peterson. 


18. Thereafter, in the Patent Office applicant seasonably 
moved to vacate the judgment of the Board of Interfer- 
ence Examiners in above-mentioned Interference No. 
83,266, and further moved to dismiss the inter partes ap- 
peal to the Court of Customs and Patent Appeals; but 
his motions were denied by the Assistant Commissioner 
of Patents. 
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19. Subsequently, after Bodendieck filed a paper noting 
| that Peterson had not perfected his appeal to the Court 
of Customs and Patent Appeals within the time allowed, 
the Assistant Commissioner ruled that, under Rule XXV 
' of said Court, the interference proceedings were termi- 
nated and the Peterson applications were to be remanded 
i to the primary examiner for further prosecution. 


20. The examiner thereafter finally rejected the claims 
' derived from the Bodendieck patent, as well as other claims 
held not to distinguish materially therefrom, in both the 
: earlier and later Peterson applications on the basis of the 
' decision of the Board of Interference Examiners at final 
' hearing in Interference No. 83,266, holding that Peterson’s 
i applications do not support those claims. 


21. On appeals from the final rejections, the Board of 
Appeals (Appeals No. 343-33 and No. 343-34) held that 
| the rejection of the claims mentioned in finding of fact 20 


| and ineluding all the claims mentioned in finding of fact 7 
| was essentially on the ground of res judicata and affirmed 
the examiner. 


22. On the same appeals, the Board of Appeals did not 
' hold that the doctrine of res judicata was applicable to the 
same claims on the basis of the decision of the Board of 
Appeals in Appeal No. 15,663, mentioned above in find- 
ings of fact 9 and 12. 


23. The Moxham patent No. 337,513 of March 9, 1886, 
discloses a wire cable formed of a plurality of preformed 
helical wires which are identical in shape with Peterson’s 
preformed wires but of no definite length. The cable may 
be made with or without an internal core. The cable may 
used, the internal diameter of the preformed helical wire 
may be equal to or slightly less than that of the core. The 
resulting structure is elastic and compact. When the core 
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is omitted, there is produced a tube of indefinite length 
composed of helices which are mutually coherent. 


24. Claims 3, 15, 19, and 30 of the earlier application 
include neither an express nor implied limitation as to 
length. These claims distinguish from Moxham only in 
matters of degree expressed in terms of intended purpose, 
function, desired characteristic, or capability. These claims 
fail to distinguish structurally in matters of kind from 
Moxham. These claims do not define invention over Mox- 
ham. 


25. Claims 6 and 8 of application Serial No. 2,200 which 
recite “a vibration dampener for suspended lines” distin- 
guish from a length of the Moxham cable only in terms of 
intended use. The substance of the clause “adapted for 
connection with the line” is inherent in almost any free body 
and particularly in that of Moxham. The core of Moxham 
is a “filler substance” and occupies the central portion as 


well as other portions of the envelope tube. These claims 
define no invention over Moxham. 


26. The publication entitled “P.F.T. Preformed Armor 
Rods and Multiple Wire Ties” bears a copyright date of 
1946 and discloses a pair of wrenches and their use in 
applying preformed helical armor wires to energized power 
lines without interrupting service. Half of the rods are 
placed in the upper oblong slot and the other half into the 
lower slot of each tool. In position with respect to the 
line, the jaws are closed and while one wrench is held sta- 
tionary the other wrench is rotated and moved outwardly 
to effect the wrapping for one-half the longitudinal extent 
of the armor. This latter wrench is then clenched over the 
armor and held stationary while the formerly stationary 
wrench is rotated around the line and moved outwardly 
toward the other end to complete the wrappnig. 
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27. Claim 16 of application Serial No. 2,200 was held 
by the Board of Appeals to be adequately supported by the 
disclosure of that application. This claim is identical 
with claim 31 of application Serial No. 698,312; but since 
the decision of the Board of Interference Examiners, hold- 
ing said claim 31 not supported by the disclosure of appli- 
cation Serial No. 698,312, is in this action found to estab- 
lish res judicata as to that issue, claim 16 is supported 
only by the disclosure of application Serial No. 2,200, filed 
January 14, 1948, and is fully anticipated by the disclosure 
of the 1946 “P.F.T.” publication which constitutes a statu- 
tory bar. 


28. Claims 27 and 28 of application Serial No. 2,200 are 
identical with claims 26 and 27 of application Serial No. 
698,312. Since the decision of the Board of Interference 
Examiners holding said claims 27 and 28 not supported 
by the earlier application is in this action found to estab- 
lish res judicata on that issue, those claims have no effec- 
tive filing date prior to January 14, 1948. Claim 27 is fully 
anticipated by the disclosure of the “P.F.T.” publication 
of date 1946 which constitutes a statutory bar. Claim 28 
differs from the “P.F.T.” publication disclosure only in the 
limitation “outwardly toward both ends. . . simultane- 
ously.” The substance of that limitation is such that the 
subject matter of this claim would have been obvious at 
the time the alleged invention was made to a person hav- 
ing ordinary skill in the art. Claim 28 sets forth no inven- 
tion over the “P.F.T.” publication. 


29. Claims 23 through 26 of application Serial No. 2,200, 
drawn to method, are inadequately supported by the ap- 
plication disclosure. Claims 23 and 24 are not supported 
by disclosure of either “simultaneously twisting the 
groups” or “mutually twisting said helical units.” Claims 
93 through 26 are not supported by disclosure of how the 
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groups of elements are to be maintained in the relationship 
recited in these claims. 


30. None of claims 3, 15, 19, 26, 27, 30, and 31 of 
amended Schedule A and claims 6, 8, 16, and 23 through 
28 of Schedule B of the complaint distinguishes patentably 
over the Moxham patent. 


3L None of claims 3, 15, 19, 26, 27, 30, and 31 of 
amended Schedule A and claims 6, 8, 16, and 23 through 
28 of Schedule B of the complaint distinguishes patentably 
over the cited prior art. 


32. Plaintiff has failed to prove clear error or lack of 
rational basis in the findings of fact in the decisions of the 
Board of Appeals in Appeals No. 343-33 and No. 343-34. 


CONCLUSIONS OF LAW 


1. The doctrine of res judicata is applicable to final de- 
cisions of Patent Office tribunals including the Board of 
Interference Examiners. 


2. The decision of the Board of Appeals in Appeal No. 
15,663 is not a final decision and, therefore, a holding of 
res judicata could not properly be based thereon. 


3. In the absence of a perfected appeal after Peterson’s 
notice of appeal to the Court of Customs and Patent Ap- 
peals from the judgment of the Board of Interference Ex- 
aminers awarding priority to Bodendieck in Interference 
No. 83,266, the unvacated judgment of that Board became 
a final judgment. 


4. The Board of Appeals correctly held in Appeals No. 
343-33 and 343-34 that the question of Peterson’s right to 
make in his applications the respective claims listed in 
finding of fact No. 5 was res judicata on the basis of the 
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decision of the Board of Interference Examiners at final 
hearing in Interference No. 83,266. 


5. No patentable distinction is involved in mere mat- 
ters of degree. 


6. A claim is functional and unpatentable if it seeks to 
define the essential substance of an alleged invention in 
structure or apparatus merely by statements of intended 
purpose, result, desired characteristic or capability, or a 
mode of operation instead of by structure or by means for 
achieving the desired end. 


7. Limitations not within the specific provisions of 35 
U.S.C. 112 and involving merely introductory matter, state- 
ments of intended use, or “adapted” clauses, are patently 
ineffective. 


8. A patent may not be obtained if the differences be- 
tween the subject matter sought to be patented and the 


prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said 
subject matter pertains. 


9. Plaintiff is not entitled to prevail in the absence of 
demonstration of clear error or lack of rational basis in the 
decisions of the Board of Appeals in Appeals No. 343-33 
and No. 343-34. 


10. Plaintiff is not entitled to a patent containing any 
of claims 3, 15, 19, 26, 27, 30, and 31 set forth in amended 
Schedule A of the complaint. 


11. Plaintiff is not entitled to a patent on application 
Serial No. 698,312, containing any of claims 6, 7, 10, 11, 
and 22 of original Schedule A of the complaint, which 
claims were eliminated by granting of plaintiff’s motion 
to dismiss and amend. 
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12. Plaintiff is not entitled to a patent containing any 
of claims 6, 8, 16, and 23 through 28 set forth in Schedule 
B of the complaint. 


13. The complaint should be dismissed as to all the 
claims. 


March .., 1957 


March 11, 1957 


J hereby certify that, after conference on March 4 and 8, 
1957, between defense counsel and Mr. Willard Hayes 
regarding findings of fact and conclusions of law as orig- 
inally proposed to Mr. Hayes on January 14, 1957, these 
findings and conclusions have been amended at Mr. Hayes’ 
suggestion to read as now presented by defense counsel. 


Solicitor, 


United States Patent Office 


Civil Action No. 3229-54 
PrerorMep Line Propucrs CoMPANyY, 
Plaintiff, 
Vv. 


Roszer C. Watson, Commissioner of Patents, 
Defendant. 


PLAINTIFF’S PROPOSED FINDINGS OF FACT 
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In addition to the proposed Findings of Fact submitted 
by the defendant, the following proposed Findings in be- 
' half of plaintiff are submitted for the consideration of the 
Court: 


P-1. The plaintiff, Preformed Line Products Company, 
a corporation of Ohio, having a principal place of business 
at Cleveland, Ohio, is the owner of the entire right, title 
and interest in and to the patent applications in suit iden- 
tified as the “first” application, Serial No. 698,312, and the 
“second” application, Serial No. 2,200, both filed in the 
name of Thomas F. Peterson on September 20, 1946, and 
on January 14, 1948, respectively; and is also the owner 
of the entire right, title and interest in and to United 
States Patent No. 2,582,797, issued January 15, 1952, to 
Kenneth R. Runde. 


P-2. In his decision on the motions in Interference No. 
83,266, dated November 17, 1948 (Paper No. 29, at the bot- 


tom of page 2, Plaintiff’s Exhibit 3, page 97), the Primary 
Examiner stated: 


“T(a). The motion by the party Peterson to add his 
application Serial No. 698,312 to the interference is 
granted only to the extent that Peterson is given the 
benefit of the filing date of said application,” 


and allowed the interference to proceed to final hearing in 
accordance with the practice as set forth in Janeway v. 
Nystrom, 77 USPQ 229, and Kingsland v. Carter, 77 USPQ 
499. 


P-3. In its decision in Interference No. 83,266, the 
Board of Interference Examiners found priority of the 
inventions in issue in Bodendieck, but held in its decision 
(Paper No. 75, dated May 23, 1950, at pages 11 and 13, 
Plaintiff’s Exhibit 3, pages 192 and 194): 
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“His (Peterson’s) oral testimony tends to prove that 
he reduced the method in issue to practice prior to 
the entry of the senior party into the field. . .” 


and that— 


“in performing the vast number of demonstrations 
which he (Peterson) alleges he has performed, it would 
be very unusual indeed if he has not performed the 
method here in issue, but if he did perform this method 
it was accidental and not appreciated.” 


P-4. Bodendieck filed a statutory disclaimer in his pat- 
ent eliminating therefrom the claims constituting the 
counts at issue in Interference No. 83,266 after the deci- 
sion of the Board of Interference Examiners therein, and 
before the interference had otherwise terminated. 


P-5. In view of the disclaimer filed by the patentee 
Bodendieck removing the claim at issue from his patent, 


Peterson filed antedating affidavits in accordance with the 
provisions of Rule 131 of the Patent Office in both his first 
and second application, whereby the Bodendieck patent 
was withdrawn as a reference from the record of both 
applications. 


P-6. Claims at issue in Interference No. 83,266 are 
directed to the simultaneous wrapping of wires around a 
core, rather than the simultantous wrapping of groups of 
wires around a core. These claims do not specify that the 
wrapping of wires around a core includes all of the wires 
that could be wrapped simultaneously; and do not specify 
that the wrapping of the wires around a core is that number 
of wires which would constitute a complete covering of 
wires around a core. 


P-7. The Board of Appeals in its decisions in Appeals 


343-83 and 343-34 held that it had no authority to review 
a decision of the Board of Interference Examiners directly, 
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or indirectly under the guise of reviewing a rejection of 
the Primary Examiner based upon such decision. 


P-8. Claim 31 of the “first” application, Serial No. 
698,312, and Claim 16 of the “second” application, Serial 
No. 2,200, are identical claims and were refused adoption 
by the party Bodendieck as an issue in Interference No. 
83,266. 


P-9. The Moxham Patent No. 337,513 of March 9, 
1886, is directed to a method of making wire cables 
having solid exterior strands as disclosed and described 
in the patent, which method consists in first forming each 
individual solid strand into a helix when cold, and then 
winding or laying up said strands together into a cable of 
sufficient length to be useful as a traction cable in cable 
car systems. In the environment of its intended use, the 
cable of the Moxham patent is not an accessory that is 
adapted for application to linear bodies, conductors, or 


other cables for purposes of armoring, splicing, or damp- 
ing vibrations therein; and because of its excessive length 
the individual helical strands of the cable are not readily 
disassemblable and re-assemblable in relation to each 
other. 


PLAINTIFF'S PROPOSED CONCLUSIONS OF LAW 


In addition to the law proposed by the defendant, the 
following proposed Conclusions are offered in behalf of 
plaintiff: 

P-1. The Court has jurisdiction over the parties and 
over the subject matter in suit. 


P-2. The publication “P. F. T. Preformed Armor Rods 


and Multiple Wire Ties” of the American Steel and Wire 
Company of New Jersey in 1946, is not available as a stat- 
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utory bar against an application having the benefit of a 
filing date of September 20, 1946. 


P-3. Interference No. 83,266, entitled “Peterson v. Bo- 
dendieck,” was existing in good standing on appeal at the 
time the party Bodendieck filed a statutory disclaimer to 
his patent, disclaiming the counts at issue in said interfer- 
ence and conceded priority to Peterson. 


P-4. Rules 262 and 263 in the Rules of Practice of the 
United States Patent Office in patent cases, control with 
the effect of law in cases wherein disclaimers are entered 
to the disputed subject matter by one of the parties during 
the pendency of the interference. 


P-5. The Commissioner of Patents had original juris- 
diction over the parties and over the applications and pat- 
ent involved in Interference No. 83,266 at the time the 
party Bodendieck filed his disclaimer and concession of 
priority therein. 


P-6. Claims constituting the counts of an interference 
are to be construed as broadly as their language when 
given its normal meaning permits. 


P-7. The authority of the Board of Appeals to review 
adverse decisions of Examiners upon applications for pat- 
ents is contained in Title 35 U. S. Code, §7, and an appli- 
eant’s right to a review from adverse decisions of Exam- 
iners is contained in Title 35 U. S. Code, §134. 


P-8. Claim 31 of application Serial No. 698,312, and 
Claim 16 of application Serial No. 2,200, are identical 
claims, and relate to subject matter different from that 
constituting the issues of Interference No. 83,266, and were 
not affected by the outcome of the interference proceed- 
ings. 

P-9. Claims rejected on the Moxham Patent No. 337,513 
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cannot be made patentably to distinguish therefrom merely 
by statements of function, intended use, and desired capa- 
bilities. 


P-10. An interference is a proceeding between two or 
more applications, or between one or more applications 
and a patent of different parties, all of which contain 
claims directed to the same invention. 


P-11. The statutory disclaimer speaks from the date 
of the patent. 


P-12. The claims in application Serial No. 2,200 that 
derive from the application that matured into the patent 
to Runde, No. 2,582,797, cannot be read on the disclosure 
of the Bodendieck patent. 


The foregoing Findings of Fact and Conclusions of Law 
are proposed for consideration by the Court in adopting 
the final Findings of Fact and Conclusions of Law in ac- 
cordance with the decision of the Court entered herein. 


Respectfully submitted, 


Cusaman, Darsy & Cusaman, 


Attorneys for Plaintiff 


Washington, D. C. 
March 8, 1957. 
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Civil Action No. 3229-54 


Prerormep Lixe Propucrs Company, 
Plaintiff, 


v. 


Rosert C. Warson, Commissioner of Patents, 
Defendant. 


MOTION TO AMEND CONCLUSIONS OF LAW 


Now comes the defendant, Robert C. Watson, Commis- 
sioner of Patents and moves the Court, pursuant to Rule 
52(b) of the Federal Rules of Civil Procedure, to amend 
as follows the Conclusions of Law entered in the above- 
entitled cause on March 13, 1957: 


1) By striking plaintiff’s conclusion of law numbered 
P-5 on the ground either that, insofar as it is defi- 
nite, it is contrary to the express holding of this 
Court in its opinion in this case and contrary to 
the holding of the Court of Customs and Patent 
Appeals in Galena Mfg. Co. v. Superior Oil Works, 
26 CCPA 1301, 104 F.2d 400; or that it is indefinite 
and unnecessary. 


By amending plaintiff’s conclusion of law num- 
bered P-10 by changing the term “two” in line 2 
thereof to “one” on the ground that the conclusion 
in its present terms is inaccurate. 


Respectfully submitted, 


C. M. Moore 
Solicitor, United States Patent Office, 
Attorney for Defendant. 
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Excerpts from Points and Authorities Accompanying 
Defendant’s Motion to Amend Conclusions of Law 


Accordingly, it is submitted that plaintiff’s conclusion 
of law numbered P-5, insofar as it is definite, contradicts 
the above-quoted specific holding of the Court in the 
twelfth paragraph of the opinion. 


Since the Bodendieck disclaimer and concession of prior- 
ity were filed after the interference judgment and after 
the filing with the Commissioner of the notice of appeal 
therefrom to the Court of Customs and Patent Appeals 
and before the filing of Bodendieck’s paper referred to in 
defendant’s finding of fact numbered 19, the Commissioner 
of Patents had lost jurisdiction as indicated in the Galena 
ease at the time Bodendieck filed his disclaimer and con- 
cession of priority. 


Accordingly, it is submitted that plaintiff’s conclusion 
of law numbered P-5, insofar as it is definite, is also con- 
trary to the holding of the Court in the Galena case. 


c. To the extent that it might be contended that plain- 
tiff’s conclusion P-5 has any meaning not contrary to the 
specific holding of this Court and not contrary to the 
Galena case, it is indefinite. It is also unnecessary. See 
decisions cited for tests of adequacy in defendant’s mem- 
orandum in opposition to plaintiff’s proposed findings. 


Solicitor 
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Civil Action No. 3229-54 


Prerormep Line Propucts Company, 
Plaintiff 
v. 


Rosert C. Watson, Commissioner of Patents, 
Defendant. 


ORDER 


Upon consideration of the Motion to Amend Conclusions 
of Law filed herein on behalf of the defendant and the 
accompanying Points and Authorities and upon further 
consideration of the opposing Points and Authorities filed 
by the plaintiff, it is by the Court this 2nd day of April, 
1957, 


Orverep that paragraph (1) of the defendant’se Motion 
to Amend Conclusions of Law be and the same is hereby 
denied, it being the ruling of the Court that the Commis- 
sioner of Patents has original jurisdiction of interference 
proceedings such as Interference No. 83,266; that the 
United States District Court for the District of Columbia 
and the United States Court of Customs and Patent Ap- 
peals have alternate statutory review; and that the United 
States Court of Appeals for the District of Columbia 
Circuit and the United States Supreme Court have appel- 
late jurisdiction; and 


Tat paragraph (2) of the plaintiff’s Motion to Amend 
Conclusions of Law is granted by striking out the term 
“two” in line 2 of the plaintiff’s Proposed Conclusions of 
Law P-10, and substituting therefor the term “one,” the 
original term appearing to have been an error. 


s/ James R. Kmxianp 
Judge 
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Civil Action No. 3229-54 
Prerormep Liye Propucts Company, 
Plaintiff, 
v. 


Rosert C. Watson, Commissioner of Patents, 
Defendant. 


Washington, D. |C. 
December 5, 1956. 


The above-entitled action came on for further trial on 
the merits before the HONORABLE JAMES R. KIRK- 
LAND, United States District Judge, at 10 o’clock a. m. 


APPEARANCES : 


On behalf of the Plaintiff: 
PATRICK HENRY HUME, Esq. 
C. WILLARD HAYES, Esq. 
HENRY BRINKS, Esq. 


On behalf of the Defendant: 
GEORGE C. ROEMING, Esq. 
United States Patent Office 


RULING OF THE COURT 


The Court: In the case of Preformed Line Products 
Company v. Robert C. Watson, Commissioner of Patents, 
Civil Action No. 3229-54, the Court makes the following 
findings of fact and conclusions of law. Able counsel have 
presented a very interesting case, which is complicated 
not so much by the alleged patent as it has been by the 
procedure which the matter had in the Patent Office. 


In the main, this is a proceeding under United States 
Code, Title 35, Section 145, which allows review of a deci- 
sion of the Board of Appeals and does it as a remedy by 
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civil action against the Commissioner of Patents and 
makes a limitation of time that the matter be seasonably 
brought. 


The case itself has had the issues narrowed over the 
complaint by the granting of a motion at the time trial 
began and the eliminating of certain claims which are also 
a part of the record. 


In this proceeding, the plaintiff, Preformed Line Prod- 
ucts Company, assignee of alleged patents of one Thomas 
F. Peterson, inventor, seeks authorization for the Commis- 
sioner of Patents to issue patents to the said Thomas F. 
Peterson’s applications, Serial No. 698,312 filed Septem- 
ber 20, 1946, and Serial No. 2,200 filed January 14, 1948, 
such patents to include not only claims allowed by the 
Patent Office tribunals but also claims whose rejection by 
the primary examiner has been affirmed by the Board of 
Appeals. In the main, the Solicitor defends the action of 
the Board of Appeals of April 30, 1954, and June 28, 1954, 
and the plaintiff contends against it. 


The inventor Peterson sought to patent a helically pre- 
formed wire envelope and methods of use, for use in wrap- 
ping armor wire on energized conductors or non-conduc- 
tors in the field of electricity, mainly high power trans- 
mission lines, or in ordinary cables such as one would 
find in general commercial use. 


The case is only complicated, as this Court sees it, be- 
cause of what happened in the Patent Office itself. Orig- 
inally, the inventor Thomas F. Peterson filed his first ap- 
plication, No. 698,312, on September 20, 1946, and sought 
a patent. This was rejected by the Patent Office on the 
basis of a prior patent issued to one Moxham, which was 
issued March 9, 1886, or approximately seventy years ago. 
That particular Moxham patent has been described in the 
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testimony as being applicable to being used in the huge 
cables which haul the famous cable cars of San Francisco 
from Market Street to the top of the famous hill. 


Now, in order to protect himself, the inventor, Thomas 
F. Peterson, made a second application, No. 2,200, which 
he filed on January 14, 1948, incorporating the elements 
and claims of the first application and also some addi- 
tional improvements. This was done to protect his rights 
against one Bodendieck, who filed an application. This, as 
a proceeding, was first dissolved and then allowed to pro- 
ceed to final hearing by the primary examiner. On April 
30, 1954, the Board of Interference Examiners held that 
the priority of patent lay with Bodendieck, since he was 
the first to reduce the invention to practice. 


It is interesting, from the record, that Mr. Thomas F. 
Peterson, who testified before this particular Court as a 
very able witness—although he did testify, as we trial 


lawyers refer to it, ex parte with no contradictory evi- 
dence being offered and he testified as the sole witness in 
the case—was there confronted by testimony given by 
Bodendieck under oath on the issue as to which of the two 
had first conceived this invention. As in this trial, Mr. 
Peterson testified it was his invention and that he, in a 
meeting with Bodendieck, manufacture of articles used to 
splice high tension wires, had instructed the latter and 
that the latter had, in a sense, gained his knowledge from 
the Peterson invention. This was flatly denied and denied 
under oath. 


Then, under rules of evidence, Mr. Peterson did not go 
forward and so there was a holding that, as against either 
the preponderance of the evidence or beyond a reasonable 
doubt, Bodendieck was the senior inventor and entitled to 
make this claim. 
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Now, we would have relatively no problem in the case if 
the next step had not intervened. Mr. Peterson, as in- 
ventor, very properly noted an appeal to the Court of 
Customs and Patent Appeals but never perfected this 
appeal beyond noting the appeal; he did not file the neces- 
sary record nor did he go forward with the necessary 
requirements under the law. 


Now, prior to the formal petition, the senior inventor, 
and I will use that term by way of distinction, namely Mr. 
Bodendieck, filed a statutory disclaimer conceding that 
there was priority of invention to the inventor Thomas F. 
Peterson. Now, this raises the strange anomaly of a victor 
conceding that he was in error at the outset. Against this 
position there has been considerable argument and citation 
of law, and the Court will proceed with the steps which 
were involved in both the inter partes and the ex parte 
proceedings in the Patent Office, more fully set forth in 
Plaintiff’s Exhibit No. 20, a chart showing the labyrinth 
through which counsel went.® 


The plaintiff, while this matter was pending in the inter- 
ference suit, filed with the Commissioner, the defendant 
here, a motion that had three aspects: (1) a motion to 
vacate the award of the Board of Interference Examiners 
as to priority of invention; (2) to dismiss the Court of 
Customs and Patent Appeals appeal; and (3) to remand 
to the primary examiner. This was correctly denied by the 
Commissioner for a lack of jurisdiction, and the Court so 
holds both as a fact and as a matter of law. The power of 
the Commissioner is strangely limited to nothing further 
than the passing upon rejected claims. 


Now, Bodendieck then filed a statement, under the Court 


of Customs and Patent Appeals rules, that the plaintiff had 
not perfected the appeal within the time required, which 


“Chart printed herein at page 539, infra. 
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is a strange step for a victor to take but he did take it; 
and then the Commissioner remanded, of his own motion, 
this matter to the primary examiner. 


Picking it up on the ex parte side, when the claim for 
patent was first presented, it was rejected by the Patent 
Office on the theory, and substantially so, that it was not 
novel, that it had been taught by the prior art, and 
especially that it was taught by Moxham. 


The Board of Patent Appeals affirmed the examiner in 
part but did allow two claims, as the Court recalls; and 
then they remanded it to the primary examiner for further 
action. 


Now, it was odd that the primary examiner had virtually 
the present case in his lap, but it was the fact, and he 
proceeded both from the inter partes side of the Patent 
Office procedure and the ex parte side to resolve the matter. 
He rejected both applications on the basis of the decision 


of the Interference Examiners, and the Board of Appeals 
affirmed and a rehearing was denied, and so the matter has 
come before this Court. 


Now, the ultimate question to be decided is whether or 
not the action of the Board of Appeals shows clear error; 
the rationale of it, of course, is whether or not, sitting in 
the same position as that Board, this particular District 
Court would come to the same decision. It revolves largely 
around the judgment of the Interference Board, as to 
whether it is a final judgment and both sides, as able 
advocates, have argued, as might be expected, to the con- 
trary views. 


Now, there are some guides for the Court, and notably 
in the case of McCormick, et al. v. Plumstead, 493 0.G. 
202; 1938 C.D. 339; 25 C.C.P.A. 925; 94 F.2d 999; 37 USPQ 
65, the Court stated: 
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“When the burden is upon a party to establish priority 
of invention beyond a reasonable doubt, we are not 
permitted to decide the case upon mere probabilities 
that one upon whom the burden rests is the original 
inventor, if such probabilities could be said to exist.” 


The Court cites it for the authority and also the peculiar 
function of this Board of Patent Interference. 


In the case of Sinko Tool and Manufacturing Company 
v. Automatic Devices Corporation, 136 F.2d 186, from the 
Second Circuit, decided in 1943, the court held in substance 
that the Board of Interference Examiners is not bound by 
findings of fact made by courts in other litigation between 
the parties: 


“It has ... been the practice of the Patent Office to 
refuse to recognize such findings as conclusive upon 
the issue of priority between inventors in interference 
proceedings. The theory is that the statute charges 
the Office and the Office alone with the duty of deciding 


which of two applicants is in fact the prior inventor, 
and that no decision of a court can divest it of that 
responsibility.” 


Now, a serious question arose on jurisdiction, which the 
Court previously stated the Commissioner decided cor- 
rectly; that he was without jurisdiction. It might have 
been the happier thought if both litigants had joined in a 
common petition and cleared the legal cuff, so to speak, but 
that was not done and so that particular decision stands. 


Now, we have in the cases of Edgerton v. Kingsland, 
Commissioner of Patents, cited at 607 O.G. 5; 168 F.2d 
121; 75 USPQ 307, and the case of Barratt v. Duell, 14 
App. D.C. 255, together with the case of In re Lyon, 479 
0.G. 3; 24 C.C.P.A. 751; 86 F.2d 824, a recognition of the 
doctrine of res judicata as applicable to findings of the 
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Board of Interference. Quoting from Barratt, supra, it 
was held: 


“The Commissioner of Patents, who rendered two 
opinions in the case, held in the first of them that the 
matter was res adjudicata, and then upon a motion for 
rehearing at the request of the applicant, he also 
passed upon the question of the patentability of the 
alleged invention, in which he affirmed the theory of 
the want of patentable novelty.” 


Continuing further from the same case, the Court quotes: 


“In what we have said we do not desire it to be under- 
stood that the Patent Office may not, if it thinks proper 
so to do, entertain and adjudicate a second application 
for a patent after the first application has been re- 
jected. What we decide is that it is not incumbent 
upon the Office as a duty to entertain such applications 
and that if it refuses to entertain them it has a perfect 
legal right so to do. An applicant is not legally ag- 
grieved by such refusal.” 


In the Lyon case, the interference case, again the doc- 
trine of res judicata was applied. 


While it is somewhat novel to this Court to hear counsel 
argue as to the degree of proof required, whether the well- 
known criminal rule of proof beyond a reasonable doubt or 
the civil rule of proof by the preponderance of the evidence 
applies, nevertheless, taking either standard, it is clear that 
the finding of the Board of Interference was a final judg- 
ment. 


Sometimes great truths, if translated to the language of 
the common people, stand out. The thought that runs 
through the Court’s mind is that if a baseball batter were 
to drop a Texas leaguer over second base and reach first 
on a hit and then take too much of a lead off the base and 
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be picked off, it nevertheless would go into the box scores as 
a hit, it wouldn’t count as a run. If we had had the benefit 
of an absolute appeal with all matters perfected, we would 
have had a run in the baseball language. But nevertheless 
the hit is not unlike the disclaimer, because the batter 
himself took too much of a lead and suffered as a conse- 
quence. But many times in evaluating the strength of the 
two teams, the number of hits that the winning team has, 
or perchance the number that the losing team has, gives 
the public the idea of the strength of both teams and so it 
is a matter of record. 


Accordingly, the Board of Appeals had a right to regard 
the finding of the Board of Interference as an adjudication 
and as a lJemonstration of the fact that the senior claim 
was that of Bodendieck. 


The Court, however, does not want to pitch this case 
upon that point alone. The Court has had the benefit of 
the testimony of the inventor, Mr. Peterson, and the Court 
noted when he was on the stand that he could not demon- 
strate, in some particulars, the application of his descrip- 
tion. The Court was a little surprised to hear him employ 
the vernacular of a very popular television show, when 
asked to distinguish it from the teachings of Moxham, to 
say that was the $64,000 question. The truth of the matter 
is it is the $6 million question because, as a very able per- 
son, he started some nine years ago with an investment of 
$10,000, with no yield the first year, until last year he de- 
veloped that business into a $6 million business, and there 
is no question there is a commercial demand for this type 
of product. But that doesn’t help us too much on the ques- 
tion of whether it is novel or not. 


The Court was again surprised to have him state that he 
never heard of the Moxham patent until two years ago, 
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when the Moxham patent has been on record for more than 
seventy years. 


The Court pitches this case, and will sustain the Board 
of Appeals’ decision, on the basis, as they themselves held, 
that there is no novelty shown in these claims; they are 
taught by the prior art; one skilled in the prior art could 
certainly apply them. The principle is a simple principle, 
it is as simple as the wringing out of a moistened cloth by 
placing the two ends at one extreme and the curve of the 
rag in the other, and then twisting it by one’s hands, or as 
simple as winding strands of a Maypole dance about the 
pole itself. 


The preformed strands have no novelty and Moxham 
clearly teaches it and since that is the major issue of the 
case, as to whether or not there is a clear show of error on 
the part of the Board of Appeals, based upon its reference 
to the Interference Board’s decision, for failure to sustain 
the burden of proof here, because there is lack of novelty, 
there is no invention. It was taught in the prior art, even 
forming part of a commercial brochure indentified as “P. 
F. T. Preformed Armor Rods and Multiple Wire Ties” put 
out by the American Steel and Wire Company of New 
Jersey and copyrighted in 1946, as well as the claim of 
Moxham of wire cable formed of a plurality of preformed 
wires which are identical in shape, and they appear to be 
absolutely identical in shape from physical exhibition here 
in the courtroom with the plaintiff assignor’s, Peterson’s, 
preformed armor wires. They differ apparently only in 
length, Peterson’s contention being that this cable wire 
could run for miles, whereas his has the maximum length 
of thirty-six feet, which doesn’t add novelty by being in 
shorter lengths. 


Accordingly, for the failure to sustain the burden of 
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proof in this case, the complaint will now be dismissed with 
direction to counsel to prepare suitable findings of fact 
and conclusions of law, and an appropriate order. 


(Whereupon, the foregoing proceedings were concluded 
at 12:30 p.m.) 


Certificate of Official Court Reporter 


I, Marget A. Deeds, one of the official court reporters of 
the United States District Court for the District of Colum- 
bia, hereby certify that the foregoing is the official tran- 
script of the Ruling of the Court in the above-entitled 
proceedings. Dated this 6th day of December, 1956. 


Marcaret A. DEEDS 
Official Court Reporter 


[Stamp:] Filed May 6, 1957. Harry M. Hull, Clerk. 
Civil Action No. 3229-54 


Prerormep Live Propucrs Company, 
Plaintiff, 
v. 


Roserr C. Warsox, Commissioner of Patents, 
Defendant, 


NOTICE OF APPEAL 


Notice is hereby given that PREFORMED LINE PROD- 
UCTS COMPANY, the plaintiff above named, hereby ap- 
peals to the UNITED STATES COURT OF APPEALS 
for the DISTRICT OF COLUMBIA CIRCUIT from the 
final judgment entered in this action on March 13, 1957. 
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Civil Action No. 3229-54 


Prerormep Live Propucts Company, 


Plaintiff, 
Vv. 


Roserr C. Watson, Commissioner of Patents, 
Defendant. 


DESIGNATION OF RECORD ON APPEAL 


To: Clarence W. Moore, Solicitor 
United States Patent Office 
Washington, D. C. 
Attorney for the Defendant-Appellee, 
Robert C. Watson, Commissioner of Patents 


YOU WILL PLEASE TAKE NOTICE that the appel- 
lant designates the entire record herein, including testi- 
mony, all exhibits and orders rendered in this action, to 
be the record on appeal. 


Attorneys for Plaintiff-Appellant 
Civil Action No. 3229-54 
Prerormep Line Propucrs Company, 


Plaintiff 
v. 


Roserr C. Watson, Commissioner of Patents, 
Defendant. 


DESIGNATION OF RECORD 


The appellee designates the following matters to be in- 
cluded in the record on this appeal, inclusive of those desig- 
nated by appellant and of those which would be included 


= Sarees. 


er 


Vi ere 
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by the Clerk of the District Court without designation under 
Rule 75(g) of the Federal Rules of Civil Procedure: 


1. The pleadings, including the complaint and 
answer. 
2. All the exhibits. 


3. Complete official transcript of the trial pro- 
ceedings. 

4. Plaintiff’s motion to dismiss as to certain claims 
and to amend the complaint; and the Court’s order 
granting the motion. 

5. Findings of fact and conclusions of law sub- 
mitted by defendant. 

6. Judgment. 

7. Plaintiff’s proposed findings of fact and conclu- 
sions of law. 


8. Defendant’s memorandum in opposition to plain- 
tiff’s proposed findings of fact and conclusions of law. 


9. Order settling findings of fact and conclusions 
of law. 

10. Defendant’s motion to amend conclusions of law. 

11. Points and authorities in support of defendant’s 
motion to amend conclusions of law. 

12. Plaintiff’s points and authorities in opposition 
to motion to amend conclusions of law. 

13. Order of Court denying paragraph (1) and 
granting paragraph (2) of defendant’s motion to 
amend conclusions of law. 

14. The notice of appeal with date of filing. 

15. The designation of record by plaintiff. 

16. This designation. 

C. W. Moore, 
Solicitor, U. S. Patent Office, 
Attorney for Defendant. 
May 22, 1957 
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Civil Action No. 3229-54 


PrerorMep Live Propucrs Company, 
Plaintiff. 
v. 


Roserr C. Watson, Commissioner of Patents, 
Defendant. 


ORDER FOR INCLUSION OF ORIGINAL TRANSCRIPT 
AND EXHIBITS IN RECORD ON APPEAL 


On plaintiff’s motion and upon a showing that the cost of 
furnishing copies would be burdensome, it is hereby ordered 
that the original transcript of the trial proceedings and the 
originals of all exhibits be certified as part of the record 
on appeal and be sent up to the appellate court in lieu of 
copies. 

S/ James R. Kirgianp 
United States District Judge 
NO OBJECTION: 
Clarence W. Moor, Solicitor, 
United States Patent Office, 
Washington, D. C. 
Attorney for the Defendant-Appellee, 
Robert C. Watson, Commissioner of Patents. 


May 13, 1957 


UNITED STATES COURT OF APPEALS 
For the District of Columbia Circuit 
Washington 1, D. C. 

June 14, 1957 


Joseph W. Stewart 
Clerk 
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No. 13,938 Preformed Line Products Co. v. Watson. 


Dear Sir: 


In the above-entitled case the record was filed in this 
court on June 14, 1957. 


Under Rule 18 of the General Rules of this Court the 
brief or appellant is due to be filed on or before August 15th. 


Rule 16 and Rule 17 relate to the preparation of briefs. 
Your attention is called to the following requirement of the 
court in connection with printing the pertinent portions of 
the record, irrespective of the provisions of Rule 17. 


Instead of each side printing his appendix separately, it 
has been found more convenient to counsel and to the 
court if the matter which both sides desire the court to 
read is printed in continuous form, either as an appendix 
to appellant’s brief or as a separate document. 


Therefore, counsel in this case should get together and 
arrange to have either (1) a joint appendix printed, or (2) 
to have the matter both sides need, printed as an appendix 
to appellant’s brief. 


In printing the record as an appendix to appellant’s brief 
or as a joint appendix to briefs filed in this Court, the dates 
of the filing of all pleadings, orders, and proceedings in the 
record must be printed. 


Very truly yours, 


Josera W. Stewart 
Joseph W. Stewart, Clerk. 
George M. Sirilla, Esq., 
American Security Bldg. 
Washington, D. C. 
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| P.S. In Blake v. Trainer, 73 W.L-R. 301; 79 U.S.App.D.C. 
362; 148 F(2) 10, 12; decided March 16, 1945, this 
Court taxed costs for printing unneccessary portions 
of the record in the joint appendix to briefs, and in 
the opinion therein indicated matters which should 
be omitted in printing. I suggest the opinion be read 
carefully before printing the appendix in your case. 


Civil Action No. 3229-54 


PrerorMep Live Propucts Company, 
Plaintiff’, 
v. 


Rosert C. Watson, Commissioner of Patents, 
Defendant. 
Official Transcript 


Mr. Hume: Yes, Your Honor. Before we proceed with 
the trial, Your Honor, there is a pro forma motion to be 
presented for the purpose of amending the complaint to 
remove certain claims set forth in Schedule A, which claims 
are a matter of original record in the earlier of the two 
applications before the Court, namely 698,312. These 
claims were made the subject of a divisional application 
that since this ease has been pending, have issued into a 
patent. It therefore removes them from the present con- 
siderations and the purpose of the motion is, therefore, to 
move the Court to strike these claims from the complaint 
and to substitute for Schedule A that is attached to the 
complaint as filed, Amended Schedule A from whence these 
claims have been expunged. 
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The Court: Is there any objection to the motion? 
Mr. Roeming: No objection. 
The Court: Let the motion be granted. 


Witness called in behalf of plaintiff gave his name as 
Thomas F. Peterson, age 53, President of plaintiff, Pre- 
formed Line Products Company, of Cleveland, Ohio. 


He graduated from Cooper Union in New York City in 
1923, with a degree of Electrical Engineer. Thereafter he 
undertook graduate work at Stanford University, culminat- 
ing in the degree of Master of Science, in 1924. His work 
at Stanford included high voltage transmission research, 
electrical engineering as concerned with electrical cable, 
insulated cable, and overhead transmission lines. His 
studies included electrical performance of conductors in 
overhead transmission systems, as well as their mechanical 
behavior under conditions of wind, sleet, and other vibra- 
tional influences. 


Upon leaving Stanford University, he became cable engi- 
neer of the Brooklyn Edison Company, Brooklyn, New 
York, in 1924. In 1927 he became employed by the Amer- 
ican Steel & Wire Company, a subsidiary of United States 
Steel Corporation, and over the ensuing years held the 
position of Electrical Cable Engineer, Consulting Engi- 
neer, Sales Engineer, Director of Research, Manager of 
Operations of the Wire & Cable Division, and ultimately 
Consulting Engineer to the two Vice Presidents of that 
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company. In 1950 he resigned to become President of the 
plaintiff, Preformed Line Products Company, which he 
had previously established in 1947. This company was 
built up around patents which had been granted to him 
relating to the subject matter before the Court. He con- 
tinues in his capacity as President of the plaintiff company 
to the present time. 


During the years he has engaged in considerable re- 
search, teaching, and writing technical articles, and is 
considered by himself and well advised engineers as an 
expert in the field of insulated cable and overhead trans- 
mission systems. 


On the occasion of the observance of the 100th anniver- 
sary of Cooper Union for the advancement of science and 
art, a convocation was held in the City of New York, at 
which celebrated personages, including former President 
Hoover, Admiral Strauss of the Atomic Energy Commis- 


sion, Mr. Justice Felix Frankfurter, and many university 
and college presidents, participated in the ceremonies, he 
was given an honorary citation, as appears in the Cooper 
Union Alumni News for October and November 1956 (PL 
Ex. 10) at page 11. Qualifications of the witness as an 
expert in this field were conceded by opposing counsel 
(Tr. 26). 


The witness, after testifying that he had read the claims 
in Amended Schedule A and Schedule B to the Complaint, 
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and that he was familiar with the subject matter thereof, 
stated as follows: 
es * ° 

A. The field is a rather simple one to me, it goes back 
a long way. Back in 1923 and 1924, the highest voltage 
transmission lines were operating at 132,000 volts. Most of 
these were in California. In our work at Stanford Univer- 
sity, I had samples of the cables which were so operating 
and we were studying the problems, both mechanical and 
electrical, in making these lines operate. 


It was not unusual to find difficulties developing, both 
mechanical and electrical difficulties. So on the one hand, 
the work that I was doing involved corona loss, interfer- 
ences from transmission lines due to discharges that oc- 
curred on rain drops and at sharp points on the conductor, 
corrosion products and things of that sort. On the other 
hand, we were apprised of the difficulties, more or less of 
a mechanical nature, due to what may be said to be vibra- 
tion. 


A transmission line usually consists of three large con- 
ductors mounted from porcelain insulators and suspended 
from steel towers. The conductors have to be clamped in 
order to keep them from sliding along when loads develop; 
and at these clamps, commonly known as tension clamps, 
we find great concentration of mechanical stress. The con- 
ductor, itself, is made very flexible, that is, relatively flex- 
ible; it can be wound on a reel, it can be paid out, it can 
be run over sheaves in installation. But then at the trans- 
mission tower, and there may be eight or ten of these in a 
mile, we have a suspension clamp. This clamp is a saddle 
of a fairly long bearing area, maybe eight or ten inches, 
and a couple of U bolts to clamp the conductor so that it 
will not be movable lengthwise. 
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Now, as the wind blows across these conductors from 
tower to tower, there will be set up, in some cases, vibra- 
tion, just as a violin string vibrates. It can be easily demon- 
strated, any kind of a cylindrical cable or rod, when the 
wind blows across the cable, there is a vortex set up first 
on one side and then on the other, and that starts the move- 
ment up and down, and these things sometimes become very 
pronounced. 


As a matter of fact, the same phenomena resulted in the 
collapse of a bridge up at Portland, Oregon. The wind blow- 
ing down along the river set up forces sufficient to cause 
the entire suspension bridge to get oscillating and ulti- 
mately the structure failed. 


The same thing happens on a telephone line. If you are 
along a railroad track, you will hear the humming of the 
telegraph wires when the wind blows by. This humming is 
not particularly serious, it sounds interesting, but at the 


point of gripping there is a sharp bending stress and if 
the tension in these wires is sufficiently great to begin with, 
ultimately there is destruction of these conductors, due 
essentially to fatigue. 


It was not I who found these problems, they had existed 
and many people had attempted to correct the situation. 
In some cases, there was a wrapping of copper or alumi- 
num ribbon placed around the conductor at the point of 
gripping. In other cases, a wrapping of wire was estab- 
lished to try to relieve the conductor of these bending 
stresses. As a matter of fact, the commonly used method 
of armoring cable consisted in taking a group of soft wires 
in a couple of wrenches and twisting these wrenches around 
the cable for a matter of about forty or fifty up to one 
hundred inches, thus forming a new layer of soft wire over 
the cable. 
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Well, this was done by the men in the field hanging up 
on a pole in very precarious positions; it was rather ques- 
tionable what kind of a job could be accomplished. But the 
wires were essentially loose when installed because they 
were soft and wrapped on, so at the end some means had 
to be provided to hold them down, otherwise they would 
shake off and fall off in due time and there would be wear- 
ing and disturbance between the wires and the cable. So, 
two clamps were installed over these so-called armor rods 
at the ends. 


Now, this mechanism of wrapping another set of wires 
over the cable at the support point was a decided improve- 
ment in the art thirty-five or forty years ago. In fact, 
there was a patent granted to a man by the name of 
Varney and he subsequently improved on his patent and, 
instead of using uniform wires, he tapered them down, 
brought them down like a pencil to the ends and we had 
what was known as tapered armor rods. But in all cases, 


these were wrapped on by the men in the field, using tools 
to twist them up and then an attempt was made to hold 
them down, and they did hold them down at the ends by 
means of clamps. 


That was the situation when I entered the field and I 
realized that this was, of course, much better than un- 
armored cable but it left much to be desired. The uni- 
formity of the installation could not be depended upon. 
These armor rods, while they stiffened the cable somewhat 
and relieved the cable in a measure from excessive bend- 
ing at this clamp, they did not fully accomplish what I was 
looking for. 


As a matter of fact, I knew that there was wear under 
these armor rods due to the vibrating conductor within 
this loose assembly. I also knew that wherever we put the 
clamps on the cable, we in effect constricted the cable. 
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I would like to explain that here. We have a cable going 
from one tower to the next tower, maybe a distance of a 
thousand feet, and it is a beautiful, free-floating, freely 
moving device, the strands can move very slightly on one 
another; and then we come to the clamp, whether it is the 
suspension clamp or the clamp on the ends of these armor 
rods, and we immediately freeze everything into practically 
a solid structure, and so there is a new concentration of 
stress at these clamps. 


The results of stress concentration are manifold: The 
conductor suspended from towers is under tension and is 
bending over the supporting clamps, at which stresses 
concentrate, causing the metal of the conductor to fatigue 
and ultimately break. 


With reference to patents issued to the witness in this 
field (Pl. Ex. 8), preexisting methods of armoring conduc- 
tors involving the use of soft wires wrapped around the 
conductor by means of wrenches or tools, and then clamped 
in place, were discussed. The idea of a preformed helical 
element, wire, strip, or the like, was conceived by the wit- 
ness in avoidance of the difficulties of the prior art, on 
which he was granted Patent No. 2,275,019 on March 3, 
1942 (Pl. Ex. 8). The helices as shown in that patent have 
a long pitch and are preformed at the factory for use upon 
a specific cable, around which they may be wrapped and 
snapped into place with a tight gripping force. The grip- 
ping is such that the helices are self-retaining without the 
aid of clamps or other tightening means, and it is to this 
general purpose that the above mentioned patent is directed. 


The second patent, No. 2,587,521 (Pl. Ex. 8), granted 
February 26, 1952, is an improvement over the subject 
matter of the first patent, being directed primarily to the 
angularity of the armor rods (helices) and the relationship 
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of their pitch to the pitch angularity of the strands of the 
conductor of association. Such helical armor rods are pre- 
fabricated to conform very closely to the grooves of the 
stranded conductor to improve the gripping characteristics 
thereof and to improve the contact area between the helices 
and the strands of the conductor, so that electrical currents 
can be carried more readily and efficiently. 


The Court was advised with reference to the drawings 
of the first application in suit (Serial No. 698,312) that 
the subject matter shown in Figures 8, 9, 10, 11, 12 and 13 
of the drawings in that application had been made the 
subject of a divisional application for patent filed Decem- 
ber 2, 1955, which issued on September 4, 1956, as Patent 
No. 2,761,273. The claims directed to this patented con- 
struction were made the subject of a motion at the com- 
mencement of the trial to remove them for further consid- 
eration in these proceedings, which motion was duly 
granted, whereupon Amended Schedule A of the Complaint 
was substituted for the original Schedule A. 


s * a 
Plaintiff’s Exhibits Identified, Offered, 
and Received in Evidence 


Mr. Hume: Certified file history, that is the Patent 
Office record of the first application, Series No. 698,312, 
which will be identified as Plaintiff’s Exhibits 1-A and 1-B. 


(Patent Office record of Serial No. 698,312 was 
marked Plaintiff’s Exhibits Nos. 1-A and 1-B for 
identification.) 

Mr. Hume: I shall refer to the second application, Serial 
No. 2,200, the certified record of which will be identified 
as Plaintiff’s Exhibits 2-A and 2-B. 


(Patent Office record of Serial No. 2,200 was 
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marked Plaintiff’s Exhibits Nos. 2-A and 2-B for 
identification.) 


Mr. Hume: The certified record of interference, entitled 
Bodendieck v. Peterson, Interference No. 83266, is iden- 
tified as Plaintiff’s Exhibit No. 3. 


(Bodendieck v. Peterson, Interference No. 83266, 
was marked Pleintiff’s Exhibit No. 3 for iden- 
tification.) 

Mr. Hume: The certified record of the patent to Kenneth 
R. Runde, U. S. Patent No. 2,582,797, is Plaintiff’s Exhibit 
No. 4 for identification. 

(Runde patent, No. 2,582,797, was marked Plain- 
tiff’s Exhibit No. 4 for identification.) 


Mr. Hume: The certified record of—excuse me, off the 
record a moment. 


(Discussion off the record in which Plaintiff’s Exhibit 
No. 5 was withdrawn.) 


Mr. Hume: I have also copies of the certified abstracts 
of title of the applications before the Court; first, with 
respect to application 698,312, identified as Plaintiff’s Ex- 
hibit No. 6-A; as to the second application, No. 2,200, iden- 
tified as Plaintiff’s Exhibit No. 6-B; and finally, the certi- 
fied abstract of title of the patent to Runde, No. 2,582,797, 
identified as Plaintiff’s Exhibit 6-C. 

(Certified abstract of title of Serial No. 698,312 
was marked Plaintiff’s Exhibit No. 6-A for iden- 
tification.) 

(Certified abstract of title of Serial No. 2,200 
was marked Plaintiff’s Exhibit No. 6-B for iden- 
tification.) 

(Certified abstract of title of Runde patent was 
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marked Plaintiff’s Exhibit No. 6-C for identifica- 
tion.) 


Mr. Hume: The folio of file references, which Your 
Honor has a copy, if I may have that to mark, please, sir; 
the file references of record in the two applications before 
the Court and the Runde patent, will be identified as Plain- 
tiff’s Exhibit 7 for identification. 


(Booklet of File References was marked Plain- 
tiff’s Exhibit No. 7 for identification.) 


Mr. Hume: The brochure of prior art patents, entitled 
United States Letters Patent to Thomas F. Peterson is 
identified as Plaintiff’s Exhibit No. 8. 


(Brochure of Peterson’s patents was marked 
Plaintiff’s Exhibit No. 8 for identification.) 


Mr. Hume: The copy of a letter from the Solicitor of 
the Patent Office, dated February 23, 1951, from Mr. E. L. 


Reynolds, Solicitor of the Patent Office, addressed to 
Patrick H. Hume, shall be identified as Plaintiff’s Exhibit 
No. 9 for identification. 


(Copy of letter dated February 23, 1951, to Mr. 
Hume from Mr. Reynolds, was marked Plaintiff’s 
Exhibit No. 9 for identification.) 


Mr. Hume: We have already identified the Cooper 
Union pamphlet as Plaintiff’s Exhibit 10. 


(The Cooper Union Alumni News, October & 


November 1956, was marked Plaintiff’s Exhibit 
No. 10 for identification.) 


Mr. Hume: The physical exhibit of a set of helically 
preformed armor rods that are colored, we refer to them 
as the candy stick, is Plaintiff’s Exhibit 11 for identifica- 
tion. 
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(Candy stick model of helically preformed armor 
rods was marked Plaintiff’s Exhibit No. 11 for 
identification.) 


Mr. Hume: Another elongated set of helically preformed 
armor rods, made of considerably finer wire, is identified 
as Plaintiff’s Exhibit 12. 


(Elongated set of helically preformed armor 
rods was marked Plaintiff’s Exhibit No. 12 for 
identification.) 


Mr. Hume: A large armor rod specimen of aluminum 
armor rod is identified as Plaintiff’s Exhibit 13. 


(Larger aluminum armor rod was marked Plain- 
tiff’s Exhibit No. 13 for identification.) 


Mr. Hume: A set of photostatic exhibits, showing the 
application of the large aluminum armor rods of Exhibit 
18, is identified as Plaintiff’s Exhibits 14-A to 14-D, in- 
elusive. 

(Photographs showing application of large 
aluminum armor rods were marked Plaintiff’s 
Exhibits Nos. 14-A to 14D, inclusive, for iden- 
tification.) 

Mr. Hume: A photographic exhibit, comprised of four 
photographs of the United States Corps of Army Engi- 
neers, is identified as Plaintiff’s Exhibit 15-A to 15-D, 
inclusive. 


(Photographs of U.S. Engineer Corps were 
marked Plaintiff’s Exhibits Nos. 15-A to 15-D for 
identification.) 


Mr. Hume: A physical exhibit of sub-setted splice of 
helically preformed armor rods—I should say a sub-setted 
group of helically preformed armor rods for splicing, is 
identified as Plaintiff’s Exhibit 16. 
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(Sub-setted group of armor rods for splicing 
was marked Plaintiff’s Exhibit No. 16 for identifi- 
cation.) 

Mr. Hume: A section of traction cable from the cable 
railway system of San Francisco will be identified as Plain- 
tiff’s Exhibit 17. 

(San Francisco traction cable was marked Plain- 
tiff’s Exhibit No. 17 for identification.) 

Mr. Hume: The annual report of Preformed Line Prod- 
ucts Company for the year 1955 is identified as Plaintiff’s 
Exhibit 18. 

(Annual Report of Preformed Line Products 
Company, December 31, 1955, was marked Plain- 
tiff’s Exhibit No. 18 for identification. ) 

Mr. Hume: Finally, a catalog of Preformed Line Prod- 
uets Company is identified as Plaintiff’s Exhibit 19. 

(Catalog of Preformed Line Products Company 
was marked Plaintiff’s Exhibit No. 19 for identifi- 
cation.) 


Mr. Roeming: We will reserve objection to 17, 18 and 19. 
The Court: 17, 18 and 19, those three? 
Mr. Roeming: No objection to the others. 


The Court: Very well, there being no objection, let the 
others be received of record. 
(Plaintiff’s Exhibits Nos. 1 through 4, and 6 
through 16, were received in evidence.) 


With reference to the patent drawings of the first appli- 
cation, the witness testified as follows: 


The Witness: The first application is directed to dis- 
covery that helically preformed armor rods or elements, 
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made of round wire, could be assembled into a hollow tube 
construction without regard to an internal supporting mem- 
ber, such as a core or another conductor or any supporting 
bridge work, without these special provisions being made 
in the preformation of the elements to develop live forces 
within them in the assembled condition. I might enlarge 
on that. The field of so-called preformed cable, preformed 
wire rope, is a very extensive one. Many patents have been 
issued covering various phases of preformed rope, long 
lengths of cable in which the elements are preformed to 
varying degrees. It is common to say that there is a ninety 
percent preform or there is an eighty-five percent preform; 
that means that the elements, when stranded around a core, 
will tend to grip the core as these cables are being fabri- 
cated. 


The figures here in this exhibit show a hollow tube in one 
case, Figure 3, made up out of the relatively short pre- 
formed round wires that go to make up this invention. 
When these are assembled, we have a rather inert or dead 
relationship; these elements don’t stay together by virtue 
of any tension that may be applied to the cable, as is the 
ease in many other instances. 


By Mr. Hume: 


Q. May the record show that the plaintiff is examining 
Exhibit 11? A. They may be disposed about one another 
by the method of wrapping and, when so inter-engaged, 
constitute a tubular structure which supports itself without 
any internal member. The supports are unnecessary; in 
fact, the tubular structure to which this patent is directed 
develops from the interrelatedness of these elements which, 
generally speaking, are performed in a die. Each element 
goes through the same die or similar dies and, therefore, 
they are identical and, when twisted, develop this tubular 
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structure. In all cases, we are talking about limited lengths 
and untensioned units. 


Q. Each element that is in the assembly, tell the Court 
the condition as to whether it is under stress or not, as it 
is assembled? A. As assembled, they are quite obviously 
not under stress because they can be moved lengthwise heli- 
cally, there is no tension on the ends one way or another, 
they merely occupy the position that they are assuming by 
virtue of the fact that a group or a plurality of these are 
identical in configuration and have been twisted together. 


Q. Does the freedom from stress contribute to the as- 
sembly and disassembly of these elements, Mr. Peterson? 
A. The freedom from stress, I presume you are referring 
to tensile stress which might develop if a cable were under 
tension or were fabricated under tension, as is usually the 
case. 


Q. Perhaps I could rephrase that question: If these ele- 
ments were not accurately conformed each to the other, 
they must be forced into helical conformance and, as so 
forced, would they or would they not have resident live 
forces trapped in them? A. No, there are no live forces in 
the elements after the assembly into a helical configuration. 
There might be a very slight force in the act of assembling 
them, by virtue of the bending that is needed to wrap one 
element about the other, but once in place there are no 
live forces. 


Q. Now, Mr. Peterson, I hand you a set of drawings 
that comprise the enlargement of the patent drawings, 
formerly identified as Plaintiff’s Exhibit 2-A and 2-B, 
which are the drawings of the second application in suit. 
I would like you to briefly explain to the Court what is 
there disclosed? A. We have here in these drawings, views, 
I believe taken from application 2,200? 
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Q. That is correct. A. This is a continuation in part of 
the subject matter to which the first application relates 
and is essentially directed to the sub-setting of helically 
preformed elements into groups that may be coextensive 
or they may be off-set with respect to each other, so that 
when assembled they define a whole lay tubular portion. 
The whole lay tubular portion is shown in Figure 2 and in 
Figure 4, that Figure 4 is a three-part drawing, two sub- 
sets and a core about which these sub-sets are assembled. 
The sub-sets are assembled about the linear body by rota- 
tion in a manner shown in Figure 6. 


Q. What is the purpose of the sub-setting? A. The pur- 
pose of the sub-setting is perhaps three-fold. These pre- 
formed elements are usually used in, oh, numbers that go 
up to fifteen, twenty or twenty-five elements, and as we 
have indicated, we formed tubular structures of these pre- 
formed armor rods by rotating them either about them- 


selves or about a core. Very obviously, when you are 
manipulating fifteen or twenty of these individual wires, 
it becomes rather involved. In prior methods of using non- 
preformed armor, very elaborate wrenches and holding 
devices with many holds were used to keep these elements 
working togther. By sub-setting these, we, on the one hand, 
may make it a little more difficult to apply a group about 
a core or about another group, but nevertheless the flex- 
ibility of a sub-set is such that this can be done without 
exceeding the elastic limit of the elements and it can be 
done very readily. 


Q. Mr. Peterson, I hand you Plaintiff’s Exhibit 12 that 
has been received in evidence, and ask you to describe 
what you have, to the Court, in your hand and what its re- 
lation to these applications is, please. First, what is the 
nature of the general assembly of those performed armor 
rods? A. The performed armor rods are made of spring 
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steel, there are about forteen of them in total, and on one 
end, in my left hand, there are two sub-sets of these; in 
other words, seven of the elements have been twisted 
around one another to about a common axis to create a sub- 
set. A second sub-set is twisted about the first one and, 
when so doing, this tubular structure develops. 


Q. May Iask, Mr. Peterson, what is the arrangement of 
the various elements in the tubular construction, are they 
fastened together as sub-sets or otherwise, or are they all 
loose, as you might indicate from the opposite end? A. In 
this particular specimen, they are loose and in no way 
fastened. Actually, in practice, it is not uncommon to glue 
these together in a very temporary sort of way, much in 
the same manner as staples are glued together in a stapling 
machine so that they can be handled quite readily, inserted 
into the stapling machine. We may have these glued so that 
they retain a semblance of a sub-set without falling apart. 


However, they do constitute elements which are, in this 
ease, parallel to one another, they are contiguous in this 
helical parallelism, each wire remains exactly the same dis- 
tance from the neighboring wires or adjoining wires, and 
so if you can say that there is a parallelism, these are 
parallel in this configuration. 


Q. Now, was there any reason why these two groups to 
your left, and that you have characterized as being sub- 
setted, were divided in this way, or could there have been 
a different division of armor rods from this same set to 
make two other sub-set groups? A. Yes, they could have 
been divided in any number of ways. There are fourteen 
of these elements, we might have divided them two and 
twelve or three and elevn; it is just a little more symmetri- 
cal to have them equally divided. In some cases, the tube 
that is created happens to include an odd number of pre- 
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formed elements, in which case it isn’t possible to make an 
equal division, one might be five and another six. In some 
cases, these elements are rather stiff, as can be appreciated 
from an observance of one of those heavy aluminum 
samples, and it then becomes necessary, for ease in manipu- 
lation, to perhaps have three or four sub-sets of elements. 


Q. Can these armor rods that you hold in your hand 
be closed, twisted into a complete tube, readily? A. Just 
about as easy as that (indicating). I am just using the 
tips of my fingers in this case. 


Q. And they can be taken apart again? A. Well, I can 
rotate it the other way; you can almost blow them apart. 
If the physical proportions were not correct, in other 
words almost identical helical configuration, it would be 
very difficult to do. 


I might create a tubular structure, if, under tension, it 
would retain itself; but if I were to open one of these 


helical members and then try to reassemble the group, I 
would find that the tubular structure had been lost. 


Now, it doesn’t make very much difference, there is 
nothing that can be done with this other than to open it 
and close it at will. 


Q. Now, Mr. Peterson, the other end of that same Ex- 
hibit 12 that you have in your hand, can that be wound 
together? There, you have represented separate rods pro- 
jecting from the end of the assembly. A. These are the 
same rods, obviously, as on the other end; and, having 
started these things into a tubular configuration, they, too, 
can be rotated to create the tube or unwound to undo the 
tubular structure. Sometimes they get tangled in unwind- 
ing, and this does not develop in the ease of the sub-setted 
armor rods. But it is perfectly possible to rotate these and 
put them around a core, in some such fashion (indicating). 


(6) 


Now, these elements, there are fourteen of them in this 
particular sample, are chosen—as you can see, they run 
along and if I hold these together out near the ends, they 
might be considered as parallel. There is a different type 
of parallelism in that some of these wires just run along, 
they are not twisted together, but nevertheless they are 
essentially parallel in that end. 


Q. Ihand to you a copy of the file reference to Moxham, 
337,513, issued March 9, 1886, which is Tab 1 in the booklet 
that has been identified as Plaintiff’s Exhibit 7, and ask 
you to describe to the Court what you see there. A. If I 
were on a quiz program, this would be the Sixty-four 
Thousand Dollar question. You handed me a patent issued 
March 9, 1886, which is about seventy years old. I have 
been in the business of making cable, forming cable, for 
thirty-five years and I have only recently seen this Moxham 
patent, that is, within the last couple of years; and it be- 
comes rather difficult to separate what I know about the 


practices in the art, my own contributions to this field, my 
own inventions and patents, from what is actually, let me 
say, implied in this very brief description. But I will do 
the best I can. 


Moxham directs his attention to the so-called tramway 
or railway cables. These are cables used, for the most part, 
in San Francisco for the cable cars; they are traction 
cables. 


In San Francisco, under ground, paralleling the tracks 
on which the railroad cars, street cars, run, there are so- 
called traction cables. These cables are made, and I have 
had a hand in making some of them through the American 
Steel and Wire Company, they are made in lengths up to 
several miles. As a matter of fact, the plant of American 
Steel and Wire Company was located in San Francisco so 
that there would not be a transportation problem in mov- 


76 


ing the cables from the machine, as fabricated, to the point 
of usage. These cables are powered and run over sheaves 
and continue to move from one end to the other in endless 
fashion twenty-four hours a day. When one of these cable 
cars wants to move, the operator of the car engages a grip 
which takes hold of the moving cable and from then on the 
car travels with the cable. When he wants to stop, he dis- 
engages the cable, or the car from the cable, by unfasten- 
ing the gripping device, puts the brake on the car and it 
stops. 


One of the things that is important, as you can see, is the 
wearing of these cables. In the first place, they are running 
over sheaves for maybe a couple of miles, and doing that 
twenty-four hours a day. They stop a few hours in the 
morning when nobody wants to use the cars. So there is a 
tremendous wear, actual physical scraping wear on the 
cable. In addition, every time a grip takes hold of the 
cable, there is a frictional wear that is very noticeable; 


you just can’t grab it instantaneously, it is in the nature 
of a clutch. 


Moxham wanted to have large wires on the outside to 
present a big wearing surface. In addition, he had some 
kind of a core in most of these illustrations; in fact, I would 
say in all of the illustrations, the core being either a wire 
rope, a group of smaller steel wires, or a hemp center; and 
he proposed to create a helically formed wire, it is “B” in 
this particular patent. 


Q. You have two B’s there, upper case and lower case. 
A. This is the large B, I am referring to, and these are 
the outer wires, and these are preformed into a helical 
configuration pretty much like the single element I have 
in my hand. 


Q. The witness is referring to a component of Exhibit 
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11. A. These preformed elements are mounted in a cabling 
machine or a twisting machine, which is a mammoth thing; 
some of them would almost fill this courtroom. 


The patent shows several modifications of cable in which 
the outer layer of wires are made of preformed elements, 
which preformed elements are twisted togther in a form 
machine and this forming is done while the elements are 
under tension. There is tension pulling the cable through 
and there is so-called back tension preventing the wires 
from going into the cable. I can read from line 89 here. 


Q. What page? A. The first page of the patent: 


“By this special construction the wires are first coiled 
or twisted separately instead of together, and then 
laid to each other when the cable is being made, .. .” 


That is what I was talking about, about this cable machine 
that might fill up this room: 


“and thus the cable is caused to maintain a certain 
force within itself, which tends to retain the various 
coils together, and thus to resist any tendency in the 
strands to open or unwind when the cable is in use. 
This practice will by tension in laying up overcome 
any little irregularity in the helices and leave in the 
made-up cable the live force desired.” 


I am ending on line 100 on page one. 


Q. Now, Mr. Peterson, the patentee Moxham also states, 
does he not, that the strands of his cable may be laid to- 
gether without these live forces? A. Well, I don’t know 
that I see that. 


Q. Well, would you refer to the bottom of page one, 
and read the last couple of lines at the bottom of page one, 
over to page two? A. Beginning at line 101: 
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“Tt is manifest, however, that, if desired, the helices 
can be made of exact diameter and pitch to lay up 
properly without affecting the resulting cable disad- 
vantageously.” 


Q. That is what I had reference to. Is there any com- 
ment on that; is the interpretation that the cable is laid 
up without live forces derivable from that statement? 
A. Well, actually we are talking about cables of very long 
length and when they are assembled, even in conformance 
with this statement, that is “the helices can be made of 
exact diameter and pitch to lay up properly without affect- 
ing the resulting cable disadvantageously,” I would say 
that many cables have been made up in this manner, with 
and without cores, and they are not unsuited for their in- 
tended purposes. However, if we took a small section of 
such cable and tried to disassemble it and put it together 
again, we would find that there was something in the orig- 
inal cable that we hadn’t rebuilt into the smaller element. 
Tf that answers the question? 


Q. You referred, at the beginning of your testimony 
concerning Moxham, that he showed cables having cores. 
Does he not also show a hollow cable? A. There are six 
figures shown in the patent, one figure, that is Figure 5, 
shows the element, large B, which is merely one of the 
elements. The other drawings, Figures 1, 3, 4 and 6, show 
cores of one sort or another. The black material is, I think, 
referred to as a hemp center. In Figure 2, there are two 
layers of wire shown and there is a white section in the 
middle, which could be considered a core-less cable. How- 
ever, as I view it, the small b elements constitute the core 
for the large B elements. He does say that these cables 
can be made devoid of any core. 


Q. That is it. Now, Mr. Peterson, briefly would you 
state what, within your knowledge, the machines for mak- 
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ing such a cable would be as of the year this patent issued, 
1886? A. I operated one such machine in Worcester, Mas- 
sachusetts, in 1930. It was an antique machine, a very large 
unit, in which the ten or fifteen reels of wire could be 
mounted and these reels go around a central axis, much 
as a Maypole dance is carried on, the reels are the children 
in this case going around in one direction. The usual 
method, and I don’t know what was done in 1886, if any- 
thing, but as of 1925 or thereabouts, the preforming of 
these several elements, maybe ten or fifteen wires, in the 
formation of the helical configuration, each one is done 
simultaneously ; that is, all fifteen receive their helical con- 
figuration at one time and an attempt is made to insure 
their being identical. 


Q. May I ask this, Mr. Peterson, the wires on these 
individual reels that are turned around one another are 
straight wires at the time they are uncoiled and fed into 
a forming die; do I understand you correctly on that? 
A. That is right. 


Q. The wires peel off in the Maypole fashion from these 
reels and then they are collected, and what happens to 
them at that point? A. They are paid off, the several reels, 
as straight wire, and then they may go to dies, as many 
dies as there are wires, to develop a semblance of a helical 
configuration while they are pulled through the die. The 
usual practice is to have some bending rolls through which 
each wire passes, and that develops bending while the rolls 
are rotating about the Maypole, and in that way the indi- 
vidual helices are formed in each wire. 


Q. Mr. Peterson, how are these wires powered in this 
forming operation? how are they drawn through the dies? 
A. The completed cable is pulled and wound up on a reel 
and so, in effect, all of the wires are under tension and 
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pulled through the dies or the rolls. There is also what we 
might call back tensioning, there is a brake on the reels 
holding the individual straight wires, so we have a back 
tensioning or a drag on the reels and we have pulling 
through the dies. 


Q. Could you very briefly outline how preformed armor 
rods are made? A. There are several methods of making 
them, the simplest and easiest to visualize is this: Starting 
off with a round bar stock, a groove is cut, a helical groove 
pretty much conforming to the desired helix. A sleeve is 
slipped over and around this bar. Straight wire is pushed 
into one end of this helical groove. By adjustment of this 
so-called die, with respect to the direction of movement of 
the wire, the wire is bent as it enters the die, and it is 
progressively bent in different directions as the wire is 
twisted in the die or rotated going through the die. Essen- 
tially it is a pushing operation, there are rolls which pinch 


the straight wire and push this wire into this helical die 
and the preformed element emerges without any tension 
at the other end. 


° * ° 


Q. Mr. Peterson, I have here a section of cable which 
is identified as Plaintiff’s Exhibit 17. Would you look at 
that and explain what it is, please? A. This is a section of 
so-ealled traction cable. This happens to be the type of 
cable, wire rope, if you want to call it that, which is used 
at the present time and to my knowledge has been used for 
about twenty-five vears in the San Francisco cable system, 
cable car system. This particular cable has been in use for 
perhaps three or four years and shows the wear to which 
I referred previously. It shows the large wires on the out- 
side of each of the strands composing this cable; it also 
shows a hemp center about which these strands have been 
fabricated. 
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Q. Is this sample related in any way to the Moxham 
patent disclosure? A. There is no way really of telling. 
This particular cable is quite dead, it doesn’t have any live 
forces in it: but I would say it could have been made by 
the Moxham method. 


Q. Is there any difference, Mr. Peterson, in the char- 
acter of strands that this cable has, as against those dis- 
closed in the patent? A. In the Moxham patent? 


Q. Yes. A. Well, this is a typical wire rope type of 
structure and the Moxham figures are really concentric 
cables, single layer for the most part, although they do 
show a two-layer cable with a small wire rope in the center 
in one case, instead of the hemp center of this cable. 


Q. Now, Mr. Peterson, we have before you Schedule A, 
as amended, attached to the complaint, in which you will 
find claims 3, 15, 19 and 30, which are those four claims in 
the first application before the Court that have been re- 
jected on the patent to Moxham. I ask you to refer to those 
claims, starting with claim 3, and indicate to the Court 
how in your opinion the claim distinguishes from the 
Moxham reference. A. Well, the only distinguishing lan- 
guage is toward the end here: “said elements . . . being 
deformable within the elastic limit of the material of which 
they are made to be applied sideways about an elongated 
member of an external diameter up to substantial equality 
with the internal diameter of the eye of the helix to which 
said elements are preformed, said elements being readily 
disassembled from and reassembled into said body.” 


Q. Now, do you find in the four corners of the Moxham 
disclosure anything related to that language? A. None 
whatsoever. 
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Q. Would you turn, please, to claim 15 and see there 
what language, if any, differentiates from Moxham? A. 
Well, the last two lines of claim 15: “said elements being 
readily assembled, disassembled and reassembled at will.” 


Q. The Moxham cable is not susceptible to this treat- 
ment? A. No, it is not. 


Q. Why is that? A. Well, the only clue that we have 
is that it is produced under tension to develop the live 
forces in the elements; that is the wording of the Moxham 
patent. 


Q. How about the length of the cable in the Moxham 
patent? A. The Moxham patent describes traction cable 
which, as I have indicated, might be one mile to several 
miles in length without ends being available for assembly 
or disassembly. 


Q. Would you refer, please, to claim 19? A. Claim 19, 


this distinguishes from the previous claims and from Mox- 
ham in the last three lines: “said article being characterized 
by its extensibility derived from the axial displacement of 
said elements relative to each other.” 


Q. Could you refer to Exhibit 11, the so-called candy 
stick embodiment, and indicate to the Court what is meant 
by relative extensibility? A. Well, the relative extensibility 
is shown here, whereby one or another element may be 
pulled out or pushed into the assembled tube in this man- 
ner (indicating). 

Q. Is there anything in the Moxham construction that 
would admit of this treatment? A. No, there isn’t. As a 
matter of fact, these live forces and the tensile stresses that 
are built into it would preclude any action such as this. 

Q. Refer, please, to claim 30. A. Claim 30 is distin- 
guished, again, in the last lines: “said body being readily 
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separable into its components and reassemblable to recon- 
stitute said body.” The candy stick model separability and 
so forth is demonstrated in one fashion this way, and re- 
assembly by rotation, or we can push them out as I did 
before and if we push far enough on these limited lengths 
of tubular structure, we would find a collapse of these. 


Q. And that can be reassembled. Now, Mr. Peterson, 
may I refer you to Schedule B of the complaint in which the 
claims of the second application are set forth. Among those 
claims, 6 and 8 are the two that were rejected on the ref- 
erence to Moxham. Now, would you be good enough to find 
in claim 6 any language that distinguishes from Moxham, 
if it is there? A. Claim 6 is a very short claim, I will read 
the whole thing: “A vibration dampener for suspended 
lines comprised of helically-preformed armor rods.” 


The description, the title “A vibration dampener,” is 
certainly not to be found in Moxham nor would the Mox- 
ham structure act as a dampener. 

ae * * 
Q. That distinguishes over Moxham? A. That distin- 
guishes over Moxham in that Moxham is a long cable made 
up of— 


Q. Does the Moxham patent relate to a vibration 
dampener? A. No. sir. 


Q. Does it relate to helically preformed armor rods? 
A. No. sir. 


Q. Is the term “helically preformed armor rods” well 
defined in this art? A.I would say yes. Perhaps I was the 
first one to use the terminology about twelve years ago. 
Currently, many engineers immediately know what is in- 
volved when the term “preformed armor rod” is used. 


Q. You have nine patents of record as Exhibit 8, I 
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think they are all your patents; these are couched in similar 
terms, are they not? A. That is correct. 


Q. Very well. Now, I ask you to refer to claim 8 of the 
second application, set forth in Schedule B, and state where 
in your opinion the language there defines over the Moxham 
reference. Just read the language. A. The language is this: 
“A vibration dampener for suspended lines comprised of 
a set of preformed armor rods defining a tube, portions 
adjacent to the ends of the tube being adapted for connec- 
tion with the line, the central portions of the tube con- 
taining a filler substance.” 


Q. Would you briefly explain to the Court what is meant 
by a vibration dampener? A. Whenever we have vibration, 
it is usually resonant vibration, vibration of a violin 
string, for example, vibration of a part of a machine. A 
dampener is a mechanism that dissipates the energy in that 
vibration or cuts out the vibration by some other means. 
I can best illustrate by citing a well-known situation: If a 
company of soldiers happens to be marching over a bridge 
and they are in step, each step puts a little impulse into 
the bridge and soon the bridge is vibrating beyond all rea- 
sonable tolerances. The way to eliminate that is to break 
step and then some of the soldiers are putting impulses in 
at one time, some putting in at another time, and the forces 
neutralize themselves, and that could be considered a damp- 
ening mechanism. 


Another method would be to have some frictional en- 
gagement with the bridge so that when the bridge starts to 
move or vibrate, it is rubbing up against something and 
generating a little friction, something like a dash pot or a 
snubbing device on an automobile spring and that acts as 
a dampener. 


Q. How do the preformed armor rods in the present 
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instance act to dampen vibrations? A. Well, as we have 
used the armor rods, for example in the No. 1 patent, there 
is very little dampening that develops from the preformed 
armor rods; they are applied over the cable and constitute, 
in effect, a part of the cable and so they are hardly any 
more effective in dampening vibration than the cable itself, 
which isn’t very good. However, one method I contemplated 
of using these preformed armor rods was to assemble a 
tube such as described in claim 8, in which this vibration 
dampener for suspended lines comprised of a set of pre- 
formed armor rods defining a tube, portions adjacent to 
the ends of the tube being adapted for connection to the line, 
the central portion of the tube containing a filler substance. 
In other words, here is the tube, in the center made up of 
armor rods, and the two extending portions, sub-sets, which 
are attached to the transmission line or to the conductor, 
and when the conductor vibrates this is set into motion and 
there is a little frictional engagement between these ele- 
ments and also between the substance that is used as a 
filler in the center of the tube, and that constitutes a 
dampener. 


Q. Mr. Peterson, I hand you Plaintiff’s Exhibit 13 which 
has been received in evidence. I ask you to tell the Court 
what it is. A. Well, this is a hollow structure made up of 
rather limited lengths of preformed helical elements, in this 
case armor rods, which might be used if applied, according 
to my early patent, to cable, for reinforcing and stiffening 
the cable at the point of support. These have been assembled 
to constitute a hollow tube. 


Q. Are these used for other purposes than merely re- 
inforcing? A. They have a great many uses; for example, 
this structure that I hold in my hand could be used for 
splicing cable similar to that traction cable which you ex- 
hibited. It could be used for repairing cables; if that track 
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cable, for example, were worn and there were wires poking 
out, these could be applied over the track cable to form a 
tubular structure around it. So repairs, splicing, are among 
the many applications, in addition to dampening, that may 
be brought into play. 


Q. Mr. Peterson, I hand you four photographs marked 
Plaintiff’s Exhibits 14-A to D, inclusive, which I would like 
you to inspect for a moment and then I would like to hand 
them to the Court and you can tell the Court what they 
show. A. Yes, I happen to be very familiar with these. The 
first picture shows an overhead transmission line on steel 
towers. 


Q. May I refer you to the identification on the back of 
the pictures and, if you please, relate the pictures to the 
Exhibit 13. A. 14-D is a photograph of a transmission line 
in Ontario. This is operating at high voltage and happened 
to have been contacted by a crane which was moving along 


the road; that caused a short circuit on the line and burned 
a great amount of the cable as is shown in 14C. You can see 
the exposed wires which were burned off. 


Q. Now, Mr. Peterson, photograph 14-C that the Court 
is now regarding, the men are doing something to that 
cable. What is that? A. They have just started to repair 
it using the principles that we are discussing, in fact build- 
ing up the tubular structure which we are discussing. 


Q. Exhibit 13 shows a set of armor rods that are quite 
similar in nature, is this true, to those shown in photograph 
14? A. Yes, 14-B and 14-A show different stages of the 
assembly of this tube over the damaged conductor. I might 
say, in passing, that ordinarily when a cable or a trans- 
mission line is damaged in this way, it is ordinarily neces- 
sary to drop it and cut the cable out and reinstall a com- 
plete, new cable with conventional splices, they are com- 
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pression splices. By merely wrapping these helical elements 
on, the job can be done very effectively for a very inconse- 
quential expenditure. 


Q. Mr. Peterson, could the elements similar to Plain- 
ti’s Exhibit 13 and similar to those in the photographs of 
Plaintiff’s Exhibits 14-A to D, inclusive, be used to splice 
a cable similar to the Moxham cable? A. Yes, they could 
be applied over the Moxham cable. The Moxham cable is 
a wire rope or a traction cable, there aren’t too many splices 
available for such cables. In fact, I know of none that are 
suitable in the case of a running line or a line that is going 
over sheaves, but by using these devices we are able to 
make such splices. 


Q. Ihave here four photographs from the United States 
Army Engineer Corps, which have been identified as Plain- 
tiff’s Exhibits 15-A to 15-D, inclusive. I wonder if you would 
refer to these, please, and explain to the Court what they 
show after you have looked at them. A. Yes, Just as back- 
ground, the United States Corps of Engineers are charged 
with what is commonly known as revetment work, they are 
building protective devices on the Mississippi River all 
along the bank, especially at bends in the river. This first 
photograph, 15-A, shows the hold of a ship, a barge used 
by the Corps of Engineers, and about thirty-six reels of 
steel cable which are being paid out from the reels through 
a tensioning mechanism which consists of about six or 
seven figure eight turns over these sheaves shown in 15-D. 


Q. Is there a splice appearing in these photographs? 
A. No; well, yes, there is a splice in 15-D. 


Q. And that splice is what, Mr. Peterson? A. The 
splice— 
e ° e 
Q. What do you deduce from this type of operation in 
regard to the physical characteristics of these splices, Mr. 
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Peterson? A. This apparently is the first time that it has 
been possible to splice these very high-strength steel cables 
and allow a flexible splice to develop, one that could go over 
those sheaves while this is under tension. It is perfectly 
easy to conceive of tying a knot in the two ends of the steel 
strand, but those knots, or sleeves and couplings, could not 
go over these sheaves. 


The splice that is made out of the armor rod tube struc- 
ture is perfectly flexible, is strong enough to break the 
steel strand and allows the continuous paying out of these 
cables. As a matter of fact, we have only shipped about two 
or three hundred of these splices and the Corps of En- 
gineers is on record as indicating that we have already 
saved $50,000 with this device so far this year. 


Q. Mr. Peterson, while we are on the subject of splices, 
I hand you Plaintiff’s Exhibit 16, and very briefly tell the 
Court what that is. A. Well, this is essentially what we 
have called a subset of armor rods, which have a slight 
glue coating to hold them together in sub-sets. This con- 
stitutes a splice for a cable about a half-inch in diameter— 
quarter of an inch in diameter; the two ends of the cable 
are brought in butting arrangement and one of these is 
applied over the cable and extends across the break. 


Q. Iam holding here for the witness to demonstrate on 
a steel rod which is a simulation of a cable to be spliced. 
A. Then the second element is spliced in between—I don’t 
think this particular rod was made for this set. 


Q. It is a little oversized. A. A little oversized, but 
this is the operation. 


Q. Now, these particular sub-setted elements that you 
depict there, Mr. Peterson, are provided on the interior 
with an anti-friction compound? A. Yes, there is a grit 
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material, a hard material, to increase the coefficient of 
friction between the cable and the armor rod tube. 


Q. What is the order of strength that these splices ex- 
hibit? A. They are all made to have more strength than 
the cable to which they are applied. In other words, the 
tests that are applied are of three-fold: slow tension, re- 
peated tension, and impact loading; and these will develop 
breaks in the cable outside of the spliced portion prac- 
tically one hundred percent of the time. 


Q. They will hold in excess of the breaking strength of 
the strand to which they are attached, is that it? A. That 
is right, and not only strand but solid wire as well. 


Q. NowI refer you, Mr. Peterson, to Plaintiff’s Exhibit 
7, which is the book of file references cited in the Patent 
Office, and especially to tab No. 9 in that booklet, which is 
the Bodendieck patent with which you were in interference. 
I would like you to relate to the Court if you are familiar 


with that patent? A. Yes. This patent is directed to a 
tool and a mechanism for wrapping armor rods on ener- 
gized conductors. 


Q. I ask you if you knew this patentee, Bodendieck? 
A. Yes, I know him very well. 


Q. What is the occasion of your knowing him? A. When 
I started to manufacture preformed armor rods and got 
to advertising the several uses to which they were being 
put, one being for splicing and covering cable, Mr. Boden- 
dieck came to me to determine the diameters over the armor 
rods. He manufactured clamps for making attachments to 
cables and wanted to get his claims made to fit over the 
armor rods. I gave him all the information he wanted, and 
on the occasion of his first visit he indicated that he had 
been a manufacturer of so-called hot line tools; hot line 
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tools being tools used on energized conductors to put nuts 
and bolts and clamps on while the line is alive. 


Q. Because you couldn’t touch it with your hands? A. 
Yes. Most of that is done with wooden sticks. 


Q. Now, a tool was developed. Please refer to the pat- 
ent. Was this tool developed as a result of your engage- 
ment with Mr. Bodendieck for a hot line tool to apply 
preformed armor rods? A. Well, I think I will have to 
qualify my answer by saying when I heard that Mr. Boden- 
dieck made hot line tools, I indicated to him that he could 
probably make tools for applying preformed armor rods 
to a line while energized. As a matter of fact, I had some 
tools myself which could be used for that purpose. He 
indicated that he was sure the tools could be improved and 
could be made an article of commerce, and later on he 
developed a particular type of tool which was an easy 
loading tool, I might say, for the application of preformed 
armor rods to a line. 


Q. And that is the tool shown in his patent? A. That is 
the tool that is covered by six—or fifteen claims in this 
patent. 


Q. Now, Mr. Peterson, claims 1 and 2 in that patent 
relate not to the tool but to a method. Now, will you please 
read those claims to the Court? A. Claim 1: 


“The method of wrapping preformed armor wires on 
a central core which comprises separating the armor 
wires into a pair of groups with the wires of each 
group arranged side by side in substantial parallelism, 
the groups being arranged oppositely with respect to 
the core, and simultaneously wrapping the preformed 
armor wires about the core while the wires are main- 
tained in substantial parallelism during the wrapping 
operation.” 


That is claim 1. 


Q. Now, the second claim differs from claim 1 in what 
respect? A. Well, I won’t read the whole thing, but I think 
it differs from claim 1 in the last part: 


“the said wrapping beginning at a point intermediate 
the ends of the armor wires and progressing outwardly 
toward both ends of the armor wires simultaneously.” 


Q. Now, there is no mention of a tool in those claims, 
is there? A. None whatsoever. 


Q. What bearing do these claims have upon the appli- 
cation of helically preformed armor rods by manual means? 
A. Well, actually there are many ways of applying pre- 
formed armor rods manually. We ean start off and put 
one on and then another one and then another one and 
continue; we can twist them together in sub-sets; we can 
get them started in the middle, as I have indicated here, 
and rotate the groups in a fashion such as this (indicat- 
ing); and actually I had been doing all of this for a long 
time prior to— 


Q. When you say “all of this,” Mr. Peterson, are you 
addressing yourself to the method of the claims? A. Just 
the method, not by means of the tools. 


Q. Claims 1 and 2 of the Bodendieck patent were copied 
into your first application, Serial No. 698,312, as claims 26 
and 27 therein. This was done for purposes of interference. 
Now, would you read claims 1 and 2 of the patent and apply 
them to the disclosures of your patent drawings from your 
first application. Hold them so the Court may see. 


* o e 
A. Claim 1: 


“The method of wrapping preformed armor wires on 
a central core which comprises separating the armor 
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wires into a pair of groups with the wires of each 
group arranged side by side in substantial paral- 
lelism. . . .” 


I show here in these drawings, and I guess there are some 
others, too, the extended portion of this figure shows a 
group of armor rods in side by side relationship and two 
of those groups being applied; in Figures 5 and 6, we show 
the core to which these groups have been applied. Of 
course, the motion that goes along with the application is 
not shown in a single figure, but the sub-set, the group of 
parallel wires side by side arranged opposite to one an- 
other, to get the motion I have to go back to this one 
(demonstrating), here is one form of parallelism which is 
shown in the extended portion of the armor rods. 


Mr. Hume: The witness is demonstrating with Exhibit 12. 


The Witness: They are wrapped around the core in this 
manner. 


By Mr. Hume: 


Q. Now, Mr. Peterson, maybe it would help you a little 
if I would undertake to read the claim to you, with the 
Court’s permission, so that you may then be free to point 
out wherein these elements will be found. Claim 1 of the 
Bodendieck patent relates to the method of wrapping pre- 
formed armor wires on a central core. Do you have any- 
thing in your pictorial illustrations here that signifies that 
particular step? A. Figure 5 shows the core. 


Q. Figure 18 shows what, Mr. Peterson? A. Figure 18 
shows a group of several preformed armor rods side by 
side being wrapped around the core. 


Q. Does it depict the wrapping of preformed armor 
rods on a2 central core? A. Yes, and it shows the arrows 
indicating how the motion takes place. 
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Q. Now, the method which comprises separating the 
armor wires into a pair of groups; do you have an depic- 
tion of armor wires divided into a pair of groups? May I 
refer particularly to the groups 1 and 1 of Figure 3, and 
may I refer also to groups 5 and 5 of Figure 13, and also 
to 5a and 5b of Figure 11. A. Well, in all of these, we 
have groups, in particular two groups of parallel preformed 
armor rods intertwisted; they are parallel with one an- 
other in their twisted configuration. 


Q. Excuse me, let me continue: The wires of those 
groups are arranged side by side in substantial parallelism? 
A. Yes, I think that is obvious from the drawings, Figure 
13 or Figure 11. 


Q. Are the groups arranged oppositely with respect to 
the core? A. Yes. There are two groups and the two of 
them in this case constitute a full assembly when applied 
to the core. 


Q. As is shown in Figures 5 and 6 of the first applica- 
tion’s drawings? A. Well, that is the finished application. 


Q. Are the groups complementary to each other? 
A. They are complementary, they are opposites. 


Q. Allright. Then, the last phrase of the claim is: 


“simultaneously wrapping the preformed armor wires 
about the core while the wires are maintained in sub- 
stantial parallelism during the wrapping operation.” 


A. Well, in any group, Figure 3, the elements are in helical 
parallelism; Figure 13, the two legs are made of armor 
rods that are in helical parallelism and when they are 
wrapped around as groups, the parallelism is maintained. 


Q. What about Figure 18? A. Figure 18, the parallelism 
is maintained. Figure 18 doesn’t show the intertwisting 
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of the group except at the point where it has been fixed on 
the cable. 


Q. Mr. Peterson, the claim says wrapping the preformed 
armor wires about the core; as distinguished from groups, 
Mr. Peterson, I just want you to address yourself to the 
subject of the claim. Does Figure 18 disclose this? A. Yes, 
it shows in this case, three wires; they are preformed. 


Q. And are they in substantial parallelism during the 
wrapping operation? A. They are in substantial parallel- 
ism, I would say they are pretty much as we see in this 
sample (indicating). 


Q. Are the wires in Exhibit 12, to which you refer, in 
parallel relation? A. They are. 


Q. Now, the second claim, as you have testified, is iden- 
tical with the first claim—this, again, is the Bodendieck 
patent, Your Honor—with the exception of the last clause. 
Beginning at line 63 of the patent, the last clause says: 

“the said wrapping beginning at a point intermediate 
the ends of the armor wires and progressing outwardly 
toward both ends of the armor wires simultaneously.” 


I refer you to Figure 18, in which you have arrows there 
connoting action. Will you comment on whether that dis- 
closes wrapping armor wires simultaneously in opposite 
directions? A. Well, to be less scientific, one description 
that we have used, and I have used from the very begin- 
ning, to describe the method of applying these armor rods 
is to rotate them “in pretty much the same manner as one 
would in wringing out a cloth.” That is exactly what we 
have tried to depict here; the wrapping in both directions 
is twisting in opposite ways. 


Q. Now, Mr. Peterson, I refer you to the drawings of 
the second application, Serial No. 2,200, and will again 
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refer to claims 1 and 2 of the Bodendieck patent, and ask 
you to indicate to the Court, as we proceed here, wherein 
these various elements are to be found: “The method of 
wrapping preformed armor wires on a central core... .” 
A. The central core is C of Figure 2—No, Figure 4, I 
guess it is. 


Q. This is a little confusing. The top figure is Figure 1, 
the second figure is Figure 2, this entire figure is Figure 4 
as bracketed on the side, and this is Figure 6 as bracketed 
on the right-hand side. A. Thank you. Figure 4 shows the 
core C and the two groups of armor rods, one above and 
one below, before any of the rods have been applied. 


Q. The second phrase, and the first action phrase we 
have in this claim, is: 
“which comprises separating the armor wires into a 


pair of groups with the wires of each group arranged 
side by side in substantial parallelism . . .” 


A. There are two groups shown in Figure 4 which ob- 
viously have been separated, they are not together; the 
elements of each of the groups are in side by side relation- 
ship and running parallel to one another in the helical 
courses. 

Q. Are the groups arranged oppositely with respect to 


the core? A. Well, one is shown on top of the core and 
one is shown on the bottom, they are opposites. 


Q. Are these members of Figure 4 complementary sub- 
sets to compose the tube of Figure 2? A. They are. 


Q. And as arranged for assembly upon a core piece, 
they are divided into two complementary parts. What 
does Figure 5 show in that respect? A. Figure 5 shows 
the cross-section view, showing the core and the two sub- 
sets, or the two groupings, diametrically opposite and 180 
degrees out of place, so they are complementary. 
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Q. “... simultaneously wrapping the preformed armor 
wires about the core while the wires are maintained in sub- 
stantial parallelism during the wrapping operation.” I 
refer you for that again to Figure 6, which is your brack- 
eted figure, these being opposite ends of the same opera- 
tion. A. There are two aspects of this simultaneity. In 
Figure 6, we see the completed tube on the core in the 
middle section, and two sub-sets going left and right. One 
could, and I did both, wrap one leg on, in which case all 
of the elements of that one leg are being wrapped about 
the core simultaneously. It is more convenient and a lot 
quicker to take the two legs and twist them, and that was 
done also, so there was simultaneity as to the wrapping 
of the two legs. 


Now, as shown in the drawing, we have here Figure 6 
fully applied in the center and four legs, two going to the 
right and two going to the left and, as I say, with this 
rotary motion, as wringing out a rag, they were wrapped 
simultaneously from the center outward. Quite obviously, 
if we got up to ten or fifteen feet, it would be impossible to 
stretch and do that; but for these normal installations, 
they are about forty inches long and they were done. 


Q. You exceed your span limit, I suppose? A. That 

is right. 
° e ° 

Q. We had just about concluded comparison of the first 
claim of the Bodendieck patent with the second application 
before the Court. The concluding phrase of the claim calls 
for maintaining the wires in substantial parallelism during 
the wrapping operation. I would like to ask you if these 
wires are maintained in parallelism about the core of the 
body, to which they are being applied, during the wrapping 
operation? A. They are parallel where they are on the 
body, and where they leave or depart the body and are in 
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the process of being applied, they are essentially parallel, 
either in groups or individually parallel, non-helical par- 
allelism. 


Q. Now, Mr. Peterson, the second claim is identical with 
the first claim with the exception of the concluding clause, 
to which we referred in the analysis of the claims on the 
first application. With regard to the second application, 
I would like to ask you if this concluding phrase has appli- 
cation to the second application’s disclosure: 

“. . . the said wrapping beginning at a point inter- 
mediate the ends of the armor wires...” 


Can you indicate that to the Court? A. I think that is best 
shown in Figure 6, which is a two-part drawing, where they 
have been applied completely in the middle; and they are 
not applied, extending left and right, and they have to be 
completed from one end to the other. 


Q. So that the wrapping begins at a point intermediate 
the ends of the armor wires? A. The wrapping began 
somewhere near the middle or intermediate the ends. 


Q. And progressing outwardly toward both ends of the 
armor wires simultaneously? A. That is correct. I think 
I answered that in the previous instance. 


Q. Now, Mr. Peterson, there is attached to Plaintiff’s 
Exhibit 7, Tab 16, which is the publication entitled “P. F. T. 
Preformed Armor Rods and Multiple Wire Ties.” I would 
like to refer you to that brochure and have you tell the 
Court briefly what it is, please. A. As indicated, this is a 
brochure of the American Steel and Wire Company of 
Cleveland, and it relates to P. F. T. preformed armor rods 
and multiple wire ties. The “P. F. T.” happens to be my 
initials backwards. I was manager of the divisions selling 
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these products and this brochure was made up under my 
sponsorship and jurisdiction. 


Q. What date was this done? A. In 1946, I believe. 


Q. Now, will you refer first to page 6 of that 1946 pub- 
lication and indicate to the Court what is there shown? 
A. There are three photographs shown. In the one on 
the upper right-hand part, there is a package of preformed 
armor rods that are being removed or taken from the box, 
that is, the hands are withdrawing the armor rods. In the 
second photograph, there is a man who is assembling sev- 
eral, probably five or six, there are four shown on one 
side and there may be some on the other side, five or six 
armor rods by this rotary motion, applying it to a core, 
twisting one end on in one direction and the other end in 
the other direction; so, in effect, there are groups that are 
being assembled or applied to the core from a point inter- 
mediate the ends and progressing outwardly toward the 
ends. 


Q. Now, Mr. Peterson, look at page 8 of that booklet 
and see what you find there, and explain to the Court what 
the significance of that picture is. A. Page 8 is a recap of 
photographs of the original tools which were made up by 
Mr. Bodendieck in line with some of the disclosures in his 
patent. These tools were formed and fashioned by Mr. 
Bodendieck and were brought to my laboratory for trial. 
In one picture, the top picture, we see the tools loaded with 
armor rods placed in position, four or five in one segment 
of the tool, and four or five in the opposite segment. 


In the second picture, we show the hot line sticks lifting 
these tools up to an energized line and opening the jaws 
of the tools to engage the conductor. 


In the lower photograph, we see these tools being ro- 
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tated, just as we did by hand, except now wooden sticks are 
used because the line is energized. Sometimes these tools 
are rotated in opposite directions at one and the same 
time; generally speaking, you give a couple turns in one 


direction and a couple turns in the other direction, as you 
apply these. 


Q. Does the lowermost illustration on page 8 of the 
booklet represent the carrying out of the method of claims 
1 and 2 of the Bodendieck patent? A. Yes. 


Q. Is there any difference, other than the actual appli- 
cation of the tools, in that illustration from the execution 
of the method as shown on page 6 of the booklet, which is 
the manual method? A. The only difference is that, in the 
manual method, vou are using hands to rotate these; and 
in using the tools, they are engaging these armor rods and 
the wooden sticks are used between the tools and the hands. 


. Q. Since the claims aren’t directed to the sticks or the 


tools, do you feel that they cover the manual method as 
well as the Bodendieck method shown on page 8 of the 
booklet? A. They do. 


Q. These drawings are enlargements from the patent 
that has issued to Kenneth R. Runde, the record of which, 
certified by the Patent Office, is before the Court as Plain- 
tiff’s Exhibit 4. Mr. Peterson, describe, as briefly as you 
can, the operation of this Runde patent. A. Well, in 
essence, this concerns still another method of applying 
armor rods to a line. In this Runde case, the entire tube is 
completed as shown in Figure 1 and almost all of the other 
figures, down to Figure 8. Figure 4 shows a completed tube 
on the right-hand side. Figure 3 shows the completed tube 
in the process of being opened and split into two parts, 
such as I am showing here with this little sample. 


Q. The witness refers to Exhibit 12. A. Now, in order 
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to apply this tube to a cable, the so-called Runde method, 
which turned out to be my method, involved putting the 
half sets together around the core at a point removed from, 
let’s say, the center of the device, and then we have now 
the cable inside the core. 


Q. The tube is first split into two legs; do I understand 
you correctly? A. Runde shows the splitting of the tube 
into two legs. 


Q. As in Figure 4? A. Figure 4. Then, in Figure 5, 
the tube is applied on the left-hand side to the body, which 
I am now doing, in this manner. 


Q. If I understand you correctly, the two legs are first 
wrapped onto the body, onto the core piece? A. They are 
wrapped onto the body. There is a portion of the tube not 
on the body, extending to the right. Then, by rotating this 
piece, we are unwinding the tube at one part, reassembling 
it onto the cable in one operation, and this can be done with 
a tool which engages this tube as shown. 


Q. In the second wrapping operation to the right-hand 
side of your drawing, that is conducted by the entire tube 
being moved around the core, is that correct? A. That is 
correct. 


Q. Now, Mr. Peterson, we have an arrangement, a sub- 
setting of elements, in this Runde application just in the 
same way you had here in the legs of Exhibit 12. What is 
the relationship of the wires in those sub-sets? A. The 
relationship is side by side, helical parallelism; they are 
in contact with one another, engaging one another. 


Q. You will find in Tab 16, the brochure of Plaintiff’s 
Exhibit 7, on page 8, an arrangement of armor rods in the 
Bodendieck tools, to which you have testified, and I would 
like you to indicate what is the relation between the pre- 
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formed armor rods or wires and those tools, as compared 
to the Runde arrangement. A. Well, in the Runde arrange- 
ment, the armor rods are twisted together to form half-sets 
or full tubular structures and, therefore, they are helical 
and in what I would say is helical parallelism. 


Q. May I ask you, what is the disposition of the axes 
of each helix in the Runde arrangement, the sub-sets? A. 
They are co-axial. 


Q. Very well. Go on to the Bodendieck. A. They have 
a common axis. 


The Bodendieck type of parallelism involves what is 
essentially a splayed-out group but, in effect, they are all 
going off in one general direction, as indicated in this end 
of the sample and they do show some slight flaring, but that 
was considered parallelism. However, there is a non-coin- 
cidental axial relationship between the rods. 


Q. In this illustration on page 8 of Tab 16 of Plantiff’s 
Exhibit 7, these rods, before they have been subjected to 
any twisting, are in what attitude as disclosed there? A. 
They are parallel. 


Q. And what is the relation of the respective helical 
axes in relation to each other? A. They are not co-axial, 
non-coincidental. 


Q. But they are still parallel? A. They are parallel. 


Q. So you ean have parallelism among these preformed 
helices by having them assembled into a tubular body 
wherein the helical axes are coincident or co-axial, and 
vou can have separate parallel axes where the separate 
helices are side by side in parallel relation. 


Mr. Hume: Your Honor, this is an important distinc- 
tion, a little difficult to arrive at, in view of the claims that 
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were derived from the Runde patent to which I would like 
to turn now. 


By Mr. Hume: 


Q. Referring to the Runde patent drawings, Figure 9 
shows 2 tool for installing tubes of helical elements to 
standing bodies, as shown in Figure 8 of those drawings. 
The apertures 14 in that tool are of what shape and for 
what purpose? A. They are round holes and they are in- 
tended to engage a sub-set or an intertwisted grouping. 


Q. With the helical axes? A. With a single helical axis. 


Q. So that the apertures to receive the preformed ele- 
ments can be circular, as the external contour of the tube? 
A. Not only ean be circular, but it must be of a diameter 
larger than the diameter of the armored conductor; where- 
as, if the wires are not intertwisted, a group could be placed 
through a non-circular hole as in Bodendieck. 


Q. Well, I refer you then to the Bodendieck patent, 
which is Tab 9 in Plaintiff’s Exhibit 7, and particularly to 
Figure 3 of that patent, in which the armor wires are shown 
in side by side relation, as was indicated in the brochure 
of Tab 16 to which you previously testified, and they are 
thus arranged in slots. Now, would you describe to the 
Court what the geometric dimensions of these slots are, in 
relation to those wires, as distinguished from the Runde 
tool? A. The slots are arcuate and the radial dimension 
of the slots is equal to the diameter of each individual wire; 
several of them are inserted in the slot, they are parallel, 
as my four fingers can go into a slot which is only the 
thickness of one of my fingers in magnitude, and that is 
what the Bodendieck slot looks like. 


Q. So that the effect of the Bodendieck tool, then, is to 
hold these preformed elements, such as to embrace them, in 
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what kind of disposition relative to each other? A. They 
are parallel to one another but not co-axial, because they 
have not been intertwisted. 


Q. Now, Mr. Peterson, you were in interference with 
the Runde patent before it issued as a patent, when it was 
still in application form, and what was the outcome of that 
interference? The record will show. A. Well, the patent 
issued, let’s see, it was many years ago. 


Q. I withdraw the question, because it is a matter of 
record. I would like to ask you if the armor rods as pre- 
subset as in the Runde disclosure, or as in the second appli- 
eation before the Court, in Figure 4 of that application, if 
such pre-assembly or sub-setting of armor rods could be 
inserted in the Bodendieck tool? A. No, because, as I say, 
the Bodendieck tool has one dimension which is equal to 
the diameter of the wire, which might be one-tenth of an 
inch, whereas, the sub-set would require an opening which 
might be an inch in diameter to embrace the overall dimen- 
sion of the intertwisted armor rods. 


Q. Now, Mr. Peterson, if you will refer to claim 23 of 
Schedule B of the complaint, I would like vou to read that 
claim out loud, please? A. Claim 23: 


“The method of installing helically preformed ele- 
ments upon suspended lines which includes arranging 
several groups of said elements so that the elements 
of each group are in mutually conforming coaxial 
helical relation, distributing and holding said groups 
about the line in balanced relation so that they are 
substantially parallel thereto, then, while maintaining 
the coaxial helical disposition of said preformed ele- 
ments in each group, simultaneously twisting the 
groups about the line until said groups are substan- 
tially coaxial with said line and with each other.” 


Q. Now, if you will refer to the Bodendieck patent, 
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which is Tab 9 in the Plaintiff’s Exhibit 7, can that claim 
be read on the Bodendieck disclosure? A. No, indeed. 


Q. Why can’t it? A. Well, in the first place, we are 
distributing and holding said groups abount the line in 
balanced relation so that they are substantially parallel 
thereto: up to that point, Bodendieck would be applicable. 
Then, previously, we have arranged several groups of said 
elements so that the elements of each group are in mutually 
conforming coaxial helical relationship, and the Bodendieck 
is silent on that; and we maintain them in the helical co- 
axial relationship during the application and until they are 
coaxial with the conductor or the line. 


Q. Now, if you will refer to the next claim, 24, do you 
find the same limitation in that claim which would pre- 
clude its reading upon the Bodendieck patent disclosure? 
A. Yes, the same thing, in the third line: 


“preformed elongated elements in assembled coaxial 
relation to constitute several helical units . . .” 


and so forth. 


Q. Claims 25 and 26, which follow, differ in what re- 
spect from those claims to which you have just referred? 
Claims 23 and 24 relate to simultaneous application, as you 
read it; Claim 23 relating to simultaneously in the eighth 
line, and Claim 24 relating to mutually; and these claims 
25 and 26, to which I have just addressed myself, are not 
so limited. 


This is shown on the record and I won’t take the Court’s 
time to have you answer that. A. It would take some time, 
these are rather long claims and to find the difference is a 
little difficult. 


Q. Well, otherwise, Mr. Peterson, are those claims 25 
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and 26 readable upon the Bodendieck disclosure? A. No, 
they are not. 


Q. And for the same reason? A. For the same reasons 
given for 23 and 24. 


Q. Refer to the drawings of your second application, 
No. 2,200, and tell me if claims 23 to 26, inclusive, of Sched- 
ule B, to which you have just referred, are readable on that 
disclosure? A. Yes, they are readable on the disclosure. I 
could go through it in detail, the method of installing heli- 
cally preformed elements upon suspended lines which in- 
cludes arranging several groups— 


Q. I think, Mr. Peterson, if you would confine your 
remarks to that point in common with the Bodendieck dis- 
closure, that is, that arrangement of your helical elements 
in your second application which corresponds to the Runde 
disclosure—I misspoke when I said Bodendieck disclosure 
—I think it will be helpful to the Court and I think that 
need be as far as we go. A. Well, as I see it, the principal 
point of distinction here is arranging several groups of 
said elements so that the elements of each group are in 
mutually conforming coaxial helical relation. 


Q. Would you point that out to the Court in your second 
application drawing? A. In Figure 6, there are two groups 
shown, first on opposite sides and then in the process of 
assembly, and the elements are coaxial, since they have 
been twisted together about an axis, and they are coaxial 
one with the other. 


Q. And are the groups of your second application, there 
shown, adaptable for use in the Bodendieck tool as opposed 
to the Runde tool? A. No. I think we covered that before. 
The Bodendieck tool has a narrow slot and these tubes that 
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are formed with this coaxial relationship would not go 
into the Bodendieck dimension. 


Q. Thank you, Mr. Peterson. I would like to have you 
discuss briefly for the benefit of the Court, the commercial 
significance that these inventions, the helically preformed 
reinforcements, have had in this industry; and to assist 
you in your treatment of this subject, I would like to refer 
first to the Annual Report of Preformed Line Products 
Company, the plaintiff, for the year 1955. For purposes of 
identification, it has been marked Plaintiff’s Exhibti 18. 


Mr. Roeming: We will concede that the invention is 
commercially important, to the extent the claims have been 
allowed. 


Mr. Hume: Thank you, Mr. Roeming. We were pur- 
suing this a little further, Your Honor please, to address 
ourselves to the claims that have not been allowed, for the 
reason that we are before the Court. We should make this 
brief, I think it is significant and perhaps helpful to see 
that this industry, starting so recently, has gone so far. 


By Mr. Hume: 


Q. Would you outline to the Court, then, Mr. Peterson, 
the development of the company, please? A. Yes. In 1947, 
I started the Preformed Line Products Company with 
about $10,000 of original capital and operating under the 
first patent that had been granted, the No. 1 patent, as we 
have indicated— 


Q. This is the first patent in your booklet of patents, 
Plaintiff’s Exhibit 8? A. That is correct. Many additional 
patents have been granted on several modifications stem- 
ming from this original idea of preformed armor rods and 
armoring, some of them directed to splicing, some of them 
to dead-ending, some of them to suspending cables without 
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clamping them unduly, and all of these devices are now in 
production by my company. Actually, there are other ways 
of doing these things and we had competition. 


There were no preformed armor rods; there were sus- 
pension clamps, there were splices put on with hydraulic 
presses, there were dead ends which embracd the use of 
clamps, nuts, bolts, ete., but apparently the uniqueness of 
these devices and the methods of applying them, whereby 
by merely twisting the fingers and not using any tools, 
wrenches or devices, it was possible to put on a reinforce- 
ment which did everything that the previous armor rods 
did and much more, it was possible to apply splices with- 
out any equipment— 


Q. May I interrupt you? You are addressing yourself 
to the advantages and I didn’t want you to treat the ad- 
vantages, I think they have been discussed enough here 
today. I think if you would address yourself to the market 
that you entered at the time you entered it, and what pro- 
portion of that market you enjoyed after, say, one year’s 
operation and the proportion of that market you enjoy 
today. A. Well, in 1947, we began business and enjoyed 
zero percent of the market for armor rods and similar 
devices. In 1948, we enjoyed about five or ten percent of 
the market; the remainder of the market, ninety to ninety- 
five percent, was to the Aluminum Company of America. 
As time went on, we acquired a bigger percentage of the 
business and now the best estimates are that we enjoy 
about ninety percent of the market for armor rods on 
transmission conductors, and varying percentages because 
we are just entering this new field of splicing, dead-ending, 
ete. 


The volume of business in 1948 was about a quarter of a 
million dollars, and in 1955, seven years later, it was about 
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four and a half to five million dollars, and this year will 
be about six million dollars. 


Q. Now, Mr. Peterson, I hand you a catalog of the 
Preformed Line Products Company and ask you to identify 
these, and to give the date of its issuance. A. This is our 
current catalog, describing the— 


Q. Excuse me. This has been identified as Plaintifi’s 
Exhibit 19. A. This was issued, I believe, this year, 1956; 
yes, June 15, 1956, and supersedes the previous issue of 
1955, and describes the products that we currently manu- 
facture, most of them under one or another of the patents 
granted and in practically all cases the application of these 
devices coming, I think, within the scope of these method 
claims of installation: the armor rods, line guards, patch 
rods, tap armor, dead-ends, line splices, guy-grips for 
cable, ete. 


Cross-Examination 
By Mr. Roeming: 


Q. Mr. Peterson, isn’t it a fact that when you were tes- 
tifying yesterday as to how you interpret claims 1 and 2 
of the Bodendieck patent, as readable on your disclosures, 
you were unable to point to any one figure as disclosing 
the method of either claim 1 or claim 2 of the Bodendieck 
patent? A. Well, you mean the numeral, the numbered 
figure; some of the figures show— 


Q. Yes; you couldn’t point to any one figure as dis- 
closing the method? A. Well, I think that is essentially 
correct, that is right. 


Q. Isn’t it true that you pointed to one figure to show 
what you considered to be a certain step, and then pointed 
to another figure to show what you considered another 
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step? <A. I think Figure 11 in this exhibit will enable 
me to answer your question. 


Mr. Hume: May the record show the witness is referring 
to the drawings of the first application in suit, Figure 11. 


The Witness: This figure shows an assembly of armor 
rods, complete, with a partial group extending in one direc- 
tion to the left and a partial group extending in the oppo- 
site direction, and there are two arrows indicating the 
direction in which these would be rotated about the con- 
ductor. The idea of motion, and these claims, I think, im- 
ply motion, is pretty difficult to get with one, fixed figure, 
and it is true that I referred to several figures in pointing 
out the method of claim 1 of the Bodendieck patent. 


By Mr. Roeming: 


Q. If you will just continue the work of those figures, 
isn’t it a fact that the top figure, Figure 11, discloses an 
article? Yes, that is true. It discloses a structure with 
some arrows, indicating— 


Q. And in your structure, it is a characteristic of the 
structure that you can, by rotating these two groups rela- 
tive to each other—I beg your pardon, I must take that 
back. We are speaking of the first application, I won’t 
concede that there is anything about two groups in the 
figure. But as you have explained it, you have this article; 
and your candy stick exhibit, which you showed yesterday, 
indicates clearly, as the examiner has admitted in these 
decisions, that it can be rotated in such a manner as you 
show there. 


But now the real point I want to get at is this: Couldn’t 
that article of Figure 11 have been assembled by individu- 
ally taking these rods? 


A. That is correct. 
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Q. Now, isn’t that true of all the other figures you dis- 
cussed yesterday? A. Well, in Figure 3, Figures 5 and 6, 
that is true; all of these can be produced one at a time, 
by the application of one element and then another one. 


Q. In other words, the method of claims 1 and 2 is not 
inherently disclosed in those figures? A. Well, as I said 
before, the method is a moving thing; the method of apply- 
ing, which consists in dividing into two groups and then 
going on, and so forth, that implies a lot of action and 
motion. 


Q. But the real issue here is whether your application 
does disclose all the limitations of claims 1 and 2 of the 
Bodendieck patent which, of course, with other numbers, 
are presently in both applications, and I stress the point 
again that you admit that each one of those articles could 
be made by a method other than that of the claim? A. 
Yes, that is correct. 

* * oe 

Q. Is it not a fact that the substance of the Bodendieck 
claims 1 and 2 was neither respectively described nor re- 
spectively claimed in your first application before the 
Bodendieck patent issued? 

& ° es 

I admit that even though what you have just admitted 
would still leave room for you to prove that inherently 
you have that disclosure, but I am stressing the point that 
you admit that at the beginning of this application, this 
matter was not specifically claimed nor described? A. 
Well, this is getting a little confusing in that the claims 
are method claims and, as I recall, there were no method 
claims inserted in the first application. That is true, that 
we showed groups of armor rods and indicated how they 
could be applied and, in most of the discussion that took 
place in the interference proceeding, there was the tacit 


111 


assumption on the part of the opponents that I was limited 
to putting on one armor rod at a time when, in effect, we 
have shown groups, multiple armor rods, and indicated 
arrows as to how they would be rotated as groups. And 
so I can’t agree that there was any limitation to the cre- 
ation of these structures by the use or the method of ap- 
plying one armor rod and then another, then another, and 
so forth. 


Q. I agree with that point and I don’t want to confuse 
the issue on that, we are trying to get clarity on it. But I get 
back to the point, merely this point, that you did not spe- 
cifically disclose the method of the Bodendieck patent, 
originally. I do not say that it is not within the scope of 
your disclosure, and the examiner also admitted that it 
might be within the scope of your disclosure to make your 
article of the various figures by the method of Boden- 
dieck. But, as a matter of fact, the Interference Examiner, 
in his decision, stated that it was probable that you might 
have practiced the method, although he didn’t concede that 
you had proved it. 


However, getting back to the main point, did you spe- 
ficially disclose this method? A. Well, you are introduc- 
ing several things and now you have referred to the Inter- 
ference Examiner’s decision and I think that is a matter 
of record, and I would like to hear it restated. 


Q. I will do that very shortly. A. You have indicated 
that he probably admitted that I had practiced it but that 
I hadn’t disclosed it, or something like that, you are indi- 
eating and asking me if that is the case. 


Q. May I show you a copy of the Bodendieck patent 
and I would like to have you look particularly at Figures 
land2. A. Yes. 
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Q. Yes. Is it not true that Figures 1 and 2 of Boden- 
dieck very clearly and unequivocally disclose the substance 
of his claims 1 and 2? A. Well, the claims 1 and 2 are 
method claims and here, again, we have a fixed structure 
and positioning of armor rods. There is no action indi- 
cated in these figures any more than in my figures, so I 
don’t know that the method is disclosed clearly in these 
two figures, I can’t say that they are. 


Q. That is a very interesting point. Isn’t it true that 
the specification of this patent, in verbal description, in- 
dicates clearly how you pass from Figure 1 to Figure 2? 
A. Well, Figure 1 is a starting position of the tools and 
the two groups of armor rods. Figure 2 shows them par- 
tially assembled on the core, that is for a given length, 
and the tools are still in essentially the same position as 
they were in Figure 1. 


If I may go on, many of these figures are not accurate— 


Q. Just let’s confine ourselves to Figures 1 and 2 and 
I repeat this question again: Isn’t there a description in 
the specification which indicates clearly the method by 
which you proceed from stage one of Figure 1 to stage two 
of Figure 2? A. Well, there may be; the patent is rather 
lengthy, perhaps you can point to— 


Q. I assume that you are familiar with this patent. A. 
I am very familiar with it, but you are asking me to pick 
out perhaps two words out of an eight-page patent here, 
and if you want to refer to the specific language, I will 
try to answer it. 


Q. Our object is clarity and you are undoubtedly, we 
concede without any qualification that you are an expert in 
this art and again, on on that basis of your experience in 
this art, I ask you: Is there not unequivocal disclosure of 
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the method in this specification, the description of how you 
proceed from Figure 1 to Figure 2? A. Well, I can’t an- 
swer that yes, because the principal content of this patent 
concerns the details of the tools and in great detail that is 
covered, and the method of using the tools is undoubtedly 
described here some place, the loading of the tools, for 
example. These tools have jaws which can be opened, the 
armor rods are inserted sideways; things of that sort are 
all described here. Now, whether or not there is a descrip- 
tion of the use of these tools in line with that first claim— 


Q. May I refer you to column 8 of the patent, beginning 
at line 27, and would you please read that? A. Fine, that 
is what I was hoping you could point to, so that I would 
not have to go through the fifteen pages here, whatever 
they are: 


“The mode of use and operation of the tools is as follows: 


“First, the eye bolts 47 are withdrawn to the position of 
Bigs 9) ...7 
not Figure 1 or Figure 2, as you were questioning me be- 
fore, to the position of Figure 9: 


“to permit maximum spreading of the jaws 68, 69 and 
50, 51.” 


Q. May I interrupt, just in the matter of saving time, 
see if we can get to the meat without reading unnecessarily. 
Would you read in column 9, beginning in the second para- 
graph and proceeding through the third, fourth, fifth and 
sixth lines, is that not a description which unequivocally 
supports claims 1 and 2 of the Bodendieck patent? A. Do 
you want these read aloud? 


Q. Yes, you might read, unless you wish to concede it? 
A. No, I have to read it and I will do it aloud: 
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“By means of the clamp sticks one tool is urged counter- 
clockwise, that is, the left one in Fig. 1, and the other 
tool 22 is urged in a clockwise direction, thus causing 
the wires to be wrapped simultaneously side by side 
on the cable, as shown in Fig. 2. 


“It is desirable that the tool 22 be rotated clockwise 
at the same time that the tool 21 is being rotated 
counterclockwise; that is, two clamp poles should be 
used for pulling these tools in opposite directions 
simultaneously because the wrapping will then progress 
without exerting a twist on the conductor, as each tool 
will resist the turning action of the other. 


“The location of the tools and the preformation of the 
wires and the fit of the wires and the friction involved 
is such that the wrapping tools do not rebound against 
the direction in which they are being moved when the 
clamp stick is taken off to take a new grip on another 
hook. Thus step by step the clamp sticks may be used 
to rotate the wrapping tools, which in turn wrap all 
of the wires simultaneously.” 


I notice that there are tools specified and there are clamp 
sticks in this. Now, the clamp sticks are not shown in Fig- 
ures 1 and 2; in fact, I don’t know that I know what the 
clamp sticks are, at this particular reading. Now, there, if 
these clamp sticks are involved in this claim, the method 
claim, they are not specified in the claim. 


Q. Do you mean that, at the time this patent was applied 
for, clamp sticks were not old in the art? A. The words 
“clamp sticks.” 


Q. May I say this—You have many patents? A. That 
is correct. 


Q. And when you file a patent application, you don’t 
disclose everything that is old in the art? A. That is right. 


Q. Now, Lask you, you raise this objection here, weren’t 
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the clamp sticks old in the art at the time of the filing of 
this application? A. No, I think it is a word that an or- 
dinary lineman would question. The terminology is hot line 
sticks, they are wooden poles with hooks on the end, which 
do not necessarily clamp anything. They are just made to 
hook around something and pull, they don’t clamp. 


Q. An alternate question to that, is there any doubt in 
your mind that anyone skilled in the art could practice this 
operation from the description there? A. Not from those 
paragraphs. 


Q. Well, in view of the testimony taken yesterday, we 
have gotten into questions relating to your opinion of the 
claims, and so on; we have gotten, in some cases, a bit far 
afield from your field of expertness as you venture opinions 
on patents. Now, I would like to ask this further question 
which is, of course, in the record, the matter is in the record: 
Was ever, in your interference, a motion to dissolve brought 


against Bodendieck on the ground that he did not disclose 
the subject of the counts which were claims 1 and 2? A. 
Well, I can’t answer that, the record will have to show that. 
You are asking me from my recollection of this? 


Q. I will pass from the disclosure of Bodendieck back 
to your own figures. Can you show me, in the drawings of 
application 698,312, any two successive figures which show 
a first stage and a later stage of the method that is described 
or that is defined in claims 1 and 2 of Bodendieck, or the 
claims as they appear in your applications? A. I very 
much dislike to ask to have the question simplified, but 
when you ask a question relating to two claims and want 
an answer, would it be possible to have the claim 1 read— 
you are asking questions about claim 1, and then ask the 
next question from that. 
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Q. Leaving these two claims before you, the Bodendieck 
patent as to which you testified at length yesterday, could 
you show in the first of your applications any two figures 
which clearly show two successive stages of that method? 
A. Of the method of claim 1? 


Q. Yes. 
° s s 

Q. Could you show two figures which show successive 
stages, as Bodendieck does, which support those claims, 
either claim 1 or 2 of the Bodendieck patent, as those claims 
appear in your case? Could you show two such successive 
figures showing successive stages of the method of those 
claims in your first application? A. Well, I think so, but I 
will answer you this way: The claim provides for the 
method of wrapping preformed armor wires on a central 
core which comprises separating the armor wires into a 
pair of groups; we will stop there. In Figure 18, we show 
by means of these arrows, clockwise and counter-clockwise, 
the application of several armor rods to a core C. 


Q. You show groups? A. Well, there are three wires 
shown here and that could be two and one, or one and two. 


Q. In the terminology used in these applications, do 
vou consider it fair to say that these claims can be inter- 
preted in such a manner that “group” would read on one 
wire? A. No, not one wire, necessarily. 


Q. How could you make two groups, then, out of three 
wires? A. If there were one wire, I wouldn’t call that a 
group of wires; but if there are three or four or five wires, 
then we have groups, we may have one group of five or two 
groups of three and two. 


Q. Now, conceding, just for the purposes of argument, 
that one of these wires were one group and the other two 
constituted another, are they arranged in the manner of 
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this claim, “the groups being arranged oppositely with 
respect to the core”? A. In the Figure 18, they are not 
opposite, they do not appear to be opposite; however, you 
asked for two figures which would show a sequence and 
I would go down to Figure 13 immediately below this, and 
here we have two groups which are oppositely arranged. 
We do not happen to show the core in this particular view, 
that is why I referred to the two of them. 


Q. Can you explain the relation of that Figure 13 to 
Figure 18? A. Can I explain any relation? 


Q. What relation can you show between Figure 13 and 
Figure 18? A. Well, they both show armor rods— 


Q. This is all the same group as that—I am sorry. Is 
it not true that this group is the same group as that one? 
This is just an extension, is it not? A. Well, that happens 
to be an extension. We have other groupings, take Figure 
11, in which one end is not the extension of the other end. 


Q. May I ask you this question as to Figure 11; is there 
a core in Figure 11? A. It is not shown in Figure 11, but 
I think the specification indicates that the principal use 
for which these assembled armor rods were intended was 
for application to a core. The core is shown in Figures 5, 
6, 18, and there is even a semblance of a core in the eye of 
Figure 13. 


Q. Now, as I asked you sometime back, is it not true 
that all those other figures that you referred to are merely 
finished articles; they are the product, are they not? A. 
Well, it depends on what you mean by a finished article. 
This article is not finished until it is assembled on a core 
in the field, in one sense. A grouping of wires is not a 
finished article. 


Q. May I put it this way: This is the last stage after 
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you have finished manufacturing this particular article of 
Figure 13, is it not? A. Well, actually to be technical, it 
is not. We actually cross these and put an elastic band 
over one end, before shipment. They are crossed and tied 
together for one or two pitch lengths, without a core. 


Q. That is not disclosed in the application, though? 
A. No, that method of preparation for shipping is not 
disclosed, although in the application we show the core 
assembled within the group of armor rods as a finished 
structure. 


Q. We get back to the point that you conceded before, 
did you not, that any one of those figures like—will you 
hold up that card so I can read the figures—say 11, and 
the one at the bottom, and so on, could all be assembled by 
taking the rods individually; every one of those articles 
can be so assembled? A. No, that Figure 13—excuse me, 
may I ask a question? You say they could be so assembled, 
I don’t understand. 


Q. They could be assembled by taking one rod at a time 
and applying it to the core? A. Now, you have made the 
question very broad. You say any one of these figures 
could be? 


Q. Any one of Figure 11 or Figure 13, I must confess 
I have difficulty reading the numerals. A. All right. Fig- 
ure 13 could not be assembled by taking one wire at a time 
because the bight and the eye here is formed after these 
are preassembled into these groups. 


Now, I could take Figure 13 and unwrap these two legs 
and make a lot of individual wires and then rewrap them 
together. 


Q. May I ask this question: Would you maintain that 
this article as shown here in Figure 13, or this structure, 
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would logically be made by the method of Bodendieck as 
defined in this claim 1 and 2? A. The structure shown in 
Figure 13 would not be made by the Bodendieck method. 


Q. Then, isn’t it fair for me to object to your trying to 
relate Figure 13 to Figure 18 as a basis of disclosure of 
these two claims? A. I don’t think it is fair. 


Q. Now, I am going to read directly from the decision 
of the Interference Board at page 5, and I will ask for your 
comment as to specific error in what the Board says, in 
view of your knowledge of the art: 


“the Examiner is of the opinion that the Board of 
Appeals erred in holding that Peterson had a right to 
make,” and so on. 


Now, beginning specifically with matters within your ex- 
pertness: 


“Specifically it appears that the Board erred in over- 
looking the limitation ‘simultaneously’ in the claims. 
This is a very material limitation because Bodendieck 
discloses a special tool which in its normal operation 
necessarily wraps all of the wires ‘simultaneously’ 
about the core.” 


That is an accurate statement, is it not? A. Would you 
read that last part again? 


Q. “This is a very material limitation”—I will make 
this fair. Will you concede that Bodendieck discloses a 
special tool which in its normal operation necessarily 
wraps all of the wires simultaneously about the core? A. 
Yes, when we consider the simultaneity as being the wrap- 
ping of a group or two groups in one direction. 


Q. But you can point to no specific error in that state- 
ment? A. No. 


Q. The Board goes on: 
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“Since Peterson disclosed no tool it must be assumed 
that wrapping was performed without the aid of a 
tool and Fig. 18 so indicates.” 


That is the figure we have just been talking about. Now, 
the Board goes on: 


“Assuming, for the sake of argument, that it was in- 
ferrable from the disclosure that the groups of armor 
wire could be wrapped about the core either simul- 
taneously or seriatim”—successively—“there would be 
no predisposition in favor of simultaneously unless it 
were clear from the disclosure that such was intended 
and there was sufficient teaching of how to do it. As 
Examiner sees it, Peterson’s whole disclosure points 
away from a simultaneous and toward a seriatim op- 
eration as far as wrapping on a central core is con- 
cerned.” 


A. What is the question? 


Q. Can you point to any specific error in that? You 
have, of course, contended that, in the light of your testi- 
mony yesterday, these various figures disclose the method 
when you use a technique of picking a point in one figure 
here and another point in another figure. But getting back 
to the question I asked previously, could you show a disclo- 
sure, putting it in a most broad form, similar to Boden- 
dieck’s unequivocal disclosure, to suport those claims? 
Can you point to any such disclosure in your application? 
A. Many of these figures will disclose, this Figure 13 shows 
a group of— 


Q. Didn’t we just dispose of Figure 13? A. No, you 
asked a new question about the Board of Interference. 


Q. You admitted that the Bodendieck method of claims 
1 and 2 would not be used to produce that structure of 
Figure 13 only five minutes ago. 
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We are not talking about your general disclosure, we 
are talking specifically about these two claims; after all, 
you have been allowed claims. A. You asked the question 
as to whether the Bodendieck tools would be used to pro- 
duce the structure of Figure 13; I said no. You also then 
asked a question, I thought I heard, as to what was my 
opinion of the Interference Board’s decision to the effect 
that I was virtually limited to the application of these 
rods, what did you say, seriatim, one at a time. 


Q. May I make one objection, we do not contend that 
you are limited, we merely make the contention—I mis- 
spoke when I said “we,” I am speaking here of what the 
Board said— and they merely contend that your disclosure 
points away from what Bodendieck disclosed, toward what 
you clearly disclosed in Figure 18. After all, you do have 
a clear disclosure of a method. 


The Witness: I don’t think I have answered your ques- 


tion as to the Board of Interference contention that there 
was no disclosure in any figure which indicated the method 
of claim 1. I would say Figure 13, the method of wrapping 
preformed armor wires on a central core—now, we are 
going to wrap them, I assume that you will agree that these 
are to be wrapped on a central core, there are two legs 
indicated here, there are five armor rods twisted together 
at the top, five at the bottom—which comprises separating 
the armor wires into a pair of groups with the wires of 
each group arranged side by side in substantial parallelism. 
Each wire in this group at the top and each of the wires 
below are parallel one to the other. The groups being ar- 
ranged oppositely with respect to the core—the core, when 
inserted, is placed in the middle and these two groups are 
crossed over and the core is therefor in the middle and the 
groups are opposite with respect to the core. And simulta- 
neously wrapping the preformed armor wires about the 
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core while the wires are maintained in substantial paral- 
lelism during the wrapping operation—we have a core in 
here, we have twisted these two together, we rotate these 
about, as I have demonstrated many times; the paral- 
lelism is maintained, the wires in each group are simulta- 
neously wrapped around while the parallelism is main- 
tained. 


Now, if you do as he indicates here, sometimes the steps 
are not exactly—do a little of one and a little of the other 
and jog along, you might wrap a little on one side and 
then wrap the other side; or you might be rotating them 
with a common twisting action if you use one hand to 
twirl them, as I have indicated, you are wrapping the two 
legs simultaneously, but the claim only calls for the simul- 
taneous wrapping of the wires of the group and maintain- 
ing the parallelism during the wrapping. 


By Mr. Roeming: 


Q. Ihave not interrupted you, you have a very interest- 
ing theory there in answer to the questions raised here. 
However, is it not true that you have to assume, for your 
purposes, that you have two groups where you actually 
have merely, as you have shown there, one group of wires 
merely bent back upon themselves? A. Well, my answer 
to that is that you are looking at this drawing and tracing 
through and finding that one of the wires in this group 
becomes a corresponding wire in the other group. But in 
these other drawings, that is not the case, such as Figure 
12, because these are overlapping wires. In Figure 11, the 
wires on one side are not the same wires as the other side, 
they are overlapping. And in Figure 12, we show them 
bent, so it wouldn’t be true. 


Q. Ihave asked this repeatedly, do either Figure 11 or 
Figure 12 show a core? You have to keep in mind we are 
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talking about specific claims. A. There is no core shown 
in Figure 11, there are cores shown in five or six of the 
other figures in the patent application. 


Q. Now, the examiner, and the Interference Board in 
adopting its view, said: 


“Peterson has pointed particularly to Figs. 3, 5, 6 and 
11 to support the claims. Figs. 3 and 11 each show 
two groups of preformed armor wires twisted to- 
gether to form a hollow body. Now obviously in 
twisting two groups of wires together to form a hollow 
body they would be twisted simultaneously if they are 
twisted together in groups although Peterson does not 
say so in so many words.” 


Now, that is a concession in your favor by the examiner. 


“This is so because only two elements are involved and 
if they are twisted together it must be simultaneously.” 


That is also a concession in your favor. 


“However, in wrapping a core a third element is intro- 
duced into the combination and when two elements 
are wrapped about a third obviously it can be done 
simultaneously or seriatim. Merely because Peterson 
shows (Figs. 5 and 6) a central core C wrapped with 
armor wires and states (page 4, lines 26 to 28 and 
page 5, lines 5 to 7)”—that is a reference to the speci- 
fication of the application—“that armor wires may be 
twisted together to enclose a core after the manner 
of Fig. 3, it does not follow that the application of all 
the armor wires to the core is simultaneous.” 


Now, can you point to error, particularly in that last sen- 
tence? A. Very readily. I don’t see any limitation in these 
claims to the effect that all of the wires are wrapped simul- 
taneously. 


Q. May I borrow your copy of the patent there? A Yes. 
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Q. Will you read the last five lines of claim 1? A. The 
last five lines: 


“and simultaneously wrapping the preformed armor 
wires about the core while the wires are maintained 
in substantial parallelism during the wrapping opera- 
tion.” 

s * * 

Q. Do you find anything in the terms of that claim that 
would suggest that he means anything less than all the 
wires, that the claim means anything less than all the 
wires? A. No, I suppose it includes all of the wires. 


Q. You have indicated that you find no suggestion in 
the claim, as I don’t either, that the claim refers to less than 
all the wires. Now, my question is, the Board states clearly 
“it does not follow that the application of all the armor 
wires to the core is simultaneous”—would you, therefore, 
consider it an unreasonable error on the part of the Board 
to use that expression, all the wires, with respect to that 
claim? A. Well, ordinarily in loose terminology, I wouldn’t 
consider it unreasonable. But when we get down to these 
fine points, I do consider it unreasonable because there is 
no definition of what is meant by “all.” I assume that when 
I have figures such as shown in 11, 12 and 13, the inter- 
twisted wires that go to make up a group constitute in this 
case five wires, and when that group is rotated around the 
core, as I have indicated is to be done, all of the wires are 
rotating and they are being maintained in parallel re- 
lationship. 


Q. Are you speaking of Figure 11? A. 13 or 11, 11 is 
the beginning of 12, and Figure 12 is similar to 13. 


Q. Again I say, there is no core in Figure 11, is that 
not right? A. There is no core shown in the drawing. 
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Q. You have already conceded that that Figure 11 can 
be made by assembly of the wires individually. A. I think 
if you will refer to the specification, Figure 11 and Figure 
12 are to be taken together; Figure 11 is the first stage in 
the development of Figure 12. 


Q. Yes, but my question is, and you have already an- 
swered the question that you can make the structure of 
Figure 11 by assembling the wires seriatim. A. Very ob- 
viously, because it is one step in the development of Fig- 
ure 12. 


Q. Now, not to beat this horse to death, I am going to 
skip part of this decision and proceed to page six, where 
the Board takes up the very question we have just been 
discussing: 


“Peterson has argued that the word ‘simultaneously’ 
does not necessarily apply to all of the armor wires 
but may refer to only the wires of one group. However, 


it is obvious that the limitation ‘simultaneously wrap- 
ping the preformed armor wires about the core’ in 
these claims necessarily means all of the wires and 
Bodendieck’s tool cannot wrap less than all in its 
normal operation.” 


A. Well, I don’t agree with that at all, because the Boden- 
dieck tool could wrap any number of wires. 


Q. Is it not true that it would wrap all the wires that had 
been inserted into the tool? A. Well that, now, is another 
definition of what you mean by “all of the wires.” If you 
have inserted one wire in the tool, “all of the wires” is one 
wire and it can wrap one wire; if you insert two, it can 
wrap two. 


Q. I think we could shorten this testimony if you would 
keep in mind that we are talking about the substance of 
Bodendieck’s claims 1 and 2, and whenever you raise points 
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that go outside the meaning of those claims, I think it just 
extends the testimony. I just want to call that to your 
attention; right now, for instance, when you raise the 
question of one wire and two, that is not the substance of 
the claims we talking about. A. No, but you are introduc- 
ing some misinterpretation of the claim when you are 
assuming that “all” of the wires are involved and that is 
not stated in the claim. 


Q. Now, getting back to what I just read, we are dealing 
here with your burden of showing error in this decision, 
and what I just read to you is this: 


“However, it is obvious that the limitation ‘simultane- 
ously wrapping the preformed armor wires about the 


core’ in these claims necessarily means all of the wires 
” 


and may I, if I am wrong on that, I would merely say in 
interpreting that, it necessarily follows you have to have 
enough wires to make a tube, don’t you? A. No, sometimes 
we put on three or four wires, and sometimes only two, and 
his tool is equally useful. 


Mr. Roeming: The point that the witness has made is 
conceded, that the claims 1 and 2 do not necessarily call 
for a tube. 


By Mr. Roeming: 


Q. Now, however, getting back to this language of the 
Board, isn’t it true that what the Board is talking about is 
all the wires that are going to be used in the structure that 
you are making? A. Well, you are asking for an inter- 
pretation of the Board’s terminology and it is difficult for 
me to say what the Board had in mind. If I may explain, 
the problem of armoring cable, which I originally solved 
with the introduction of preformed armor rods, involves 
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the application of from one to as many as twenty wires 
around a core. 


Q. Conceding that point, let’s assume that you are mak- 
ing an armoring, you need at least four, wouldn’t you? Let’s 
assume that we have four. A. Sometimes we only use one, 
but I am willing to assume that Bodendieck is talking about 
a pair of groups and, therefore— 


Q. Four would be a pair of groups. A. A pair would be 
two and one, three that would be; there are two groups, two 
in one and one in another, and this constitutes a pair of 
groups. Now, I would say that is the minimum that could 
be used. 


Q. Using three then, as a specific example, all would 
require three, would it not, in that practice? A. Yes. 


Q. Suppose you had another arrangement and you were 
making an armor of twenty wires; on that particular prac- 
tice or method, all would require twenty, would it not? A. 
Well, if the specification required twenty, that would be 
the total number of armor rods in the finished armored 
structure. 


Q. Do you find any meaning, other than that, that could 
be interpreted out of these words that I have just read of 
the Board: 


“However, it is obvious that the limitation ‘simultane- 
ously wrapping the preformed armor wires about the 


core’ in these claims necessarily means all of the wires 
” 


A. Well, I can best answer that by saying I could envision 
somebody using this tool to apply four wires and subse- 
quently deciding that there should be four more wires and 
reapplying the tools with four more wires and putting the 
additional wires in, making a total of eight, and certainly 
the eight had not then been applied simultaneously. 
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Q. At any time when you were applying, all those wires 
were applied at that time in any stage? A. Yes. 


Q. Now, the Board further goes on here and calls 
attention to original claim 20, and particularly the last 
four lines, as proof that Peterson does not wrap all of the 
wires simultaneously. Would you read claim 20? A. Yes, 
claim 20: 


“The method of enclosing an elongated body which 
comprises preforming elongated elements into a helical 
configuration having an internal diameter sufficient to 
encompass the body, and of a pitch and lay suitable for 
application to said body from its side without deforma- 
tion exceeding the elastic limit of said elements, twist- 
ing some of said elements about said body partially to 
enclose it, and, thereafter, intertwisting the remaining 
elements in number sufficient completely to enclose 
said body.” 


Q. In other words, this original claim clearly did not 


claim simultaneous wrapping, but claimed first wrapping 
one group and then wrapping another? A. Well, the claim 
is very clear. It says “twisting some of said elements about 
said body partially to enclose it.” Now, said elements— 


Q. You are absolutely correct. A. Those are then 
wrapped simultaneously, or could be. 

Q. But then add “thereafter.” A. “And, thereafter 
intertwisting the remaining elements” and they would be 
simultaneously wrapped, if we chose to do it. 

Q. But there you have two groups and originally you 
positively claimed only wrapping the groups successively. 
A. Well, I don’t know whether this was in the original 
application. 


Q. This is the original application; this, of course, would 
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be in the exhibit of the plaintiff. A. Well, I don’t see any- 
thing wrong with the claims. 


Q. I am merely reading from the decision of the Board 
and giving you the opportunity to demonstrate error in it. 
The Board’s decision then goes on to your second applica- 
tion on page seven, it takes that up. 


Mr. Roeming: At this point I will leave the interference 
decision since the remainder of that decision was entirely 
a matter of law, and will now take up the decision of the 
Board of Appeals in the application 698,312, which involves 
the claims in Schedule A in the complaint. 


By Mr. Roeming: 


Q. Up to page 7 of that decision, we have merely the 
history of this case and some questions of law as to the res 
judicata issue. But beginning at the bottom of page 7 of 
that decision, the claims 3, 15, 19 and 30 in Schedule A, are 
rejected on the patent to Moxham. I will provide you with 
a copy of the patent (handing to witness). Now, again, I 
will read from the decision and ask you to point out error 
as you might find it, that is, technical error. A. May I ask 
a question? Is this the first decision of the Board of Ap- 
peals? 

Q. This is the decision of the Board of Appeals from 
which this action arises. A. Thank you. 


Q. In other words, the first decision of the Board in your 
application is not the one that I am talking about. A. That 
is what I wanted to clear. 


* ° ° 


Q. Beginning at the very bottom of page 7, the claims 
there enumerated, 3, 15, 19 and 30, are the ones we are 
here to consider, since claims 12, 13 and 23 were indicated 
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allowable by the Board in this decision. The ground of re- 
jection there is Moxham, the patent which you have before 
you, and the Board says that Moxham: 


“disclosed a wire cable formed of a plurality of pre- 
formed wires which are identical in shape with appel- 
lant’s preformed armor wires but are of indeterminate 
length.” 


You have no objection to that? A. Yes, I don’t agree with 
it. If you would read it again, I will point out the exact 
wording. 
ee o e 
Q. Beginning at the top of page 8: 
“Moxham, which discloses a wire cable formed of a 
plurality of preformed wires which are identical in 


shape with appellant’s preformed armor wires but are 
of indetermine length.” 


A. That is what I don’t agree with, the statement that 
Moxham’s preformed armor wires are identical with mine. 


Q. It doesn’t say identical, it says merely identical in 
shape. A. “Identical in shape with appellant’s preformed 
armor wires,” so the identical feature is Moxham’s wires as 
compared with my preformed armor wires. 


Q. You mean to say that you find that you have dis- 
closed in your Figure 1 a shape that is not identical with 
the shape of Figure 5 in the Moxham patent? A. Well, I 
don’t want to quibble on words, the two figures look similar. 


Q. Let’s rephrase the question, the wires are substan- 
tially similar, there is no material difference in shape? <A. 
As shown in those figures, they are essentially the same. 


Q. That is all we have to go on. A. I had in mind Mox- 
ham’s description of his wires and the preforming, in which 
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he indicates that the cable, subsequently to twisting, is ten- 
sioned and I am quoting here in which he says in line 93— 


Q. May I interrupt? I see the point you are taking, but 
I don’t think that it is really an exception to this statement, 
since the statement is merely as to shape. A. Figure 1 and 
Figure 5 of Moxham are similar. 


Q. Now, in the subsequent description, about the next 
eight lines which I shall read, I think you have testified as 
to a difference of opinion yesterday: 


“These wires are individually preformed by being 
wound around a mandrel to a pitch equal to or slightly 
less than that which they will have when laid into the 
cable. The cable may be made with or without an in- 
ternal core.” 


Going as far as that, I believe you conceded that the refer- 
ence disclosed without an internal core yesterday. There is 


a description at the top of the second page that mentions 
hollow cable or hollow core. A. There is a reference to 
that, it is essentially this: 


“Such a cable is therefore not only elastic and compact, 
” 


the elasticity referring back to the previous page that re- 
sults from this tensioning business, and then going on: 


“but can be constructed devoid of any core at all.” 


Whether the thing is assembled without a core, or whether 
the core is used to start it, or it is dissolved out later, there 
is nothing specified. I have made many cables without 
cores; inadvertently, the hemp center breaks and the ma- 
chine continues to operate and we have cables quite unlike 
Moxham’s wire ropes, etc., devoid of cores. How they get 
devoid is another matter. 
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Q. I think, as a matter of saving time, since you have 
testified as to your opinion at length on the Moxham patent 
yesterday, I am going to omit page 8 and let your testimony 
stand unchallenged as to anything that appears on page 8, 
and get down to claim 3 which is discussed by the Board on 
page 9. The Board states this: 


“Claim 3 is directed broadly to a hollow body composed 
of helically-preformed elements associated in a self- 
sustaining relationship. We find no limitation in this 
claim as to the length of the body .. .” 


and I would like to stop at that point because in your testi- 
mony yesterday, when you were asked questions about that 
claim on direct examination, you indicated that you found 
that the Moxham reference was not limited to any definite 
length. You emphasized that fact in relation to this claim. 
Moxham is not limited to a definite length and that is con- 
ceded, but you emphasized the point. A. It concerns cable 
which might be a mile long, or something like that. 


Q. Yes. Now, the Board says as to claim 3, “We find no 
limitation in this claim as to the length of the body.” A. 
May I have a copy of claim 3? 


Q. Now, my question was: In view of the statement of 
the Board, “We find no limitation in this claim as to the 
length of the body,” is there any limitation in there, in your 
opinion, which limits that claim to less than indefinite 
length? A. Yes, I think there are limitations in the sub- 
stance of the claim. In the first place, this claim is directed 
to a hollow body and, of course, there is no limitation as to 
the length of that body. However, as we go along in the 
claim, the method of assembly of the elements is first 
treated without respect to length, but then we go on in the 
claim and say: 


“made to be applied sideways about an elongated mem- 
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ber of an external diameter up to substantial equality 
with the internal diameter of the eye of the helix to 
which said elements are preformed, . . .” 


I think that limitation, application sideways about an elon- 
gated member, does include some indication of length. If 
these were a mile long, I doubt that they could be applied 
sideways about an elongated member. There is some limi- 
tation. 


Q. You mean to say that in Moxham, although it is of 
indefinite length, the members are not applied sideways to 
the core? A. They are rotated about the core. 


Q. But they are applied sideways? A. I think that is 
true. 


Q. Will you continue on the original question, whether 
you find a limitation as to the length of the body? A. 
There is no specific limitation as to the length. 


Q. The rest of the discussion of that claim is a question 
of law and we will pass over that and take that up in the 
argument. Next, claims 15, 19 and 30 are specifically dis- 
cussed on page 10. 


Before getting down to that, yesterday you testified as to 
various forms of splices, in your direct testimony. Looking 
at the discussion at the bottom of page 9, which deals with 
claims 12 and 13, and those claims according to the Board 
are directed to a splice for wires, does it not appear then 
that that testimony yesterday as to splices, particularly in 
the form of the drawings of the first application, was super- 
fluous in view of the fact that the claims has been allowed? 


S e e 
Q. Now, claims 15, 19 and 30 are treated by the Board 


as a group and the Board states, in the first full paragraph 
on page 10, that these claims: 
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“recite, in essence, a hollow body from a plurality of 
helically-preformed élements arranged in mutually 
sustaining relationship without specifying any length 
relationship. . . .” 


They are again calling attention to that. Would you 
examine those three claims individually, take them one 
at a time, suppose you take claim 15 and indicate whether 
you find any limitation as to length? A. No, there is no 
limitation as to length. The principal limitation appears 
to be: 


“said elements being readily assembled, disassembled 
and reassembled at will.” 


Q. You are going beyond my question. The reason I 
don’t raise the question of the disassembly is because the 
Board’s position on that is it is a question of law. 


If you can show in those words there is a limitation as 
to length—is that what you are trying to do? A. Yes, that 
is what I am trying to show. 


Q. Excuse me. Continue. A. There is a limitation, 
“said elements being readily assembled, disassembled and 
reassembled at will,” and I feel that there is a length lim- 
itation; that is the ready assembly, disassembly and reas- 
sembly at will. If the length were, say, a mile or a hundred 
feet or five hundred feet, I don’t think you could readily 
assemble or disassemble the elements. 


Q. In other words, you emphasize the word “readily”? 
A. Yes, I do. 


Q. Now, would you continue to claim 30? A. Claim 30? 
Following 15% 


Q. Yes, claim 30, it is treated in the same statement. 
A. What about 19? I didn’t talk about 19. The Board re- 
fers to 15, 19 and 30 together. 
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Q. You are correct, 19 next. A. Now, your question is 
the same? 


Q. The same question, do you find a limitation as to 
length? A. No specifie limitation as to length, but indi- 
rectly the further limitation in claim 19: 


“characterized by its extensibility derived from the 
axial displacement of said elements relative to each 
other.” 


If these are more than, well, I can’t set a figure, but I 
would just say from what we are normally producing, if 
these elements are more than fifty feet long, the axial dis- 
placement of these elements relative to each other is not 
possible. You could open them up and take them apart and 
move then separately but they contact one another, and 
that is definitely a limitation. I have demonstrated that 
with these short samples, what I think the claim means. 
The claim is limited to “said article being characterized by 
its extensibility derived from the axial displacement of 
said elements relative to each other.” 


This is the axis (indicating), and these are displaceable 
relative to one another either by pulling out or pushing. 
That is the type of displacement. 


Mr. Hume: Will the witness identify the specimen to 
which he refers? 


The Witness: Exhibit No. 11. 
By Mr. Roeming: 
Q. Will you hold that just a moment? A. Yes, sir. 


Q. In other words, that is not merely a stretching ac- 
tion? A. No. that isn’t stretching, that is sliding in a heli- 
cal direction one element on the other; it depends on the 
uniformity of the formation, one element with respect to 
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the other. It also depends on the stresses that may be 
built into the hollow structure, there are no stresses tend- 
ing to increase the friction between the elements. 


Q. All right. Now, up to claim 30. A. The same ques- 
tion? 

Q. Same question. A. There is no specific limitation of 
length other than that which I consider is inherent in the 
limitation which is in the claim, namely: 


“said body being readily separable into its components 
and reassemblable to reconstitute said body.” 


Q. Like the first claim of that group, 15, there you stress 
again “readily”? A. Yes. 


Q. Would you contend that a long stretch of Moxham’s 
wire cable as assembled broadly by this method, could not 
be disassembled and reassembled? A. Well, yes, the an- 
swer is yes; anything can be torn apart. 


Q. The emphasis is on “readily”? A. Yes. If you took 
it apart and then put it back into the original machine and 
subjected it to the stresses which Moxham requires to de- 
velop tension, well, then, it can be reassembled. But again, 
the “readily” with the reassembly to constitute the body 
is indicated in many of these samples. I have just twirled 
them by hand and assembled them. I have untwirled them 
and disassembled them, and it can be done very readily to 
create this cylindrical knock-down hollow body. 


Q. From which claim are you reading there? A. 30, the 
claim you directed my attention to. 


Q. Oh, I am sorry. Now, aside from any immediate 
statement of the Board in that paragraph from which I 
have just read, if a cable made by Moxham’s method or a 
hollow body made by Moxham’s method were cut up into 
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shorter lengths, do you think there would be significant 
physical distinctions of structure from yours? A. Yes, 
very definitely. 


Q. That would be primarily for some of the reasons 
that you indicated in your testimony of yesterday, which I 
don’t think it would be necessary to repeat, unless you 
have other reasons? A. I dealt with Moxham’s structure. 
About all I know about it is what appears in the Moxham 
patent, because I don’t know that the structure was ever 
created, made; I have never seen a sample, I have never 
experimented with it. But if I have the Moxham patent 
here— 


Q. You have said enough as long as you have indicated 
you have never experimented with it, we might as well 
drop that line of inquiry. 


Now, the rest of that paragraph is a matter of law. The 
next paragraph deals with a claim which the Board found 
allowable over the examiner’s objection, and the rest of 
the decision deals with non-elected species, so that will dis- 
pose of that decision. 


We will now continue with the decision in application 
2,200, which is identified as defendant’s proposed exhibit 
1-G. On page 2 of that decision, the last paragraph, claims 
6 and 8 of Schedule B are dealt with there by the Board on 
the rejection over Moxham. The Board states as to the 
Moxham disclosure: 


“which discloses a wire cable formed of a plurality of 
helically-preformed wires which are identical in shape 
with appellant’s preformed armor wires but are of 
indeterminate length.” 


That is the same statement that we had before and the rest 
of that paragraph apparently is a repetition of the same 
matter that was discussed in the other decision. 
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Now, getting along on page 3, claims 6 and 8 are di- 
rected to a vibration dampener for suspended lines. Now, 
yesterday, when you were testifying relative to claims 6 
and 8, I raised an objection on the ground that some of 
the matter in claim 6 was a question of law and that is illus- 
trated in the Board’s reasons stated in this paragraph, 
where the Board states: 


“The Examiner apparently considers that the expres- 
sion ‘a vibration dampener’ is merely a statement of 
an intended use. . .” 


That is a matter of law and we won’t go into that here. 
However, I would like to ask you this question as to claim 
6: Do you consider that claim 6 sets forth any positive 
structure other than the four words “helically-preformed 
armor rods”? A. Do I have that claim here? Is that the 
short one? 


Mr. Hume: Yes, it is the short one. 


The Witness: I don’t think it is repeated in the Board’s 
decision. May I have the question? 


By Mr. Roeming: 


Q. Undoubtedly, claim 6 positively sets forth structure 
in the last four words, “helically-preformed armor rods.” 
Now, in all the other terminology that precedes that, do 
you as an expert in this art find any implied stracture in 
any of those other words? A. Structurally, I don’t. There 
is a class of structures, vibration dampeners. Did you say 
is there any limitation as to structure? 


Q. We don’t want to use the word limitation because, 
when you speak of limitation, you get partly into a question 
of law. I concede to you that the words “helically-pre- 
formed armor rods” are structure, positive structure. 
Now, the rest of that claim, it is a very short claim, all 
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that introductory matter which precedes that, do you as an 
expert in the art interpret any structure, in addition to 
helically-preformed armor rods, into those terms? A. Yes. 
A vibration dampener, to me, is a structural item. They 
are pretty generally used, they are applied to transmission 
lines as well as to other devices. A dampener for a diesel 
engine would be perhaps a rubber cushion under it. 


Now, this is a vibration dampener for suspended lines 
and the vibration dampener for suspended lines is a struc- 
tural element to me; I think of many types of dampeners 
for suspended lines. Some people hang a bag of cement or 
a piece of concrete on the line, that is a dampener. 


Q. Now, will you indicate, from any figure in this second 
application, an example of vibration dampeners? A. Fig- 
ure 13 shows a group of preformed armor rods assembled 
about a line C, and a section of the armor rods extending 
away from C with, I presume, 14 referring to a spherical 
weight or ball. This is a dampener. 


Any of these structures, Figure 14, armor rods on the 
suspended line dependent from it, as in Figures 14 and 15, 
constitute dampening devices. Figures 17, 18, 21 and 22, 
are all dampeners. 


Q. Now, taking one of the simpler forms of this, let us 
take a look at Figure 13. As to your claim 6, however, the 
helically preformed armor rods are in this section (indi- 
cating), are they not? A. Well, they are also in this sec- 
tion (indicating). 


Q. In other words, the only positive structure that is 
set forth in claim 6, as to Figure 13, is that section, is it 
not? A. Yes, that is correct. 


Q. Even the specific shaping of it is not set forth? A. 
That is correct. 
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Q. Would it be possible to classify a shape, I will take 
the liberty to take one of your exhibits, such as this, when 
applied to a line, regardless of the size of it, if this specific 
shape— 

Mr. Hume: What exhibit are you looking at? 

Mr. Roeming: Exhibit 13. 

By Mr. Roeming: 


Q. If this were applied to a line on which its weight were 
not detrimental, and if it were we could use a smaller one, 
couldn’t this function of itself as a vibration dampener? 
This is purely a scientific question. A. Well, I have to get 
a little scientific in my answer. If that structure were 
applied to a line, a transmission line, and the line were 
loose within the structure, in other words there was a 
space between the line and that tube, then it would be a 
dampener. The line would be jiggling within and causing 
frictional heat losses and that would dampen the line. That 
is one way, as I indicated yesterday, of dampening a line, 
developing friction and wearing action. 


Q. Getting back to claim 6, in view of that, since this is 
the structure of helically preformed armor rods, the re- 
mainder of that claim, the words “A vibration dampener 
for suspended lines comprised of” do not necessarily imply 
structure in addition to this structure. I say that in view 
of the statement you just made. A. It doesn’t necessarily 
imply it because I have indicated that if they are made 
loose and larger than the cable, then they would constitute 
a dampener. If they are made and applied so as to grip 
the cable and hug it, which most of the armor rod claims 
previously allowed, previous patents, involved a hugging 
action between the armor rods and the line to which they 
were applied— 
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Q. In other words, you can’t tell whether this is a 
dampener until it is applied to the line? A. That is right, 
there is nothing to dampen until then. 


Q. Yes. We get back to the fact, then, that in claim 6 
the terminology, other than the helically preformed armor 
rods, doesn’t necessarily imply any additional structure? 
A. No, there is no other structure. 


Q. Now, in claim 8, the claim includes the terms: 


“portions adjacent to the ends of the tube being 
adapted for connection with the line, .. .” 


Would you indicate, on the appropriate figure, what that 
is supported by in the disclosure? A. Figure 13 shows one 
portion adapted to be supported or applied to the line. 
What is this claim? 


Q. Claim 8. A. Well, you didn’t read the whole claim, 
did you? 


Q. No. I am asking for an interpretation of the claim, 
this is not the same type of question as before. What I am 
asking you to demonstrate is what these terms, “ends of 
the tube being adapted for connection with the line,” mean 
in any one of those drawings. A. Here is the end of a tube 
in Figure 13 which is adapted to be connected to the line. 
In Figure 14, there are two ends shown on the line and a 
portion of the tube is suspended in the middle. In Figure 
15, likewise two ends are on the line and the intermediate 
portion is suspended from the line; also, in Figures 17, 18, 
19, 21— 


Q. That is sufficient, if you will just give us that picture 
in one. 


Now, in claim 8 then, in those terms, wouldn’t those terms 
“adapted for,” which you have just discussed, also apply 
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to a dampener that were nothing more than a helically pre- 
formed tube? Its ends have the same characteristic, do 
they not? A. No. As I explained in the previous question- 
ing, if that hollow structure were loose on the line, it would 
be shaking on the line and then it would be a dampener; 
then it wouldn’t have this portion adjacent to the ends of 
the tube being adapted for connection to the line. It would 
be around the line but would not be connected to it; it could 
slide along its length. 


Q. In this form, this is absolutely tight? A. That is 
right. In all of these forms to which I refer, it would be a 
tight fit on the conductor or line. 


Q. Now, in claim 8, you have the further limitation, “the 
central portions of the tube containing a filler substance.” 
On what form of the invention would that read? A. Well, 
in Figure 14, the tubular portion 12 could contain a filler 
substance; likewise in Figures 17, 18, 19 and 21, there can 
be a filler substance in this tubular section. 


Q. Let me see that simpler figure. A. Figure 14. 


Q. In other words, that figure, claim 8 as you interpret 
it, would be a tube with hollow ends and a central portion 
filled? A. Essentially, it would contain something, it 
wouldn’t be a full filling, necessarily. It might be a loose 
filling that would jiggle around and develop further 
dampening action; it might be a rubber material which is 
used for dampening in other devices, and this would be a 
container for that rubber filling. 


Q. Now, as to the item in Figure 14, if that tube were 
attached, say it were a solid tube with a filler all the way 
through, and this were tightly attached by means other 
than passing it through it, if this filler extended all the way 
through, could that still be used as a vibration dampener? 
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A. You would assume that it was attached by some other 
means? 


Q. I am just asking the hypothetical question. In other 
words, if this filler extends all the way through this tube, 
this were a closed tube, and you attached this tightly as 
you have indicated a vibration dampener of that form 
would have to be attached to this wire, say by external 
clamps, could it function as a vibration dampener? A. 
Well, I imagine so. There are vibration dampeners which 
are made up of strands clamped to the conductor and then 
having weights in one section, they serve as vibration 
dampeners. So, on the assumption that you have made, if 
they were clamped on by some other method, there would 
be some dampening in that structure. 


Q. Then, looking at claim 8, claim 8 could be met by a 
tube that consisted merely of the preformed armor rods 
plus a core of the filler substance, regardless of the extent 
of the core, whether it extended throughout the tube or 
only partially? A. Yes. 


Q. Now, getting back to what the Board said about 
claims 6 and 8, its comment in lines four, and so on, is 
actually a comment on a question of law, but you have 
indicated that actually these claims set forth no structural 
distinction, no definite structural distinction over the broad 
structure of Moxham, which apparently is the position of 
the Board. Now, for instance, there is a comment in here 
as the Board goes on: 


“Appellant contends that Moxham is not a proper ref- 
erence for these claims since it disclosed a cable of 
indeterminate length which he states is not a vibration 
dampener as called for by these claims. He further 
argues that such a cable is not a set of helically-pre- 
formed armor rods, which is also required by the 
claims. 
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“We agree with the Examiner’s view. In our opinion, 
the term ‘vibration dampener’ does not require a spe- 
cific structure distinct from a short length of the 
Moxham cable. We agree that this term is merely an 
expression of an intended use...” 


And from there on, I will omit that because again that is a 
question of law, you are not supposed to be an expert on 
that. A. I don’t agree with the technology of the Board in 
making those statements. The assumption is that a Moxham 


ceable— 


Q. Excuse me. I have asked you some specific questions 
and if you want to amplify it, it is all right. A. Would you 
point it up? 

Q. Ihave no further questions. I am willing to rest on 
what you said. A. I thought you were asking me a question 
before? 


Q. No. In view of what I read, I will ask this specific 
question, do you find any error— A. Yes. 


Q. Goahead. A. Well, the error that I find, one of them, 
the Board says that, “Appellant contends that Moxham is 
not a proper reference for these claims since it discloses a 
cable of indeterminate length which he states is not a vibra- 
tion dampener as called for by these claims.” I don’t agree 
with that at all because claim 8 calls for a vibration damp- 
ener and there is a central portion of this tube which con- 
tains a filler substance. 


Q. Excuse me, I think you are making misstatements, I 
think you are saying other than what you intend. What you 
have just read is the Board’s statement of what you con- 
tend. You read, “Appellant contends that Moxham is not a 
proper reference.” 


The Court: Where is the quotation you are referring to? 
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Mr. Roeming: That is page 3, the second full paragraph. 


The Witness: I don’t want to disagree with that, I still 
contend it is not a proper reference. 


By Mr. Roeming: 


Q. In other words, you agree with it; you don’t disagree 
with it? A. That is right, I agree with myself. 


Q. Now, as to the matter I had read subsequent to that, 
you indicated you thought— A. That is what I don’t agree 
with, the next paragraph in which the Board indicates that: 
“In our opinion, the term ‘vibration dampener’ does not re- 
quire a specific structure distinct from a short length of the 
Moxham cable.” Well, claim 8 doesn’t say a vibration 
dampener which is a short piece of the Moxham cable. 
Claim 8 calls for a vibration dampener and the portions of 
the ends of the dampener are made up of preformed armor 
rods defining a tube, “portions adjacent to the ends of the 


tube being adapted for connection with the line, the central 
portions of the tube containing a filler substance.” I don’t 
see in Moxham a vibration dampener that can be attached 
to the line by the end portions. 


Q. Well, looking to the last sentence of the first para- 
graph on that page, the Board says: 


“As to claim 8, he notes that the Moxham cable may 
have a core, if desired, which would be a ‘filler sub- 
stance’ within the terms of this claim.” 


I had asked you previously whether a vibration dampener 
couldn’t be a tube of the type of Moxham or your shape, 
just speaking of a general preformed rod angle and having 
a core throughout its length, and in my previous question- 
ing to you, it was my impression that you admitted that 
such a length of tube with a core throughout its length could 
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function as a vibration dampener. A. Well, is the Moxham 
cable in midair or what do we do with it? The Moxham 
cable in midair will not dampen a transmission line. 


Q. Getting back to claim 8, other than the fact that the 
claim sets forth a set of preformed armor rods defining a 
tube, the central portions of the tube containing a filler 
substance, do you find any structure in the other terms of 
that claim, in view of what you have just testified to about 
five minutes ago? A. The answer is yes, portions adjacent 
to the ends of the tube being adapted for conection to the 
line. 


Q. That would be true of the ends of any piece of Mox- 
ham’s cable, wouldn’t it? A. Well, no. If we took a piece of 
Moxham’s cable and put a clamp around it, the combination 
of the clamp and the Moxham cable would then be a con- 
nection with the line. But portions of this piece of Mox- 
ham’s cable would not be adapted for connection with the 
line, there is no way of getting it connected other than in- 
troducing another body and clamping them together. 


Q. Any object is adapted to be attached, is it not? This 


(indicating) is adapted to be attached to something? A. 
I don’t know that it is adapted. 


Q. I am trying to point out that you may be reading 
something into this language that isn’t there; anything is 
adapted to being attached to something else. A. Well, we 
get into broad— 


Q. Well, you wouldn’t want to attach an atomic bomb or 
something like that. A. We are talking about a transmis- 
sion line and the end of this structure that we are talking 
about is adapted to being attached to the line. Now, how is 
it adapted? It has something inherent in its end structure 
that allows attachment, not just the continuation of the 
object itself which, of course, can be glued onto the trans- 
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mission line or clamped onto it. The fact that it exists, if 
you use the broad definition of adaptability, to be connected ; 
sure, everything is adapted to be connected to a transmis- 
sion line by one means or another, gluing, clamping, sitting 
it on, graft, what have you; but the end of this structure, 
which is the dampener, is adapted to be connected, and I 
think you read these claims with the drawings in mind and 
we show the type of connection. 


Q. Now, we are getting a bit off afar. I would like to 
make this statement, in view of what you have said. We are 
getting into a technical field of patent law on that point. 
However, your claim does not say means for connection, 
you have argued for a claim that says means for connection. 
This claim merely says adapted for connection and is a 
claim in the status of an application. Claims are not inter- 
preted after a patent has once been issued and its claims 
are inflexible, the Court then interprets claims. But we are 
in a position where this is an application and there is no 
necessity for interpreting limitations in or out of claims. 


So, getting back to this point, then, of my original ques- 
tion: Is there in claim 8 any definite structural limitation 
other than the tube of preformed armor rods and the fea- 
ture that the central portions of the tube contain a filler 
substance? A. My answer is still yes, because portions ad- 
jacent to the ends of the tube are adapted for connection 
with the line. 


Q. You can stand on that and we will go on from there. 


Q. We were on page 3 of the decision of the Board in 
application 2,200. Now, in the last paragraph on that page, 
beginning at the second sentence: 


“In our opinion, the term ‘vibration dampener’ does not 
require a specific structure distinct from a short length 
of the Moxham cable.” 
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Now, without going back over what we have already dis- 
cussed in the past hour of testimony about the significance 
of the term “vibration dampener,” let’s look at these terms, 
“a short length of the Moxham cable.” Now, what the 
Board used there was obviously the idea that, if somebody 
cut the cable and had a short length, these claims would not 
distinguish from such short length of the cable. 


Now, looking at claim 6 to begin with, would you as an 
expert say that a cable made according to Moxham, if it 
were cut into pieces, would constitute a terrific advance in 
the art? A. No, that wouldn’t be any particular advance. I 
imagine those cables were cut very frequently. 


Q. In other words, then, what I am leading to, it is not 
unreasonable for the Board to use that as a standard? <A. 
You mean a cut Moxham cable? 


Q. Yes. A. Well, a cut Moxham cable would be a cut 
Moxham cable; a cut conductor or a cut wire rope would be 
a cut wire rope. 


Q. In other words, I am directing attention to the fact 
that the Board is not using the reference exactly literally 
at that point; it is using the standard of a short length of 
Moxham cable. A. Well, perhaps I can answer this by stat- 
ing that, as an expert, I would contend that it doesn’t make 
a particle of difference whether this is Moxham cable or 
Hochstadter’s cable, any type of cable can be used as a 
dampener for transmission lines, if it is suspended from 
the line, clamped it at periodic intervals. That is known in 
the trade and has been known as a festoon damper, take a 
piece of cable, usually the handiest thing is cable similar to 
that which makes up the line, and put a couple of clamps on 
and drape this extra piece of cable along the line, clamping 
it to the line at three or four places, and we have what is 
known as a festoon type of damper. Now, a Moxham cable 
could be used as such a festoon damper, using these clamps. 
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Q. Passing over page 4, which is purely a question of 
law, we come to page 5 where the first full paragraph deals 
with claim 16 and its support, and the Board reversed the 
examiner so that is not here for consideration. 


Now, on page 6, in the last paragraph, the Board takes 
up claims 16, 27 and 28, on the additional ground of rejec- 
tion under “P. F. T. Preformed Armor Rods.” Now, it is 
my impression, speaking entirely from memory and my 
notes, and counsel for plaintiff may correct me if I am 
wrong, that it was admitted yesterday in the testimony as 
to the P. F. T. publication, that that disclosure does sup- 
port the two claims of the Bodendieck patent, which are 
claims 27 and 28 here. 


Mr. Hume: That is my understanding of the testimony. 


By Mr. Roeming: 


Q. We won’t go into that further, then; so that there 
would then be no error there. Now, as to claim 16— 


Mr. Hume: I might interpose just a moment, Your 
Honor. Up to this moment, I haven’t had the opportunity 
to treat claim 16; perhaps I should say I have not yet 
treated with claim 16, irrespective of the opportunity. It 
is to be considered in conjunction with the conclusion of 
our case here, before we rest, claim 16 in the second appli- 
cation and claim 31 in the first application being identical. 
I have no objection to Mr. Roeming’s cross-examination 
with respect to it, nevertheless. 

Mr. Roeming: I might call attention to the fact that 
claim 16 is identical with claim 31, is it not, of the other 
application? 


Mr. Hume: It is claim 16 in Schedule B and claim 31 in 
Schedule A, attached to the complaint. 


By Mr. Roeming: 


Q. Whereas claim 31 was held by the Board not sup- 
ported by the first application, it did hold it supported in 
the second application, so there remains a question whether 
claim 16 is patentable over the P. F. T. reference, the 
publication of 1946. Page 7 deals primarily with the date 
of the publication and its effectiveness from that point 
of view. 


Now, getting down to page 9, the’ first full paragraph, I 
am quoting here: 


“We also agree with the Examiner that claim 16 is 
readable on the reference disclosure and we also ob- 
serve that this claim is identical with claim 31...” 


the point that has just been discussed: 


“Therefore, the subject matter of this claim is not en- 
titled to the benefit of the filing date . . . We, there- 
fore will sustain the rejection of claim 16.” 


I am afraid I have gone too far in advance here as to the 
point of whether claim 16 is distinguished in any way from 
the P .F. T. reference; therefore, I ask this question: In 
claim 16, can you point to any limitation which would dis- 
tinguish from the disclosure of the P. F. T. reference in, I 
believe it was pages 6 and 8 of that reference? A. May I 
have a copy of the reference, please? 


Q. Pages 6 and 8, the ones you testified to yesterday. 
May I read from page 7, I found the point here: 


“The Examiner considers that claim 16 is fully met 
by the reference disclosure and that claims 27 and 28 
do not patentably distinguish thereover.” 


That latter point we are not considering here. 


“He considers that the requirement that the wires be 
maintained in substantial parallelism during the wrap- 
ping operation is as well supported by the reference 
publication as by appellant’s own disclosure.” 
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Now, we need discuss this only as to claim 16, in view of 
the fact it was admitted yesterday it does read on 27 and 
28. Therefore, I repeat the question: Do you find in claim 
16 any limitation that distinguishes from that disclosure? 
A. Well, the claim is directed to the application of groups 
of rods “upon opposite sides of the line, and, starting at 
a point adjacent to the middle of the rods, wrapping the 
rods about the line from the starting point outwardly to 
the ends thereof completely to enclose the line.” 


On page 8, we show some tools somewhat similar to those 
covered by Bodendieck, we show the armor rods loaded 
into the tools, and in the lower photograph we show them 
partially installed on the conductor. Very obviously, they 
were started at a point not near the mid-point, that may 
be one point of difference here, “starting at a point adja- 
cent to the middle of the rods.” I don’t find that in these 
drawings or photographs. 


Q. In other words, you interpret the words “adjacent 
to the middle” as meaning something different than at the 
middle? A. No, I would assume adjacent to the middle is 
approximately at the middle. 


Q. And you don’t find that here? A. I don’t find it on 
page 8. 


Q. How about this (indicating), in the middle of page 
8? A. Well, the ends aren’t shown. 


Q. Each is so far from the end, there is no material 
distinction, is there, in the middle picture of page 8? Cer- 
tainly, it isn’t material as to whether this operation is per- 
formed, say, one-third of the way up or two-fifths or one- 
half of the way from the beginning? A. Well, I am not 
prepared to say that I can read into this drawing that you 
are referring to— 
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Q. Let’s just concede for argument that the middle pic- 
ture of page 8 is not exactly at the middle, say it is four- 
tenths of the way up the wire. Would you consider that a 
material difference from being at the middle, as far as the 
method is concerned of claim 16% A. No, if there were 
four-tenths instead of five-tenths, but my point is that the 
middle picture doesn’t show the ends, the ends are cut off 
the picture and they apparently go on, maybe go on ninety 
percent of the difference to the right and only ten percent 
to the left. That seems to be indicated in the next para- 
graph where at least one end is visible and there is a large 
amount protruding in the other direction. 


Q. May I ask this question: As long as you have a 
material and piece available to one side, it really doesn’t 
make one difference whether it is ninety percent or fifty 
percent, does it? A. Well, it makes a difference. If you 
have ninety percent on one end, you have ten percent on the 


other, and it might not be possible to even load the tools 
and hold the rods in, with such a short amount protruding 
as ten percent. 


Mr. Roeming: In response to my question, Mr. Peterson 
indicated, as to this middle picture of page 8, he couldn’t 
tell whether this was ten percent and this ninety percent 
from the picture, or whether it was fifty percent on either 
side, and I am questioning as to whether it makes any dif- 
ference as to making this type of tube or cable; the point 
being whether it makes any difference where the tools are 
applied as a beginning point. 


The Witness: My answer is still the same, if you get off 
to one end, near one end, say ten percent of the total length 
from one end, the tools might not work, the armor rods 
might not be held satisfactorily and they might fall out and 
not be applied in the manner desired. 


By Mr. Roeming: 


Q. Wouldn’t it be possible to practice this method by 
applying one tool practically at the end, then you are put- 
ting the other tool over and rotating only one of them. I 
mean on a shorter length; isn’t the real point that you have 
relative rotation between the tools? A. Actually, you could 
do it by using only one tool, if you had something to hold 
the armor rods. 


Q. Well, then, as an essential part of the method, it 
really isn’t material exactly where these tools are applied 
at the beginning, whether you start at the middle and go 
to the ends or start at one end and go all the way to the 
other end? A. These are identical tools, presumably, and 
then it does. When I say I could use one tool, I am pre- 
supposing that I have another device for clamping or grip- 
ping the other end of the armor rod, and then I can twirl 
around and subsequently fix up the ends that weren’t ap- 


plied, by rotating the armor rods, hooking them around. 


Q. I think we can now pass over page 8, which deals 
with other matters, and get down to the last paragraph on 
page 9, which deals with claims 23, 24, 25 and 26, in Sched- 
ule B. Now, there was extensive testimony yesterday on 
these claims and the emphasis was on limitation like “con- 
stitute several helical units,” for example, in claim 24, the 
substance of lines three and four was emphasized; and in 
claim 23, I believe the substance of line six was empha- 
sized. However, the substance which the Board discusses 
in this paragraph was not emphasized and I will direct my 
attention to that as we go along here. Reading that para- 
graph: 

“Claims 23, 24, 25 and 26 differ somewhat from method 
claim 27 considered above in that they require that the 


preferred elements of each group be arranged in co- 
axial helical relation.” 


154 


As I remember, you testified at length as to the meaning 
of those terms. A. Yes. 
Q. (Reading:) 
“These claims also stand rejected on the ground that 
they are not supported by the disclosure of the present 
application. The Examiner takes the position that 
the recitation in claim 23 ‘distributing and holding 


said groups about the line’ is without basis in the dis- 
closure. He considers that although Fig. 4...” 


This is a good time to get that Figure up: 


“He considers that although Fig. 4 shows two groups 
of elements disposed in this relationship there is no 
showing in the drawing or description in the specifica- 
tion as to how the elements could be held in this 
position.” 


Now, would you like to comment on that part of the state- 
ment? A. Directing my comments to Figure 4—Figure 6 
shows the armor rods— 


Q. That would be immaterial at this point; please 
answer the question just as to Figure 4, which is the part 
of the decision that we are discussing. A. Figure 4 shows 
a conductor, it shows two groupings of coaxial intertwisted 
helical elements which are parallel and the next stage is to 
apply these. The position shown in these pictures indicates 
that these are 180 degrees out of phase, so they are ready 
to be applied to the conductor in the manner indicated in 
the next figure, Figure 6, which is also a two-part picture, 
and the armor rods are assembled in the middle, the two 
sections progressing outwardly left and right and they are 
held in that position. I don’t quite understand what more 
is required. They are shown together, they are held to- 
gether, either by the man, his hands may hold them to- 
gether, they may have been tacked together with a little 
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glue to hold them in shape, and then they are applied as 
indicated in the next figure. 


Q. Iam going to start at the last two lines of page 10: 
“With this in mind, an examination of these claims 
reveals that claim 23 requires the simultaneous twist- 
ing of the groups about the line and claim 24 requires 
a mutual twisting of the helical units into engage- 
ment...” 


Then the Board of Appeals states that: 


“Since the decision of the Board of Interference 
Examiners held that the present application did not 
support the recitation of the simultaneous wrapping 
of the wires, we feel constrained to hold that claims 
23 and 24:are not supported by the disclosure of the 
present application in that regard.” 


Now, beginning at that point, I would now like your com- 


ment on this next part which I think is substantially the 
same as what I got ahead of myself there on, on the other 
page. Your criticism was correct, but I think at this point 
it is taken up: 


“Further, we agree with the Examiner that there is 
no specific disclosure in the application as to how the 
groups of elements are to be maintained in the relation- 
ship as recited in each of claims 23, 24, 25 and 26. It 
may be that appellant need not have disclosed a spe- 
cific apparatus for the performance of the method 
steps but, in our opinion, he should have described in 
detail how the steps could be performed by hand if 
such performance is possible, since the patent statute 
requires that an applicant for a patent must describe 
the best mode contemplated by the inventor .. .” 


Now, the Board of Appeals specifically states there that 
“we agree with the Examiner that there is no specific dis- 
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closure in the application as to how the groups of elements 
are to be maintained in the relationship as recited,” which 
comes back to the very same point which, on the previous 
page, was quoted from the examiner’s point of view, that 
he contended that you do not disclose how you hold these 
members of Figure 4 in opposite relationship while you go 
ahead to practice this method. As a practical matter, would 
you care to illustrate how it could be done? A. I will 
demonstrate with this unit. Here we have a group of 
armor rods, they are intertwisted. We started off by 
removing them from a package. 


Q. Just a minute, let’s remember that here you are not 
making a tube, you are putting a tube on a cable; that is 
the very point, how do you hold these with a cable between 
them, and then go ahead. A. Well, I was going to say we 
show essentially this in Figure 2. 


Q. Figure 4 is what we are concerned with. A. Figure 
4, excuse me. Figure 4 shows two sections— three sections, 
the core and two groups. As I say, we started off this way 
and you are asking how are they held? My contention 
would be they might be pinched, thus, in the fingers or they 
might have been glued together to tack them, as I said 
before, and we have that arrangement (indicating). We 
have another group, a similar group, so if we are applying 
these to one another, I will do it this way (indicating). 
There is only one way they can go and they go together. 


Now, with the core, it is just the same thing, we have a 
group of wires and we start— 


Q. You have to start with two groups. A. All right. 
One group is applied here and the other group— 


Q. Is that according to claims 23, 24, 25 and 26? That is 
a very specific statement of method. 
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Mr. Hume: May the record show that the witness is 
demonstrating with Plaintiff’s Exhibit 11. 


The Witness: Well, claim 23: 


“The method of installing helically preformed elements 
upon suspended lines which includes arranging several 
groups of said elements so that the elements of each 
group are in mutually conforming coaxial helical rela- 
tion, ...” 


Now, that is the upper part of Figure 4 and the lower part 
of Figure 4, each group in the coaxial helical relantionship: 


“distributing and holding said groups about the line 
in balanced relation so that they are substantially 
parallel thereto, ...” 


that is what I was starting to do. 
By Mr. Roeming: 


Q. That is the important point, that they are parallel 
thereto. Just a moment ago, when the cable was held here, 
you held these in this position, cross to the cable, and then 
they are not parallel thereto; is that not right? A. That, 
of course, raises the question of the use of the word 
“parallel.” 


Q. Yes, but there is only one definition of “parallel.” A. 
That is true, but helical wires can never be parallel to a 
line, the axis of the cable, if you are considering only a 
couple of inches of these helical elements. These helical ele- 
ments are forty or fifty inches long, perhaps a hundred 
inches long, and generally they are parallel. If we use these 
longer sections, when we come toward the cable, it is paral- 
lel to the cable; it isn’t at right angles or any other angle. 
There is a slight crossing in starting. 


Q. Now, isn’t it a fair interpretation, both of Figure 4 
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you hold these in this position (indicating), where each 
group is clearly parallel to the cable? Isn’t that what is 
shown in Figure 4? A. Well, that is what is shown in 
Figure 4. The next step is Figure 6, and that isn’t shown 
in Figure 6. 

Q. My next question is now, how do you proceed from 
here (indicating), to practice this method? And that is, of 
course, the question that has been asked by the examiner 
and by the Board of Appeals. A. Well, the claim goes on: 


“then, while maintaining the coaxial helical disposi- 
tion of said preformed elements in each group, simul- 
taneously twisting the groups about the line. . .” 


Now, we start off with them parallel, in the most rigid 
sense, and then start twisting them around. 


Q. Have you finished? If you will stay with that, I will 
get back to this point, that the Board sustained the exam- 
iner in his contention that it is not shown how you can start 
out with these groups substantially parallel, and I will take 
the position on closing argument that when you hold those 
wires crossed with respect to the rod, they are definitely 
not parallel. A. Well, that is correct. In every instance of 
the application of these preformed armor rods, when they 
must be rotated about the core, they deflect or depart from 
this generally parallel position. The angularity is indicated 
in this ease, there is probably an angle of about eight or 
nine degrees, and when these are rotated around, they are 
off the perfect parallel line by a slight angle but that de- 
velops in rotating and applying. 


Q. But you haven’t demonstrated how you start by 
holding them parallel? A. That is what I was doing be- 
fore and we got off. Well, as I say, I start off alongside 
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and rotate these about the conductor and in rotating I 
must, of necessity, have— 


Q. In other words, you are now saying that you mount 
them at the side of the conductor? A. That is right. 


Q. Two groups? A. That is right. 


Q. That is not what is shown in Figure 4, is it? A. Well, 
Figure 4 isn’t the completed application; that is one step 
leading to this application. From Figure 4, we bring them 
into contact with the conductor; they are not even in con- 
tact with the conductor in Figure 4. 


Q. May I call your attention to claim 23, line five. You 
do not merely say that you distribute the groups about the 
line in balanced relation; you say you distribute and hold. 
A. That is right. 


Q. And the position of the examiner and the Board has 
been that you don’t disclose how you do that step in the 


performance of your method. A. Well, I think in these 
other drawings— 


Q. We will have to stick to Figure 4, because that is the 
only thing that the Board has said. Your burden is to show 
error in what the Board has said here. The Board hasn’t 
made any statements about any other figure there. A. 
As I see it, the Board is apparently quibbling on this 
“substantially parallel thereto,” and you are insisting that 
substantially parallel thereto is absolutely parallel. Now, 
I don’t agree with that, and substantial parallelism— 


Q. Now, you are getting into a question of law as to 
what the term “substantial” means in claims. We would 
not take the position here to say that absolute one hun- 
dred percent perfection of parallelism is required in a 
practical method of doing something, but when you are 
way off to the extent that you have been illustrating it, 
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you are off at least thirty degrees from parallelism. A. 
No, I don’t agree with thirty degrees at all. 


Q. But that is what you showed us. A. No. 


Q. I am speaking of the demonstration that you made 
here before, with Mr. Hume. A. I am repeating it. 


Q. Just a minute, as you start off here— A. There is 
the starting point. 


Q. That is not Figure 4, again. Figure 4 shows these 
held away from the cable. The whole point that is being 
raised is as to what you disclosed, not as to what you are 
doing in your hands. 


Redirect Examination 
By Mr. Hume: 


Q. I refer to the drawing of the first application in suit, 
Figure 11, and your testimony this morning, Mr. Peterson. 
You referred to the arrows at the end of that figure as 
indicating, I believe you said, rotation of the elements in 
wrapping operations. Do you adhere to that position? A. 
I did refer to these arrows as indicating a wrapping opera- 
tion and I discovered my error shortly thereafter. The 
arrows which indicate wrapping are shown in Figure 18, 
showing rotary motion. These arrows of Figure 11 are 
arrows indicating bending of the structure of Figure 11 to 
result in Figure 12, making it into a hairpin, one bent down 
this way, one bent in the other direction, so they were 
really bending arrows instead of rotation arrows. 


Q. Would you refer to Figure 11 and indicate how many 
groups or sub-sets of wires are shown in Figure 11? A. 
There are two groups or sub-sets shown in Figure 11. 
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Q. Are they numbered on the drawing? A. 5a and 5b. 


Q. When they are bent, as in Figure 12—A. They again 
appear as 5a and 5b. 


Q. Yes. Are they then disposed as shown in Figure 13, 
the two groups? A. Yes, Figure 13 is a longer view of a 
bent section. 


Q. Now, Mr. Peterson, in your testimony this morning 
with respect to claim 3, in which you were asked to point 
out the ways in which this claim recites structure in dis- 
tinguishing from the Moxham reference, you noted that 
the sideways application about an elongated member was 
one distinction. Is there any other distinction that you 
find in claim 3? Do you have a copy of the claim? A. I 
am not sure I have the correct claim 3. 


Q. Schedule A of the complaint. A. Oh, I have Sched- 
ule B. 
* . . 
Q. I am asking if there are other differentiating fea- 
tures of claim 3? A. I think the claim specifies that these— 


Q. Just refer to the concluding clause of claim 3, please, 
Mr. Peterson. What do you find there? A. “. . . material 
of which they are made to be applied sideways about an 
elongated member of an external diameter. . .” 


Q. That is the part you said this morning differentiated 
over the Moxham reference. Is there anything else in the 
concluding language of that claim that differentiates over 
Moxham? A. This is a long claim and this morning I 
didn’t go to the end of it. The last part of the claim says: 


“said elements being readily disassembled from and 
reassembled into said body.” 


That differentiates from the Moxham, just as I believe 
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claim 8 or one of the other claims did, and I think I spent 
a lot of time explaining that; but claim 3 also includes that. 


Q. Mr. Peterson, is there anything critical as to the 
effective lengths of helically preformed armor rods, where- 
by they can be determined as to precise length for a given 
installation? A. Well, I don’t think there is anything crit- 
ical about it. Actually, in designing these small conductors, 
small lines will have relatively short elements, helically 
preformed elements; heavier, larger lines will be longer, 
sometimes they are made sixteen inches long; sometimes 
they may be made thirty or forty feet long. I believe thirty- 
six feet is the longest group we made in the last few years. 


Q. Is it a requisite that they have a finite length as 
opposed to the indefinite length of a continuous cable, say 
like the Moxham cable? A. Of course, if they were of 
indefinite length, or infinite length we would say in this 
case, because anything over say several hundred feet, 
would be virtually infinite length; anything of that propor- 
tion would be a part of the cable, would certainly not be an 
accessory to the cable, something that goes along with it 
for a certain purpose. 


Q. For the information of the Court, would you state 
what the longest set of helically preformed armor rods is 
that you have ever known or made? A. As I just said, 
the longest set was thirty-six feet. 


Q. I beg your pardon if you said it, I am sorry, I didn’t 
hear you. A. They were made for repairing a line which 
had failed at some non-preformed armor rods and they 
had to be long enough to go out to the end where the failure 
had occurred, and carry on a suitable distance beyond the 
break. 


Q. What is the shortest armor rod that you have ever 
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known? A. I thought I had my tie clip on; the shortest are 
about two inches long. 


Q. Well, the tie clip to which you refer is a feature of 
novelty jewelry, is it not? A. Yes, but the shortest, well, 
here is a set of rods, I judge about four inches long in the 
armor rod section. 


Q. In the testimony that you just gave, Mr. Peterson, 
with respect to claims 23 to 26 of Schedule B, when the 
helically preformed armor rods are applied to the core as 
a starting condition, what is the relationship between the 
helical axes of these armor rods and the helical axis of the 
corepiece at the point of contact? A. The helical axis 
of the group of armor rods is at a slight angle to the axis 
of the core. 


Q. I show you a half-set of rods similar to those of 
Plaintiff’s Exhibit 11, and I have laid them against the 
simulated corepiece comprising this rod; at that point 


where they are in engagement, what is the relation be- 
tween the helical axis of this assembled sub-set of rods 
and the corepiece, the axis with respect to it? A. I say 
this is the beginning of the application and if there is no 
contact between the armor rods, we are a hundredth of 
an inch away from the core, the armor rods have an axis 
which is at a slight angle to the axis of the core. 


* * s 
Recross Examination 
By Mr. Roeming: 


Q. You have testified that the longest tube or cable 
that you have made in this manner was thirty-six feet long. 
A. The longest set of preformed armor rods. 


Q. Thirty-six feet? A. Not a cable. 
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Q. That would be a tube? A. Yes. 


Q. Now, in a tube thirty-six feet long, are those readily 
disassembled and assembled in the sense of the termin- 
ology of your claims? A. Yes. 

Q. Thirty-six feet long? A. Yes. Actually, they have 
been assembled by a couple of men hanging 650 feet above 
the Mississippi River and rotated about the line that had 
been damaged, and thus the line was repaired. 


Argument on Estoppel by Judgment 
Mr. Hume: I had prepared for the benefit of the Court, 
to assist in the understanding of this particular phase 
of the case, this chart which I will explain, if it is visible 
to the Court from there. 


The Court: Do you want to give it a number? 


Mr. Hume: Call it Plaintiff’s No. 20. Do you prefer 
the larger one, Your Honor? 


The Court: No, I can refer to the smaller one. It is 
in evidence as Plaintiff’s Exhibit No. 20. 


(Chart of procedure in Patent Office was 
marked Plaintiff’s Exhibit No. 20 and re- 
ceived in evidence.)* 

Mr. Hume: This chart, which purports to guide one 
through the progress of the two applications before the 
Court, has been prepared with a view to pointing up the 
differences between ex parte and inter partes proceedures 
in the Patent Office. The chart has been so labeled, ex 
parte and inter partes, on the right and left side respec- 
tively, and the division line down the middle in black 
tends to maintain that difference visually. 


*Printed herein at page 539, infra. 
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During the proceedings in the Patent Office, from the 
lowest level which is the examiner up to the commissioner, 
we really have no bridging across this line. The examiner 
serves in both capacities, ex parte prosecution and inter 
partes prosecution, in which latter capacity he is serving 
as an arm of the interference examiner. Of course, the 
commissioner likewise goes across. But as to the author- 
ity of the Court under the assumption of ex parte prose- 
cution and the authority of the Court under the assump- 
tion of inter partes cases, these are maintained separately 
and distinct with respect to each other. 


I will treat both cases together, there may be some 
slight variation but I don’t believe it affects this general 
chain of development. These applications before the 
Court started with the examiner as to the claims involved 
in the interference, and they were adopted from the Bo- 
dendieck patent, and were twice rejected by the primary 
examiner and were thus appealed, simply those claims 
alone, to the Board of Appeals as the first appellate 
action taken in this case. That was the appeal taken, No. 
15,663, in 1948, I think it was. 


The Board of Appeals reversed the examiner as to the 
two claims still before the Court that were derived from 
the Bodendieck patent, holding that there was basis in 
the first Peterson application to support the claims. The 
matter was then referred back to the examiner. 


At this stage, with the claims properly allowed in the 
second application of Peterson, an interference was es- 
tablished and this, of course, was referred by the exam- 
iner to the Board of Interference Examiners. 


The interlocutory period during an interference pro- 
ceeding is handled by the primary examiner and, there- 
fore, this matter of motions to dismiss the interference 
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for want of basis in the Peterson disclosure to support 
the claims was referred as Step 4 back to the examiner. 
At this stage, the examiner reaffirmed his previous ruling 
that there was no basis in Peterson’s applications to main- 
tain the interfering claims, but agreed to transmit this 
question, as being ancillary to priority, to the Board of 
Interference Examiners at final hearing. 


Now, in taking this action, although it was the same 
office and the same man, literally, he was acting on the 
left side of the chart, indicated in red, acting in his inter 
partes capacity and thus was not subject to the ex parte 
ruling of the Board of Appeals. 


It was at this stage that the Board of Interference Ex- 
aminers took under consideration the matter of proofs 
on priority, and so forth, but held, notwithstanding the 
proofs, that there was no basis in Peterson’s application 
to support the claims in interference and so entered judg- 
ment to that effect. 


An appeal was then duly noted to the Court of Customs 
and Patent Appeals. It was an inter partes appeal to the 
Court of Customs and Patent Appeals, during the pend- 
ency of which and really before the transcript was for- 
warded to the Court, before the petition had been formal- 
ized but while the appeal was nevertheless pending in 
good standing, that the patentee Bodendieck entered 
this disclaimer by which he dropped from his patent the 
claims that had constituted the interference issues and 
thus disposed of the inter partes contest. There was no 
prevailing inter partes contest from that point. 


Peterson applied to the commissioner to vacate the 
judgment of the Interference Board, but was unsuccessful 
in that effort; the commissioner refused to do this and, 
after some trouble, the cases were remanded by the com- 
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missioner to the examiner for subsequent and final prose- 
cution. This again resumed the ex parte phases of the 
case. 


At this stage, the examiner again twice rejected Peter- 
son on the interference claims as well as other matters, 
from which an appeal was again taken to the Board of 
Appeals as the ninth step and, as to the interference 
issues, the Board ruled that it was without authority to 
consider. 


From that ruling of the Board of Appeals, this action 
was instituted. Are there any questions about that, Your 
Honor? 


The Court: No, I have none. 


Mr. Hume: Well, now, it is our contention, Your 
Honor, as is rather graphically shown in that chart, that 
the disclaimer vitiated the inter partes issues, leaving no 
justiciable inter partes issue for Peterson to carry to the 
Court of Customs and Patent Appeals. The inter partes 
action was thus concluded and the interference judg- 
ment from whence that appeal had been taken was, in 
plaintiff’s position, a nullity and such as could have ab- 
solutely no controlling effect upon this case. 


The interference had been in good standing at the time 
the disclaimer was entered and, had it been filed before 
the so-called judgment of the Interference Board, it would 
have had the effect of dissolving the interference. The 
fact that it was filed after, while an appeal was pending 
in good standing, could not change that conclusion. 


Therefore, once back before the examiner in the ex 
parte proceeding, the plaintiff’s position before the ex- 
aminer was then precisely as it had been in the previous 
ex parte proceedings as to the claims derived from the 
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Bodendieck patent. By carrying this case back to the 
Board of Appeals, it was his position that the Board had 
already declared its judgment on that issue in the first 
appeal that Peterson took, and for all intents and pur- 
poses, this first ruling of the Board was res judicata as 
to the action taken by the examiner and as to the action 
then taken by the Board and in so far as any subsequent 
action stemming from that. 


It is a rather remarkable coincidence that, once before 
the examiner after the termination of the interference, the 
examiner, in addition to the technical rejection of the 
interference, of estoppel by judgment of the Interference 
Board, reasserted the Bodendieck patent as a reference 
against the Peterson applications as to the claims re- 
jected thereon, but now the difference had occurred in the 
Bodendieck patent that it was now a vehicle disclosing 
the invention but no longer claiming it. 


It made the kind of action known as an antedating affi- 
davit available to Peterson to remove the Bodendieck 
patent as a reference. This may be done when patents 
show, but do not claim, the invention of an applicant, and 
thus the doctrine supporting antedating affidavits is in- 
compatible with the doctrine of interferences; they are 
mutually exclusive because there must be mutual claim- 
ants for there to exist an interference. 


Now, the very fact that it was available to Peterson to 
remove the patent to Bodendieck from both of his applica- 
tion records by an antedating affidavit, indicates that 
there was never a basis for interference between them 
in the first place. So, there is the anomaly on the record 
of these applications that the patent held to interfere and 
to have been awarded priority of the claimed subject 
matter, is now removed from consideration by an ante- 
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dating affidavit. This is an anomaly of the first cireum- 
stance, I have not been able to find anything quite like it. 


I might say, Your Honor, there were two claims al- 
luded to by my colleague, Mr. Roeming, that were treated 
by the Patent Office along with the interference issues, 
claim 16 in the second application, which was presented 
in that case as a matter of original record, and claim 31 
in the earlier application, in which claim 31 was added by 
amendment after the Board of Appeals agreed that there 
was basis in that earlier case to support the claims then 
proposed for interference. Inasmuch as these claims are 
so closely linked to the interference issues, I didn’t see fit 
to single them out for any special discussion. I rather 
thought they could carry on with it and, with that under- 
standing, I need to say very little about them with the 
exception of one point which I would like to bring to Your 
Honor’s attention. 


Claim 16, and 31 in the earlier case, is broader than the 
interference issues, whereas it is related to a method of 
wrapping helically preformed armor rods around a line 
body, it is not limited to the simultaneous wrapping. It 
was proposed as the dominating broad claim for addition 
to the interference issues by Peterson. Bodendieck coun- 
tered the proposal to add it to the interference issues by 
asserting that it was not patentable. This effectually 
disclaimed that claim and its contents in so far as Boden- 
dieck was concerned. It is our position here that these 
claims should go along with the interference claims, in so 
far as the disclosure is concerned, and be treated in the 
same way, but should not fall under the disability of the 
interference issues inasmuch as the claim was never in 
interference. 


Finally, before closing plaintiff’s case, Your Honor, I 
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would like to ask the Solicitor to stipulate with me the 
introduction of a copy of the Solicitor’s letter, identified 
as Plaintiff's Exhibit 9 in the record, for the original rec- 
ord. Is that agreeable? 


Mr. Roeming: Yes. 
The Court: It may be substituted. 


Mr. Hume: I also would like to move that Plaintiff’s 
Exhibits 17 to 19, inclusive, be received in evidence. 


The Court: Is there any objection? 
Mr. Roeming: No. 
The Court: Let them be received. 


(Plaintiff's Exhibits Nos. 17, 18 and 19 
were received in evidence.) 


PLAINTIFF’S EXHIBIT 1A-1B 


Application of 


Tomas F. Pererson, Serial No. 698,312, 
as filed September 20, 1946 for: 


“Helically-Preformed Wire Envelope and 
Methods of Use.” 


This invention stems from those disclosed in my prior 
patent No. 2,275,019 and co-pending application Serial No. 
601,245, filed June 23, 1945, both entitled “Cable Rein- 
forcement”. Whereas, in those prior cases, the reinforce- 
‘ments of wire depended upon a central wire or cable upon 
‘which the component helicals were disposed for their as- 
sembled form, in the instant case, the component helicals 
‘are preformed and twisted together into a sturdy envelope, 
tube or conduit, which retains its form without regard to 
any support from within. 
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The objects and purposes of the present invention are, 
accordingly, the provision of: 


An envelope, armor, casing, conduit, tube, or the like, 
composed of helically-preformed elements or filamentary 
bodies of sufficient stiffness to be twisted or intertwined 
together to form such envelope, and of a pitch to enable 
the preformed helicals to be applied to enclose any elon- 
gated element of a diameter substantially equal to or less 
than the internal diameter of such helicals. Where the 
ends of such elements are not readily available for thread- 
ing through the helicals, the limit of elasticity of the latter 
is not exceeded in the side application thereof. 


A flexible tube or armor for any desired use. 
A reinforcement for wires, ropes, strands and cables. 


A connector for adjacent ends of wires, ropes, strands 
and cables. 


An electrical connector between the opposed ends of an 
electrical conductor, of low resistance and low magnetic 
loss characteristics. 


An electrostatic shield for conductors. 


A device in any of the uses described above in which 
extraneous clamps, fastenings or lashings are obviated. 


A dead end for wire strands, cables and ropes. 


An extensible body utilizable for purposes comparable 
to elongate, telescopic members, such as automobile an- 
tennae, tripod legs, gauges, and the like. 


Tubular handles. 


Tubular handles having a bight formed thereon in the 
manner of dead-ends, beaters, dashers, etc., especially 
where some flexibility is desired. 


172 


A reinforcement predominately of helical components 
having straight portions intermediate their ends in regis- 
tering or nesting relationship to provide a rigid, inflexible 
support at such portions which is self-retaining. 


A device as in the foregoing paragraph in which the lay 
of the helicals at each side of a straight portion are the 
same or the reverse with respect to each other. 


An abrasion resistant armor for electrical conductors. 

A conduit that may be assembled, en situ, to encase brake 
rods, push rods, control cables, etc., and which may be 
socketed and permanently fastened after assembling. 

Other objects and advantages will become apparent here- 
inafter when the specification is read in conjunction with 
the accompanying drawings, in which 

Figs. 1 and 2 are side and end views, respectively, of one 
of the helically-preformed elements characteristic of the 
present invention; 

Fig. 3 is a tubular body, shown in side elevation, com- 
posed of the elements of Fig. 1; 

Fig. 4 is a cross-sectional view of a tube similar to that 


shown in Fig. 3 illustrated as applied to a cable and which 
corresponds to section IV-IV of Fig. 6; 


Figs. 5 and 6 are side views of the tube or envelope as 
illustrated in Fig. 3 applied to cables or the like. The 
direction of lay of the envelope of Fig. 5 is the reverse of 
the lay of the cable, while the direction of lay of that of 
Fig. 6 is the same as that of the cable; 


Fig. 7 is a perspective view, shown somewhat enlarged, 
of a tube or envelope made in accordance with the present 
invention; 
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Fig. 8 is an elevational view of a cable dead-end as 
formed by the application of one of the preformed helical 
elements shown in Fig. 1; 


Fig. 9 is a view corresponding to Fig. 8 in which a suff- 
cient number of the helically-preformed elements are ap- 
plied to the cable completely to enclose the same except in 
the bight portions, where the elements provide 50 per cent 
or half-lay coverage; 


In Fig. 10 the cable does not extend through the bight 
and the half lay of helically-preformed elements are 
twisted to provide a reduced closed lay; 


Figs. 11 to 13 inclusive, are side elevational views illus- 
trating other methods of forming dead-ends in accordance 
with the present invention; 


Fig. 14 is a side elevational view of a modified form of 
the invention; 


Fig. 15 illustrates a method of rigidifying a tube or 
envelope made in accordance with the present invention; 


Fig. 16 is illustrative of the detail for associating two 
half-lays of helically-preformed elements by way of modi- 
fication over that previously described. 


Fig. 17 is a fragmentary elevational view of a dead end 
modified to augment its gripping power; and 


Fig. 18 is a schematic representation of the side applica- 
tion of a plurality of helically-preformed elements to an 
elongated member of wire, cable, etc. 


Referring more particularly to the drawings, in which 
like reference characters refer to like parts throughout, 
it has been discovered that helically-preformed elements 
similar to 1 in Fig. 1 may be preformed to the same helical 
pitch and lay out of any suitable material, such as round 
wire, plastic, or the like, and then be intertwisted together 
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to form a closed envelope 10, as shown in Fig 3, without 
the necessity of providing any support from within, as has 
heretofore been the ease. As so formed, the helically-pre- 
formed elements may be displaced axially relative to each 
other in order to effect the extension of the envelope for 
a distance equal to twice its length, or such greater distance 
as may be effected with regard to the retention of a suf- 
ficient over-lapping of two or more elements throughout 
the body to preserve a mutual support. In this form, and 
by such usage, the invention finds application in fields 
where heretofore telescopic members have usually been 
employed, as for instance in the construction of automobile 
antennae, tripod legs, ete. 


Since the elements 1 may be assembled to form the en- 
velope 10 by grouping them together coextensively and by 
twisting them relative to each other until each assumes its 
respective place in the lay of the envelope, it is obvious 
that they may be applied to enclose elongated members 
having an over-all diameter adapted to be enclosed by the 
envelope without regard to the availability of the ends of 
such member for threading through the helix. Thus, as 
shown in Fig. 18, for wires or cables C already installed, 
or for brake rods or other motion transmission means al- 
ready in place, the elements 1 are held adjacent their 
middles against the member C and their ends are twisted 
as shown in the arrows until completely in place. The re- 
sulting envelope 10 of this invention affords readily avail- 
able means which may be quickly and economically installed 
around such cables or rods and fastened in place without 
disturbing the pre-existent arrangement. 


As illustrated in Figs. 5 and 6, the envelope 10 may be 
applied to cables or other elongated bodies in the same 
manner as that described in the preceding paragraph. 
Where the internal diameter of the envelope 10 is the same 
or slightly smaller than the external diameter of the cable 
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C, about which it is to be disposed, an effective mechanical 
gripping action is realized which serves effectively to splice 
contiguous ends of wires, cables, ete., so as to resist axial 
displacement thereof. Where the envelope 10 is of electri- 
cally conducting material, an effective electrical joint is 
provided having low magnetic loss characteristics, such as 
usually characterize prevailing types of electrical splices 
which must employ extraneous clamps or fastenings from 
which electrical losses are realized. As exemplified by Figs. 
5 and 6, it is immaterial whether the lay of the envelope 10 
agrees with its associate cable C or not. For greater me- 
chanical and electrical contact, however, the lay of the 
envelope should agree with that of the cable in order that 
the elements 1 may be accommodated between the strands 
of the latter so as to afford maximum line contact. 


In Fig. 8 there is illustrated one manner of employing a 
helically preformed element 1 to secure a bight in the end 
of a cable or strand after the manner of providing dead- 


ends therefor. The element 1 is disposed upon the end of 
a cable C so that half of its extent is secured to the cable 
and its remaining half extends beyond the end thereof. 
Then, with the cable bent back upon itself to form bight B, 
the element 1 is wrapped about the cable contiguously with 
its starting end, thus to secure the bight in position. 


In Fig. 9 a sufficient number of elements 1 have been 
provided completely to enclose the cable as at 10, while the 
bight portion thereof is engaged by a half-lay 5 of such 
elements. In practice, a half-lay would be installed upon 
the cable C after the manner of element 1 in Fig. 8 so that 
when it is returned upon itself the two legs of the half-lay 
5 are intertwisted about the cable to provide a closed lay 
10, as shown in this figure. 


Where it is undesirable to dispose the cable C within the 
bight an arrangement similar to that shown in Fig. 10 may 
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be employed. A half-lay 5 of the helically-preformed ele- 
ments is disposed around the cable 10 for approximately 
one-third to one-half of its length, with the remaining por- 
tion extending beyond the cable. That portion of the half- 
lay which is to form the bight may be pre-twisted to form 
a closed lay 5’ for an extent of its length equal to the extent 
of the bight. The returned half-lay may then be inter- 
twisted with itself about the cable C to provide the whole- 
lay 10, as shown. 


Farther modifications are illustrated in Figs. 11 and 12, 
in which two half-lays 5a and 5b are overlapped and inter- 
twisted to provide a closed lay 10. The two half-lays 5a 
and 5b are then bent downwardly so as to dispose the 
whole-lay 10 as a bight between them. This disposition is 
illustrated in Fig. 12. The two lays 5a and 5b may then be 
intertwisted from the bight portion to the limit of their co- 
extensiveness to provide a whole-lay dead-end throughout 
the entire construction. A cable or other line to be dead- 
ended may be disposed in the arrangements of Figs. 11 and 
12, in the same manner as that shown in either Fig. 9 or 
Fig. 10. 


As a modification of this, a single half-lay may be pro- 
vided in which another section of half-lay may be inter- 
twisted to form a closed bight portion. In this case, the 
second half-lay will be relatively short in extent and should 
not be longer than required to constitute the bight per se. 


In Fig. 13 another manner of treating a half-lay dead-end 
is illustrated by the use of a half-lay 5, which may be pre- 
disposed about a cable in a manner similar to that already 
described in connection with Fig. 10. However, instead of 
twisting the half-lay into a reduced whole-lay 5’, as in the 
latter figure, a filler F of cable, of marline, hemp, or other 
line, may be employed within the bight portion which 
closes the half-lay and imparts flexibility and support at 
the bight. 
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In some cases it is desirable to provide a greater stiffness 
or rigidity of the envelope than can be had from a straight 
helical disposition of its components. This may be achieved 
by providing registering and complementary straight por- 
tions S intermediate the ends of the helically-preformed 
elements, as shown in Fig. 14. Where the envelope is serv- 
ing as a reinforcement for cables, overhead transmission 
lines, etc., the internal diameter of the helicals will be such 
as tightly to grip the conductor for a substantial distance 
upon each side of the straight portion S. In other cases, 
it might be desirable to have the lays of the reinforcement 
upon opposite sides of the straight portion S reversed to 
one another so that any one of the component helicals may 
be applied to a cable by holding its ends thereagainst and 
turning its middle about the conductor until it snaps in 
place. Sufficient helicals to provide a closed envelope may 
be applied in a similar manner. Thus, in Fig. 14 is illus- 
trated such an envelope having a central straight portion 


S and right lay portion 10R to one side of the straight por- 
tion S and left lay portion 10L to the other side thereof. 


A further means of providing increased rigidity, and 
for added damping and gripping, is illustrated in Fig. 15. 
Here, one or more of the helically preformed elements, 
shown as la, 1b and le, are diverted from their normal 
position in the lay of the envelope 10 to provide blank lays 
a, b and c. The diverted elements are extended along the 
sides of the envelope for a distance of at least one pitch 
length and, if necessary, several pitch lengths, until each 
again comes into a position of registration with the blank 
lay it had been forced to vacate, at which point it may be 
returned to assume its respective normal position in the 
lay. By this means the elements represented by la, 1b and 
1c become tension and compression elements to resist flex- 
ing of the envelope incident to the bending of the helical 
axis. This effect may be localized to one side of the envelope 
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by utilizing one, or two adjacent elements, if more than 
one, or a cage effect may be obtained by displacing the 
elements in this manner entirely around the cable, as shown 
in Fig. 15. 

In order to prevent the end of the cable, as shown in 
Fig. 10, from splitting the whole lay 10 by accidentally or 
otherwise being pulled down between the union of the legs 
of the bight, a different manner of associating the elements 
of the half lays may be used, as is illustrated in Fig. 16. It 
will be recognized that a cable disposed as in Fig. 10 could 
effect the dissociation of the half lays where they are ar- 
ranged as in Fig. 13 to form the whole-lay 10. However, 
if, instead of taking the strands of the half-lay in a con- 
tiguous group, as shown in Fig. 13, they are so spaced that 
the elements which constitute the half-lay of the bight can 
be intertwisted alternately among the two legs, then a 
whole-lay may be provided which is not subject to splitting 
as mentioned above. Thus, in Fig. 16 two half-lay legs 5a 
and 5b have been depicted, it being assumed that each ex- 
tends from its respective side of a bight portion similar to 
that shown in Fig. 9 or Fig. 12. As arranged in this figure, 
element 1a of the leg 5a would lay between the element 1 
and the element 1b of the leg 5b, thus to occupy the vacant 
lay a. Similarly, element 1b of the leg 5b would occupy 
the vacant lay 6 in the leg 5a, which occurs between the 
elements 1a and le. Similarly, le of leg 5a would lie in the 
vacant lay c of leg 5b. Lay 1d of leg 5b would occupy lay d 
of leg 5a, and so on until each of the elements is accommo- 
dated and a whole-lay similar to any illustrated in these 
views and marked by the numeral 10 is provided. 


In order to increase the holding power of the envelopes 
10 when used as splices or dead ends, a suitable grit or 
abrasive, such as aluminum oxide, carborundum, etc., usu- 
ally in a suitable liquid vehicle, may be applied between the 
envelope and the underlying body. Another means for ef- 
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fecting this result is illustrated in Fig. 17 where a dead end 
has been shown. The envelope 10 is crimped, as at 11, to 
increase the modulus of friction upon the cable C. This may 
be done after installation by a suitable tool, in which case 
the cable, as well as the envelope, will be off-set, or it may 
be accomplished by preforming the off-set in the helicals 
during manufacture or before installing them, so that when 
applied to the cable, the latter is made to conform, or to 
tend to conform, to the off-set portion. Considerable added 
resistance to axial displacement is thus realized. 


Furthermore, the cross-sectional configuration of the 
elements is not essential, although it is less obvious that 
round sections will serve in the manner described and 
since these are usually the most readily available and 
economic to produce it is expected that they will have the 
widest application. 


With due consideration being given the degree of rigidity 
required which will vary among the several uses, the heli- 
cally-preformed elements may be composed of any suitable 
material, whether metal, plastic or otherwise, which best 
suits it to its intended use. 


I claim: 


1. A hollow body composed of preformed elements hav- 
ing helical portions set to a common pitch, said elements 
being inter-associated in contiguous, coaxial relation so as 
to be self-sustaining. 


2. A cylindrical hollow body composed of preformed 
helicals of conforming pitch and lay, said elements being 
laid together about a common axis in contiguous, self- 
sustaining relationship. 


3. A hollow body composed of helically preformed ele- 
ments, each of which is of substantially circular section 
and formed to a common pitch and internal diameter, said 
elements being inter-associated in contiguous, coaxial rela- 
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tion so as to be self-sustaining in the constitution of said 
hollow body, and being deformable within the elastic limit 
of the material of which they are made to be applied side- 
ways about an elongated member of an external diameter 
up to substantial equality with the internal diameter of the 
eye of the helix to which said elements are preformed. 


4. A hollow body comprised of helically preformed ele- 
ments formed to a common pitch and internal diameter, 
said body being formed of a half-lay of said elements, said 
half-lay being bent back upon itself to define two half-lay 
legs, said half-lay legs being twisted together to form a 
whole lay. 


5. A hollow body comprised of helically preformed ele- 
ments formed to a common pitch and internal diameter, 
said body being formed of a half-lay of said elements, said 
half-lay being bent back upon itself to define two half-lay 
legs and a bight, said half-lay legs being intertwisted to 


form a whole lay, and the elements of said bight being 
further twisted to define a closed lay from said half-lay 
portion. 

6. A hollow body comprised of helically preformed ele- 
ments formed to a common pitch and internal diameter, 
said body being formed of two half-lays of said elements, 
said half-lays being overlapped and intertwisted in said 
overlapping portion to constitute a whole-lay bight portion, 
said bight portion being bent intermediate its ends to 
define the bight and to bring two half-lay portions into 
contiguity, said half-lay portions being intertwisted to 
form a whole lay from the bight to the end of their coex- 
tensiveness. 


7. A hollow body comprised of helically preformed ele- 
ments formed to a common pitch and internal diameter, 
said body being formed of a half-lay of said elements, an- 
other half-lay of elements shorter in extent than the first 
mentioned half-lay being intertwisted with the latter inter- 
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mediate its ends to define a whole-lay bight portion, said 
bight portion being bent adjacent its middle to define two 
half-lay legs extending contiguously from said bight por- 
tion, said half-lay being intertwisted to form a whole lay 
from said bight portion to the end of their coextensiveness. 


8. A dead end for cables and the like comprising a plu- 
rality of helical elements preformed to an internal diameter 
approximately equal to the external diameter of the cable 
of application, a half-lay of said elements being applied 
around the cable tightly to grip the latter so that a portion 
of said half-lay engages the cable and another portion is 
free therefrom during application, said free portion being 
doubled back upon itself and upon said cable and being 
intertwisted with itself about said cable so as to completely 
enclose the latter while providing a bight portion thereon 
which defines a dead end. 


9. A cable dead end or the like which comprises a cable 
having an end portion curved back upon itself to define a 
bight, a half-lay of helical elements, preformed to an in- 
ternal diameter and pitch of a size tightly to grip the cable 
when applied thereto without exceeding their elastic limit, 
wrapped around said cable in coaxial relation thereto, and 
extending around the bight portion thereof back to the 
cable, and being intertwisted with itself completely to en- 
close said cable from said bight for a distance along the 
length of said cable. 


10. A cable dead end or the like which comprises a 
cable, a half-lay of helical elements, preformed to an in- 
ternal diameter and pitch of a size tightly to grip the cable 
when applied thereto without plastic deformation, disposed 
about the cable adjacent its end; another half-lay of helical 
elements at one of its ends being intertwisted with the first 
mentioned half-lay to overlap the latter so as to provide a 
whole lay enclosing the cable, said overlapped portion 
being bent to form a bight and to extend the first and 
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second half-lays into contiguity, said half-lays being inter- 
twisted to comprise a whole lay about said cable from the 
bight therein down the cable to the end of their coexten- 
siveness, thus positively to retain the bight in position. 


11. A dead end for cables and the like comprising a 
eable, a half-lay of helically-preformed elements around 
said cable doubled back upon itself to form a bight in the 
half-lay and, in conjunction with its predisposed part on 
said cable, to enclose said cable for a distance of its length 
adjacent its end, and a short length of a filler body disposed 
within the half-lay elements at the bight therein at least 
partially to support and fill the half-lay thereof. 


12. A mechanical splice for wires, strands, ropes and 
the like comprising a tubular envelope composed of heli- 
cally-preformed elements of an internal diameter sufficient 
tightly to grip the body to be spliced, and of a pitch and 
rigidity adapting the elements for application to such body 
from its side without exceeding the elastic limit of the 
elements. 


13. An electrical splice for wires, strands, cables and 
other filamentary conductors comprising a tubular envelope 
composed of helically-preformed conductor elements of an 
internal diameter sufficient tightly to grip the body to be 
spliced, and of a pitch and rigidity to adapt the conductor 
elements for application to such body from its side without 
exceeding the elastic limit of the elements. 


14. As a new article of manufacture, a tubular body 
comprised of a half-lay of helically-preformed elements 
doubled back upon itself, and intertwisted to form a whole- 
lay terminating in a bight portion. 


15. An envelope for elongated bodies comprised of a 
whole-lay of helically-preformed elements arranged in self- 
supporting relation to each other to constitute a hollow 
body. 
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16. An envelope for elongated bodies comprised of a 
whole-lay of helically-preformed elements arranged in 
self-supporting relation to each other, at least one of said 
elements being diverted from the lay and extended along 
one side of the envelope for a distance equal at least to 
one pitch length, and there returned to resume its normal 
position in the lay. 


17. An envelope for elongated bodies comprising a 
whole-lay of helically-preformed elements arranged in self- 
supporting relation to each other, said elements having a 
non-helical straight portion intermediate their ends ar- 
ranged in nesting relationship to preserve the integrity of 
the envelope. 


18. The invention of claim 17 in which the helical lay 
of said elements to one side of said straight portion is 
the reverse of the lay of said elements to the other side 
thereof. 


19. A tubular article comprised of a plurality of heli- 
cally-preformed elements mutually sustained to constitute 
a hollow body, said article being characterized by its ex- 
tensibility derived from the axial displacement of said 
elements relative to each other. 


20. The method of enclosing an elongated body which 
comprises preforming elongated elements into a helical 
configuration having an internal diameter sufficient to en- 
compass the body, and of a pitch and lay suitable for appli- 
cation to said body from its side without deformation ex- 
ceeding the elastic limit of said elements, twisting some 
of said elements about said body partially to enclose it, 
and, thereafter, intertwisting the remaining elements in 
number sufficient completely to enclose said body. 


21. The method of forming an elongated body having 
a bight integrally fashioned thereon which comprises form- 
ing a half-lay of helically-preformed elements, bending the 
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half-lay back upon itself to define a bight and two half-lay 
legs, and intertwisting said legs to provide a whole-lay 
body upon said bight. 


22. The method of forming an elongated body having a 
bight integrally fashioned therein which comprises inter- 
twisting two half-lays of helically-preformed elements to 
provide a whole-lay bight portion having two half-lay legs 
extending therefrom, forming its bight so as to bring said 
legs into adjacency, and then intertwisting the legs to the 
end of their coextensiveness. 


23. The method of forming a hollow body from heli- 
eally-preformed elements which comprises shaping said 
elements into conforming helical patterns, grouping said 
elements so that they are, at least in part, relatively coex- 
tensive, and intertwisting said elements together uniformly 
to dispose them about a common axis. 


24. The method of splicing cables and the like which 
comprises preforming helical elements to an internal helix 
diameter tightly to grip the cable and to a pitch allowing 
for the application of said elements to the cable from its 
side without exceeding their elastic limit, collecting and 
intertwisting less than a whole-lay of said elements about 
the cable in substantially coextensive relation to each 
other, and thereafter intertwisting the remaining elements 
about said cable to complete the lay. 


25. A method of dead-ending cables which comprises 
embracing such a cable with a half-lay of tightly-gripping 
helically-preformed elements so that part of the half-lay 
engages the cable, and part extends free therefrom, bend- 
ing the free part to form a bight, and then intertwisting 
the free part with the engaged part to enclose the cable. 
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Patent Office Action Paper No. 5, Mailed May 14, 1947. 
This application has been examined. 
References made of record: 


Moxham 337,513 Mar. 9, 1886 57-145xr 

Rohs 1,996,689 Apr. 2, 1935 57-33xr 

Lowe 2,136,388 Nov. 15, 1938 57-33 

Coffin et al. 2,230,611 Feb. 4, 1941 248-63 

Kitselman Jan. 7, 1947 248-63xr 
et al. 2,414,045 

Bodendieck 2,414,136 Jan. 14, 1947 57-10 


Objection is made to the use of the term “helicals” in the 
following places: page 1, lines 5, 16 and 19; page 2, line 14; 
page 7, lines 23 and 28; page 8, line 1; page 9, line 28; 
claim 1, line 2. The use of “helical” as a noun is not sanc- 
tioned. 

The modification set forth in lines 3-8 of page 7 is not 
illustrated. Cancellation or illustration is required. 


It is noted that the same reference characters are used 
to indicate corresponding parts of modified forms. Note 
particularly figs. 9, 10, 11-12, 15 and 17, all of which dis- 
close modified structures. Revision is required in connec- 
tion with all modified structures. Note ex parte Cook 1890 
C. D. 81. 


The descriptions in page 8, line 27 to page 9, line 6 is 
not clear. It is not seen what Figs. 10 and 13 have in com- 
mon. Page 9, line 10 “lay” should be —lie—. 


Claims 1-3, 23 and 24 are rejected as not patentable over 
Bodendieck. The method of applying preformed strands 
to form an envelope is clearly disclosed in figs. 1 and 2 of 
Bodendieck. Attention is directed also to Moxham, Lowe, 
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Robs, Kitselman et al. and Coffin et al., all of which show 
the application of preformed wires substantially in the 
manner claimed. 


No generic claim being patentable, election of species is 
required as follows: 


. Claims 4, 8, 21 and 25 
. Claims 5 and 9 
. Claims 6, 10, 15 and 22 
. Claims 16 and 19 
. Claims 16 and 19 
. Claims 17 and 18 
. Claim 20. 
Claim 14 is generic to species I and II. 


Claim 7 is unwarranted. The structure set forth is not 
illustrated. 


Claim 13 is treated by the Examiner of Division 52. 


A response to this action to be complete under Order 
No. 3527, October 24, 1940, must contain an election of 
species or a statement that all of the claims read on a 
single figure, which applicant must identify. (Notice of 
October 29, 1940.) Applicant is advised that the Examiner 
considers the number of claims excessive, and in a com- 
plete action on the merits of the case will so hold. 


There is no clear line of division between this case and 
applicant’s co-pending application S. N. 601,245. 


Examiner 
Patent Office Action Paper No. 5A, mailed May 14, 1947, 
FXO-:mgh 
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Patent Office Action Paper No. 5a, Mailed May 14, 1947 


References made of record: 


Coleman 468,293 Feb. 2, 1892 287-75XR 
Danish patent # 34,144 Feb. 2, 1925 287-78 


(1 pg. spec.) 


This is an action under “Dual Prosecution” on claim 13 
by Division 52. Original jurisdiction of this application 
lies in Division 21. 

Claim 13 is rejected as being inaccurate since at present 
the internal diameter mentioned refers to that of the con- 
ductor elements whereas it is believed that it was intended 
that it should refer to the tubular envelope. 


Claim 13 is further rejected as being functional since 
there is insufficient structure in this claim to allow the 
tubular envelope to be adapted to be placed upon the body 
to be spliced from its side. 


Claim 13 is further rejected since as far as actual struc. 
ture is concerned it reads on Danish patent #34144. This 
patent discloses mesh fabric made of conducting wires and 
as such can presumably be said to contain helically pre- 
formed conductor elements. 


Examiner 


Amendment Filed September 17, 1947 


Responsive to the Office Action mailed May 14, 1947, 
please amend the above identified application as follows: 


In the specification: 


192 


At the designated places, change the word “helicals”, 
each occurrence, to —helices—: 


Page 1, lines 5, 7, 16, 18 and 19; 

Page 2, line 14; 

Page 7, lines 23 and 28; 

Page 8, line 1; 

Page 9, line 28. 

Page 9, line 10, change “lay” to —lie—. 


In the claims: 


Claim 2, line 2, change “helicals” to —helices—; 

Claim 8, line 9, cancel “to” before “completely” and 
reinsert it thereafter; 

Claim 12, line 3, after “internal” insert —helical—; 

Claim 13, line 4, after “internal” insert —helical—. 


Add the following claims: 


26. The method of wrapping preformed armor wires on 


a central core which comprises separating the armor wires 
into a pair of groups with the wires of each group arranged 
side by side in substantial parallelism, the groups being 
arranged oppositely with respect to the core, and simul- 
taneously wrapping the preformed armor wires about the 
core while the wires are maintained in substantial parailel- 
ism during the wrapping operation. 


27. The method of wrapping preformed armor wires on 
a central core which comprises separating the armor wires 
into a pair of groups with the wires of each group arranged 
side by side in substantial parallelism, the groups being 
arranged oppositely with respect to the core, and simul- 
taneously wrapping the preformed armor wires about the 


193 


core while the wires are maintained in substantial parallel- 
ism during the wrapping operation, the said wrapping 
beginning at a point intermediate the ends of the armor 
wires and progressing outwardly toward both ends of the 
armor wires simultaneously. 


28. The method of wrapping preformed armor wires on 
a central core which comprises separating the armor wires 
into a pair of groups with the wires of each group arranged 
side by side in substantial parallelism, the groups being 
arranged oppositely with respect to the core, and simul- 
taneously wrapping the preformed armor wires about the 
core while the wires are maintained in substantial parallel- 
ism during the wrapping operation, the said wrapping be- 
ginning at a point intermediate the ends of the armor 
wires and progressing outwardly toward both ends of the 
armor wires simultaneously, and the said wrapping being 
carried on by means of insulated operating members, 
whereby the central core may remain energized. 


29. The method of applying armor wires to energized 
conductors, which comprises pre-forming the armor wires 
into twisted helical members of relatively long pitch 
adapted to fit into position with a plurality of others of 
the same wires to form a continuous armor covering of 
wires edge to edge in helical form on the conductor, ar- 
ranging said wires in groups side by side on the opposite 
sides of the conductor on which they are to be wrapped, and 
urging said groups in helical direction toward one end while 
simultaneously urging said groups in a helical direction 
toward the other end about the wire to wrap them simul- 
taneously on the wire in the said edge to edge location. 
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Remarks 


Claims 26, 27, 28 and 29, added by this amendment, are, 
respectively, claims 1, 2, 3 and 20, copied verbatim from the 
patent to Bodendieck, No. 2, 414,126, issued January 14, 
1947, for purposes of interference. An affidavit, provided 
in accordance with the provisions of Rule 94, is executed 
by applicant and attached hereto verifying the fact that he 
completed the invention prior to the filing date of the 
interfering patent. A supplemental oath is also attached. 


The patented claims clearly cover applicant’s invention 
as is discussed in the specification, page 4, lines 23 to 
bottom of page, and ending line 4, page 5. Note further 
the paragraph commencing page 6, line 19, and Figs. 11 
and 18 in the drawings. It would be impossible for appli- 
cant to practice the techniques herein disclosed without 
infringing these claims. Similarly, the legs of the dead end 
formatively disclosed in Fig. 13 could not be disposed about 
a core member, as in Fig. 10 for instance, without infring- 
ing the patented claims. 


Claim 1 (No. 26 herein) of the patent is compared with 
applicant’s Claim 20 for convenience in showing identity 
of subject matter, the letters referring to corresponding 
recitations in the two claims. 


Claim 1 of Bodendieck 


The method of (A) wrapping (B) preformed armor 
wires on a (C) central core which comprises (D) separat- 
ing (B) the armor wires into a (E) pair of groups with 
the (B) wires of each (E) group arranged side by side in 
substantial (F) parallelism, the (E) groups being arranged 
oppositely with respect to the (C) core, and (G) simulta- 
neously wrapping the (B) preformed armor wires about the 
(C) core while the (B) wires are (H) maintained in sub- 
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stantial (F) parallelism during the (G) wrapping opera- 
tion. 


Claim 20 of Applicant 


The method of (A) enclosing (C) an elongated body 
which comprises (B) preforming elongated elements into 
helical configuration having an internal diameter sufficient 
to encompass (C) the body, and of a pitch and lay suitable 
for application to said (C) body from its side without 
deformation exceeding the elastic limit of said (B) ele- 
ments, (G) twisting (D-E) some of said (B) elements about 
said (C) body partially to enclose it, and, thereafter, (G) 
intertwisting the (E) remaining (B) elements in number 
sufficient completely to enclose said (C) body. 


The conditions (F) and (H) in Bodendieck are inherent 
and implied. Note applicant’s claim 23 in this connection, 
which calls for “grouping said elements so that they are, 


at least in part, relatively co-extensive, and intertwisting 
said elements together uniformly to dispose them about a 
common axis.” 


The methods recited by Bodendieck are equally appli- 
cable to manual application of applicant’s armor wires and 
to the use of the patentee’s tool. Such methods were prac- 
ticed by applicant long prior to the inception of such a 
tool, and the invention germane therein rightfully reposes 
in applicant, and in the record of this application. An 
interference is accordingly established. 


The question of division, based on rejection of the 
generic claims on Bodendieck, is vitiated by applicant’s 
adopting the anticipatory subject matter herein as his 
own invention. Should these interfering claims be awarded 
applicant, then the question of patentability of the generic 
claims must be re-examined in light of the removal of the 
only reference upon which they stand rejected. 
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Should election still be in order, claims directed to the 
inventions pertinent to the dead-end techniques of Figs. 
8 to 13, inclusive, will be retained. Neverthless, the divi- 
sional requirement is traversed, and should be suspended 
pending disposition of the interference. 


The Examiner’s objection to multiplicity of claims is not 
understood when in the Examiner’s tentative division 
schedule, seven groups—not one of which contains more 
than four claims—are set forth. And these groups could 
be enlarged to nine if Claim 7 were to be considered, and 
if Claim 12 had not been neglected. The latter has not been 
mentioned. 


Again, no justification is found for holding this case and 
applicant’s copending case S. N. 601,245 indistinct. Claims 
in the latter are all directed to the combination of a 
stranded cable and a helically-preformed reinforcement in 
which the direction and pitch of lay of the latter agrees 


with that of the former. The concept of the dead-end 
therein shown and claimed bears no relation to the inven- 
tion shown and claimed herein. 


With regard to Claim 7, it is contended that Fig. 11 is as 
illustrative of this modification as it is of the first de- 
scribed. Therefore, this figure, coupled with the description 
at page 7, lines 3 to 8, inclusive, is deemed sufficient to 
support this claim. 


A slight amendment has been entered in Claims 12 and 
13 to clarify the ambiguity noted by the Examiner of 
Division 52. The rejection on functionality is not under- 
stood and is believed improvidently brought. The rejection 
on the Danish Patent is based on the presumption of a 
material fact, which cannot be supported by the disclosure 
of the reference, and hence should be withdrawn. 


A declaration of interference is believed to be in order, 
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and such action, suspending further consideration of the 
formal and substantive merits of this case, is accordingly 
solicited. 

Respectfully submitted, 


Applicant’s Attorney 


Supplemental Oath 


Srate or Ou10 
County or CuyaHoca . 

Tuomas F. Pererson, being first duly sworn, de- 
poses and says he is the applicant designated in the appli- 
cation in caption; that the subject matter of the foregoing 
amendment is part of his invention, was invented before 
he filed his original application, above identified, for such 
invention; that he does not know and does not believe that 
the same was ever known or practiced before his invention 
or discovery thereof, or patented or described in any 
printed publication in any country before his invention or 
discovery thereof, or more than one year before his appli- 
cation, or in public use or on sale in the United States for 
more than one year before the date of his application; that 
said invention has not been patented in any foreign country 
on an application filed by himself or his legal representa- 
tives or assigns more than twelve months prior to his 
application in the United States, and has not been aban- 
doned. 


Tuomas F. Peterson, Applicant 


Sworn to and subscribed before me this 
of September, 1947. 


Notary Public 


198 
Statement According To Rule 94 


SraTe oF OHIO 
County or CuyaHoca 

Tuomas F. Pererson, first being duly sworn, de- 
poses and says that he is the inventor and applicant named 
in the above identified application; that claims 26 to 29, 
inclusive, added by an amendment filed herewith in said 
application relate to subject matter disclosed in the said 
application and constitute a part of his invention; that he 
completed the inventions of said claims in this country 
prior to May 9, 1945, and that the same have not been 
abandoned. 


Tomas F. Peterson, Applicant 


Sworn to and subscribed before me this 
of September, 1947. 


Notary Public 


Patent Office Action Paper No. 7, Mailed October 8, 1947 


Responsive to amendment filed Sept. 17, 1947. 


Claims 26 to 29, copied from the patent to Bodendieck, 
are rejected as not supported by applicant’s disclosure. 
Applicant does not disclose arranging the wires in groups 
in side by side relation on opposite sides of the conductor. 


Applicant should respond to this rejection on or before 
November 15, 1947. 


Failure to respond within the specified time will be held 
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as a disclaimer of the subject matter of the copied claims. 
(Rule 63 d.) 
Examiner 


Argument Filed November 7, 1947 


This is in reply to the Office Action mailed October 8, 
1947, which provided for response on or before November 
15, 1947. 


Claims 26 to 29, inclusive, which were copied from the 
patent to Bodendieck for purposes of interference, have 
been rejected as not supported by applicant’s disclosure. 
The Examiner has contended that applicant does not dis- 
close arranging the wires in groups in side by side relation 
on opposite sides of the conductor. 


This rejection is obviously in error. Note the arrange- 
ment of Fig. 11 in applicant’s drawing. Here the pre- 


formed wires are taken in two groups, which are described 
as “half-lays 5a and 5b”, in each of which the wires are 
arranged side by side in substantial parallelism, and are 
twisted together to form a closed lay or envelope. A core 
element may be enclosed by the wires put together in this 
manner, as is definitely and clearly called for by the speci- 
fication. The following excerpts, quoted verbatim from 
the specification, leave no doubt whatsoever as to this: 


(Page 4, lines 23 et seq, over to top of page 5:) 


Since the elements 1 may be assembled to form the 
envelope 10 by grouping them together coextensively 
and by twisting them relative to each other until 
each assumes its respective place in the lay of the 
envelope, it is obvious that they may be applied to 
enclose elongated members having an over-all diam- 
eter adapted to be enclosed by the envelope without 
regard to the availability of the ends of such member 
for threading through the helix. Thus, as shown in 
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Fig. 18, for wires or cables already installed, or for 
brake rods or other motion transmission means al- 
ready in place, the elements 1 are held adjacent their 
middles against the member C and their ends are 
twisted as shown in the arrows until completely in 
place. The resulting envelope 10 of this invention 
affords readily available means which may be quickly 
and economically installed around such cables or rods 
and fastened in place without disturbing the pre-ex- 
istent arrangement. 

As illustrated in Figs. 5 and 6, the envelope 10 may 
be applied to cables or other elongated bodies in the 
same manner as that described in the preceding para- 
graph. eeeees 


(Page 6, lines 20 et seq. :—) 
Further modifications are illustrated in Figs. 11 and 
12, in which two half-lays 5a and 5b are overlapped 
and intertwined to provide a closed lay 10.** * * * 
A eable or other line to be dead-ended may be dis- 
posed in the arrangements of Figs. 11 and 12. 


Tt must be clear from the foregoing that it is a part of 
applicant’s invention to divide the wires into two groups 
in side by side relation, and to twist them together about a 
core. It is equally obvious that to do this, the two groups 
of side by side wires must be arranged oppositely with 
respect to such core, since the physical considerations of 
mass and placement leave no other conclusion to be drawn. 
How else could the constructions of Figs. 5, 6, and 10, for 
instance, be otherwise arrived at when starting with the 
half-lay groups shown in Figs. 11 and 13? Certainly, 
the answer, in full support of applicant’s position here, is 
foregone, as an examination of the claims show. 


Taking Claim 26 as typical, it will be seen that the state- 
ment of invention boils down essentially to this: 


(1) Separating the armor wires into a pair of groups. 


(2) The wires of each group are arranged side by side 
in substantial parallelism. 
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(3) The groups are arranged oppositely with respect 
to the core. 


(4) Simultaneously wrapping the preformed armor 


wires about the core while maintaining the parallel 
relationship. 


(1) Applicant divides his wires into a pair of groups, as 
has been demonstrated above. Figs. 11 and 13 bear this 
out. 


(2) The wires of each of applicant’s groups are side by 
side and substantially parallel, since, to be twisted to- 
gether, it is not possible for them to be otherwise. 


(3) Applicant’s groups are arranged oppositely with 
respect to the core, since the physical considerations of 
mass and placement leave no other disposition possible, as 
argued above. 


(4) Applicants preformed armor wires are simultane- 


ously wrapped about the core, and their parallel relation- 
ship is maintained during the wrapping precisely the same 
as in the case of Bodendieck, since, to intertwist the armor 
wires into a mutually coherent envelope, they must be 
wrapped at the same time, and they must be maintained 
in parallelism. 


It must now be clear that applicant can not practice the 
inventions discussed herein without infringing the claims 
copied from Bodendieck, at least in terms. Since the sub- 
ject matter has already been adjudged patentable, a clear 
issue of priority is drawn. Therefore, it is submitted that 
the rejection of these claims should be withdrawn, and an 
interference declared between applicant and the patentee 
Bodendieck without delay. 


Respectfully submitted, 


Attorney for Applicant 
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Patent Office Action Paper No. 9, Mailed November 18, 1947 


Responsive to communication filed Nov. 7, 1947. 


Claims 26 to 29 are again rejected as not patentable to 
applicant for the reason that he can not make these claims. 
They are not readable on applicant’s structure and method 
as set forth. 


Each of claims 26 to 28 calls for “separating the wires 
into a pair of groups” and “the groups being arranged 
oppositely with respect to the core” (underscoring added). 
Claim 29 calls for “arranging said wires in groups side by 
side on the opposite sides of the conductor.” The quoted 
steps are followed by recitation of the steps of applying the 
wires to the core. 


Nowhere in this case does applicant disclose the steps 
quoted. Applicant refers to Figure 18 and page 4, lines 23 
et seq. It is submitted that these portions do not disclose 
either of the steps quoted. Holding the wires by their 
middle against the core and manipulating the ends is obvi- 
ously not arranging groups of wires on opposite sides of a 
core. Reference is also made to Figure 11. With further 
reference to this figure, applicant has not disclosed the 
method of producing a hollow member as illustrated. 


The rejection of claims 26 to 29 as not patentable to 
applicant is Made Final. 


A shortened period for appeal is set to expire December 
20, 1947. 
Examiner 
CCP/gl 


Ex parte Appeal to the Board of Appeals 
filed December 16, 1947. 
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EX PARTE APPEAL TO THE BOARD OF APPEALS 


Appeal is hereby taken to the Board of Appeals from the 
action of the Primary Examiner mailed November 18th, 
1947, in finally rejecting Claims 26 to 29, inclusive, in the 
above entitled application. 


The grounds for this appeal are: 


1. That the Examiner erred in rejecting Claims 26 to 29, 
inclusive, and each of them, as not supported by applicant’s 
disclosure. 


2. That the Examiner erred in ruling that applicant does 
not disclose arranging the wires in groups in side by side 
relation on opposite sides of the conductor. 


3. That the Examiner erred in rejecting Claims 26 to 29, 
inclusive, as not patentable to applicant for the reason that 
he can not make these claims. 


4, That the Examiner erred in holding that Claims 26 


to 29, inclusive, are not readable on applicant’s structure 
and method as set forth. 


5. That the Examiner erred in failing to allow Claim 26 
to applicant for purposes of interference with the patentee 
Bodendieck. 


6. That the Examiner erred in holding that Claim 26 is 
not supported by applicant’s disclosure. 


7. That the Examiner erred in rejecting Claim 26 on the 
reasons and arguments of record. 

8. That the Examiner erred in failing to allow the claims 
under final rejection for the reasons and arguments of 
record. 


The appeal fee in the amount of $15.00 is filed herewith. 
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A hearing under the expedited procedures of Rule 63d 
governing privileged cases is requested in the premises. 
Respectfully submitted, 


Attorney for Applicant 


Patent Office Action Paper No. 11, mailed January 13, 1948. 


EXAMINER’S STATEMENT 


This is an appeal from the final rejection of November 
18, 1947, holding that applicant can not make claims 26 - 29, 
inclusive, being claims 1, 2, 3 and 20 respectively copied for 
the purpose of Interference from the patent to Bodendieck 
No. 2,414,136, issued January 14, 1947, on an application 
filed May 9, 1945. Claims 1-25 are subject to further 
prosecution before the Primary Examiner. 


The appealed claims are: 


26. The method of wrapping preformed armor on a 
central core which comprises separating the armor 
wires into a pair of groups with the wires of each 
group arranged oppositely with respect to the core, 
and simultaneously wrapping the preformed armor 
wires about the core while the wires are maintained in 
substantial parallelism during the wrapping operation. 


27. The method of wrapping preformed armor wires 
on a central core which comprises separating the armor 
wires into a pair of groups with the wires of each 
group arranged side by side in substantial parallelism, 
the groups being arranged oppositely with respect to 
the core, and simultaneously wrapping the preformed 
armor wires about the core while the wires are main- 
tained in substantial parallelism during the wrapping 
operation, the said wrapping beginning at a point in- 
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termediate the ends of the armor wires and progressing 
outwardly toward both ends of the armor wires simul- 
taneously. 


28. The method of wrapping preformed armor wires 
on a central core which comprises separating the armor 
wires into a pair of groups with the wires of each group 
arranged side by side in substantial parallelism, the 
groups being arranged oppositely with respect to the 
core, and simultaneously wrapping the preformed 
armor wires about the core while the wires are main- 
tained in substantial parallelism during the wrapping 
operation, the said wrapping beginning at a point inter- 
mediate the ends of the armor wires and progressing 
outwardly toward both ends of the armor wires simul- 
taneously and the said wrapping being carried on by 
means of insulated operating members, whereby the 
central core may remain energized. 


29. The method of applying armor wires to energized 
conductors, which comprises pre-forming the armor 
wires into twisted helical members of relatively long 
pitch adapted to fit into position with a plurality of 
others of the same wires to form a continuous armor 
covering of wires edge to edge in helical form on the 
conductor, arranging said wires in groups side by side 
on the opposite sides of the conductor on which they 
are to be wrapped, and urging said groups in helical 
direction toward one end while simultaneously urging 
said groups in a helical direction toward the other end 
about the wire to wrap them simultaneously on the 
wire in the said edge to edge location. 


The reference is Bodendieck 2,414,136, January 14, 1947. 


The claims relate to a method of applying preformed 
armor wires to a central core or conductor. In practicing 
the method, steel wires are bent spirally to the shape they 
will have in the envelope ultimately formed, and are laid 
about the core, completely enveloping the same. In the 
patent, a pair of holders is placed about the central con- 
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ductor, each having provision for holding the armor wires 
in a pair of groups on opposite sides of the conductor, and 
the holders are manipulated by means of “hot sticks” to 
lay the preformed armor wires about the conductor. The 
conductor referred to in the patent is “hot.” 


Claim 26 calls for “separating the armor wires into a 
pair of groups with each of the wires of each group ar- 
ranged side by side in substantial parallelism.” Figure 1 of 
the patent makes clear the meaning of the phrase. 


The examiner can find no description or illustration in 
this application forming any basis for the steps above 
quoted. Applicant refers to page 4, lines 23 to page 5, line 
4 and page 6, line 19 to page 7, line 2. He refers also to 
Figures 11 and 18 of the drawings. The portions of the 
descriptions mentioned and the two figures of the drawing, 
taken individually or collectively fail to disclose “arrang- 
ing armor wires into a pair of groups with the wires of 
each group being arranged side by side in substantial paral- 
lelism.” Figure 11 shows the armor wires formed into a 
tube. Figure 18 shows the manner of applying some wires 
to a core. Grouping the wires together coextensively and 
twisting them relatively to each other, as set forth on page 
4, lines 24 and 25, does not even infer arranging them in a 
pair of groups. Furthermore, the wires are “held adjacent 
their middles against the member C and their ends are 
twisted” (page 4, lines 32 and 33). This operation is shown 
in Figure 18. Applicant directs attention to Figure 11, and 
to the two “half lays 5a and 5b.” There is, however, no in- 
ference that these are applied in any other manner than as 
disclosed in Figure 18. 


Claim 26 contains a further limitation: “and simultane- 
ously wrapping the preformed armor wires about the core 
while the wires are maintained in substantial parallelism 


207 


during the wrapping operation.” The meaning of this 
phrase is clear from a study of Figure 1. The closest ap- 
proach to this step, in this ease, is Figure 18 and the de- 
scription on page 4, lines 32 to page 5, line 4. It is apparent 
from this that any group of wires as shown in Figure 18, 
may be so wrapped. Since patentee discloses simultane- 
ously wrapping two groups of wires and applicant does 
not, the interpretation must be based on the patent dis- 
closure and it is held that this step is not disclosed in the 
application. 


Applicant can not make claim 26 (Claim 1 of the patent) 
for the reason that the material limitations therein are not 
present in this case. In Figures 11 and 12, referred to as 
support for this claim, no core is present. 


The only added feature in claim 27 is that the wrapping 
progresses outwardly toward the ends of the wires from an 
intermediate point. It is conceded that both the application 
and the patent disclose this. However, the other limitations 
are material, and applicant can not make this claim for 
reasons above given. 


Claim 28 adds “and said wrapping being carried on by 
means of insulated operating members.” Applicant does 
not disclose the use of such means to wrap an energized 
conductor. 


For all the reasons above advanced, applicant can not 
make claim 28. 


Claim 29 calls for a method of applying armor wires to 
an energized conductor, and included the other steps set 
forth in slightly different language, as in claims 27. Since 
applicant does not disclose wrapping armor wires about an 
energized conductor, and since the other steps are shown 
not to be disclosed, applicant can not make this claim. 


208 


The examiner is of the opinion that an Interference was 
properly refused, and that the final rejection of November 
18, 1947, was proper. 


CP/gl 


Brief for Plaintiff-Appellant in Ex Parte Appeal No. 
15,663, led April 27, 1948. 


BRIEF FOR APPELLANT 


This is an appeal taken from the action of the Primary 
Examiner of Division 21 dated November 18, 1947, finally 
rejecting Claims 26 to 29, inclusive, on the grounds that 
because they are unsupported by applicant’s disclosure, he 
cannot make these claims. 


The claims on appeal were copied for purposes of inter- 
ference from the patent to Bodendieck, No. 2,414,136, issued 
January 14, 1947, appearing as Claims No. 1, 2, 3, and 20, 
respectively, of that patent. Since all of these claims have 
been set forth in the Examiner’s Statement, only Claim 26 
will be reproduced here for the convenience of the Board: 


26. The method of wrapping preformed armor wires 
on a central core which comprises separating the armor 
wires into a pair of groups with the wires of each group 
arranged side by side in substantial parallelism, the 
groups being arranged oppositely with respect to the 
core, and simultaneously wrapping the preformed ar- 
mor wires about the core while the wires are main- 
tained in substantial parallelism during the wrapping 
operation. 


Applicant would be content to prosecute this appeal on 
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the basis of Claim 26 alone, and, if successful, to rely upon 
inter partes proceedings under Rule 109 as to the remain- 
ing claims, if it were not for the fact that such interlocu- 
tory matters come before the Primary Examiner who has 
already declared himself in the premises to be against ap- 
plicant by the action from which this appeal is taken. 
Therefore, it becomes necessary to obtain a ruling from the 
Board not only as regards Claim 26, but as to all of the 
claims here involved, which, if Claim 26 is allowed to appli- 
cant, must also be allowed to him, or else be held to be 
patentably nondistinct therefrom. 


In this connection, it must be conceded at the outset that 
applicant’s disclosure does not specifically mention the “in- 
sulated operating members” referred to in Claim 28. But 
the application of insulation in the avoidance of shock and 
short-circuit is such an old and well-known device, and since 
“insulated operating members” covers everything in this 
field down to and including a workman wearing gloves on 
his hands, this recitation alone could hardly confer patent- 
ability upon another in a method otherwise patentable to 
applicant. 


It is applicant’s position before this Board, therefore, 
that his is an inchoate right to the subject matter of these 
claims, and that his right to maintain them is for determi- 
nation by a contest of priority. If the results of this appeal 
and subsequent interference adjudge applicant to be not 
entitled to all claims, then, as a concommitant judgment, it 
should be held that no other is entitled to them either. 


Historic Background 
The Appellant, Thomas F. Peterson, is a pioneer in the 
field of helically-preformed reinforcements, ties, amoring, 


or connectors, for use upon linear bodies such as wires, 
rods, twisted strands, cables, ropes, and the like. Without 


210 


limitation, these helically-preformed elements find immedi- 
ate and wide-spread application to electrical conductors 
and power transmission lines, especially those which are 
suspended upon supports above the ground. Overhead con- 
ductors are festooned over the supports in catenary loops 
in long cross-country applications. The attachment to the 
supports is usually effected either by an upright or by a 
hanging-type insulator to which the conductor is fastened 
by auxiliary tying wires or suitable clamps. Since con- 
ductors are subject to vibrational and axial movements, 
the unit stresses at the insulators, which of necessity afford 
but limited bearing area for the conductors, become con- 
centrated and register excessively high values at these 
points of connection. This has resulted in shortened 
fatigue life, and a prohibitive increase in maintenance 
costs. 


Apart from fatigue considerations, conductors, being as 
they are constantly vibrating and working to-and-fro 
axially, are subjected to abrasion at the supports, and upon 
passing nearby extraneous objects such as trees, other 
wires, structurals, ete., which scores the metal and provides 
notch-points conducive to complete fracture under condi- 
tions of fatigue and tensile load. The problem, although 
presenting many other considerations too numerous and 
involved to discuss here, posed two paramount issues: 


(1) Increasing fatigue life of conductors by reducing 
the unit bending stresses at the insulators with an 
attendant damping of vibrations; 


(2) Resisting abrasion by an effective covering that 
could be applied to the conductor within the practi- 
cable limits of costs and field-conditions of installa- 
tions. 


The prior art recognized that conditions of high unit 
stresses at the insulators could be alleviated by increasing 
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the bearing area of the conductors at these points through 
the use of long, horn-shaped clamps, which lead the con- 
ductors over the support in a much longer, more gradual 
curvature, known as an increased “saddle-effect,” or by 
applving a serving of smaller wire about the conductor at 
the insulator so as to stiffen it for a portion of its length 
upon each side of the support to effect a graded curvature 
thereover. Generally speaking, solid clamps and fasten- 
ings, being angular and having projecting edges and fasten- 
ings, create points of corona losses and arc-over on high 
tension lines, whereas on low voltage work, such as tele- 
phone lines, their cost is prohibitive. Thus, more attention 
became directed toward methods of reinforcing and tying 
conductors involving servings or wrappings, with especial 
emphasis being given to the reduction of the number and 
size of clamps and fastenings for use therewith. Besides, 
while better attending the electrical and mechanical func- 
tions, such servings also afforded an effective armor against 
abrasion. 


To be effective in the establishment of adequate “saddle- 
effect,” to secure the conductor against axial slippage at 
the insulators, and to provide positive vibrational damping 
action, a serving or wrapping upon a conductor had first 
to embrace it tightly, and still be rigid and strong enough 
to effect the necessary reinforcement thereof. The two 
conditions were not compatible ones. Linesmen found that 
where the servings were sufficiently soft and ductile to 
attain the first condition, they were not possessed of the 
physical properties to fulfill the second. Conversely, where 
the servings were of stiff, harddrawn wire of adequate 
strength to minimize bending of the conductor, they could 
not be wrapped so as to retain a tight grip on the con- 
ductor, due to the recoil or resilient recovery of such wires 
to an internal diameter larger than the outside diameter 
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of the conductor. In either case, the fatigue life was but 
slightly augmented, and the problem was far from solved 
until Peterson entered the fieid. 


Appellant’s Contribution to the Art 


Working on this problem through the months which cul- 
minated, on May 14, 1936, in the filing of his application 
for patent entitled “Cable Reinforcement” which issued as 
Patent No. 2,275,019, a copy of which is attached hereto as 
Appellant’s Exhibit “A,”* Peterson arrived at the solution 
which has had such far-reaching effects throughout the 
industry. He proposed to provide a reinforcement for 
linear bodies which would have only limited resilience and 
flexibility, but which would possess sufficient strength, 
rigidity and stiffness to be effective for the uses intended, 
and thus normally be unsuited for initial formation and 
application in the field. Then, to adapt this reinforcement 
material to useful form, he provided that it should be 
preformed into an open helix during its manufacture by 
machines and tools not available in the field. The internal 
diameter of the helix would be somewhat less than the 
outside diameter of the conductor of ultimate association, 
so as tightly to grip the latter when applied thereto, and 
its pitch length would be sufficiently great to allow for the 
installation of the helical reinforcement upon a conductor 
already in place, from the side of the latter, without de- 
formation of the reinforcement in excess of the elastic 
limit of the material of which it was made. 


As originally envisaged, such helical reinforcements 
could be formed of any suitable material whether of insula- 
tion as in the case of plastic and fiber embodiments, or of 
metal, as in the case of preformed wires and rods of steel 
and copper, all as set forth in the patent, Exhibit “A,” at- 
tached. Similarly, the form of the helices regarded in 


*Copy in Plaintiff’s Trial Exhibit 8; reproduced in this Joint Appendix at 
pages 533-538. 
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right section was without limit, flat or arcuate strips, 
round or square sections, or special shapes being contem- 
plated. All of the function of gripping, tying, reinforcing, 
damping and armoring were served so well by this inven- 
tion that conductor life was increased to a remarkable 
degree. Due to the absence of clamps (the helices are self- 
sustaining) corona loss and discharge breakdowns were 
obviated, and the electrical properties were benefited. 
Installation was expedited, and maintenance simplified and 
reduced, so that the total cost picture was drastically 
lowered, and the entire industry become actively inter- 
ested. 


At this time, and during the pendency of appellant’s 
patent No. 2,275,019, attached,* Peterson successfully prose- 
cuted two interferences involving claims to this invention. 
One of these was with Selquist et al, (Patent No. 2,202,538) 
of the Copperweld Steel Company, and the other was with 
Sherman (Patent No. 2,172,180) of the Sherman-Reilly 
Company. After a showing of proofs in each case, con- 
cessions of priority were entered by both adverse parties, 
and the contests were terminated favorable to Peterson. 
Peterson’s pioneer status became incontestable. 


The Period Immediately Prior to the Filing of the 
Earlier Application Here on Appeal 


Helically-preformed reinforcements popularly came to 
be made of hard-drawn rods and wire due to the ready 
availability of such material at low cost, and its superiority 
from both the mechanical and electrical considerations in- 
volved, neglecting, of course, insulating properties. The 
term “armor rods” came into common acceptance. 


The American Steel & Wire Company, the Copperweld 
Steel Company, and several other licensees of Peterson 


*This Joint Appendix, pages 533-538. 


214 


under his patent No. 2,275,019, started to produce armor 
rods in large quantities and in a range of sizes. The trade 
acceptance was great indeed, and the demand exceeded the 
supply. During this interval, Peterson was busily engaged 
in experimenting with the armor rods, advancing studies 
on improved methods of handling and extending their use. 
In June 1945, his application, Serial No. 601,245, entitled 
“Cable Reinforcement,”* was filed to cover some of these 
developments. 


As supplied to the trade, helically-preformed armor rods 
were in the form of cut lengths sold in bundles, and applied 
by linesmen by selecting a number of the rods and twisting 
them into place upon the conductor. This was usually a 
manual operation which required applying the rods in 
groups of less than the full complement successively, until 
the complete reinforcement was installed. Since repairs 
on energized, high-voltage lines made manual application 
unfeasible, Peterson, assisted by the labortory of the 
American Steel & Wire Co., at Cleveland, called upon 
Henry W. Bodendieck as a manufacturer of high-wire 
tools and appliances, to design and submit a tool suitable 
for the “hot-line” application of armor rods. After a short 
period, Mr. Bodendieck submitted the tool shown, described 
and claimed in his patent No. 2,414,136, which issued Jan- 
uary 14, 1947. A copy of this patent is attached to this 
brief as Appellant’s Exhibit “B.”+ In addition to the article 
claims covering the tool to which Mr. Bodendieck is right- 
fully entitled, this patent contained Claims 1, 2, 3 and 20, 
which are broad enough to cover manual methods of appli- 
cation originated by Peterson and well within his sphere 
of invention. These claims did not come to applicant’s 
attention until the Bodendieck patent was cited in this 

“Patent No. 2,587,521 in Plaintiff’s Trial Exhibit 8. 

Copy in Plaintiff’s Trial Exhibit 7 (Tab 9); reproduced in this Joint 
Appendix at pages 508-519. 
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application as a rejecting reference. The claims were ac- 
cordingly copied as numbers 26 to 29, inclusive, in this 
application and are the claims on which the present appeal 
is based. 


Prior to the filing of the application at bar, and dur- 
ing the pendency of the Bodendieck application, the 
American Steel & Wire Company published a brochure 
under 1946 copyright entitled “P.F.T. Preformed ARMOR 
RODS and MULTIPLE WIRE TIES,” a copy of which is 
attached hereto as Appellant’s Exhibit “C.”* On page 1 of 
this brochure, under “foreword,” it will be seen that the 
disclosures contained therein pertaining to preformed 
armor rods come under appellant’s patent No. 2,275,019, 
-attached, (see asterisk (*) and footnote). On page 6 of 
this brochure there is a series of pictures which illustrate 
the manner of selecting and grouping armor rods for 
manual application to line conductors currently in vogue 
at that time. Note that the rods are applied in more than 
one group of several wires at a time. This is made clearer 
in the last testimonial statement appearing at the bottom 
of page 14 of the brochure where an observer states: 


“I notice the boys in putting them on start in the 
middle of the tie with five rods, then three, then two, 
and one, and they seem to lay in very fast and in nice 
shape.” 


Thus the arranging of armor rods into groups, and the 
simultaneous twisting of the armor wires (rods) into place 
was a part of the “res gestae” underlying the filing of the 
application here on appeal on September 20, 1946. 


On page 8 of the brochure (Ex. “C”) there is illustrated 
the application of armor rods to “hot” lines by the use of 


“Copy in Plaintiff’s Trial Exhibit 7 (Tab 16); reproduced in this Joint 
Appendix at pages 524-532. 
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the Bodendieck tool which subsequently became the subject 
of Patent No. 2,414,136,* previously referred to, above. The 
similarity in the positioning of the armor rods and tech- 
niques of application between the manual method appearing 
in the middle picture of page 6, and the tool method shown 
in the bottom picture of page 8, is readily apparent. 


Such was the state of developments at the time the ap- 
plication at bar was filed. 


The Application Here on Appeal 


Appellant filed the application containing the appealed 
claims on September 20, 1946, Serial No. 698,312, for 
“Helically-Preformed Wire Envelope and Methods of 
Use.”"+ As the title indicates, it was found that a full com- 
plement of armor rods could be grouped and intertwisted 
into a self-sustaining envelope without regard to an en- 
closed conductor or other internal support, as well as used 
in the latter connection in the regular way. Also, certain 
techniques for “dead-ending” lines are disclosed and 
claimed. 


The first page of the specification makes reference to 
appellant’s prior patent referred to above, and his co- 
pending application, Serial No. 601,245, also previously re- 
ferred to, and state at line 12 that one of the objects of 
the invention is the provision of: 


An envelope, armor, casing, conduit, tube, or the like, 
composed of helically-preformed elements or filament- 
ary bodies of sufficient stiffness to be twisted or inter- 
twined together to form such envelope, and of a pitch 
to enable the preformed helices to be applied to en- 
close any elongated element of a diameter substantially 
equal to or less than the interal diameter of such 
helices. 
*This Joint Appendix at pages 508-519. 


+Pl. Ex. 1A-1B; Joint Appendix pages 170-188. 
qJoint Appendix page 771. 
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At line 23, another object is recited as being the provision 
of a reinforcement for wires, ropes, strands, and cables. 
Many other objects are given, but these are representative 
and pertain to the subject matter of this appeal. 


At page 4, line 6 it is stated: 


Referring more particularly to the drawings, in 
which like reference characters refer to like parts 
throughout, it has been discovered that helically-pre- 
formed elements similar to 1 in Fig. 1 may be pre- 
formed to the same helical pitch and lay out of any 
suitable material, such as round wire, plastic, or the 
like, and then be intertwisted together to form a closed 
envelope 10, as shown in Fig. 3, without the necessity 
of providing any support from within as has hereto- 
fore been the case.* * * * * .* 


It should be noted that the disclosure of Figure 3 shows 
the helically-preformed elements grouped in two parts, one 
extending to the left of the tubular central portion, and 
one extending to the right thereof. Whereas, in the appli- 
cation of these elements to a cable or other core member, 
similar to that shown in Figs. 5 and 6, it is possible to 
apply first one group to the cable, and then a second group 
of the helically-preformed elements in the intervening 
space, when the two groups are brought into association 
with each other without regard to a cable, they must be 
interengaged and wrapped simultaneously about each other 
to form a closed tube. In the first instance, the elements 
may be applied relative to a core, but in the second instance 
they must be applied in relation to each other; hence, the 
simultaneous application of groups of the helically-pre- 
formed elements is an essential condition to the attainment 
of the tube shown in Figure 3. Since it is obvious that 
this must be done in the formation of a hollow tube, it is 
equally obvious to use the same methods of installation 
upon a core. 


“Joint Appendix pages 173, 174. 
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In furtherance of this thought, the specification states 
(Page 4, line 23 et seq.) : 


Since the elements 1 may be assembled to form the 
envelope 10 by grouping them together coextensively 
and by twisting them relative to each other until each 
assumes its respective place in the lay of the envelope, 
it is obvious that they may be applied to enclose elon- 
gated members having an over-all diameter adapted 
to be enclosed by the envelope without regard to the 
availability of the ends of such members for threading 
through the helix.* * * * * .* 


(Page 5, line 5): 


As illustrated in Figs. 5 and 6, the envelope 10 may be 
applied to cables or other elongated bodies in the same 
manner as that described in the preceding paragraph. 


Ke ha ches ba 


On page 6, lines 20 et seq., there appears the following 
statement: 


Further modifications are illustrated in Figs. 11 and 
12, in which two half-lays, 5a and 5b, are over-lapped 
and intertwisted to provide a closed lay 10.°* * * * 
A cable or other line to be “dead-ended” may be dis- 
posed in the arrangement of Figs. 11 and 12.¢ 


This language, when supported by the drawings, clearly 
teaches the idea of grouping helically-preformed elements 
in two parts which, by the nature of the helix, must be com- 
plementary parts, and, as regarded in right-section, must 
be diametrically opposed parts. In the absence of a core 
member, these complementary parts are intertwisted rela- 
tive to each other, which is not only a simultaneous twist- 
ing of wires or rods of which the halves are composed, but 
the simultaneous twisting of the groups themselves. There 
is no other way in which the half-lay portions 5a and 5b of 
Figure 11, can be formed into a closed tube portion except 


*Joint Appendix, page 174. 
tIbid. pege 174. 
fIbid. page 176. 
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by this procedure. The picture is made complete as to 
a similar operation involving line or core pieces by the 
specific direction, quoted above, that a cable or other line 
to be “dead-ended” may be disposed in the arrangement 
of Figs. 11 and 12. 


Appellant’s Claim 23, which was in this application 
when filed, and though under rejection, remains of record, 
reads as follows: 


23. The method of forming a hollow body from heli- 
cally-preformed elements which comprises shaping 
said elements into conforming helical patterns, group- 
ing said elements so that they are, at least in part, 
relatively coextensive, and intertwisting said elements 
together uniformly to dispose them about a common 
axis. 

Claim 26 here on appeal, which is quoted in full at the 

beginning of this brief, states essentially the following: 
(1) Separating the armor wires into a pair of groups. 


(2) The wires of each group are arranged side by side 
in substantial parallelism. 


(3) The groups are arranged oppositely with respect 
to the cores. 


(4) Simultaneously wrapping the preformed armor 
wires about the core while maintaining the par- 
allel relation. 


Discussing these recitations in the order in which they 
are given above, it will be seen that: 


1. Appellant divides his wires into a pair of groups, as 
has been indicated above, and as clearly appears in Figs. 
11 and 12 of his drawings. This is not only in keeping 
with the disclosure of this application, but is a part of 
the background and development of helically-preformed 
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armor rods, as can be seen from the historical resume al- 
ready given in this brief. 


2. The wires of each of appellant’s groups are side by 
side and substantially parallel, since to be twisted together 
it is not possible for them to be otherwise. In this respect, 
the use of the term “parallel” has not been questioned on 
this record, and at an interview had with the examiner in 
charge of this case, it was conceded that this term was as 
applicable to appellant’s arrangements as those shown in 
the Bodendieck patent of origin. For the information of 
the Board, Merriam-Webster’s Collegiate Dictionary, Fifth 
Edition (1944) gives the following: 


Definitions of PARALLEL: 
(adj.) 


1. Geom. Lying evenly everywhere in the same direc- 
tion, but never meeting, however far extended; 
as, parallel lines or planes. This is the Euclidean 


notion; in projective geometry such parallel lines 
or planes are thought of as having only one point 
(or line) at infinity and that in common, and are 
said to meet at infinity. 


. With like direction or tendency; like in all essential 
parts; as, parallel passages. 


Ete. 
(noun)— 


1. A parallel line, curve, or surface. 


2. Conformity in many particulars or in all essential 
parts; similarity. 
. A comparison to show resemblance; ete. 


4. Anything equal to or resembling another in all es- 
sential particulars; a counterpart. 


Ete. 
(v. t.)— 
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1. To compare; also, to match; to correspond to;—ete. 


2. To place so as to be parallel to, or to conform in 
in direction with, something else. 


Whether the helical axes are separated and maintained 
in parallelism, or whether they are coaxial, as in the case 
of an assembled helix, is not material since in either ar- 
rangement the condition of parallelism is attained, as the 
examiner has readily conceded. Therefore, the second con- 
dition of the claim is satisfied by appellant’s disclosure. 


3. Appellant’s groups of armor rods are arranged op- 
positely with respect to the core, since as has already been 
argued above in connection with half-lay groups regarded 
in right-section, the physical considerations of mass and 
placement leave no other disposition possible. If this is 
true of a theoretical axis, about which two half-lays are 
wrapped to form a tube, it is equally true in the disposition 
of the helical half-lays about a line or cable by any logical 


interpretation that can be applied to this disclosure. 


4, Appellant’s preformed armor wires are simultane- 
ously wrapped about the core and their parallel relation- 
ship is maintained during the wrapping procedure, the 
same as in the case of Bodendieck, since to intertwist the 
armor wires they must be maintained in parallelism within 
the acceptance of that term as herein applied. In connec- 
tion with the recitation of the claim, a distinction must be 
maintained between the simultaneous wrapping of wires 
and the simultaneous wrapping of growps of wires. The 
claims on appeal call for the simultaneous wrapping of 
wires, not groups. The disclosure in this application sup- 
ports either of these conditions, although actually illus- 
trates only the one condition called for by the claim in 
Figure 18. Figure 18 shows wires being simultaneously 
wrapped around a core, which wires per se constitute a 


222 


group of elements which ultimately form a closed tube. 
Thus, Figure 18 shows one group of several ultimately to 
be applied, and shows the wrapping of the armor wires in 
a simultaneous manner about a core. This is all claim 26 
calls for, and it is obvious that appellant could not practice 
the inventions disclosed in this case without infringing 
Claim 26. But whether the interpretation of such claim 
should be for the simultaneous wrapping of wires, or the 
simultaneous wrapping of groups, is not consequential, 
since appellant discloses either and both, if a fair and un- 
biased interpretation is to be accorded the verbal and pic- 
torial illustrations of his specification. 


The Bodendieck Patent 


The Bodendieck patent, a copy of which it attached as 
appellant’s Exhibit “B,”* is primarily directed to a tool for 
the application of helically-preformed armor rods or wires 
which are the invention of appellant, Peterson, credit for 
which is given by Bodendieck at the bottom of Column 3 
of his patent: 


Preformed armor wires of the type adapted to be ap- 
plied by the present tools and methods are shown in the 
prior patent to T. F. Peterson, No, 2,275,019, on Cable 
reinforcement, issued March 3, 1942. * * * 


In column 1, line 20 et seq., of the patent Bodendieck 
gives us an object of his invention, provision of a “hot”-line 
tool by means of which preformed armor wires may be 
applied to transmission line conductors while the line is 
fully energized, the tools being actuated: 


By means of the usual clamp stick or by means of vari- 
ous types of electrically insulated operating sticks 
having hooks or other operating formations upon the 
working end of the stick. * * * 


“Pl. Ex. 7 (Tab 9); Joint Appendix, pages 508-519. 
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It will be seen that “insulated operating members” which 
are recited in one of the claims here on appeal, and which 
have been discussed in the early part of this brief, are 
nothing more than the “usual” type of device employed for 
this purpose as the patentee has set forth. 


The patentee states at column 1, line 32, that according 
to prior art methods armor wires applied by hand were 
installed one by one, as distinguished from groups, which 
he states is one of the objects of his invention to accom- 
plish. The historical background given in this brief, as well 
as the discussion contained in appellant’s specification, 
shows that this is an erroneous concept, and that, although 
it is conceded that Bodendieck was the first to design a tool 
for the simultaneous application of a plurality of armor 
wires to a conductor, he was not the first to conceive of the 
method of grouping armor wires for the simultaneous ap- 
plication in a group, or by groups. 


At column 2, lines 19 et seq., some light is cast upon the 
patentee’s interpretation of how his armor wires are pre- 
arranged and maintained during the wrapping operation: 


* © © the armor wires which are being wrapped are kept 
constantly arranged in a predetermined concentric 
alignment with each other * * °. 


This agrees exactly with the manual methods proposed by 
appellant, and which were a part of the practical usage of 
armor wires prior to the filing of the Bodendieck applica- 
tion in May 1954, as the above historical resume sets forth. 
Again, at line 42, Column 10, patentee states: 


First the wires are arranged in groups, and in each 
group the wires are arranged side by side in substan- 
tial parallelism; that is, the curves of each wire are 
equally distant from the curves in the next adjacent 
wire, and the assembly of wires is free from entangle- 
ments which would be caused by one wire crossing an- 
other. * * * 
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This bears out the fact that, whether the helical axes be in 
separate parallelism or in coaxial parallelism, the —“curves 
of each wire are equally distant from the curves of the next 
adajacent wire” in the manner called for by the patentee. 


In view of the foregoing, no questions of conflict in inter- 
pretation arise between the patentee’s specification, which 
supports the claims here on appeal, and the disclosure in 
appellant’s specification, since the terms and usages in- 
tended in each are identical. It is not necessary, therefore, 
to have recourse to the Bodendieck specification to deter- 
mine the applicability of these claims to appellant’s dis- 
closure, except to show that they are not at variance, and 
relate to the same subject matter. 


The Examiner’s Argument 


On page 3 of the examiner’s argument, at line 6 et seq., 
he states that appellant fails to disclose “arranging armor 
wires into a pair of groups with the wires of each group 
being arranged side by side in substantial parallelism.” It 
has been appellant’s position heretofore, and as has been 
reenunciated above, that there is a clear disclosure to sup- 
port this language in his specification, by the half-lays 5a 
and 5b of Figure 11, and by the “group” of three armor 
rods shown being applied in Figure 18. It is not conse- 
quential whether the half-lays are contiguous to a bight 
portion shown in Figure 13, or whether they are separate 
straight-line half-lays, as shown in Figure 11. The associa- 
tion of the two half-lays or “groups” is clearly within the 
language, spirit, and intent of these claims. At the bottom 
of the first paragraph of page 3, the examiner says that 
there is no inference that the half-lays 5a and 5b are ap- 
plied in any other manner than as disclosed in Figure 18. 
But, as has been brought out above, the statements in the 
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specification similar to those at page 6, line 20 et seq., which 
state: 


Further modifications are illustrated in Figs. 11 and 
12, in which two half-lays 5a and 5b are overlapped and 
intertwisted to provide a closed lay 10. * * * 


and further state that a cable, or other line, may be dis- 
posed in such an arrangement, are quite positive in nature 
and are explicit rather than implicit. The argument by the 
examiner that there is no “inference,” therefore, fails to 
take into consideration that there is something far stronger 
than an inference; namely, a postive showing in the specifi- 
cation and drawings. 


At the bottom of page 3 of the Examiner’s Statement, 
discussing the limitation “—and simultaneously wrapping 
the preformed armor wires about the core while the wires 
are maintained in substantial parallelism during the wrap- 
ping operation,” there appears in the last line the state- 
ment: “Since patentee discloses simultaneously wrapping 
two groups of wires and applicant does not, the interpreta- 
tion must be based on the patent disclosure, etc.” The 
Board’s attention is again directed to the fact that the claim 
calls for simultaneously wrapping the armor wires and not 
groups, even though the wires or the groups be simultane- 
ously wrapped, there is every logical basis to support either 
in appellant’s disclosure. 


The top paragraph of page 4 of the Examiner’s State- 
ment contains the sentence, “In Figures 11 and 12, referred 
to as support for this claim, no core is present.” This is in 
error, since as appellant has already pointed out, the spe- 
cification contains the language, commencing at the bottom 
of page 6, that “A cable or other line to be “dead-ended” 
may be disposed in the arrangements of Figs. 11 and 12, in 
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the same manner as that shown in either Figure 9 or 
Figure 10.” Similarly, on page 4 of appellant’s specifica- 
tion, commencing line 23, it is stated: 


“Since the elements 1 may be assembled to form the 
envelope 10 by grouping them together coextensively 
and by twisting them relative to each other until each 
assumes its respective place in the lay of the envelope, 
it is obvious that they may be applied to enclose elon- 
gated members having an over-all diameter adapted to 
be enclosed by the envelope without regard to the 
availability of the ends of such members for threading 
through the helix.’”* 


All of this language, and the illustrations referred to, 
clearly support this claim in the matter of intertwisting 
half-lays of armor wires about a core, and the examiner’s 
objection to this extent can not be maintained. 


As the examiner discusses in the middle of page 4 of his 
Statement, and has already been conceded herein, appli- 
cant does not specifically disclose “insulated operating 
members,” which are called for in Claim 28. But inasmuch 
as these members are admitted by the patentee, Bodendieck, 
to be only “usual”, and inasmuch as the recitation could 
extend even to a pair of gloves worn by a workman install- 
ing the preformed armor wires, no patentable significance 
can be assigned to this language, and the claim should 
either be included in appellant’s case, or else be held non- 
patentable against Bodendieck in a contest of priority. 


In the rejection of Claim 29, at the bottom of page 4 of 
his Statement, the examiner says that “—applicant does not 
disclose wrapping armor wires about an energized conduc- 
tor—.” But here again, where appellant’s specification 
clearly indicates that one of the functions to be served by 
this invention is in the electrical connection and splicing of 


*Ibid. page 218, supra. 
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electrical conductors, it is hardly of patentable significance 
whether the conductor is energized at the time of applica- 
tion, or whether it is not, since the methods entailed, on the 
basis of the argument already advanced in connection with 
“insulated operating members,” is identical in either case. 
In this regard, page 1, line 26, of appellant’s specification 
states: 


An electrical connector between the opposed ends of an 
electrical conductor, of low resistance and low magnetic 
loss characteristics.* 


Claim 13, as originally presented to the record,t calls for 
an electrical splice for wires, stranded cables, and other 
filamentary conductors. It is believed that these constitute 
ample basis in favor of appellant’s adapting Claim 29 in 
refutation of examiner’s position. 


The essential difference between Claim 27 and Claim 26 
is that the former has the following language in addition to 
that presented in the latter: 


** * The wrapping beginning at a point intermediate 
the ends of the armor wires and progressing outwardly 
toward both ends of the armor rods simultaneously. 


The examiner, in the second paragraph of page 4,t con- 
cedes that both appellant and the patentee disclose this. 
Therefore, since the subject matter is otherwise the same 
as Claim 26, and since this language is equally applicable 
to both the patentee’s and appellant’s disclosures, then 
Claim 27 should be awarded appellant if Claim 26 is held 
to be patentable to him. 


Claim 28 has only the additional recitation of “insulating 
operation members,” which for reasons already argued at 
length in this brief, are either patentable to applicant, or 
if the remaining claims are held to be patentable to appli- 

“Joint Appendix, page 771. 


tIbid. page 182. 
tExaminer’s Statement, page 204, at page 207, supra. 
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cant but Claim 28 is not, then Claim 28 must be denied 
Bodendieck as failing patentably to distinguish thereover. 

Claim 29 contains the limitation of “energized conduc- 
tors,” but is otherwise substantially the same as Claims 26 
and 27. For the reasons already advanced above, this claim 
should be patentable to applicant as being properly sup- 
ported by his disclosure. 


Concluding Argument 


It is well settled as appears from such representative 
decisions as Bray v. Tears (41 USPQ 321), Berhnard v. 
White (33 USPQ 200), and Frey v. Wagner (32 USPQ 239) 
that interference claims are interpreted in the light of the 
application of origin, only when the terms have ambiguous 
meanings; otherwise the claims are as broadly construed 
as their terms permit, Robbins v. Steinhart (13 USPQ 118). 
It has been argued that appellant can not practice the in- 
vention disclosed in his application without infringing 
these method claims, which appear in the Bodendieck pat- 
ent. The examiner has argued, however, that there is a 
difference between patentability on the one hand, and in- 
fringement on the other, the two not necessarily being con- 
commitant conditions whereby to justify the adoption of the 
patentable claims in appellant’s case. This is in error under 
the established doctrine holding that that which if later 
would infringe, must if earlier anticipate, since anticipa- 
tion, or the lack of it, is one of the conditions of patent- 
ability. In essence, the Board of Appeals has already ex- 
pressed itself on this point in Ex Parte Hedding (39 USPQ 
400) in which it was held that permission should be given 
to copy claims of a patent which appear to be infringed, as 
is the situation in the case at bar. 


It is also believed that, where there is sufficient similar- 
ity between disclosures as to raise an issue that is so 
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closely drawn as those upon which the examiner has 
predicated his objections in this case, ex parte procedure 
should give way in favor of an interference in order that 
the rights of the parties can be adjudicated on an inter- 
partes basis. This is evident from the face that, whereas 
the examiner’s interest is largely academic in his view- 
point toward patentability to an applicant, the position of 
a contestant for the same subject matter involves that of 
property right vigorously maintained against an adverse 
interest by using against him every device made available 
by the law to sustain such right. 


Obviously, there is close similarity of subject matter 
between the patentee, Bodendieck, and the appellant’s dis- 
closures, and whereas appellant does not dispute Boden- 
dieck’s right to the claims of the tool, the methods involved 
are so nearly identical, and the phraseology of the claims 
in dispute is so general, as to make the allowance of these 
claims to appellant for the purposes of a contest of pri- 


ority an appealing and logical step in the premises. 


For the reasons set forth in the grounds of appeal, and 
in light of the arguments which are advanced in this brief, 
and which have been contended for throughout this record, 
it is submitted that the examiner should be reversed, and 
that the claims should be allowed to appellant for purposes 
of interference. If the technicalities of “insulated operating 
members” and “energized conductors” should serve to dis- 
qualify appellant in the adaption of the claims in which 
such limitations appear, then, the way should be left open 
for appellant to proceed under Rule 109 in the interfer- 
ence proceeding against Bodendieck to adopt these claims, 
or else to have them held subject to the interference issues. 
In other words, the decision of this Board as to these 
matters should either be wholly favorable to applicant, or 
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else should be such that the plea of res judicata can not be 
brought against him in the inter partes proceeding. 
Respectfully submitted, 


Attorney for Appellant 
Washington, D. C., 
26 April 1948. 


(Attachment: Exhibits A, B, and C.) 


Patent Office Action Paper No. 15, Mailed April 30, 1948 


In view of the Examiner’s request for jurisdiction filed 
April 27, 1948 in the above entitled application, the case is 
returned to the Examiner for such action as he deems 
proper. 


By Order of the Board of Appeals. 


Nicnotas Hann 
Administrative Assistant 
April 30, 1948 
Mr. Patrick Henry Hume 
1917 Eye Street 
Washington, D. C. 


Patent Office Action Paper No. 16, Mailed May 12, 1948 


Enclosed herewith is an action by Division 52 under 
Dual Prosecution practice on claim 13. General jurisdiction 
of this application is in Division 21. Additional reference: 


Preston 475,889 May 31, 1892 57-33 
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This case has been returned by the Board of Appeals for 
action in response to the amendment of Sept. 7, 1947, in 
accordance with Notice of June 29, 1938. 


Applicants election of species is incomplete. 
Claims 4, 8, 9, 14, 21 and 25 read on Figure 9. 
Claims 6 and 22 read on Figures 11 and 12. 
Claim 11 reads on Figure 13. 


Claim 5 reads on Figure 10 covered by the claims above 
enumerated, constitute four (4) species. 


There is no generic claim allowable. 


Claims 1 to 3 are rejected on Bodendieck. These claims 
are readable only on Figure 7. These claims are addition- 
ally rejected as readable on Preston or Lowe. If these 
claims read on any figure other than 7, they are met in 
Moxham. 


Claims 7, 10 and 12 are drawn to structures not illus- 
trated. 


Claims 23 and 24 are rejected on Bodendieck. These 
claims are rejected as not patentable over the issue of 
interference No. 83,266. 


To make the article of Preston or of Lowe of preformed 
wires is not invention, in view of either Rohs, or of Mox- 
ham. Claims 23 and 24 are, therefore, rejected on either 
Preston or Lowe taken with Rohs or Moxham. 

Claims 15 to 20 are rejected as being for the non elected 
species. 

Claims 26 to 28 are on appeal. 

Action on the merits of claims 4, 5, 6, 8, 9, 11, 14, 21, 22 
and 25 is deferred until election has been completed. 


Examiner 


CCP/gl 
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Patent Office Action Paper No. 16a, Mailed May 12, 1948 


Additional reference cited: 
Page 1,686,250 Oct. 2, 1928 294-86XR 


This is an action under “Dual Prosecution” by Division 
52 on claim 13. Original jurisdiction of this application 
lies in Division 21. 


Claim 13 is again rejected as being functional on the 
ground recited in the Office action of May 14, 1947. 


Claim 13 is further rejected as reading on a structure 
which is apparently inoperative. What holds the various 
strands together in such a manner that an envelope such 
as that shown in Fig. 7 will be formed? 


Claim 13 is still further rejected since it reads on a 
structure, a clear and complete disclosure of which is lack- 
ing in the specification and drawing; i.e. nowhere in the 
specification can be found any description of how the ele- 
ments shown in Fig. 7 are caused to hold the relative posi- 
tions there shown in order to form a tube nor is there any 
showing on the drawing of this structure being used as a 
splice to connect the ends of two adjacent wires together. 


Claim 13 is even further rejected on Page, cited above. 
As far as actual structure set forth in the claim is con- 
cerned, it is met by the showing in this patent. 


Examiner 


DECISION OF THE BOARD OF APPEALS IN 
EX PARTE APPEAL NO. 15,663, 
PAPER NO. 18, MAILED JULY 2, 1948 


This is an appeal from the action of the Examiner finally 
rejecting claims 26 to 29, inclusive. 
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Claims 26 and 28 are representative and read as follows: 


26. The method of wrapping preformed armor 
wires on a central core which comprises separating 
the armor wires into a pair of groups with the wires 
of each group arranged side by side in substantial 
parallelism, the groups being arranged oppositely with 
respect to the core, and simultaneously wrapping the 
preformed armor wires about the core while the wires 
are maintained in substantial parallelism during the 
wrapping operation. 


28. The method of wrapping preformed armor 
wires on a central core which comprises separating the 
armor wires into a pair of groups with the wires of 
each group arranged side by side in substantial paral- 
lelism, the groups being arranged oppositely with re- 
spect to the core, and simultaneously wrapping the 
preformed armor wires about the core while the wires 
are maintained in substantial parallelism during the 
wrapping operation, the said wrapping beginning at a 
point intermediate the ends of the armor wires and 
progressing outwardly toward both ends of the armor 
wires simultaneously, and the said wrapping being 
carried on by means of inslated operating members, 
whereby the central core may remain energized. 


The reference relied upon is: 
Bodendieck 2,414,136 Jan. 14, 1947 


The claims relate to a method of applying preformed 
armor wires to a central core or conductor. In practicing 
the method, steel wires are bent spirally to the shape they 
will have in the envelope ultimately formed, and are laid 
about the core, completely enveloping the same. In the 
patent, a pair of holders is placed about the central con- 
ductor, each having provision for holding the armor wires 
in a pair of groups on opposite sides of the conductor, and 
the holders are manipulated by means of “hot sticks” to 
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lay the preformed armor wires about the conductor. The 
conductor referred to in the patent is “hot.” 


The Examiner rejected claim 26 copied from the Boden- 
dieck patent as being directed to subject matter not dis- 
closed in this application. He believes that there is not 
disclosed in this application the arranging of the armor 
wires into pairs of groups with the wires of each group 
arranged in substantial parallelism. He refers specifically 
to lines 24 and 25 of page 4 of the specification wherein 
he fails to find an inference that the wires are arranged in 
groups. He believes that the disclosure of Fig. 11 and also 
Fig. 18 does not clearly indicate that the wires are ar- 
ranged in groups. 


The appellant refers to Fig. 3 contending that it shows 
basically preformed elements grouped in two parts, that 
those parts are applied to a core member as shown in 
Figs. 5 and 6 and that Figs. 11 and 12 further show the 


assembly of the wires by groups. He contends that the 
term “parallel” is as applicable to his arrangement as it is 
to those shown in the Bodendieck patent which is the 
origin of the term for the claims in question. 


On page 4 of the specification, the elements are said 
to be grouped together as shown in Fig. 3 and also Fig. 11, 
the latter figure illustrating also that the groups are 
placed in the final position by twisting the respective 
groups to produce longitudinal relative movement. In the 
same paragraph reference is made to Fig. 18 as an illus- 
tration of installation of the wires on a cable already in- 
stalled. We believe, therefore, that appellant has disclosed 
the application of groups of the wires to a core as covered 
by claim 26. On page 5 of the specification reference is 
then made to Figs. 5 and 6, appellant stating “the envelope 
10 may be applied to cables or other elongated bodies in 
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the same manner as that described in the preceding para- 
graph.” It thus appears to us that appellant is discussing 
the application of the wires to form either a tube or an 
envelope by the group assemblage. For these reasons, we 
are of the opinion that appellant can properly make this 
claim. 


Regarding claim 27, which recites the progressing of the 
wrappings outwardly toward the ends of the wires from 
an intermediate point, the Examiner is of the opinion that 
the claim was improperly presented in this application 
only because of the inclusion of the group characteristic of 
claim 26. We, being of the opinion that claim 26 should be 
accepted, feel that claim 27 can also be made in this appli- 
cation. 


Claims 28 and 29 refer to the method of wrapping as 
being carried on by means of insulated operating members 
whereby the central core may remain energized, or the 


method of applying armor wires to energized conductors. 
The Examiner refused entry because of the inclusion of 
these features in the claims. Appellant agrees that he does 
not specifically disclose insulated operating members, but 
is of the opinion that no patentable significance should be 
assigned to those terms so that the claims should either be 
included in this application or be held unpatentable over 
the remaining claims. Appellant also directs attention to 
the reference in this application of his patent #2,275,019 
and to the publication by the American Steel and Wire Co. 
relating to preformed armor rods in which reference is 
made to appellant’s patent. So far as concerns the refer- 
ence in this application to the patent and its possibility of 
disclosing the use of insulated operating members in apply- 
ing the wrappings to energized conductors, we fail to find 
in the patent any suggestion of insulated operating mem- 
bers of any description. There is reference in the patent 
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to only the fact that the wrapping may be applied to con- 
ductors carried overhead on poles or to portions of a cable 
without the end of the cable being available. We believe, 
therefore, that this application is silent as to any applica- 
tion of the wires in the manner described by claims 28 and 
29 and that those claims were properly rejected as not 
supported by appellant’s disclosure. 


The decision of the Examiner is reversed as to claims 
26 and 27 and affirmed as to claims 28 and 29. 


In event of appeal attention is directed to In re Boyee, 
32 CCPA, 718; 144 Fed. (2d), 896; 1944 C. D., 609; 568 
O. G., 568; 63 USPQ, 80, in regard to specifically including 
in the appeal notice all grounds of rejection in the Exam- 
iner’s Statement not expressly overruled by the Board. 


Mark Taylor 
Examiner-in-Chief 
L. P. MeCann 
Examiner-in-Chief 
July 2, 1948 Cc. D. Angel 
Examiner-in-Chief 
(Acting) 


Amendment Dated July 14, 1948 


Kindly amend the above entitled application as follows: 
Cancel claims 28 and 29. 


Attorney for Peterson 
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Patent Office Action Paper No. 21 mailed November 29, 
1948. 


Action on this case is suspended pending final deter- 
mination of Interference No. 83,266, Peterson v. Boden- 
dieck. 


This is in conformity with the holding in ex parte Mc- 
Cormick 1904 C.D. 575. 
Examiner 


Patent Office Action Paper No. 24, Mailed July 27, 1951* 


Page 6, line 11: “5” is not found on Fig. 10. 


Page 9, lines 6 to 17: it is not understood how the struc- 
tures of Fig. 16 can be combined to form a whole lay. 


Claims 1, 2, 3, 12, 13, 15, 19 and 23 are rejected as fully 
met by Moxham and Bodendieck, of record. Particular 
attention is called to page 1, lines 81 to 88 and page 2, 
lines 2 to 8 of Moxham. 


Claims 26 and 27 are rejected on the ground of res judi- 
cata in view of the decision in interference No. $3,266 
holding that (1) applicant was not the first inventor of 
the subject matter of these claims and (2) that these claims 
were not supported by applicant’s disclosure either in 
Serial No. 2,200 or in the instant application. 


Claims 4 to 11, 14, 16, 17, 18, 20, 21, 22, 24 and 25 appear 
allowable. However, these claims are directed to various 
species and since there is no allowable claim generic to all 
species election is required among: 


I. Claims 4, 5, 8, 9, 14, 21 and 25 which are specific 
to the species of Figs. 9 and 10; 


II. Claims 6 and 22 which are specific to the species of 
Figs. 11 and 12; 


*The proceedings of Interference No. 83,266, Peterson v. Bodendieck, pre- 
ceded this Office Action, the certified transcript of which appears in the Record 
as Plaintiff ’s Ex. 3, reproduced herein as to essential parts at pages 432-504, 
inclusive. 
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III. Claims 7 which is specific to a species not illus- 
trated ; 
IV. Claim 10 which is specific to another unillustrated 
species ; 
V. Claim 11 which is specific to the species of Fig. 13; 
VI. Claim 16 which is specific to the species of Fig. 15; 


VII. Claims 17 and 18 which are specific to the species 
of Fig. 14; and 

VIII. Claims 20 and 24 which are specific to the method 
of Fig. 18. 


Applicant’s response, to be complete, must include an 
election of one of the above groups regardless of whether 
applicant agrees with Examiner’s grouping of the claims. 


Examiner 


Amendment Filed October 23, 1951 


Responsive to Office action of July 27, 1951, please amend 
as follows: 


Page 3, the paragraphs commencing lines 3 and 5 
should be consolidated into one paragraph 


Page 6, line 11, cancel the numeral “5” 

Page 7, line 17, change “a” (at end of the line) to 
—an— 

Line 18, change “straight” to —entirely— 


Claim 3, change the period at the end of the claim 
to a comma, and add 


—said elements being readily disassembled from and 
reassembled into said body.— 


Claim 12, change the period at the end of the claim 
to a comma, and add 
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—said elements being of limited length to permit as- 
sembly, disassembly and reassembly in relation to 
each other and in relation to the body to be spliced.— 


Claim 13, change the period at the end of the claim 
to a comma, and add 


—said elements being of limited length to permit as- 
sembly, disassembly and reassembly in relation to 
each other and in relation to the body to be spliced.— 


Claim 15, change the period at the end of the claim 
to a comma, and add 


—said elements being readily assembled, disassembled 
and reassembled at will.— 


Claim 23, line 3, after “patterns” and before the 
comma, insert —of individual cut-lengths— 


Rewrite Claim 2 (to precede Claim 3) as follows: 


—30. A cylindrical knock-down hollow body composed 
of preformed helical components of conforming pitch 
and lay, said components being laid together about 


a common axis in contiguous self-sustaining rela- 
tionship, said body being readily separable into its 
components and reassemblable to reconstitute said 
body.— 


Cancel without prejudice Claim 1. 


Remarks 


The omission of the numeral 5 from Figure 10 of the 
drawings has been compensated for by the deletion of the 
numeral 5 from line 11 of page 6. The numeral 5 is not 
necessary in the drawings, since the half-lay which it was 
intended to identify is represented by the closely twisted 
bight portion 5’, which is indicated, and is not readily dis- 
tinguished in the lays of the body 10. Therefore, it is be- 
lieved to be proper to omit this reference numeral in the 
specification. 


With respect to the description on page 9, lines 6 to 17, 
which is addressed to Figure 16 of the drawings, the two 
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half-lays there represented may be readily combined to 
form a hollow lay which may be visualized by considering 
that one of the half-lays illustrated in the figure is already 
disposed about a cable or core, beyond the end of which 
the remainder of the preformed elements extend in random 
association like the bristles of a broom. It will be noted 
that the elements will have been predisposed upon the core 
to provide the spacing indicated. It only remains then to se- 
lect the proper preformed element for the association with 
the intended open space or vacant lay in accordance with 
the description as noted. This gives a regular body portion 
of whole lay which is indistinguishable from the other em- 
bodiments, except for the point of departure of the two 
half-lays in the formation of the bight. Here an irregu- 
larity is encountered by the forced displacement of the 
preformed elements to assume positions that do not agree 
with their regular lays, and it is by virtue of such displace- 
ment that there is realized a mutual jamming and self- 
locking action which prevents the splitting apart of the 
whole lay by separation of the two legs of the bight por- 
tion. This particular construction embodies a rare precau- 
tion, since under all reasonable operating conditions the 
regular helically preformed dead ends shown in the other 
figures will resist all norma! influences which might tend to 
separate them. 


Claims 1, 2, 3, 12, 13, 15, 19 and 23 have been rejected 
as fully met by Moxham and Bodendieck. 


With respect to the Bodendieck reference, attention is 
called to the fact that a disclaimer was filed by the patentee 
to the subject-matter constituting the issues of Interfer- 
ence No. 83,266 during the pendency of appeal to the Court 
of Customs and Patent Appeals, and that this disclaimer 
removed from the Bodendieck patent his claims to subject- 
matter that is common to this application. 
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Under the statute a disclaimer relates back to and is 
effective as of the date of issue of the patent: 


Nelson Mfg. Co. v. Meyers & Bro. Co., 56 F. 
(2d), 512; 


Freeman v. Altvater, 138 F. (2d), 854; 


Milcor Steel Co. v. George A. Fuller Co., 316 
U. S., 143; 


Altoona Publix Theatres v. American Tri- 
Ergon, 294 U. S., 477; 


Schwarzawalder v. New York Filter, 66 Fed. 152; 
Carnegie Steel Co. v. Cambria, 185 U. S., 403; 
Dunbar v. Myers, 94 U. S., 187. 


The Bodendieck patent should therefore be regarded as 
any other reference which might disclose, but does not 
claim, the invention. To such an extent the Bodendieck 
patent may be overcome by an antedating affidavit under 
the provisions of Rule 131. This has already been accom- 
plished by applicant’s affidavit in this record provided in 
accordance with old Rule 94 and a supplemental oath, both 
of which accompanied the amendment made of record 
herein on September 17, 1947. These verified statements 
taken in conjunction with the showing made by applicant 
during the course of Interference No. 83,266, and espe- 
cially with regard to the Board of Interference Examiner’s 
statement that applicant was the first to reduce this inven- 
tion to practice, is sufficient to remove the Bodendieck 
patent as a reference. 


The Moxham patent relates to a plural strand cable of 
infinite length, the individual strands of which are pre- 
formed and laid together by means of a closing die and 
spinning frame characteristic of stranding machines known 
throughout the world. 
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As opposed to the Moxham cable, applicant has provided 
a tube of relatively short length for application to cables 
of the type Moxham shows for the purpose of splicing such 
cables or for effecting dead ends thereon, and for perform- 
ing many offices as an accessory to such a cable, rather 
than as a cable itself. Some of the claims were so broad 
that this distinction was not maintained, in correction of 
which Claim 1 has been canceled, and the remaining 
claims in this group have been amended, as will now be 
discussed. 


Claim 2 has been rewritten to state that the hollow body 
of applicant’s concern is a knock-down body, which pre- 
supposes ready assembly and disassembly of its component 
parts. The language of Claim 2 has been followed where 
applicable, but it was only now discovered that Claim 2 
was not in good form, since the term “elements” in line 
2 was without antecedent. Therefore, it was felt desirable 
to rewrite the claim and to state that the components may 
be assembled, disassembled and reassembled to constitute 
the hollow body described. This clearly differentiates over 
the Moxham patent, the individual elements of which are 
not adapted to be taken apart after once put together as 
a cable. 


The limitations of rewritten Claim 2 (Claim 30) readily 
characterize applicant’s tubular body as an accessory of 
finite components which may be readily handled as dis- 
tinguishing from the Moxham cable of infinite length. 


Claim 3 has been retained, but amended to include this 
same limitation, namely, that the elements may be dis- 
assembled and reassembled with respect to the body. 


Claim 12 has been similarly amended, although in this 
case it was felt that the claim as originally constituted 
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clearly differentiated from the Moxham patent, when the 
Bodendieck reference is dropped from consideration. The 
Moxham patent does not relate to a mechanical splice, and 
makes no reference to the conformation of elements by 
tightly gripping a body to be spliced. Nor does Moxham 
contemplate elements of such length and helical charac- 
teristics as might be applicable to the side of such a body 
within the elastic limits of the elements. In short, Mox- 
ham was not addressing himself to the problem applicant 
has solved, and it is not surprising therefore that he makes 
no disclosure of the several factors that enter into its 
solution. 


The remarks with respect to Claim 12 apply equally to 
Claims 13 and 15. 


In the case of Claim 19, this claim is presented again 
for reconsideration without amendment. With the Boden- 
dieck patent removed as a reference, if indeed it might 
be so considered, it is easily seen that there is nothing 
in the Moxham construction which characterizes the axial 
displaceability of the helical elements which characterize 
applicant’s invention within the contemplation of this 
claim. Applicant’s elements are free to screw into and 
out of engagement with each other so as to be displaced 
into various positions longitudinally as is suggested in 
Figure 3 of the drawings, so long as there remains a suffi- 
cient mutual co-extensiveness of elements to retain the 
assembled relationship. This is a unique characteristic, 
which is inherent in applicant’s construction and was not 
known to this art before his entry into the field. It is 
thought, therefore, that Claim 19 should be allowed. 


The method of Claim 23 has been further limited by 
identifying the elements as being of individual cut-lengths 
as well as helically preformed. Here, again, ignoring the 
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Bodendieck patent, the Moxham reference, with its rela- 
tively endless strands, bears no analogy to the intentions 
of applicant as expressed in Claim 23. 


The remaining claims have been allowed, with the ex- 
ception of Claims 26 and 27, which have been rejected on 
the ground of res judicata in view of the decision in Inter- 
ference No. 83,266. 


As to the issue of priority of invention, this judgment 
never became final by virtue of the appeal which applicant 
took from that decision, and which was pending at the time 
the party Bodendieck filed his disclaimer of the disputed 
subject-matter and conceded priority to Peterson. This 
action not only removed the justiciable issue upon which 
the appeal was to have been perfected, but introduced facts 
which, had they been known at the time the decision was 
rendered in Interference 83,266, must have resulted in 
judgment for applicant on the issue of priority. 


The decision of the Board of Interference Examiners 
should be regarded as modified and take into account the 
disclaimer filed by Bodendieck, Nelson Manufacturing Co. 
v. Meyers & Bro. Co., cited above. 


It was further held in re Isler, 152 F. (2d), 1002, 68 U.S. 
P. Q., 198, that res judicata cannot attached during the 
pendency of an appeal, and having not attached during 
such an appeal, the doctrine cannot now apply when the 
issues of appeal were removed before it could be completed. 
It is urged, therefore, that the rejection on the basis of res 
judicata is not applicable to the present set of facts and 
should be withdrawn. 


As to rejection based on lack of basis in applicant’s dis- 
closure, attention is directed to the fact that this is an ex 
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parte rejection which has already been determined in 
applicant’s favor by the Board of Appeals in Peterson’s 
ex parte appeal No. 15,633, in which the Board decided that 
Peterson could make Claims 26 and 27 in this application, 
and to that extent reversed the Examiner. Since the extent 
of applicant’s status before the Patent Office in this case 
is exactly the same now as it was on July 2, 1948, when the 
Board decided this issue, it is obvious that applicant can 
support these claims on the basis of his original disclosure 
and that this fact is res judicata. Reconsideration, there- 
fore, of the rejected Claims 26 and 27 is requested. 


With respect to the requirement for division, applicant 
will elect to retain the claims of group 1 in the present 
case. It should be pointed out, however, that applicant does 
not agree with the Examiner’s requirement for division, 
and again refers to the remarks of his amendment filed in 
July, 1948, addressed to this subject. 


The first six groups of the Examiner’s requirement 
attempt to separate the various modifications of dead-end 
disclosed in the drawings. There is in fact no essential 
difference in any of these constructions, and the modifica- 
tions are those more of convenience than of separately 
patentable significance. 


Claims 4 and 8 are subgeneric to all of these dead-end 
embodiments, and it is not seen where anything but con- 
fusion could result from efforts made to separate them into 
different cases. 

With the amendments provided herein, Claims 3, 15 and 


30 are generic to all of the forms of the invention disclosed, 
and it is believed that upon reconsideration and allowance 
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of these claims, the divisional requirement will cease to 
exist. 
Respectfully submitted, 


Wrurrssox, Huxrey, Byron & Hume, 


By Parsick H. Hume, 
Attorneys for Applicant. 
Chicago, Illinois, 
October 22, 1951. 


Patent Office Action Paper No. 26, Mailed October 31, 1951 
Responsive to amendment filed Oct. 23, 1951. 


Claims 3, 12, 13, 15, 19 and 23 are again rejected as 
fully met by Bodendieck, of record, which is a reference 
for everything it shows up to its filing date and may be 
removed as a reference only by an affidavit under Rule 131. 


Claims 3, 12, 13, 15; 19 and 23 are also again rejected 
on Moxham, of record. The fact that Moxham’s cable is 
of indeterminate length is immaterial. Obviously appli- 
cant is not entitled to claims reading upon a short length 
of Moxham’s cable whether it be hollow (page 2, lines 2 
to 8) or whether it have a core of slightly greater diameter 
than the normal interior diameter of the unstressed cable 
(page 1, lines 81 to 86). 


Claims 26 and 27 are again rejected on the ground of 
res judicata. The decision of the Board of Interference 
Examiners became final upon applicant’s failure to per- 
fect his appeal to the Court of Customs and Patents Ap- 
peals. Examiner cannot agree that the disclaimer of 
Bodendieck removed the grounds of appeal because one 
of the reasons for the aforesaid decision was that these 
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claims were not supported by applicant’s disclosure and 
applicant’s right to make these claims is not affected in 
any way by Bodendieck’s disclaimer. Examiner now incor- 
porates by reference the aforesaid decision of the Board 
of Examiners of Interference and gives notice that in the 
event of an appeal to the Board of Appeals the said deci- 
sion will be embodied in the Examiner’s Statement. 


Claim 30 is rejected on Moxham and Bodendieck for rea- 
sons set forth in the first two paragraphs, supra. 

Claims 6, 7, 10, 11, 16, 17, 18, 20, 22 and 24 are rejected 
as drawn to non-elected species. 

Claims 4, 5, 8, 9, 14 21 and 25 are considered allowable. 


This action is MADE FINAL. 
Examiner 


Letter and Affidavit Rule 131, Filed December 12, 1951 


Honorable Commissioner of Patents, 
Washington 25, D. C. 
Sir: 

Responsive to the final rejection of October 31, 1951, 
there is forwarded herewith an affidavit in accordance with 
Rule 131, which is supplied for the purpose of removing 
the Bodendieck patent as a reference against the claims 
in this application. 


The affidavit recites that applicant completed the inven- 
tion before the filing date of the Bodendieck patent, and 
supports this allegation by reference to the proofs which 
were taken in the Peterson v. Bodendieck Interfernce No. 
$3,266, to the record of which reference is specifically made 
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in the Annex of Proofs accompanying the affidavit. This 
is in accordance with the second paragraph of the Office 
action. 


Answering now the third paragraph of the Office action, 
reconsideration of the claims rejected therein on the Mox- 
ham reference is requested. It is a material fact that Mox- 
ham’s cable is of indeterminable length, since this renders 
it an entirely separate article in both structure and func- 
tion over that claimed by applicant herein. 


Applicant’s claims are not directed merely to a short 
length of Moxham’s cable. Since there is nothing in the 
Moxham disclosure which would suggest that a short 
length of that cable would act in the manner of applicant’s 
reinforcement, there is no reason to read into the Moxham 
patent that the individual elements would retain helical 
association without falling apart. 


It has been consistently admitted throughout the devel- 
opment of this invention that applicant was the first to 
conceive of helically preformed reinforcements, and the 
inobvious nature of these devices, which permits them to 
be assembled and disassembled at will, constitutes an in- 
ventive advance in the art. This is borne out by the fact 
that even though the Moxham reference was cited in the 
first Office action made of record in this case, Division 52 
in a “Dual Prosecution” action, identified as Paper 16a, 
which was a part of the Office action of May 12, 1948, in 
the third paragraph rejects the claim as reading on an 
inoperative structure, and asks “What holds the various 
strands together in such a manner that an envelope such 
as that shown in Fig. 7 will be formed?” 


It must be evident from this that if the Moxham patent 
were deprived of this endless characteristic and cut into 
short lengths, it would not be possible to predict without 
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the hindsight afforded by applicant whether or not the 
strands would remain together, and, in fact, all evidence 
is to the contrary. 


Therefore, it is believed that the claims rejected on the 
Moxham reference in the third paragraph of the current 
final rejection should be reconsidered and allowed. 


With respect to the rejection of Claims 26 and 27 on 
the ground of res judicata, again it is urged that appli- 
cant perfected his appeal and prevented the judgment of 
the Board of Interference Examiners from becoming final. 
The appeal initially was instituted as an inter partes ap- 
peal, but the inter partes contest was abandoned by the 
disclaimer and concession of priority filed by the party 
Bodendieck. This withdrew the inter partes issue and 
left nothing upon which applicant could maintain the ap- 
peal. It is not possible for an appeal to be initiated on an 
inter partes basis and concluded as an ex parte appeal. 


The matter of applicant’s rights to make the claims 
standing alone cannot be appealed to the Board of Cus- 
toms and Patent Appeals and is purely an ex parte matter. 
As an ex parte matter, it has already been determined 
by the Board of Appeals in applicant’s favor, and the Pri- 
mary Examiner should treat with Claims 26 and 27 ac- 
cordingly. With the Bodendieck patent removed as a 
reference, there is no reason why applicant should be 
denied these claims. 


The foregoing reasons are also advanced in connection 
with Claim 30, now rejected on Moxham and Bodendieck, 
since the Moxham patent is not applicable and Bodendieck 
is now withdrawn as a reference in consequence of the 
attached affidavit. 


The claims rejected for non-elected species are retained 
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pending reconsideration of the generic claims, and there- 
after for purposes of appeal. 


Favorable reconsideration and withdrawal of the final 
rejection are solicited. 


Respectfully submitted, 


Wixixson, Huxtey, Byron & Home, 


By Parrick H. Hume, 
Attorneys for Applicant. 
Chicago, Illinois, 
December 11, 1951. 


Your affiant, THOMAS F. PETERSON, being first duly 
sworn, deposes and says: 


That he is the applicant named in the above-entitled 
application; that he completed the invention shown and 
described in said application on or before May 9, 1945, 
as is evidenced by testimony and proofs taken in his behalf 
in Interference No. 83,266, entitled Peterson v. Boden- 
dieck, declared March 31, 1948, to which reference is now 
made in the attached Annex of Proofs® which refer spe- 
cifically to the Peterson evidence, and which are made a 
part hereof by this reference; and that said invention has 
not been abandoned. 


Further your affiant saith not. 
Tuomas F. Peterson 
“This Annex is identical with that filed with a similar affidavit in Peterson’s 


second application, Serial No. 2,200, and has been printed herein at pages 
380-386, infra. 
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Subscribed and sworn to before me this 7th day of Decem- 
ber, 1951. 


Cary R. ALBURN 
Notary Public 


Patent Office Action Paper No. 28, Mailed January 10, 1952 
Responsive to communication filed Dec. 12, 1951. 


Applicant’s affidavit under Rule 131 and argument have 
been carefully considered. 


The affidavit under Rule 131 is held not to remove 
Bodendieck as a reference. Applicant is relying upon testi- 
mony in Interference No. 83,266 to prove completion of 
the invention recited in claims 3, 12, 13, 15, 19 and 23 prior 
to Bodendieck’s filing date. But the subject matter of these 
claims is quite different from the subject matter of the 
counts of the aforesaid interference which latter related 
to a specific method of applying armor wires to a core. 
Examiner finds nothing in the testimony of said interfer- 
ence which shows completion of the product of claims 3, 
12, 13, 15 and 19 or the method of claim 23. Moreover, on 
the basis of the testimony relied upon by applicant to over- 
come Bodendieck, the Board of Interference Examiners 
awarded priority to Bodendieck. 


Applicant’s argument with respect to Moxham is not con- 
vineing. Applicant is obviously not entitled to claims read- 
ing on a short length of Moxham’s cable nor to the obvious 
method of producing a short length of said cable even 
though the inherent properties of such short length were 
unknown to Moxham. 


Applicant’s argument with respect to claims 26 and 27 
is unconvincing. As far as Examiner is concerned the deci- 
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sion of the Board of Interference Examiners is final and 
irrevocably binding upon him. 


The Final Rejection of Oct. 31, 1951 stands and the 
statutory period for response runs from the date thereof. 


Examiner 


Amendment Filed March 15, 1952 
and Affidavit Under Rule 131 


HONORABLE COMMISSIONER OF PATENTS, 
Washington 25, D. C. 


Sir: 
In response to the Official action entered January 10, 


1952, please amend the above-entitled application by adding 
the following claim: 


—31. The method of wrapping helically-preformed 
armor rods about linear bodies which includes divid- 
ing the rods into several groups, applying the groups 
upon opposite sides of the line, and, starting at a 
point adjacent to the middle of the rods, wrapping 
the rods about the line from the starting point out- 
wardly to the ends thereof completely to enclose the 
line. — 

Remarks 

Applicant submits a new antedating affidavit under Rule 
131, together with certain proofs which are effective to 
establish completion of the invention by applicant, espe- 
cially as recited in Claims 3, 12, 13, 15, 19 and 23, prior to 
September 8, 1944, which is the earliest date alleged by 
the patentee Bodendieck in his preliminary statement in 
Interference No. 83,266. As is apparent from the accom- 
panying affidavit and as was more fully developed in the 
interference, all of Peterson’s proofs ended before those 
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of the patentee Bodendieck commenced in so far as the 
reduction to practice of the invention is concerned. 


The Examiner remarked that he has found nothing in 
the testimony of the interference which shows completion 
of the product specified in these claims, even though it must 
be evident that many of Peterson’s physical exhibits in the 
interference which were actually constructed and used 
experimentally during the fore part of 1944 and earlier, 
were tubes of helically-preformed elements such as are de- 
scribed in Claim 3, which it must be noted the patentee 
Bodendieck does not disclose in his patent. In this respect 
attention is directed to Peterson’s physical exhibits T and 
T-1 in said interference. 


The Examiner has observed that the subject-matter of 
Claims 3, 12, ete., now rejected on Bodendieck, is quite 
different from the subject-matter of the counts of the 
aforesaid interference. This is a self-evident truth, since 
the interference brought in all subject-matter common to 
the Bodendieck patent and Peterson applications and yet 
did not include the subject-matter of the claims now re- 
jected on Bodendieck, notably because the Bodendieck 
patent does not have any disclosure of the subject-matter 
of such claims. Therefore, for the same reason that this 
subject-matter could not be brought into the interference, 
so must the Bodendieck patent now fail as a reference 
against the subject-matter of these claims. 

As to all common subject-matter, the party Bodendieck 
has now entered a disclaimer, and the accompanying ante- 


dating affidavit should be sufficient to remove him as a 
reference. 


As to all subject-matter claimed by Peterson not com- 
mon to the Bodendieck disclosure, the latter is not a refer- 
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ence anyway, and hence should not be so applied against 
Peterson. 


It is submitted, therefore, that this basis of rejection 
should be withdrawn. 


Applicant’s arguments against the Moxham reference 
should be accepted in light of the fact that the Peterson 
invention is directed to helically-preformed reinforcements 
for wires, strands, cable, and the like, and are intended for 
application upon and for use with the very types of con- 
structions shown in the Moxham patent. In other words, 
these are two entirely separate and distinct inventions as 
disclosed in the Moxham patent and in the Peterson ap- 
plication. 


Stranded cables, hollow conductors, etc., to which the 
Moxham invention is directed, are made of individual com- 
ponent wires of infinite length which are preformed by dies 
mounted on flying frames and advanced through a closing 


die, at which point they are twisted into engagement with 
each other. The resulting body, whether it be a hollow 
body of preformed elements, or one containing a filler or 
core, is of infinite length, constructed and arranged for use 
in all the familiar ways known to the electrical industry, 
which includes clamping at supports and terminals. 


The Peterson armor wires are adapted to be used over 
short sections of cables of this kind, and are prefabricated 
to adhere thereto without regard to extraneous clamps and 
fixtures. 


The Moxham patent does not suggest using helically- 
preformed cable strands shown in his patent in any lengths 
shorter than those which normally characterize the span 
length of electrical conductors, and does not suggest ap- 
plying such strand elements around electrical conductors 
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in the way here contemplated by Peterson; nor does he 
suggest that short lengths of his preformed strand, if 
brought together in helical coaxial relation, would mutually 
sustain one another to constitute a tube such as claimed 
in Claim 3 of: the present application. 


The Examiner has borrowed from the store of knowledge 
brought to the art by Peterson in the present case to read 
into the Moxham disclosure an interpretation and a basis 
of rejection which in fact are not there. It must be remem- 
bered that in an action supplied by Division 52 under the 
dual prosecution procedure which was dated May 12, 1948, 
and is identified as Paper 16a herein, the Examiner held 
that the structure recited in Claim 13 herein, which calls 
for a tubular envelope composed of helically-preformed 
elements, is apparently inoperative, and could not under- 
stand what held the strands together to make the envelope 
such as is shown in Figure 7 of applicant’s drawings. Long 
familiarity with the Moxham patent, which it must be re- 
membered issued back in 1886, did not assist the Examiner 
of Division 52 in his understanding that the Peterson con- 
struction was possible. Nor was this an unusual point of 
view. 


It has been only through repeated demonstrations before 
various Examiners and tribunals of the Patent Office that 
it has become clear what Peterson has contributed to this 
art. 


The claims now rejected on Moxham have been limited 
in such distinctive ways as to leave no doubt that Peterson 
has clearly distinguished over the old patented disclosure, 
and it is therefore submitted that the rejection has not 
been well taken and should be withdrawn. 


Another point to be remembered in connection with the 
manufacturing practices underlying the production of the 
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Moxham cable, as distinguished from the manufacturing 
practices which enter into the production of applicant’s 
armor rods, is that the Moxham strands are laid together 
in a cable spinning machine, so each must be helically-pre- 
formed by a separate die if normal cable practices are to 
be followed. 


In applicant’s case each armor rod of any given group 
of armor rods is manufactured through the same die and 
by the same instrumentality, so that to the greatest extent 
possible each armor rod is helically-preformed exactly in 
the same form as its brothers, making for maximum par- 
allelism between the several elements and for the best pos- 
sible conformance, on which mutual support depends. 


No matter how much care is taken in attempting to im- 
part an identical helical set to separate wires by separate 
dies, there always results that degree of variation between 
them to preclude the desired helical conformance through 
their length. For such reason, short lengths of the Moxham 
cable, if severed from the main body, could spring open 
and fall apart, such as was suspected by the Examiner in 
Division 52 of the Peterson construction in the Office action 
referred to above. 


It is again submitted, therefore, that the teaching essen- 
tial to the realization of the Peterson invention is lacking 
in the Moxham disclosure, and since each is directed to a 
different field of invention from the other, it is submitted 
that the claims should be allowed and that the rejection on 
Moxham should be withdrawn. 


With respect to Claims 26 and 27, it is submitted that 
applicant perfected his appeal in such timely manner as 
was necessary to prevent the decision of the Board of 
Interference Examiners in Interference No. 83,266 from 
beoming final, and that failure to prosecute the appeal was 
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brought about by the disclaimer and concession of priority 
filed by the party Bodendieck with respect to the interfer- 
ence issues, whereby Peterson was automatically rein- 
stated in his ex parte status and was precluded from com- 
pleting the inter partes appeal thus vitiated. 


For this reason the decision of the Board of Interference 
Examiners is not conclusive upon the party Peterson, and 
the rejection of res judicata as to Claims 26 and 27 which 
comprise the interference issues should accordingly be 
withdrawn. 


At page 4 of the specification in the paragraph beginning 
line 6, it is stated that helically-preformed elements may 
be intertwisted together to form a closed envelope 10 with- 
out the necessity of providing any support from within as 
has heretofore been the case. The next paragraph on that 
page states that since the elements may be assembled to 
form the envelope by grouping them together coextensively 
and by twisting them relative to each other until each 
assumes its respective place in the lay of the envelope, it is 
obvious that they may be applied to enclose elongated mem- 
bers whose ends are not available for threading through the 
resulting helix. This same paragraph refers to Figure 18, 
which is elsewhere identified as a schematic representation 
of the side application of a plurality of helically-preformed 
elements to an elongated member of wire, cable, etc. 


It is remarked that for wires or cables already installed, 
or for brake rods, etc., the preformed elements are held 
adjacent their middles against such wire or cable or brake 
rods, ete, and their ends are twisted as shown in the 
arrows of Figure 18 until completely in place. 


This same paragraph, continuing at the top of page 5, 
says that the resulting envelope affords readily available 
means which may be quickly installed around cables or 
rods without disturbing the pre-existing arrangement. 
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The next paragraph on page 5 says that the envelope of 
helically-preformed elements as shown in Figures 5 and 6 
may be applied to cables or other elongated bodies in the 
same manner as that described in the preceding paragraph. 


The Examiner in his decision on motions in Interference 
No. 83,266, dated October 6, 1948 (Paper No. 24), stated 
at page 3 that “obviously in twisting two groups of wires 
together to form a hollow body they would be twisted to- 
gether in groups although Peterson does not say so in so 
many words. This is so because only two elements (groups) 
are involved and if they are twisted together it must be 
simultaneously. However, in wrapping a core a third ele- 
ment is introduced into the combination and when two 
elements are wrapped about a third obviously it can be 
done simultaneously or seriatim.” 


The formation of the hollow body, which envisages the 
twisting of two groups of helically-preformed elements 
simultaneously together as stated by the Examiner in the 
foregoing quotation, is the subject-matter of the descrip- 
tion at page 4 in the paragraph commencing line 6, which 
has been alluded to above. 


The subjects-matter of the following paragraphs on 
pages 4 and 5, however, also previously mentioned above, 
direct the enclosure of core members by helically-preformed 
elements: in the case of page 4, by grouping them together 
coextensively and by twisting them relatively to each other 
until each assumes its respective place in the lay of the 
envelope to enclose such cores; and in the case of page 5, 
it is stated that the envelopes of Figures 5 and 6 may be 
applied to cables or other elongated bodies “in the same 
manner as that described in the preceding paragraph.” 


Applicant does not contend that the Examiner does not 
have room for argument in insisting that, where three ele- 
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ments are involved, seriatim, as well as simultaneous, ap- 
plication is a possibility, but he does urge that if the lan- 
guage of this part of applicant’s disclosure is given its 
obvious meaning, then the simultaneous application must 
be accepted as the best interpretation of applicant’s inten- 
tions in this respect. And certainly if there are any doubts 
remaining, applicant is entitled to the benefit of such 
doubts. The Board of Appeals thought so in this case and 
on this identical set of facts. 


There seems to be no reasonable basis further to deny 
applicant the benefit of such doubt. It is submitted, there- 
fore, that with a reasonable showing having been made by 
applicant, there does exist a basis for the support of 
Claims 26 and 27 in the present application, and with the 
concurrence of the Board of Appeals in such conclusion, 
whether the Examiner is in full agreement or not, he 
should be guided by the majority judgment, as well as by 
the weight of prevailing authorities, to withdraw his rejec- 
tion of these claims and allow them to applicant in the 
present case. 


The Board of Interference Examiners did but little more 
than adopt bodily the Examiner’s decisions on the motions 
above referred to and in so doing gave little or no consid- 
eration to the merits of Peterson’s case of priority, using 
instead the Examiner’s argument that there was lack of 
basis in Peterson’s application to support the counts. 


The Board of Appeals, on the other hand, whose rulings 
are usually considered controlling in all matters affecting 
patentability, as distinguished from issues of priority, 
found on the same facts now being urged against applicant 
by the Examiner, and the same facts now being urged by 
applicant against the Examiner’s argument, that there was 
basis in the present Peterson application to support Claims 
26 and 27, and there has never been presented to the record 
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inter partes or ex parte since the time of the decision of 
the Board of Appeals any new showing of fact or any new 
argument which would tend to prove that the decision of 
the Board was in error. 


It is therefore within the Examiner’s prerogatives, espe- 
cially with the aid of the supervisory authority of the Com- 
missioner of Patents, to accept applicant’s conclusion and 
that of the Board of Appeals, that there is basis in the 
present application to support the subject-matter of Claims 
26 and 27 herein. 


It is suggested that this does not have to be the best 
basis, nor even such basis as might be completely satisfac- 
tory to the Examiner against all of the persuasions of 
argument he might bring to bear in expression of the con- 
trary view, but basis, nevertheless, of sufficient cogency to 
permit the Examiner to withdraw this rejection against 
Claims 26 and 27 and to permit Peterson to have the patent 


which, except for an abortive inter partes diversion, would 
have been granted to him by the mandate of the Board of 
Appeals in consequence of their decision dated July 2, 
1948, in the present record. 


Therefore, withdrawal of the final rejection, acceptance 
of the accompanying affidavit, and reconsideration of the 
rejection of the claims in this case in the light of the fore- 
going arguments, are requested, and an allowance solicited 
thereon. 


For the reasons that Claims 26 and 27 are allowable to 
applicant herein, in accordance with the foregoing discus- 
sion, so is the subject-matter of Claim 31, added hereto by 
the present amendment. This corresponds to Claim 16 in 
the record of applicant’s co-pending application Serial No. 
2,200, and is part of the subject-matter which is regarded 
as a continuation of the subject-matter of the present ap- 
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plication. It will be recalled that this claim is generic to 
the interference counts and to the method disclosed in this 
application and in applicant’s co-pending application, in 
which it was asserted as a matter of original record and 
was in effect disclaimed by Bodendieck in the recent inter- 
ference by his failure to adopt it upon the occasion of 
Peterson’s moving that it be added to the issues of the 
interference. 


This failure to adopt acts as a disclaimer to the same 
extent as does the statutory disclaimer filed by Bodendieck 
as to the subject-matter of Claims 26 and 27 herein, whereby 
the antedating affidavit is as effective in removing Boden- 
dieck as a reference against the allowance of this claim to 
Peterson as it is in connection with the other claims which 
were rejected on Bodendieck as a reference. 


Since this claim is broad enough to cover seriatim or 
simultaneous application of armor rods, both of which are 
evidently present in the instant case, it is believed that it 
is more properly asserted in this case as the earlier filed 
of the two Peterson applications which were involved in 
interference, and hence it is asserted here, together with 
the interference counts, so that they may all be allowed to 
applicant herein, in which eventuality these three claims 
will be duly canceled in application Serial No. 2,200. 


Respectfully submitted, 


Wuxrnson, Huxrey, Byron & Hume, 


By Paratcx H. Hume, 
Attorneys for Applicant. 


Chicago, Illinois, 
March 13, 1952. 
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Affidavit—In Accordance with Rule 131 


Strate or Ox10, 
County or CuyaHoGa, 

Your affiant, THOMAS F. PETERSON, being first duly 
sworn, deposes and says: 


That he is the applicant named in the above-entitled 
application; that he completed the invention shown and de- 
seribed in said application, and as now claimed therein, 
and more particularly the invention as recited in Claims 
3, 12, 13, 15, 19 and 23, prior to September 8, 1944, as is 
evidenced by the following attached photographic exhibits,° 
made a part hereof by this reference, taken at that time or 
subsequently taken to illustrate the construction and appli- 
cation of helically-preformed armor wires to lines or cores 
as shown and described in the foregoing application, and 
as was actually reduced to practice before September 1944: 


Figure 1 is a reprint of a 1944 photograph showing 
helically-preformed reinforcements held in a pair of tools; 
which in Figure 2 are disposed on opposite sides of a 
central core in parallel relation therewith, so that the pre- 
formed armor wires are grouped on each side of the core 
in side by side parallel relationship. 


Figure 3 illustrates the preformed armor wires being 
simultaneously wrapped about the core, while the wires are 
maintained in substantial parallelism during the wrapping 
operation. 


Figure 4 illustrates the gathering of armor wires for 
manual installation to this same effect, commencing either 
with the coaxial parallel grouping shown at the right-hand 
side of Figure 5, or the spaced axial parallelism as shown 
at the left-hand side of this same figure, the latter condi- 
tion being symbolically represented by armor wires ar- 
ranged as a starting condition as shown in Figure 6, in 


*Photographic exhibits not printed but are reproduced in the certified trans- 
cript of the record comprising Pl. Ex. 14-1B at Record pages 164-165. 
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relation to a core not shown. The core may be two sections 
of electric conductor to be spliced as shown at a in Figure 
7, in which the helically-preformed armor wires are grouped 
around the core so as to extend substantially equal dis- 
tances to each side of the break therein, said wires being 
grouped oppositely with respect thereto and being sub- 
stantially parallel to the core and to each other, the said 
wires being substantially wrapped as shown in Figure b so 
as to be closed about the opposed ends of the conductor 
at each side of the break therein to effect a splice. Such 
an installation of armor is shown in Figure 8a and is shown 
completed in Figure 8b. In Figure 9 two half groups 
of coaxial parallel helically-preformed armor wires are 
grouped oppositely with respect to a core, said armor 
wires being simultaneously wrapped as shown in Figure 
9b around the core, while the wires are maintained in 
parallelism during the wrapping operation, the said wrap- 
ping beginning at a point intermediate the ends of the 
armor wires (in this instance the bight portion), and pro- 
gressing outwardly toward both ends of the armor wires 
simultaneously. 


Affiant further says that the inventions shown in the 
foregoing photographs are identical in form and procedure 
with those practiced prior to September 1944, and are iden- 
tical with those claimed in the application in caption. 


Further affiant saith not. 
Tomas F. Pererson 


Subscribed and sworn to before me, this 13th day of 
Mareh, 1952. 
Cary R. Atsurn (Cary R. Alburn) 
Notary Public. 
(SEAL) 


My Commission Expires February 19, 1954. 
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Patent Office Action Paper No. 30, Mailed April 7, 1952 
Responsive to amendment filed March 15, 1952. 


Claim 31 has been entered for the purpose of appeal 
only. This claim being a duplicate of claim 16 of Serial No. 
2,200 stands rejected on the same grounds employed against 
said claim therein. 


The ground of rejection of res adjudicata against claims 
26 and 27 is withdrawn. However claims 26 and 27 still 
stand rejected on the ground that applicant has no right 
to make said claims in view of the adverse decision by the 
Board of Interference Examiners in Interference No. 
83,266. 


The affidavit under Rule 131 has been considered but is 
insufficient to remove Bodendieck as a reference. Examiner 
finds nothing in the affidavit to prove completion of the 
invention by applicant prior to the filing date of the in- 
stant application. Fig 1 is the only figure relative to which 
any date is alleged and it could have been at any time 
during 1944. As far as any of the figures are concerned 
there is nothing to tie them to applicant. The important 
questions are: who performed the operations or produced 
the articles shown in these figures and when? And how do 
these figures relate to each of the claims referred to in the 
affidavit? The affidavit must set forth facts (ex parte Dono- 
van 1890 C.D. 109) which make out a prima facie case of 
prior invention (ex parte Romunder 1910 C.D. 121). It is 
for the applicant to set forth the facts and the Examiner 
to draw the conclusions therefrom (ex parte Grosselin 
1901 C.D. 249). 


Applicant’s argument with respect to Moxham is uncon- 
vincing. Moxham’s structure is inherently self-sustaining 
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(page 2, lines 1 to 8) and applicant is not entitled to claim 
a short length thereof. 


The final rejection of October 31, 1951 stands and the 
statutory period for response runs from the date thereof. 


Examiner 


Patent Office Action Paper No. 31, Mailed April 11, 1952 
Upon reconsideration the final rejection is withdrawn. 


It is desired to clarify the rejection of claims 26 and 27 
by pointing out that these claims stand rejected on the 
ground that applicant cannot make them for reasons fully 
set forth in the Decision on Motions in Interference No. 
83,266, which decision was affirmed by the Board of Inter- 
ference Examiners. 


Attention is called to Rule 78(b) relative to having con- 
flicting claims in two applications. 


Statutory period for response runs from the date of this 
action. 


Examiner 


Argument Filed May 1, 1952 and Affidavit 


Responsive to the Office action of April 7, 1952, supple- 
mented by Office action dated April 11, 1952, applicant 
notes that the affidavit submitted last March 15th to ante- 
date the Bodendieck reference has been found deficient. 
In this respect, most of the proofs available to applicant 
in support of his having completed the invention prior to 
September 1944 were retained in the Patent Office as ex- 
hibits in Interference No. 83,266, and although request was 
made of the Docket Clerk over a month ago to return these 
exhibits to Peterson, they have not as yet been received. 
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Accordingly, it was necessary to make do with such other 
material as was on hand. Proofs accompanying the affi- 
davit are herewith supplemented by a corroborating affi- 
davit of Jesse C. Little, whose testimony also appears in 
Peterson’s record in the Patent Office Interference No. 
83,266, which shows a connection between the photographs 
and the Peterson invention herein claimed at a date prior 
to September 1944. It is believed that this affidavit when 
taken in conjunction with the Peterson affidavit previously 
submitted will be sufficient for the purposes of antedating 
the Bodendieck reference and removing it from considera- 
tion. But even if the reference is not withdrawn: 


It is submitted, however, that Bodendieck may only be con- 
sidered a reference against Claims 26 and 27, which com- 
prised the interference issues, and possibly Claim 31. 
Bodendieck is not a reference against Claims 3, 12, 13, 15, 
19 and 23, as stated in the rejection of October 31, 1951, 
and as repeated in the current action, for the reason that 


these claims are article claims relating to a hollow body, 
or in the case of Claim 23 a method claim relating to the 
formation of such a hollow body, which the Bodendieck 
patent does not show or make any suggestion with respect 
thereto. 


Therefore, Bodendieck is not a reference against Claim 
3 because this claim is directed to a hollow body not shown 
by Bodendieck nor claimed by him, and because Claim 3 
is an article claim of original record in this application, 
and thus is inherent in its disclosure and is entirely dis- 
tinct from the method claims which originated in the 
Bodendieck patent, and which were at issue in Interference 
No. 83,266. 


Bodendieck is not applicable to Claims 12 and 13 because 
he does not show a mechanical or electrical splice for wires, 
strands, ropes, and the like, nor the dimensional limita- 
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tions of the helices called for by these claims. Here, again, 
the claims were a part of the original disclosure as filed. 


Bodendieck is not applicable as a reference to Claim 15 
for reasons discussed in connection with Claim 3, since he 
does not show an envelope of helically-preformed elements 
arranged in self-supporting relation to constitute a hollow 
body, and neither shows nor claims any article correspond- 
ing thereto. 


Bodendieck is not a reference against Claim 19 for the 
same reasons argued already in support of Claims 13 and 
15 above. This claim is directed to a tubular article formed 
of a plurality of helically-preformed elements mutually 
sustained to constitute a hollow body, the elements of which 
are axially displaceable. 


Claim 23 is a method claim, but Bodendieck is not ap- 
plicable thereto, since this claim is directed to a method of 
forming a hollow body from helically-preformed elements. 


Bodendieck does not show a hollow body, nor does he sug- 
gest that helically-preformed elements can be mutually 
sustaining in the absence of a core to make such a method 
possible. Here, again, this claim was a matter of original 
record herein and clearly distinguishes over the Boden- 
dieck patent. 


Claim 30 returns to the description of an article and for 
reasons already advanced concerning Claims 3, 15 and 19 
above, distinguishes from Bodendieck, because he does not 
show a cylindrical knock-down hollow body composed of 
helical components, nor does he suggest that the preformed 
elements shown in his disclosure (which he attributes to 
Peterson in his specification) are susceptible to such an 
adaptation. Although the present Claim 30 was not in this 
application as filed, it is the result of rewriting original 
Claim 2 of the original disclosure upon which it is based. 
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Claim 31 corresponds to Claim 16 in case Serial No. 2200 
and has been rejected on this record on the Bodendieck 
patent, similar to its rejection in the other application. It 
is submitted that Bodendieck is not applicable against this 
claim, since it is broader than the simultaneous application 
of the armor wires contemplated by Bodendieck. Simul- 
taneous application constitutes the only manner of install- 
ing the armor wires shown in his patent. Bodendieck by 
his tools is limited to the simultaneous application of the 
wires he discloses. He refused to adopt this claim in the 
interference and so disclaimed the subject-matter thereof. 
It was a matter of original record in applicant’s copending 
application Serial No. 2200 and was adopted in this case, 
since it is broad enough to cover the disclosures of both 
applications and so is logically presented in the earlier 
one. Not being limited to simultaneous application, its 
terms apply to Figure 18 and to Figures 9 and 10 assembled 
from the starting condition illustrated in Figure 13. It 
should accordingly be allowed to applicant. 


The same claims have been rejected on the reference to 
Moxham. This patent and the Examiner’s remarks per- 
taining thereto have both been carefully analyzed, but it is 
not seen wherein this reference is applicable in any way 
to the present invention as claimed in this application. To 
begin with, the patent is directed to the making of a wire 
cable such as a traction cable for railways. Its purpose is 
to make the individual strands of the cable of solid wires, 
which in and of themselves are sufficiently massive to re- 
sist breakage due to wear from abrasion. Such massive 
solid strands have to be laid up in hot condition in order 
to render them sufficiently plastic to assume the helical 
form. Since the hot wires are destructive to the core when 
spun around it in making the cable, this applicant proposes 
to form the wires individually beforehand cold so as to 
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gain the two-fold advantage of imparting a helical set 
which will lay into the position of the strands in the strand- 
ing machine, and which at the same time will have more 
life or resilience than a hot laid cable which forms a dead 
set and draws the temper of the metal. 


It is stated in the specification (page 1, line 63) that 
“Thousands of lineal feet of wire are thus laid up in every 
cable.” Further, along in this same column (lines 8, 89, 
ete.), it is stated that the individual wires are formed to 
a pitch that is slightly less than the pitch the wire will 
assume when laid up in the cable, which foreshortening is 
reconciled when the laying up is accomplished under ten- 
sion. The tension will overcome any irregularity in the 
helices and store in the made-up cable the live force 
desired. 


Now, it stands to reason that a cable made up in lengths 
of thousands of feet and in such continuous manner that 
the individual strands can be laid up under tension, bears 
no resemblance whatever to the short length reinforcement 
elements of applicant which are formed to the same pitch 
and lay, laid up without tension, and which by virtue of 
their short length could not be tensioned during their as- 
sembly into either the form of a hollow tube or in sur- 
rounding relation to a core. The one relates to a cable; 
the other relates to helically-preformed elements for rein- 
forcing cables, or to be used as conduits around pre-exist- 
ing linear bodies. 


The elements in Peterson’s reinforcement are capable 
of being twisted together to form the tube, and of being 
untwisted in separate elements again. They are of the 
same pitch and the same lay, and are not deformed to 
have the live tension mentioned in the Moxham patent, 
but rather are made to conform as precisely as possible. 
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Moxham, on the other hand, imparts a helical set to the 
wires, which are ultimately to be laid into the cable thou- 
sands of feet in length. This means that the wires them- 
selves are thousands of feet long and are laid up in a 
cable spinning machine in the conventional way under ten- 
sion, which forces them into a different helical attitude 
than that in which they were initially set. 


From here on, the Examiner only assumes that if one 
were to cut a short piece out of the Moxham cable, he 
would have the equivalent of Peterson’s helically-pre- 
formed elements. There is nothing in the Moxham refer- 
ence to give the Examiner a basis for such an assumption, 
and certainly there is nothing in the patent disclosure to 
teach that this can be done, or that the Moxham wires are 
mutually sustaining in any lengths shorter than those usu- 
ally characterizing traction cables. Thousands of feet have 
already been mentioned as representative of such length. 
The present-day cables on the cable cars in San Francisco, 


for instance, run for many miles in an endless loop. 


The claims presented in this record are very specific to 
Peterson’s contribution. They are not directed to cables, 
nor to the stranded elements of cables. They are not di- 
rected to helically-preformed elements such as might be 
derived from cutting a section from a helically laid cable 
and afterwards separating the elements of that cable in 
which a helical set would unquestionably remain. Rather, 
he directs his invention to a reinforcement composed of 
helically-preformed elements which he is the first to teach 
the art, and which no one, including Moxham, disclosed 
before him. 


It is submitted that it is unreasonable to insist that 
Moxham teaches the Peterson invention. He does not even 
relate to the same class of subject-matter, and in final 
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physical form there is no recognizable identity between 
the Moxham cable and the Peterson reinforcement or hol- 
low tube. It seems self-evident that anyone interested in 
traction cables would not borrow from the Peterson inven- 
tion to make it. Neither would one seeking information 
on preferred ways of reinforcing cable, or making a col- 
lapsible tube of relatively short, easily-handled lengths, 
turn to Moxham or his cable to derive information on such 
matters. 


In view of this, the rejection of the claims on Moxham 
should be withdrawn. 


If the Examiner insists on rejecting the claims on these 
same two references, it is requested that he indicate how 
they are applicable against the claims and his reasoning 
in so applying them. 


Respectfully submitted, 


Wrrinson, Huxtey, Byron & Hume, 


By Parrick H. Hume, 
Attorneys for Applicant. 
Chicago, Illinois, 
April 25, 1952. 


Affidavit of Jesse C. Little 


State or Ox10, 
County or CuYaHoGa, 


Your affiant, JESSE C. LITTLE, being first duly sworn, 
deposes and says: 

That he is of lawful age; that he is a graduate industrial 
engineer, and has known THOMAS F. PETERSON, the 
applicant designated in the above-identified application 
since 1940. 
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That in June of 1940, your affiant became an employee 
of the American Steel & Wire Company at Cleveland, 
Ohio, in the Vibration Testing Laboratory of that com- 
pany, where he was under the direct supervision of said 
Thomas F. Peterson in the performance of duties which 
included the testing of wires and wire products, including 
electrical cables and other stranded bodies, and also in- 
cluded the testing of reinforcements for such wires and 
cables, and the tying of said wires and cables to supports. 
One of the forms of reinforcement which was introduced 
to your affiant by the said Thomas F. Peterson was com- 
prised of helically-preformed components usually of wire, 
but in some embodiments included plastic forms. Such 
reinforcements were formed to an inside helical diameter 
slightly less than the overall diameter of the wire or cable 
around which they were to be applied, and were of mutu- 
ally conforming open pitch and extended lay so as to be 
applicable to wires and cables from the side of the latter 
without exceeding the elastic limit of the material of said 
helical components. 


Your affiant says further that the photographic exhibits 
which accompanied the affidavit of Thomas F. Peterson 
made of record in the above-identified application as of 
March 15, 1952, represent cuts made from photographs 
(the originals of which are either already on file in the 
Patent Office as exhibits for Peterson in Interference No. 
83,266, or else are no longer available) which were either 
made by him or under his supervision to illustrate the 
application of helically-preformed armor wires to stranded 
conductors stretched as core members about which said 
wires were disposed, prior to September 1944, and that the 
hands of the person appearing in said photograph Fig. 4 
illustrating the gathering of armor rods for installation, 
are those of your affiant. 
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Your affiant further says that it was customary prior to 
September 1944 for him, acting under the guidance and 
direction of Thomas F. Peterson aforesaid, and also for 
the said Thomas F. Peterson himself, to enclose sections 
of conductor with a set of mutually conforming helically- 
preformed armor wires assembled around the conductor 
as a core to constitute an enclosing tube therefor. The 
assembly of such preformed armor wires in this manner 
was accomplished by separating the armor wires into a 
pair of groups, with the wires of each group arranged 
side by side in substantial parallelism, and with the groups 
being arranged oppositely with respect to said core, and 
then simultaneously wrapping the preformed armor wires 
about the core while maintaining them in substantial par- 
allelism during the wrapping operation. 


Your affiant says further that the said wrapping of the 
armor wires was frequently begun at a point intermediate 
their ends and conducted outwardly toward said ends in 
a simultaneous manner. 


Your affiant further says that the wrapping operation 
was carried out as stated by using the hands alone, which 
twisted the opposite ends of the helically-preformed wires 
in opposite directions so as to enclose them about the core 
by a motion resembling the action taken in wringing a 
cloth, and that, furthermore, tools were used in the appli- 
cation of helically-preformed armor wires in the said 
Vibrational Laboratory by your affiant as early as 1941, 
which carried out this same process. Two tools were em- 
ployed, each of which had a central bore within which the 
conductor or core piece was accommodated. Each tool was 
divided in half through its central bore so as to comprise 
four half bearings, which were adapted to be bolted to- 
gether in pairs around the conductor or core. Each half 
bearing was provided with a plurality of holes eccentrically 
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mounted with respect to the central bore, but in axial par- 
allelism therewith and in surrounding relation thereto. 
These holes were for the accommodation of helically-pre- 
formed armor wires, each armor wire being disposed 
through corresponding holes in the half bearings of adja- 
cent tools located on the same side of the conductor or 
core. When the tools were fully loaded with armor wires 
in this fashion, the latter were divided into two groups, 
one of which was disposed on one side of the conductor 
or core, and the other of which was disposed on the other 
side of the conductor or core, so that the helically-pre- 
formed wires were carried in side by side relationship in 
substantial parallelism to each other and to the conductor. 
The halves of the tools were then bolted together so that 
the conductor or core passed through the central bores of 
the two tools which held the helically-preformed armor 
wires in surrounding relation thereto in the manner just 
described. 


Your affiant further says that application of the armor 
wires to the conductor was initiated by positioning the 
tools adjacent the center of the armor wires and by turn- 
ing the tools in opposite directions so as to be screwed 
apart by the helical pitch of the armor-wires and to move 
outwardly towards the ends of the latter, which movement 
was at the same time effective to wrap the armor wires 
about the conductor or core between the two tools. 


Your affiant says further that this wrapping motion was 
carried out simultaneously to the ends of the performed 
armor wires, where the length of the latter permitted this 
to be done, by one man actuating both tools. 


Your affiant says further that helically-preformed armor 
wires and the application of the same herein described are 
the invention of said Thomas F. Peterson within his per- 
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sonal knowledge, and that your affiant executed the methods 
herein described and as shown in the photographic cuts 
accompanying the Peterson affidavit filed in the above- 
entitled application on March 15, 1952, and described in 
the said Peterson affidavit, prior to September 1944, and 
has personal knowledge that the said Peterson practiced 
the inventions recited in all the claims under rejection in 
the application Serial No. 698,312 filed by him September 
20, 1946, prior to September 1944. 


Further affiant saith not. 
Jesse C. Lrrrie 


Subscribed and sworn to before me, this 10th day of 
April, 1952. 
Cary R. Arsurw (Cary R. Alburn) 
Notary Public. 
(SEAL) 
My Commission expires February 19, 1954. 


Patent Office Action Paper No. 33 Mailed August 27, 1952 


Responsive to letter of May 1, 1952. 


Page 1, line 3: insert now patent No. 2,587,521, after 
“1945,” 


Page 9, lines 6-17: there is no teaching of how the two 
half-lays shown in Figure 16 can be combined. The descrip- 
tion merely sets forth the desired result without the steps 
for accomplishing it. 

The patent to Bodendieck is withdrawn as a reference 
in view of the affidavit under Rule 131 of Peterson filed 
March 15, 1952 when considered in connection with the 
affidavit of Little filed May 1, 1952. 
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Clams 3, 12, 13, 15, 19, 23 and 30 are again rejected on 
Moxham. Examiner has carefully considered applicant’s 
argument but is unable to agree that these claims define 
invention over Moxham. It is Examiner’s considered opin- 
ion that if a short section were cut from Moxham’s cable 
it would be the full equivalent of the article of claims 3, 
12, 13, 15, 19 and 30 and could be assembled and disassem- 
bled according to the method of claim 23. In Moxham and 
in applicant’s article the individual helical components are 
necessarily under tension when assembled. If they were not 
they would not be “mutually coherent” or self-sustaining. 
As stated in Moxham (page 1, lines 81-83) the “pitch 
should be somewhat less than that which the wire will 
assume when laid up in the cable” and this is also true in 
applicant’s case. It is this fact that causes the assembled 
article to be self-sustaining. Applicant is not entitled to 
the allowance of claims which read on Moxham except as 
to dimensions. The difference over Moxham is considered 
purely one of degree, not of kind. 


Claims 26 and 27 are again rejected on the ground that 
applicant cannot make them for reasons fully of record in 
the Decision on Motions and the Decision of the Board of 
Interference Examiners in Interference No. 83,266. 

Claim 31 (which is a duplicate of claim 16 of serial No. 
2,200) is again rejected on the ground that applicant can- 
not make this claim for reasons fully set forth in the Deci- 
sion on Motions and Decision of the Board of Interference 
Examiners in Interference No. 83,266. 


Claims 6, 7, 10, 11, 16, 17, 18, 20, 22 and 24 are again 
rejected as drawn to non-elected species. Attention is called 


to the fact that claims 7 and 10 are not supported by the 
drawings. 


Claims 4, 5, 8, 9, 14, 21 and 25 are considered allowable. 
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This action is MADE FINAL. 
Examiner 


Appeal to the Board of Appeals No. 34,334, 
Filed September 9, 1952 


Applicant hereby appeals to the Board of Appeals from 
the decision of the Principal Examiner finally rejecting 
Claims 3, 12, 13, 15, 19, 23, 26, 27 and 30 as being unpat- 
entable to applicant herein, and for rejecting Claims 6, 7, 
10, 11, 16, 17, 18, 20, 22 and 24 on the grounds that they 
are directed to non-elected species of the invention under 
the assumption that they may not be retained in this appli- 
eation in the absence of the allowance of one of the generic 
claims specified above as being rejected and under appeal 
herewith. 

Respectfully submitted, 


Wuxrson, Huxtey, Brron & Hume, 


By Patrick H. Hume 
Attorneys for Applicant. 
Chicago, Illinois 
September 8, 1952. 


Amendment to Statement of Appeal and Request for 
Consolidation of This Appeal With Appeal No. 34,333 
Filed October 16, 1952 


Through inadvertence, applicant omitted Claim 31 from 
the statement of appealed claims occurring in the third line 
of his Statement of Appeal filed September 9, 1952, affect- 
ing Serial No. 698,312. 
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It is respectfully requested that finally rejected Claim 
31 be added to the list of rejected claims upon which appeal 
is taken in this case. 

It is further requested that the applicant be extended 
permission to treat the subject-matter on appeal in Appeal 
No. 34,333 and Appeal No. 34,334 simultaneously in the 
matter of briefs and at final hearing. This is necessary since 
the two cases have been interlocked during their prosecu- 
tion both ex parte and inter partes in consequence of inter- 
ferences which have been litigated on this record. In 
consolidating the hearing, applicant requests that he be 
given a total compass of time equal to the summation of 
the two hearing periods combined. 


Respectfully submitted, 


Wrxtxsonx, Huxtey, Brrox & Hume, 


By Pataiok H. Hume 
Attorneys for Applicant. 
Chicago, Ilinois 
October 15, 1952. 


Examiner’s Answer Before Patent Office Board of Appeals 
in Consolidated Appeals 34,333/4, Mailed 
February 26, 1953. 


This is a consolidated appeal from the final rejection of 
claims 3, 6, 7, 10 to 13, 15 to 20, 22 to 24, 26, 27, 30 and 31 
in Serial No. 698,312 and claims 1 to 11, 13 to 16 and 21 to 
28 in Serial No. 2,200. Claims 4, 5, 8, 9, 14, 21 and 25 are 
allowed in Serial No. 698,312. No claims are allowed in 
Serial No. 2,200. 


A correct copy of the appealed claims appears on pages 
E-1 to E-14 inclusive of Appendix E of applicant’s brief.* 
*For economy in printing this a Appendix, applicant’s primary brief 


has been omitted. It appears in the original transcript of Pl Ex 1A-1B, 
pages 185-308, incl. 
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Tue REFERENCES 


The references of record relied on are: 


Moxham 337,513 March 9, 1886 
Peterson 2,275,019 March 3, 1942 
Bodendieck 2,414,136 January 14, 1947 


“P.F.T.—Preformed Armor Rods and Multiple Wire Ties” 
American Steel and Wire Company of New Jersey—1946 


Tue Sussecr Matrer 


The subject matter of the appealed claims relates to heli- 
cally preformed wire-like or rod-like elements (which may 
be of metal or plastic) with particular reference to methods 
of assembling the same and structure made therefrom. 
These elements are helically preformed to the same pitch 
so that a full complement thereof may be assembled to 
form a self-sustaining hollow cylindrical structure. 


In Serial No. 698,312 applicant shows helically pre- 
formed elements 1 which may be assembled into hollow 
bodies (Fig. 7) the elements of which may have relative 
axial telescopic movement (Fig. 3); they may be assembled 
about a cable C having a slightly larger diameter than the 
internal diameter of the helix of said elements whereby 
they tightly grip the cable; and the elements may be other- 
wise variously assembled as shown into other structures 
the patentability of which is not the concern of this appeal. 


In Serial No. 2,200 (which is a continuation-in-part of 
Serial No. 698,312) applicant shows various ways of ap- 
plying the aforesaid helically preformed elements to a 
cable C whereby the resulting structure may serve as a 
reinforcement for a transmission line where it is attached 
to an insulator or as a vibration dampener at such point 
as shown in Figs. 13-15 and 17-22. 
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Tue Resection 


There are three phases to the rejection of the claims: 
(I) Rejection of certain claims in both applications on the 
ground of lack of disclosure, some of these claims being 
: duplicated in both applications; (II) Rejection of claims in 
| Serial No. 698,312 either as (a) unpatentable over the 
_ prior art or (b) as drawn to non-elected species; (III) Re- 
jection of claims in Serial No. 2,200 either as (a) unpat- 
' entable over the prior art or (b) drawn to non-elected 


species. 


(I) Claims 26, 27 and 31 of Serial No. 698,312 and claims 
16 and 23 to 28 of Serial No. 2,200 stand rejected on the 
ground that they are not supported by applicant’s disclo- 
sure. This ground of rejection is inextricably tied to Inter- 
ference No. 83,266 in which applicant was involved with 
patentee Bodendieck and which terminated in an award 


of priority to Bodendieck. This history of this interfer- 
ence is briefly as follows: 


On Sept. 17, 1947 applicant presented claims 26 to 29 in 
Serial No. 698,312 which were copies of claims 1, 2, 3 and 
20 of the patent to Bodendieck. These claims were finally 
rejected on the ground that they were not supported by 
applicant’s disclosure. On appeal Examiner was affirmed 
as to claims 28 and 29 and reversed as to claims 26 and 27. 
On Jan. 14, 1948, prior to the decision by the Board of 
Appeals and a year after the granting of the Bodendieck 
patent, applicant filed Serial No. 2,200 in which original 
claims 17 to 20 were copies of claims 1, 2, 3 and 20 of 
Bodendieck and Interference No. 83,266 was instituted 
forthwith. Bodendieck moved to dissolve on the ground 
that applicant could not make any of the counts and Peter- 
son moved to amend by adding Serial No. 698,312 to the 
interference. In the decision on motions Examiner granted 
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Bodendieck’s motion to dissolve and denied applicant’s mo- 
tion to amend on the ground that Serial No. 698,312 did not 
support the counts thereby in effect overruling the Board 
of Appeals. On request for reconsideration Examiner ad- 
hered to his holding that applicant could not make the 
counts but allowed the interference to proceed so that the 
question of the right to make could be decided inter partes 
at final hearing. Serial No. 698,312 was not added to the 
interference but applicant was given the benefit of the fil- 
ing date which, however, left him still the junior party. 


At final hearing the Board of Interference Examiners 
awarded priority to Bodendieck on the ground that appli- 
cant could not make the counts and adopted verbatim the 
language of the Examiner in his original decision on mo- 
tions. From this decision applicant filed notice of appeal 
to the Court of Custom and Patent Appeals. Before this 
appeal could be perfected Bodendieck filed a concession of 
priority to applicant and a disclaimer of his claims 1 and 2 
corresponding to the counts 1 and 2 (counts 3 and 4 having 
been stricken out as a result of the decision on motions). 
Thereupon applicant petitioned the Commisioner to vacate 
the judgment of the Board of Interference Examiners in 
view of the concesion of priority. The petition was denied 
and serial No. 2,200 was returned to Examiner to complete 
the ex parte prosecution. 


Examiner is not only in full agreement with the decision 
of the Board of Interference Examiners but considers him- 
self absolutely bound thereby. This was a judgment on the 
merits by a tribunal having jurisdiction over both parties 
and is not subject to review by the Board-of Appeals. A 
concession of priority by the winning party after such 
judgment has no effect thereon since it was based on appli- 
cant’s right to make the counts and said right to make is 
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determined solely by the disclosure in applicant’s applica- 
tions and has nothing whatever to do with which party was 
in fact the first inventor of the subject matter of the counts. 


It is advisable to first consider claims 26 and 27 of Serial 
No. 698,312 and claims 27 and 28 of Serial No. 2,200 since 
these are duplicates of claims 1 and 2 of Bodendieck and 
the reasons for holding these claims not supported by the 
disclosure are applicable to the other claims rejected un- 
der (I). 


It is Examiner’s considered opinion that the Board of 
Appeals erred in originally holding that claims 26 and 27 
of Serial No. 698,312 were supported by the disclosure. In 
taking this position Examiner is neither impertinent nor is 
he imputing negligence to the Board as charged by appli- 
cant on page 56 of his brief (lines 22 to 27). The decision 
is believed to have resulted from a poor presentation of 
the case by the Examiner together with fact that appli- 
cant’s counsel at the oral hearing demonstrated how the 
method of claims 26 and 27 could be performed by hand. 


Since Serial No. 698,312 had no original claims compa- 
rable to claims 26 and 27 it is necessary to go to the Boden- 
dieck patent to see what these claims mean. Bodendieck 
provides a pair of special tools for wrapping helically pre- 
formed armor wires (of the type shown by applicant) about 
a core which consists of an energized conductor 20. These 
tools comprise complemental hinged members having por- 
tions 56 which receive the core to be covered and arcuate 
slots 73 to receive the armor wires (Fig. 3). With the tools 
in place on conductor 20 (Fig. 1) and the armor wires ar- 
ranged half 23 in the upper slots 73 and half 24 in the 
lower slots, the tools are rotated about conductor 20 simul- 
taneously in opposite directions. As the tools are rotated 
they move away from each other and wrap the wires 23, 24 
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about conductor 20 as shown in Fig. 2. Claims 1 and 2 
recite the aforesaid method of applying preformed armor 
wire to a central core but contain no limitations as to the 
tools for performing the method. Theoretically the method 
of these claims could be carried out by hand but there is 
nothing in Bodendieck’s disclosure which suggests such a 
possibility. Furthermore we are not concerned here with 
whether or not the method can be carried out by hand but 
solely with whether applicant teaches how it can be done 
by hand. 


Still referring to Serial No. 698,312 Examiner calls at- 
tention to the following language on pages 4 to 6 of the 
decision of the Board of Interference Examiners in Inter- 
ference No. 83,266: 


Upon careful consideration Examiner is of the 
opinion that the Board of Appeals erred in holding 
that Peterson had a right to make these claims in said 
earlier application (ie. Serial No. 698,312) ; and since 
this is an inter partes proceedings Examiner is not 
bound by a decision rendered in an ex parte appeal. 
Specifically it appears that the Board erred in over- 
looking the limitation “simultaneously” in the claims. 
This is a very material limitation because Bodendieck 
discloses a special tool which in its normal operation 
necessarily wraps all of the wires “simultaneously” 
about the core. Since Peterson disclosed no tool it 
must be assumed that wrapping was performed with- 
out the aid of a tool and Fig. 18 so indicates. Assum- 
ing for the sake of argument, that it was inferrable 
from the disclosure that the groups of armor wire 
could be wrapped about the core either simultaneously 
or seriatim, there would be no predisposition in favor 
of simultaneously unless it were clear from the disclo- 
sure that such was intended and there was sufficient 
teaching of how to do it. As Examiner sees it Peter- 
son’s whole disclosure points away from a simul- 
taneous and toward a seriatim operation as far as 
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wrapping on a central core is concerned. Peterson has 
pointed particularly to Figs. 3, 5, 6 and 11 to support 
the claims. Figs. 3 and 11 each show two groups of 
preformed armor wires twisted together to form a 
hollow body. Now obviously in twisting two groups of 
wires together to form a hollow body they would be 
twisted simultaneously if they are twisted together i 
groups although Peterson does not say so in so many 
words. This is so because only two elements (groups) 
are involved and if they are twisted together it must 
be simultaneously. However, in wrapping a core a 
third element is introduced into the combination and 
when two elements are wrapped about a third ob- 
viously it can be done simultaneously or seriatim. 
Merely because Peterson shows (Figs. 5 and 6) a cen- 
tral core C wrapped with armor wires and states (page 
4, lines 26 to 28 and page 5, lines 5 to 7) that armor 
wires may be twisted together to enclose a core after 
the manner of Fig. 3, it does not follow that the appli- 
cation of all the armor wires to the core is simultane- 
ous. On the contrary Peterson states (page 4, line 29 
to page 5, line 4) that Fig. 18 illustrates the operation 
of wrapping a core and this figure clearly shows only 
a single group (less than an entire complement) of 
wires being twisted about a core. This is entirely in 
accord with the prior art practice as illustrated in 
Peterson’s prior patent No. 2,275,019, Figs. 1 and 2 of 
which show a conductor B armored with two helical 
strips 20 and 21 (which for the sake of comparison 
correspond to the two “groups” of the counts) and 
Fig. 2 clearly shows that the two strips are applied 
seriatim and this is borne out by description (page 2, 
column 1, lines 42 to 53). It is also in accord with the 
showing on page 6 of “P.F.T. Preformed Armor Rods 
and Multiple Wire Ties” Copyright 1946 by the Amer- 
ican Steel and Wire Company and introduced as Ex- 
hibit C before the Board of Appeals. This publication 
and Peterson’s prior patent refate his contention that 
the only way to apply the armor wires to the core in 
groups is simultaneously. Peterson has argued that 
the word “simultaneously” does not necessarily apply 
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to all of the armor wires but may refer to only the 
wires of one group. However, it is obvious that the 
limitation “simultaneously wrapping the preformed 
armor wires about the core” in these claims neces- 
sarily means all of the wires and Bodendieck’s tool 
cannot wrap less than all in its normal operation. 
Peterson’s claim 27 (count 2) contains the further 
limitation “and progressing outwardly towards both 
ends of the armor wires simultaneously” and not only 
does Peterson not disclose this step but it is clearly not 
a necessary step because page 8 of the publication 
“P.F¥.T. Preformed Armor Rods ete.” above referred 
to discloses an alternative way of wrapping. It must 
also be said that nowhere in the original disclosure is 
there any unequivocal basis for the step in these claims 
of arranging the wires of each group “oppositely with 
respect to the core.” Reverting to the limitation “simul- 
taneously” Peterson has referred to his original claim 
23 as a basis therefor but this claim is directed to 
“forming a hollow body” (Figs. 3 and 11) and there- 
fore has nothing to do with the counts of the interfer- 
ence as previously pointed out. Examiner calls atten- 
tion to original claim 20 (and particularly the last four 
lines) as proof that Peterson does not wrap all of the 
wires “simultaneously.” 


In addition to the above attention is further directed to 
the limitation “while the wires are maintained in substan- 
tial parallelism during the wrapping operation.” In Boden- 
dieck each tool is provided with arcuate apertures 73,109 
which ensure that this parallel relationship is maintained. 
There is no suggestion of this in applicant’s disclosure. 
In fact the disclosure is utterly devoid of any teaching 
of how the method of these claims can be carried out by 
hand. Nor is the method inherent in the disclosure. It is 
true that two groups of preformed wires can be applied 
to a core simultaneously by hand after one has been taught 
how but the teaching does not come from the application. 
It was only after a demonstration by applicant and his 
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counsel that Examiner was able to do it and it is not done 
after the manner of Figs. 1 and 2 of Bodendieck because 
the groups of wires must be brought into direct contact 
with the core before the wrapping starts and cannot be 
held spaced therefrom as shown in Fig. 1 of Bodendieck. 


Although claim 31 (Serial No. 698,312) is broader than 
claims 26 and 27 in that it omits the limitation “simul- 
taneously” it is nevertheless directed to the same subject 
matter and the limitation “simultaneously” is implied. The 
claim calls for “applying the groups upon opposite sides - 
of the line” and this is necessary where all the wires are 
applied at the same time as in Bodendieck, but not neces- 
sary where the groups are applied seriatim. According 
to this claim all the wires are applied at once because the 
last line states “completely to enclose the line.” There is 
nothing in applicant’s disclosure relative to applying the 
groups “to opposite sides of the line” nor is there support 
for the limitation “starting at a point adjacent to the mid- 
dle of the rods,” nor is it necessary to start at such a point 
whether wrapping simultaneously or seriatim. 


Coming now to Serial No. 2,200, a somewhat different 
question is presented. Applicant contends that since claim 
27 and 28 (same as claims 1 and 2 of Bodendieck) were 
first presented as original claims 17 and 18 they are ipso 
facto supported by the disclsoure under the rule that orig- 
inal claims are a part of the original disclosure. This rule 
is subject to the limitation that if the disclosure contained 
in the original claims is not clear and unequivocal it must 
be supplemented by adequate description. It is Examiner’s 
considered opinion that these claims standing by themselves 
are worthless as disclosure and that since they were 
Bodendieck’s claims and not applicant’s, it is necessary 
to go to Bodendieck’s disclosure to see what they mean. In 
Bodendieck they set forth a method which requires special 
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tools to carry it out. Applicant discloses no such tools 
and he has not unequivocally set forth how the steps can 
be performed by hand. 


It is necessary to refer to the following language found 
on pages 6 to 8 of the aforesaid decision of the Board of 
Interference Examiners: 


The party Bodendieck has moved to dissolve on the 
ground that Peterson has no right to make any of the 
counts of the interference. It is asserted that Peterson 
has no disclosure of arranging two groups of pre- 
formed armor wires on opposite sides of a core and 
then simultaneously wrapping them thereon. It is fur- 
ther asserted that the mere fact that Peterson has 
presented the counts as original claims in application 
Serial No. 2,200 is not in itself a sufficient disclosure of 
the method recited therein unless supplemented by an 
unequivocal description of how the method is to be 
performed. Examiner agrees that Peterson’s descrip- 
tion and drawings do not support the method recited 
in the counts. It is true that Fig. 4 shows a central 
core C with two groups of parallely arranged pre- 
formed armor wires 1la, 11b on opposite sides there- 
of, and Fig. 6 shows these two groups partially 
wrapped together about the core. However, there is 
no disclosure of whether these two groups are applied 
simultaneously or seriatim to the core. Fig. 23 pur- 
ports to show two tools 17, 18 for wrapping the armor 
wires but the nature of these tools is not disclosed and 
this showing is not considered to support in any way 
the interference counts. Examiner is of the opinion 
that the mere fact that Peterson has presented certain 
claims of the Bodendicek patent as original claims in 
his later application does not confer on him the right 
to contest these claims in an interference proceedings 
in the absence of clear and unequivocal disclosure as 
to how the method recited in these counts is to be car- 
ried out. . . . Examiner is fully convinced that the 
method of counts 1 and 2 can be carried out manu- 
ally (without the aid of Bodendicek’s special tool). 
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However, the fact that the method can be so performed 
is no reason for allowing Peterson to claim this 
method. Examiner is not concerned with whether 
Peterson can perform the method or with whether he 
or Bodendieck is in fact the first inventor of the 
method but only with whether Peterson has disclosed 
the method recited in the counts. The fact that in the 
light of Bodendieck’s teaching one can look at Peter- 
son’s disclosure and readily see how he could carry 
out the method is not enough. 


Examiner wishes to modify the last sentence of the 
above quoted matter (which incidentally is his own lan- 
guage) and to now state that it is not a fact that one can 
look at Bodendieck and readily see how in the light of 
his teaching Peterson could carry out the method of these 
claims by hand. As previously pointed out the method of 
Bodendieck must be modified by bringing the groups of 
wires into contact with the core before starting to wrap. 
Not only that but the two groups cannot be parallel to the 
core and to each other (as in Fig. 1 of Bodendieck) but 
they must be at an angle to the core and to each other. 
Applicant’s disclosure is utterly devoid of any such 
teaching. 


Claim 16, even though an original claim, is held not to 
be supported by the disclosure for the same reasons that 
duplicate claim 31 in Serial No. 698,312 is held not to be 
supported. There is absolutely no teaching of how the 
method recited in this claim can be performed by hand 
and the method is not inherent in the disclosure. 


In claim 23 there is no basis in the disclosure for “dis- 
tributing and holding said groups about the line ete.” The 
fact that Fig. 4 purports to show such an arrangement is 
meaningless because there is no teaching of how the groups 
11a, 11b could be held in the position shown unless it would 
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be by special tools such as shown in Bodendieck and this 
is not a part of applicant’s disclosure. The same objection- 
able limitation is found in claim 25 and a somewhat similar 
limitation is also in claims 24 and 26—“arranging a plu- 
rality of said helical units symmetrically about the line.” 
Obviously they cannot be left hanging in the air. There 
must be something to hold them but applicant does not 
disclose it. 


The step of “maintaining the coaxial helical disposition 
of said preformed elements” found in claims 23 and 25 
likewise is without support. Applicant has disclosed no 
means for so maintaining them. 


The limitations “simultaneously” in claim 23 and “mutu- 
ally” in claim 24 are also without support. 


Applicant argues that because claims 23 and 24 were 
once allowed in the patent to Runde No. 2,582,797 and since 
Runde was the losing party in Interference No. 83,265 in 
which applicant was involved, these claims should now be 
allowed to applicant. These claims were presented by 
Runde after the termination of said interference and if 
they were properly allowed to Runde that is prima facie 
evidence that they are not readable on applicant’s disclos- 
ure. If they were improperly allowed to Runde, that fact 
has absolutely no bearing on whether or nor they are sup- 
ported by applicant’s disclosure. 


To sum up phase (I) it is a cardinal principle that 
specific claims cannot be supported by a general disclosure 
and this is precisely what applicant is attempting to do. 


(II) (a) Claims 3, 12, 13, 15, 19, 23 and 30 (Serial No. 
698,312) stand rejected as unpatentable over the patent to 
Moxham No. 337,513. 
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Moxham discloses a wire cable with or without a core 
(page 2, lines 2 to 8) which is formed of a plurality of 
helically preformed wires of the type shown in Fig. 5 and 
which are identical with applicant’s preformed elements 
shown in his Fig. 1. These wires are preformed by being 
wound around a mandrel to the desired pitch so that all 
the wires forming the cable are identical. The wires may 
be preformed to a pitch slightly less than (page 1, lines 
81-83) or equal to (page 1, line 101 to page 2, line 2) that 
which they will have in the cable, and the internal diameter 
of the cable may be slightly less than the diameter of the 
core if a core is used (page 1, lines 83-85). If made without 
a core the hollow cable will be self-sustaining because the 
“helices are mutually coherent” (page 2, lines 2-6). 


The above-referred-to claims are considered to define 
Moxham in degree only if at all. Applicant argues that 
his preformed armor wires and the structures made there- 
from are of relatively short length whereas Moxham’s 
cable is of indeterminate length and if a short section 
were cut from Moxham’s cable the component wires would 
spring apart and separate. Examiner must take issue with 
this contention because it is well known that in preformed 
wire rope the individual elements tend to maintain their 
proper positions in the rope and will not spring out even 
when breaks occur. It is Examiner’s position that the indi- 
vidual wires in Moxham will remain in place if a short 
section were cut from the cable because they are stated 
to be “mutually coherent.” If a short section were cut 
from Moxham’s cable the component wires thereof could 
be disassembled and reassembled whether the section were 
hollow or provided with a core. Applicant is not entitled 
to claims which call for nothing more than a section of 
Moxham’s cable. 
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Claim 3 is held to be fully met by Moxham as to struc- 
ture. Moxham’s wires are obviously “deformable within 
the elastic limit of the material of which they are made” 
and if they are not too long they have the inherent capacity 
“to be applied sideways about an elongated member.” 


Claims 12 and 13 are also held to be fully met as to 
structure by Moxham except possibly as to the limitation 
“said elements being of limited length” and this is an in- 
definite limitation. 


Claim 15 is held to be fully met as to structure by 
Moxham. 


Claim 19 is held to be fully met as to structure by Mox- 
ham and the characteristic of axial displacement of the 
elements is held to be inherent in Moxham. 


Claim 23 is held to call for an obvious method of assem- 
bling the preformed wires of Moxham into a cable. 
Whether they are of indefinite or definite length they must 
be brought into more or less coextensive relationship be- 
fore they can be intertwisted to form a cable. 


Claim 30 is held to be fully met as to structure. It is 
obviously inherent in Moxham’s construction that a length 
of his cable, with or without a core, can be disassembled 
and reassembled by untwisting and retwisting the indi- 
vidual wires. 


To recapitulate, as far as the above claims are concerned 
Examiner can find nothing in applicant’s disclosure to dis- 
tinguish them structurally over Moxham. Both Moxham’s 
and applicant’s elements are each helically preformed to the 
same pitch and where used with a core the internal diameter 
of the helix may be slightly less than the diameter of the 
core. It necessarily follows that a short length of Moxham’s 
cable, with or without a core, will have the same inherent 
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characteristics as the structure of these claims whether or 
not Moxham was aware of it. In re Thuau 554 0.G. 14; 
1943 C.D. 390; 30 C.C.P.O. 979; 135 F (ad.) 344. 


(b) No generic claim having been found allowable and 

' applicant having elected the species of Figs. 9 and 10 

(paper No. 25, page 8, 3rd paragraph), claims 6, 7, 10, 11, 

16, 17, 18, 20, 22 and 24 stand rejected as not readable 
upon the elected species. 


' JIT (a) In Serial No. 2,200 claims 16, 27 and 28 (in ad- 
dition to being rejected as not supported by the disclosure) 
stand rejected as unpatentable over the showing on page 8 
of the publication “P.F.T. Preformed Armor Rods and 
Multiple Wire Ties.” Since this publication bears a copy- 
right date of 1946 it constitutes a statutory bar against the 
allowance of any claims readable thereon in Serial No. 2,200 
unless such claims are also supported by the disclosure of 
Serial No. 698,312. Examiner has already held these identi- 
cal claims not to be supported by Serial No. 698,312. 


On page 8 of “P.F.T.” are shown two tools, similar to 
the tools of Bodendieck, for applying preformed armor 
rods to a hot conductor. A careful reading of the mode of 
operation of these tools makes it clear that all of the pre- 
formed wires are applied “simultaneously” and that half 
of them are on one side of the conductor and half on the 
other side prior to being wrapped thereabout. 


Claim 16 is held to be fully met by the disclosure on page 
8 of “P.F.T.” 


Claims 27 and 28 are held not to patentably distinguish 
over “P.F.T.” These claims contain the limitation “while 
the wires are maintained in substantial parallelism” and 
there is no disclosure of this in Serial No. 2,200 except in 
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original claims 17 and 18 (which were claims 1 and 2 of 
Bodendieck and were replaced by identical claims 27 and 
28). This limitation means something in Bodendieck be- 
cause he provides arcuate apertures 73, 109 to maintain 
the parallel relationship whereas applicant has no such 
means and describes no manual manipulation to maintain 
parallelism. “P.F.T.” is silent about this feature but if it 
is held to be disclosed in Serial No. 2,200 it is equally dis- 
closed in “P.F.T.” 


Claim 28 has the additional limitation that the wrapping 
progresses “outwardly towards both ends of the armor 
wires simultaneously.” In “P.F.T.” one tool completes its 
wrapping while the other is held stationary and then the 
other tool wraps. However, to rotate both tools simultane- 
ously so that the wrapping progresses “outwardly towards 
both ends simultaneously” is held to be an unpatent- 
able variation of the “P.F.T.” method. 


Claims 6 and 8 stand rejected as fully met as to structure 
by Moxham. These claims merely recite a different use for 
the old structure of Moxham and such is not patentable. See 
In re Thuau, above cited. The terms “armor rods” has no 
magic and the preformed wires of Moxham could be so 
designated if desired since they are structurally identical 
with applicant’s preformed rods. The “filler substance” of 
claim 8 is met by the core of Moxham and since the core 
extends the length of the cable it is necessarily in the “cen- 
tral portion” thereof. 


(b) No generic claims having been allowed and appli- 
cant having elected the species of Figs. 4, 6 and 23 (Paper 
No. 13, page 7, first paragraph), claims 1 to 11, 13 to 15, 
21 and 22 stand rejected as not readable on applicant’s 
elected species. : 
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For the above-stated reasons the rejection of all finally 
rejected claims in both applications is believed to be proper. 


Respectfully submitted, 


Examiner, Div. 21 


Appellant’s Reply Brief Before Board of Appeals in 
Consolidated Appeals 34,333/4 


The following points noted in the Examiner’s Answer 
are selected for rebuttal. No attempt is here made to cover 
arguments contained in appellant’s main brief* except 
where additional emphasis is indicated. Page and line ref- 
erences are given in that order by numerals in parentheses 
separated by a slant in the following text and refer to the 
Examiner’s Answer. 


(3/6) The Examiner states Interference No. 83,266 in 
which appellant was involved with patentee Bodendieck 
was “terminated” in an award of priority to Bodendieck. 
This is contrary to fact. The interference was terminated 
when Bodendieck disclaimed the interference counts during 
the pendency of appeal of the Court of Customs and Patent 
Appeals, and not before. 


(4/14-57) Peterson’s petition to the Commissioner to 
vacate the judgment of the Board of Interference Ex- 
aminers was predicated primarily upon the disclaimer of 
the issues filed by Bodendieck, rather than upon his con- 
cession of priority, though not excluding the latter, in 


order to come under the provisions of paragraphs (a) and 
(d) of Rule 262. 


(4/22-30) The judgment of the Interference Board was 
not on the merits of priority but on the fact question of 


“See footnote: page 278, supra. 
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basis or lack of it in Peterson’s disclosures to support the 
interference counts. This is a question properly reviewable 
by the Board of Appeals, and was once decided thereby in 
Ex parte Peterson, No. 15,663, decided July 2, 1948. The 
Board of Appeals is here not being asked to sit in review 
of the Interference Board’s decision in Interference No. 
83,266, but to review the Examiner’s rejection, which in- 
cludes his application of that decision in denying appellant 
his patents. Any basis adopted by the Examiner to reject 
an applicant in ex parte prosecution is properly the subject 
of review by the Board of Appeals. 


(7-8/after quoted text) The wires in both Bodendieck’s 
tool and appellant’s manual methods at their unwrapped 
extremities flare outwardly. This is inescapable, since they 
come from the smallest portion confined about the core, 
where they are coaxially arranged with respect to the latter 
and to each other to an expanded condition with the helical 
axes separated. The only portions maintained truly parallel 
during the wrapping operation are those already in place 
upon the core, and this is true in both Bodendieck’s and 
Peterson’s procedures. The ends are not parallel in either 
the Bodendieck tool or in the Peterson hand methods, or if 
parallel in the patented method are, to the same extent, 
parallel in Peterson’s method. See the “PFT” publication 
for comparative views. 


(8/9-15) There is nothing in the claims which prohibits 
bringing wires in direct contact with the core before the 
wrapping starts, nor any limitation about maintaining the 
wires in spaced relation to the core. After wrapping starts, 
obviously the wires contact the core by any method of ap- 
plication. This remark by the Examiner is, therefore, not 
relevant. 


(8/25-30) Fig. 18 of Serial No. 698,312 and Fig. 4 of 
Serial No. 2,200 both show starting the wrapping at a point 
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adjacent the middle of the rods, and the latter application 
specifically shows applying the groups upon opposite sides 
of the line. 


(9/13) The Examiner states that the claims set forth a 
method “which requires special tools to carry it out,” but 
observes (6/3-6) that the claims contain no limitations as 
to the tools for performing the method. He has admitted 
the method can be accomplished by hand without the aid 
of tools, but finds appellant’s disclosures fatally deficient 
because he does not show tools for performing the method, 
observing that Bodendieck makes no mention that the 
method can be performed by hand. It is difficult to follow 
the rationale of the Examiner’s argument, but obviously 
method claims are in the best form when limitations of 
apparatus (i.e, the Bodendieck tools, ete.) are omitted 
therefrom. In the appealed claims, straight procedural 
steps are directed, as they should be, and there is no basis 
to argue that tools or their absence have anything to do 
with the method or the sufficiency of applicant’s disclosures 
with respect thereto. Furthermore (9/1 et seq.), original 
claims are a part of the original disclosure and lend basis 
to bolster the disclosure by amendment if the latter is de- 
fective in supporting them. 


(11/7-13) Obviously, here again the Examiner confuses 
procedural direction of a method claim with apparatus for 
carrying out such procedure which characterize apparatus 
claims. The two are distinct, since one answers what is done, 
while the other answers with what it is done. The claims on 
appeal are concerned only with the former, and Peterson 
discloses the directed relationship of parts. Based on the 
foregoing, applicant needs no “means” for maintaining the 
condition recited by the method (“...the coaxial disposition 
of the... elements”), but if he did, he has the core about 
which coaxial parallelism of the elements is maintained dur- 
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ing the wrapping operation. The broad language of the 
claims admits of this interpretation. 


(11/16-25) Appellant does not urge that merely because 
claims were formerly allowed to Runde they should be al- 
lowed to him. He does urge that these claims read upon his 
disclosure more accurately than they do upon Runde’s dis- 
closure. Furthermore, since they cannot be read upon 
Bodendieck’s disclosure, they cannot be limited to the re- 
jection upon which the interference counts of Interference 
No. 83,266 stand rejected. The claims need only be read to 
establish Peterson’s right thereto as opposed either to 
Runde or Bodendieck (in case Serial No. 2,200). 


(14/15 et seq.) The Examiner cites the PFT publication 
as a statutory bar to the allowance of the interference is- 
sues and other claims in Serial No. 2,200 (though recogniz- 
ing it is not applicable against the earlier case, No. 698,312) 
while, at the same time, gives appellant the benefit of the 
earlier filing date in the later case (4/1-4). Obviously, if 
appellant is entitled to the earlier filing date, the PFT 
publication is not effective against the later application, 
since if the filing date is effective for one purpose, it is 
effective for all purposes. This argument has escaped ap- 
pellant throughout these proceedings until the present, 
and it is urged here for the first time. The PFT publication 
is ineffectual against both applications. 


e e e 
In view of the foregoing, and for reasons set forth in 
appellant’s primary brief, and as will be developed during 
the oral arguments, the Examiner should be reversed. 


Respectfully submitted, 


Attorneys for Appellant. 
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DECISION OF THE BOARD OF APPEALS 
(APPEAL 34,334) PAPER NO. 41. 


This is an appeal from the action of the Examiner finally 
rejecting claims 3, 6, 7, 10 to 13, inclusive, 15 to 20, inclu- 
sive, 22, 23, 24, 26, 27, 30 and 31, the remaining claims, 
namely, claims 4, 5, 8, 9, 14, 21 and 25, having been allowed. 


Claims 3, 12 and 26 are representative: 


3. A hollow body composed of helically preformed 
elements, each of which is of substantially circular sec- 
tion and formed to a common pitch and internal di- 
ameter, said elements being inter-associated in con- 
tiguous, coaxial relation so as to be self-sustaining in 
the constitution of said hollow body, and being de- 
formable within the elastic limit of the material of 
which they are made to be applied sideways about an 
elongated member of an external diameter up to sub- 
stantial equality with the internal diameter of the eye 
of the helix to which said elements are preformed, said 
elements being readily disassembled from and reas- 
sembled into said body. 


12. A mechanical splice for wires, strands, ropes 
and the like comprising a tubular envelope composed of 
helically-preformed elements of an internal helical di- 
ameter sufficient tightly to grip the body to be spliced, 
and of a pitch and rigidity adapting the elements for 
application to such body from its side without exceed- 
ing the elastic limit of the elements, said elements 
being of limited length to permit assembly, disassem- 
bly and reassembly in relation to each other and in 
relation to the body to be spliced. 


26. The method of wrapping preformed armor wires 
on a central core which comprises separating the armor 
wires into a pair of groups with the wires of each 
group arranged side by side in substantial parallelism, 
the groups being arranged oppositely with respect to 
the core, and simultaneously wrapping the preformed 
armor wires about the core while the wires are main- 
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tained in substantial parallelism during the wrapping 
operation. 


The references relied on are: 


Moxham 337,513 Mar. 9, 1886 
Bodendieck 2,414,136 Jan. 14, 1947* 


The appealed claims relate to a reinforcement for wire 
or cable made up of preformed helical elements, termed 
armor wires, which are twisted around the wire or cable 
to form a self-sustaining envelope for reinforcement pur- 
poses. The elements may also be assembled without a core 
so as to form a hollow envelope, portions of which can be 
extended in one direction or the other, as may be desired, 
by moving a selected group of elements in an axial direc- 
tion. These armor wires may also be used to form bights 
at the ends of cables, either with or without a core. 


Claims 26 and 27 are directed to a method of applying 
armor wires to a central core and, together with claims 28 
and 29, were copied from the Bodendieck patent 2,414,136 
for purposes of interference. These claims were finally re- 
jected by the Examiner on the ground that they were not 
supported by the disclosure of this application. From this 
rejection appellant appealed to the Board of Appeals (Ap- 
peal No. 156-63). The Board of Appeals, in a decision dated 
July 2, 1948, reversed the Examiner’s action as to claims 
26 and 27 and affirmed the rejection of claims 28 and 29. 
The latter claims were subsequently cancelled. 


Meanwhile, on January 14, 1948, exactly one year after 
the issuance of the Bodendieck patent, appellant filed appli- 
cation Serial No. 2,200 as a continuation-in-part of the 
present application, including, as original claims, claims 
17, 18, 19 and 20 corresponding to the claims of the Boden- 
dieck patent which were copied in the present application. 
An interference with four counts corresponding to these 


*Joint Appendix, pages 505-507, 508-519, respectively. 
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claims was declared on March 31, 1948 involving applica- 
tion Serial No. 2,200 and the Bodendieck patent. During 
the motion period appellant moved to add the present ap- 
plication, to dissolve the interference as to counts 3 and 4, 
and also to amend by adding a count corresponding to 
claim 16 of application Serial No. 2,200 and claim 31 of the 
present application. Bodendieck moved to dissolve the in- 
terference as to all counts and opposed the motions made 
by appellant except that to dissolve as to counts 3 and 4. 
In a decision dated October 6, 1948, the Examiner granted 
both motions to dissolve and, notwithstanding the decision 
by the Board of Appeals holding that claims 26 and 27, 
corresponding to counts 1 and 2, were supported by the dis- 
closure of the present application, he denied the motion 
to add this application. He also denied the motion to add 
a count to the interference. 


On request for reconsideration, the Examiner adhered 
to his original position but deemed it expedient to permit 


the interference to proceed to final hearing. The Examiner, 
therefore, denied Bodendieck’s motion to dissolve. 


The Board of Interference Examiners in their decision 
dated May 23, 1950 adopted substantial portions of the 
Examiner’s original decision on the motions as their own, 
holding that the remaining counts of the interference were 
not supported by either of appellant’s applications. They 
awarded priority to Bodendieck on this basis. They also 
analyzed appellant’s testimony and concluded that appel- 
lant had not sustained the burden of proof imposed upon 
him as junior party. Accordingly, they awarded priority 
to Bodendieck on this basis also. 


Appellant requested reconsideration which was denied 
by the Board of Interference Examiners on July 31, 1950, 
and on August 25, 1950 appellant filed in the Patent Office 
notice of appeal to the Court of Customs and Patent Ap- 


301 


peals. Successive extensions of the period for filing the 
petition of appeal and transcript of the record in the Court 
of Customs and Patent Appeals to a final date of December 
22, 1950 were granted. 


On December 7, 1950, a statutory disclaimer by Boden- 
dieck as to claims 1 and 2, corresponding to the counts of 
the interference, and a concession of priority by Boden- 
dieck of the subject matter of the interference were filed. 
On the same date, appellant filed a motion to vacate the 
judgment in the interference and dismiss the appeal to the 
Court of Customs and Patent Appeals. In a decision dated 
December 21, 1950, the Assistant Commissioner dismissed 
the motion, noting lack of authority in the Patent Office to 
dismiss the appeal and also stating that it is not the prac- 
tice in the Patent Office to vacate a judgment rendered 
on the merits in an interference. A request for reconsidera- 
tion was denied on January 22, 1951. On March 23, 1951 
Bodendieck filed a paper noting his withdrawal by the dis- 
claimer and concession of priority mentioned above, and 
also noting that the limit of appeal expired December 22, 
1950 without action by appellant to perfect the appeal. 
On March 28, 1951, the Assistant Commissioner ruled that 
the interference proceedings were terminated and that ap- 
pellant’s applications should be returned to the Examiner. 
As a result of the ensuing ex parte prosecution, the Ex- 
aminer finally rejected claims 26 and 27 as not supported by 
the disclosure, noting that he considered himself bound 
by the decision of the Board of Interference Examiners. 


Appellant contends that the decision of the Board of 
Appeals in holding that claims 26 and 27 were supported 
by the disclosure of the present application was binding 
on the Examiner in the absence of newly developed grounds 
or lines of reasoning which he contends were absent from 
the consideration of the motions and the final hearing in 
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the interference. He further contends that since he is again 
before the Board of Appeals on the same subject matter as 
in the earlier appeal that the issue as to these claims is 
res judicata. He also urges that these claims are supported 
by the disclosure of the present application by arguments, 
the details of which we deem it unnecessary to discuss be- 
cause of the view we take of these claims. Appellant still 
further contends that the filing of the disclaimer and con- 
cession of priority by Bodendieck vitiated the inter partes 
aspect of the interference and prevented him from perfect- 
ing his appeal on the theory that in view of those papers 
there was nothing left for the court to decide. 


We consider the Examiner’s position to be tantamount 
to a rejection on the ground of res judicata based upon the 
theory that the decision of the Board of Interference Ex- 
aminers became final for failure of appellant to perfect 
an appeal therefrom within the prescribed time. In our 
opinion, the filing of the disclaimer and concession of pri- 
ority by the party Bodendieck subsequent to the award of 
priority by the Board of Interference Examiners, based on 
the merits, was without effect on that award as was noted 
in the decision of the Assistant Commissioner in refusing 
to vacate the judgment in the interference, citing the case 
of Humphrey v. Fickert, 112 O. G. 2094; 1904 C. D. 447. 
No reason is apparent to us which would have prevented 
appellant from filing with the Court of Customs and Patent 
Appeals the petition of appeal and transcript of the record 
which were necessary to perfect the appeal, notice of which 
had already been filed in the Patent Office, and we think 
that this was the only course available to appellant to pre- 
serve his right to have the decision of the Board of Inter- 
ference Examiners reviewed. 


Attention is directed to Rule 25 of the Rules of The 
United States Court of Customs and Patent Appeals, a 
portion of which reads as follows: 
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“Tf said petition of appeal and copy of said record 
shall not be filed within said period of 40 days, unless 
such time be extended by the Commissioner as hereto- 
fore provided, the Commissioner, upon such facts being 
brought to his attention by motion of the appellee in 
inter partes cases, duly served upon the appellant or 
his attorney, and upon his own motion in ex parte 
appeals, may take such further proceedings in the 
case as may be necessary to dispose of the same as 
though no notice of appeal had ever been given: * * *.” 
(Emphasis added.) 


From this it seems clear that the decision of the Board of 
Interference Examiners became final upon the expiration 
of the extension of the time for filing the petition of appeal 
and transcript of the record which had been granted. 


In view of the fact that we consider the decision by the 
Board of Interference Examiners to be res judicata, we are 
of the opinion that we are without authority to make any 


holding inconsistent therewith. Accordingly, we will sus- 
tain the rejection of claims 26 and 27. 


Claim 31 is similar to claim 26 considered above, and 
was rejected on the same grounds. Claim 31 is broader 
than claim 26 in that it does not require simultaneous 
wrapping of the wires but includes, however, the limitation 
“applying the groups upon opposite sides of the line.” 
While this claim was not directly involved in the decision 
by the Board of Interference Examiners, we consider that 
it would not be proper for us to make any holding incon- 
sistent therewith for the reasons discussed above, and we 
note that said decision includes the following positive 
holding with respect to the present application: 


“Tt must also be said that nowhere in the original dis- 
closure is there any unequivocal basis for the step in 
these claims of arranging the wires of each group 
‘oppositely with respect to the core’.” 
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We regard the limitation noted in the quoted portion of the 
decision by the Board of Interference Examiners as the 
substantial equivalent of the limitation in claim 31 quoted 
above, and in view of these circumstances we will sustain 
the rejection of claim 31. 


Claims 3, 12, 13, 15, 19, 23 and 30 all stand rejected as 
being unpatentable over the patent to Moxham, which dis- 
closes a wire cable formed of a plurality of preformed 
wires which are identical in shape with appellant’s pre- 
formed armor wires but are of indeterminate length. These 
wires are individually preformed by being wound around 
a mandrel to a pitch equal to or slightly less than that 
which they will have when laid into the cable. The cable 
may be made with or without an internal core. In the latter 
case a hollow cable would result. If a core is used, the in- 
ternal diameter of the cable may be equal to or slightly 
less than that of the core. It is stated that the hollow cable 
produced when the core is omitted is a flexible tube com- 
posed of helices which are mutually coherent. 


The Examiner considers that the claims under consid- 
eration differ from the Moxham disclosure “in degree only 
if at all.” He takes the position that the individual wires 
in a cable according to the Moxham disclosure would re- 
main in place if a short section were to be cut therefrom 
because of the statement in the reference that the helices 
are mutually coherent. He also considers that if a short 
length were cut from Moxham’s cable the individual helical 
wires thereof could be disassembled and reassembled 
whether the section were hollow or provided with a core. 


Appellant contends that the pitch of his wires is the 
same as will be assumed when assembled rather than some- 
what less than the final pitch as indicated in the Moxham 
disclosure. He further contends that the reference disclo- 
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sure is concerned with a long cable of indefinite length and 
that there is nothing to indicate that a short length of the 
reference cable used for the purpose recited in the claims 
under consideration would not be inventive. He urges 
further that the wires of the reference cable are not adapted 
for ready disassembly and reassembly or for axial displace- 
ment as in the claimed device. 


Claim 3 is directed broadly to a hollow body composed 
of helically-preformed elements associated in a self-sus- 
taining relationship. We find no limitation in this claim as 
to the length of the body and it appears to us that this 
claim distinguishes from the reference only in reciting: 


«“* © * to be applied sideways about an elongated mem- 
ber of an external diameter up to substantial equality 
with the internal diameter of the eye of the helix to 
which said elements are preformed, said elements be- 
ing readily disassembled from and reassembled into 
said body.” 


We regard these recitations as merely statements of an 
intended purpose and a desired characteristic or capability 
neither of which is supported by the recitation in the claim 
of novel structure and which, therefore, may not be relied 
upon to impart patentability to the claim. Accordingly, we 
will sustain the rejection of claim 3. 


Claims 12 and 13 are directed to a splice for wires, 
strands, ropes or the like, comprising a tubular envelope 
made up of preformed helical elements of limited length 
to permit assembly and disassembly in relation to the body 
to be spliced. We think it clear from the record of this ap- 
plication that the concept of providing armor wires of 
limited length as disclosed herein is a useful teaching not 
suggested by the Moxham disclosure and it is our opinion 
that these claims contain sufficient structural recitations 
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to point out appellant’s contribution to the art as dis- 
tinguished from the reference disclosure. In our opinion, 
the term “splice for wires, * * *” together with the state- 
ment that the elements must be of limited length, points 
out a specific difference between the manufacture of a cable 
of indeterminate length taught by the Moxham disclosure 
and the teachings of the present application. Cutting a short 
length of Moxham’s cable would obviously not be inventive; 
however, we do not think that it could properly be called 
a “splice” to which the claims are directed. Accordingly, 
we will not sustain the rejection of claims 12 and 13. 


Claims 15, 19 and 30 recite, in essence, a hollow body 
formed from a plurality of helically-preformed elements 
arranged in mutually sustaining relationship without speci- 
fying any length relationship and hence, in our opinion, 
do not structurally distinguish from the Moxham disclo- 
sure. The statement in claims 15 and 30 as to the ready 
assembly and disassembly of the elements; in claim 19 as 
to the extensibility; and the term “knock-down” in claim 30 
we regard as merely statements of desired results or prop- 
erties which are not supported by recitations of a particu- 
lar structure which permits these objects to be attained. 
We, therefore, will sustain the rejection of claims 15, 19 
and 30. 


Claim 23 is directed to a method of forming a hollow 
body from preformed helical elements including the forma- 
tion of these elements in “individual cut-lengths,” group- 
ing the elements so that they are at least partially coexten- 
sive, and intertwisting them uniformly about a common 
axis. The Examiner has considered this to be an obvious 
method for assembling the preformed wires of Moxham 
into a cable but we do not agree with this view. As we 
understand it, Moxham’s cable is assembled by a continu- 
ous process with the respective preformed wires being 
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guided into desired relationship in a continuous manner. 
It seems apparent that the claimed step of cutting the wires 
into predetermined lengths prior to grouping them is a 
distinct departure from the Moxham disclosure. For this 
reason we will not sustain the rejection of claim 23. 


Claims 6, 7, 10, 11, 16, 17, 18, 20, 22 and 24 all stand 
rejected as not being readable on the elected species, there 
being no allowable generic claim. Appellant apparently does 
not dispute the propriety of this rejection and states only 
that allowance of claims 26 and 27 corresponding to the 
issue of the interference and claim 31 related thereto, which 
he regards as generic, would avoid this ground of rejection. 
We note that the latter are method claims and, therefore, 
could not be generic as to the article claims; and moreover, 
as noted above, we have sustained the rejection of claims 
26, 27 and 31. We will, accordingly, sustain the rejection 
of these claims on this ground. 


The decision of the Examiner is affirmed as to claims 
3, 6, 7, 10, 11, 15 to 20, inclusive, 22, 24, 26, 27, 30 and 31 
and is reversed as to claims 12, 13 and 23. 


L. P. McCann 
Examiner-in-Chief 


M. H. Friedman 
Examiner-in-Chief 
(Acting) 
April 30,1954 Arthur B. Miller 


Examiner-in-Chief 
(Acting) 
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Petition for Reconsideration in Consolidated Appeals 
34333 and 34334, Paper No. 42, Filed June 1, 1954. 


This is a petition for reconsideration of the decisions of 
the Board of Appeals entered April 30, 1954, in the above 
consolidated appeals, to the extent they affirm the Exam- 
iner, and for additional hearing on the issues, for the 
reasons hereinafter set forth. 


It will be recalled at the time these appeals were argued 
before the Board on January 6, 1954, that because of their 
voluminous and complex content, it was impossible for 
appellant’s counsel to cover more than a few of the points 
raised on appeal, and these more or less in a superficial 
way. Notwithstanding the fact that the Board courteously 
permitted counsel considerable overtime, and that a com- 
prehensive brief of about seventy pages was filed for appel- 
lant in these appeals, certain points could not be treated 
as fully or as forcefully as their importance requires. 


These facts led the President of the Board to suggest that 
additional briefs, and possibly additional hearings, would 
be called for if the Board found that these would be of as- 
sistance in reaching a determination of the issues presented. 
The decisions were handed down without giving appellant 
opportunity for further expression, hence this petition. 


Of the twenty claims on appeal in Appeal 343-34 (here- 
inafter referred to as Appeal 34), the decision of the Ex- 
aminer was affirmed as to seventeen of these claims and 
reversed as to only three of them. In the case of Appeal 
343-33 (hereinafter referred to as Appeal 33), all of the 
uncancelled claims of record, twenty-three in number, were 
rejected by the Examiner, and the Board affirmed him in 
the rejection as to all of these claims. Appellant agrees 
that the Board’s reversal as to the three claims mentioned 
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was proper, but believes that the Examiner should have 
been reversed in his rejection of the other claims as well. 


The unusual circumstances surrounding this case indi- 
cate that it is a case of first impression: A statutory dis- 
claimer and a concession of priority were filed in favor 
of appellant by the opposing party after the decision of the 
Board of Interference Examiners awarding priority to said 
opposing party, and during the pendency of an appeal 
taken by appellant to the Court of Customs and Patent 
Appeals to have that decision reviewed. The generic claims 
asserted by appellant have been held subject to that inter- 
ference decision and have been denied appellant. It is evi- 
dent that additional consideration should be given to the 
effect of the Interference Examiner’s decision, which has 
played such a large part in the Examiner’s rejection of 
appellant’s claims, as affirmed by the Board of Appeals in 
the cases at bar, in light of the disclaimer and concession of 


priority filed by the opposing party. 


The Board of Appeals has criticized appellant for not 
perfecting the inter partes appeal, which he initiated to 
the CCPA, after the disclaimer filed by appellant’s op- 
ponent, a patentee by the name of Bodendieck, who was 
awarded priority of the counts at issue in Interference No. 
83,266, notwithstanding the fact that such an appeal would 
have been a nullity—a vain act—undertaken only at great 
expense to appellant to print the transcript of this vol- 
uminous record to no apparent purpose. 


At page 6 of the Board’s decision in Appeal 34, the 
Board stated that the filing of the disclaimer and concession 
of priority by the party Bodendieck subsequent to the 
award of priority by the Board of Interference Examiners 
based on the merits was without effect on the award, as was 
noted in the decision of the Assistant Commissioner in re- 
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fusing to vacate the judgment in the interference under 
the authority of Humphrey v. Fickert, 112 O. G. 2094; 1904 
C. D. 447. The Board then stated: 


“No reason is apparent to us which would have pre- 
vented appellant from filing with the Court of Customs 
and Patent Appeals the petition of appeal and trans- 
cript of the record which were necessary to perfect 
the appeal, notice of which had already been filed in 
the Patent Office, and we think that this was the only 
course available to appellant to preserve his right to 
have the decision of the Board of Interference Ex- 
aminers reviewed.” 


Because the Board arrived at this conclusion, it consid- 
ered the decision of the Board of Interference Examiners 
to be, in effect, res judicata against appellant here (Deci- 
sion p. 7, Appeal 34), and that the Board of Appeals, there- 
fore, is without authority to make any holding inconsistent 
therewith. Because of this view, the Board then sustained 
the rejection of Claims 26, 27 and 31 on the merits in Ap- 
peal 34, and Claims 16, and 23 to 28 inclusive, in Appeal 
33, remarking (Appeal 33, Decision p.10): 


“While (some of) these claims were not directly in- 
volved in the interference, we are of the opinion that 
it would not be proper for us to make any holding 
which would be inconsistent with that decision.” 


In addition, for want of a generic claim which would be 
distinct from the interference issues within the contem- 
plation of the Primary Examiner, as many as twenty-six 
claims divided between the two applications on appeal 
have been rejected as being readable upon non-elected 
species of the invention, which becomes affirmed by the de- 
cisions of the Board here under consideration. 


It thus is apparent that if the Board of Appeals can be 
shown reasons why the decision of the Board of Interfer- 
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ence Examiners referred to is not res judicata with respect 
to the issues raised here, the Board’s decisions in these 
appeals should be modified to reverse the Examiner in his 
rejection of appellant’s claims which are directly or in- 
directly affected by the decision of the Examiner of Inter- 
ferences. If corrective action is taken by this Board, appel- 
lant will be spared the abnormal expense of taking this 
large record to the Court, and the prosecution of his appli- 
cation, already in its eighth year, will be expedited. 


It is primarily to the development of these reasons that 
the present petition is directed, although the affirmance 
of the Examiner’s rejection on other grounds will likewise 
be treated. An outline of some reasons why the decision of 
the Board of Interference Examiners is not res judicata is 
listed here topically, case law in support of which will be 
discussed below: 


1. By timely notice of appeal to the Commissioner of 


Patents of appellant’s intention to seek a review of the de- 
cision of the Board of Interference Examiners in Inter- 
ference 83,266, appellant precluded that decision from be- 
coming final on the basis that an appeal. is a continuation of 
the sutt and is final only for purposes of appeal, but is inter- 
locutory in nature for all other purposes pending final de- 
termination by the reviewing body. 


2. The time in which appellant was to have filed his 
petition for appeal with the Court and lodged his transcript 
of the record therein was twice continued by the consent 
of the Commissioner of Patents in accordance with Rule 
XXV of the CCPA, and this time had not expired. 


3. The appellee Bodendieck filed his statutory disclaimer 
of the counts at issue and his concession of priority in 
favor of appellant before the expiration of the time during 
which appellant had to perfect his appeal, and since this 
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was done during the continuation of the interference pro- 
ceedings, he (the patentee Bodendieck) was immediately 
subject to Rule 262 et seq. of the Rules of Practice, the 
judgment should have either been automatically against 
him, or the interference dissolved pro forma according to 
Rule 263, without prejudice to appellant. 


4. A disclaimer when filed by a patentee speaks from 
the date of the original patent, which is to say that, as of 
the instant the Bodendieck disclaimer became of record in 
these proceedings, his patent was no different than any 
other patent which might disclose an invention, but which 
does not claim it; and there was, therefore, no basis for 
interference between appellant and appellee at any time, 
either prior to judgment or after judgment. An antedating 
affidavit under Rule 131 was thus available to applicant 
against Bodendieck as a reference. Such affidavits have 
been made of record, and Bodendieck has been withdrawn 
as a reference (Paper No. 22, S. N. 2,200; Paper No. 33, 
S. N. 698,312). This is wholly incompatible with the holding 
of res judicata as to priority, which would ignore the dis- 
claimer and render the antedating affidavits inapplicable 
and of no effect. 


5. A disclaimer by the appellee in his patent removed 
him from the jurisdiction of the Commissioner of Patents 
and the Board of Interference Examiners to the same effect 
as though there had never been any interference, and there 
then could be no effective or controlling judgment by the 
Interference Examiners in his favor, since he in effect was 
never a candidate before the Patent Office for the claims 
in issue, as against appellant who asserted such claims, 
who still asserts them, and who once before by this Board 
of Appeals established his ex parte right thereto. 

6. The judgment of the Interference Examiners pur- 
ported to award priority to the patentee Bodendieck, and 
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it was from this judgment that appellant appealed to the 
CCPA for review and sought reversal on an inter partes 
basis. By the disclaimer filed by the patentee, he disavowed 
priority in the disputed subject-matter and rendered his 
patent devoid of the contested claims as of the date he filed 
his application, which rendered the purported judgment of 
priority by the Board of Interference Examiners nugatory 
and of no possible effect as to the inter partes issues. 


7. By virtue of the original jurisdiction of the Commis- 
sioner over the subject-matter of appellant’s applications, 
and in view of the fact that no justiciable inter partes 
issue remained for consideration by the Court, appellant 
moved to vacate the judgment of the Board of Interference 
Examiners, to dismiss the appeal, and to remand his appli- 
cation to the Examiner for further ex parte proceedings 
consistent with this change of circumstance. First the Com- 
missioner, and then the Solicitor of the Patent Office, found 
jurisdiction of the subject-matter to reside with the CCPA, 
and erroneously held that the Commissioner was without 
power to take the requested action. 


8. Upon informal application to the Court, appellant 
was, in view of the absence of the formal petition of appeal 
and the transcript of the record in the inter partes proceed- 
ings, and further in view of the action taken by the patentee 
Bodendieck in disclaiming the counts at issue and in con- 
ceding priority thereto to appellant, advised that no cogniz- 
able appeal was before the Court, and there was no jus- 
ticiable issue remaining in fact; and, therefore, there was 
nothing within the jurisdiction of the Court upon which 
it could order remand, or take any other action in con- 
nection therewith whatsoever. 


9. Upon being advised of this attitude of the Court, 
the Solicitor for the Patent Office suggested that appellant 
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obtain a statement from the patentee in accordance with 
Rule XXV of the CCPA to the effect that the Commissioner 

be given notice that the limit of appeal had expired without 

‘ ¢urther action having been taken by appellant to perfect 
such appeal in accordance with Rule XXV of the CCPA. 

' The impropriety of this procedure is high-lighted by con- 

' sidering what would have happened had appellant failed 
to procure this statement, or if appellee had refused to 
furnish it. 


10. Even though the patentee was without standing, and 
' was no longer before the Patent Office as a matter of juris- 
diction, and notwithstanding the fact that he had abandoned 
' all rights to any inter partes determination of the issues, 
the Commissioner, upon being given such notice, took cog- 
i nigance of this communication, held that the interference 
was regarded as terminated, and remanded the Peterson 
applications to the Examiner for further action. The Board 
of Appeals has construed this termination to be with preju- 
dice to appellant, but it is submitted that this cannot be so 
under the circumstances, since appellant pursued every 
avenue open to him to preserve his day in court without 
effect. 


11. The Board of Appeals erroneously considered itself 
bound by the decision of the Board of Interference Ex- 
aminers, and, therefore, did not directly pass upon appel- 
lant’s contention that the ex parte issue of his right to make 
the claims formerly in interference is res judicata before 
the Board of Appeals, in view of its decision in ex parte 
appeal 15,663 which decided in appellant’s favor in this 
respect. Further, the Board of Appeals in its current de- 
cision deemed it unnecessary to discuss appellant’s re- 
newed arguments with respect to his right to make these 
claims in view of the interference decision referred to. 
However, since the issue of the right to make is ancillary 
to priority, where there is no issue as to priority the right 
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to make becomes moot by failure of the inter partes pro- 
ceedings. Once divorced from inter partes considerations, 
Peterson’s right to make certain of the claims as supported 
by his disclosure in ex parte proceedings has already been 
determined favorably to him by this Board, and is therefore 
res judicata, and binding on this Board. 


Law as to the Finality of the Interference Judgment 


The subject as to the finality of an original judgment of 
a court of record was thoroughly treated by the Supreme 
Court in the case of John Simmons Company v. Grier Bros. 
Company, 258 U. S. 82. In this case, petitioner Simmons 
brought suit in the United States District Court for the 
Western District of Pennsylvania against respondent Grier, 
charging infringement of Reissue Patent 13,542, and unfair 
competition. The District Court granted a preliminary in- 
junction as to unfair competition, but reserved the question 
of infringement for final hearing. At that hearing, the Court 
held Claim 4 of the Reissue Patent valid and infringed, 
awarding a permanent injunction upon both grounds, with 
an interlocutory decree for an accounting. 


On appeal by respondent Grier, the Third Cireuit Court 
of Appeals affirmed the decree as to unfair competition, 
but reversed it as to infringement, holding Claim 4 of the 
Reissue Patent invalid. After the mandate of the Court of 
Appeals went down, a decree was entered on motion of pe- 
titioner Simmons that the decree of the Appellate Court 
be made the decree of the District Court, to the effect that 
the matter of recovery by petitioner from respondent for 
unfair competition be referred to a Master; that a perpetual 
injunction be issued restraining respondent from further 
unfair competition; and that the bill of complaint as to in- 
fringement be dismissed. 
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In the meanwhile, petitioner Simmons brought suit in 
the Southern District of New York against another de- 
fendant upon the same reissue patent, and that court ad- 
judged the patent valid and infringed. The Second Circuit 
Court of Appeals affirmed this judgment and certiorari 
was granted by the Supreme Court, which affirmed the 
validity of the patent in opposition to the Third Circuit 
Court of Appeals decision. 


Thereafter, petitioner Grier moved the District Court 
for the Western District of Pennsylvania for what was 
called a “bill of review,” which was referred to the Third 
Cireuit Court of Appeals. The Appellate Court granted 
plaintiff leave to make application to the District Court 
and authorized the latter to take action thereon. The “bill of 
review” set forth the decision of the Supreme Court re- 
specting the validity of the reissue patent as being “new 
facts” that had arisen since the decree was entered in the 
District Court for the Western District of Pennsylvania to 
the contrary. 


After due proceedings had to ascertain the identity of 
the subject-matter in suit in the two cases in the separate 
cireuits, the District Court sustained petitioner’s right to 
maintain the “bill of review”, vacated its previous judg- 
ment respecting the invalidity of Claim 4 of the Reissue 
Patent, entered a decree sustaining the validity thereof, 
and found respondent Grier guilty of infringing it. 


From this decree, appeal was taken again to the Third 
Cireuit Court of Appeals, which reversed it and remanded 
the cause with directions to reinstate the original decree. 
It was to review this decision that the writ of certiorari 
in the case under discussion was allowed. 


The District Court, the Supreme Court observed, treated 
the case not as resting upon new matter that had arisen 
since the decree, but upon error of law apparent upon the 
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face of the record, without further examination of matters 
of fact. 


The Cireuit Court of Appeals, on the other hand, re- 
garded the situation as one of petitioner’s creation (even 
as does the Board of Appeals regard appellant’s plight 
here), since it had made no request to the Third Circuit 
Court of Appeals to withhold its mandate, and on its own 
motion caused the original decree dismissing its suit as to 
patent infringement to be entered, with full knowledge dur- 
ing this time that the Second Circuit case was under con- 
sideration on petition for certiorari by the Supreme Court. 


The Third Cireuit Court of Appeals held that, in effect, 
so far as petitioner was concerned, the original decree was 
a consent decree, and that the disparity of judgment as to 
the validity of the patent between the two circuits was due 
not to any fault of the law, nor of the patent system, but 
to the failure of petitioner to take steps that might have 


avoided it. Therefore, the Appellate Court held that the 
“bill of review” could not be maintained on the authority 
of Scotten v. Littlefield, 235 U. S. 407; Tilghman v. Werk, 
39 Fed. 680; Hoffman v. Knox, 50 Fed. 484, which are to 
the effect that in the application of the ancient rule of 
equity practice, a change in the authoritative rule of law 
resulting from a decision by the Supreme Court announced 
subsequent to the former decree, neither demonstrates an 
error of law apparent upon the face of that decree, nor 
constitutes new matter in pais justifying a review. 


The Supreme Court observed that a “bill of review” is 
called for only after a final decree—one that finally adju- 
dicates upon the entire merits, leaving nothing further to 
be done except the execution of it. If it be only interlocu- 
tory, the Court at any time before final decree may modify 
or rescind it. 
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It was urged by petitioner that both decrees entered 
by the District Court for the Western District of Pennsyl- 
vania were interlocutory. With respect to this, the Su- 
preme Court stated: 


«“* © * Obviously, the nature of the decree is to 
be determined by its own essential purport and effect 
not by the statements of the pleaders about it. But 
an examination of the record demonstrates that they 
correctly described the decree as interlocutory.” 


The Supreme Court then held that the original decree, 
although following a “final hearing” was not a final decree. 
It granted to petitioner a permanent injunction upon both 
grounds, but an accounting was necessary to bring the suit 
to a conclusion upon the merits. An appeal taken to the 
Circuit Court of Appeals, whose jurisdiction extended to 
the revisions of interlocutory decrees granting injunc- 
tions, followed by the decision of the Court reversing in 


part and affirming in part, did not result in a decree more 
final than the one reviewed. 


Since the second decree of the District Court on review 
was interlocutory, and not final, the “bill of review” was 
regarded to be essentially a petition for rehearing and 
was treated as such. The Supreme Court then held: 


«“e © © what obstacle stood in the way of correct- 
ing the decree? The suit was still pending; plaintiffs 
(petitioner) applied promptly after the decision of 
this court in (the Second Circuit suit) 245 U. S. 198. 
It was eminently proper that the decree in the present 
suit should be made to conform to that decision, in the 
absence of some special obstacle. We cannot assent 
to the view of the court below that plaintiffs (peti- 
tioner) may be regarded as consenting to the (second) 
decree ° * °; they simply accepted an adverse deci- 
sion as to a part of their suit, not open to further 
appeal at their instance, and proceeded in the orderly 
mode to pursue their suit as to the rest. ° * ° 
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“Our decision (the review of the Second Circuit 
Court case) must be taken as not only demonstrating 
that the (Third) Cireuit Court of Appeals erred in 
its disposition of this case upon the first appeal (219 
Fed. 735), but that the error, even though not amount- 
ing to ‘error apparent? * °* * afforded ample 
ground for setting matters right upon a rehearing 
before final decree, as was in effect done by the Dis- 
trict Court. No sufficient ground is shown for the re- 
versal of its latest decree.” 


The decree of the Third Circuit Court of Appeals was 
thereby reversed, and that of the District Court was af- 
firmed. 


It should be noted from the foregoing decision that the 
District Court was affirmed in vacating its original decree 
and in entering a second decree to the contrary view upon 
error of law apparent on the face of the record without 
further examination of matters of fact. Such is appellant’s 
position here. 


Under the provisions of the statute pertaining to in- 
terferences (R. S. 4904—now 35 U. S. C. 135), at least two 
parties are requisite to an interference. Judgment by the 
Board of Interference Examiners as between two or more 
interfering parties pertains only to priority and matters 
ancillary thereto. In a two party interference, where one 
of the parties by reissue or disclaimer divests himself of 
the claims in issue, there can be no judicial determination 
which could award priority of the subject-matter to that 
party, who no longer claims it, and who in effect has never 
claimed it, since reissues and disclaimers vitiate the pend- 
ing actions. Apex v. Maytag, 122 Fed. (2d) 182. 


Any judgment holding to the contrary is founded upon 
error of law apparent on its face. The Supreme Court in 
Last Chance Mining Co. v. Tyler Mining Co., 157 U. S. 
683, said: 
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“The essence of an estoppel by judgment (res judi- 
cata) is that there has been a judicial determination 
of a fact.” 


Where a party to an interference during the pendency 
of the interference proceedings disclaims the invention in 
issue, and states that he is not the first inventor thereof, 
how can there be a valid judicial determination contrary 
to these asserted facts? Appellant insists that the judg- 
ment of the Board of Interference Examiners is founded 
on error of law, and that the refusal to vacate that judg- 
ment is a refusal to take into account the “new facts” 
brought about by the disclaimer which render the fact of 
priority judicially determined by that judgment clearly 
erroneous and without standing. 


It is submitted, therefore, that the effect of such judg- 
ment cannot be res judicata against appellant here, since 
far from being a judicial determination of a fact, it com- 
prises a judicial determination contrary to fact, and, there- 
fore, contrary to law as well. 


It is argued that by taking the appeal to the Court of 
Customs and Patent Appeals, appellant maintained the in- 
terference, and since his opponent as a patentee disclaimed 
the counts at issue during the pendency of the inter- 
ference, Rule 262 et seq. is mandatory upon the Commis- 
sioner either to dissolve the interference, or to render 
judgment against the patentee. Either eventuality would 
be without prejudice to appellant. 


Under this set of circumstances, there were no longer 
two parties necessary under the statute to continue the 
interference, and there was no interference in fact upon 
which to complete the appeal. This was the view of the 
Court in refusing to recognize appellant on an appeal from 
a judgment of priority, which, under the chain circum- 


321 


stances, could not have the effect of an appealable judg- 
ment. 


It is established that abandonment by one applicant is 
always available as affecting his right to priority. Snell- 
ing v. Whitehead, 269 Fed. 712. It is equally clear that 
appellant was precluded, by the action of the appellee in 
disclaiming the invention and in conceding priority to ap- 
pellant, from completing his appeal to the CCPA. 


In further answer to the Board’s criticism of appellant 
for not perfecting such appeal, and in taking cognizance 
of Rule XXV of that Court, which the Board quoted in 
part in its decision, it is perfectly obvious that under the 
authority of Clement v. Richards v. Meissner, 1904 C. D. 
321, the Commissioner had authority under his original 
jurisdiction to set aside the judgment of the Interference 
Board and to remand appellant’s applications to the Pri- 
mary Examiner without prejudice. The rule of the court 


permits the Commissioner to dismiss the appeal in ex 
parte cases on his own motion to take any necessary action 
to dispose of the case as though no notice of appeal had 
been given. In inter partes cases the Commissioner may 
dismiss on appellee’s motion, calling attention to facts 
based on appellant’s failure to perfect the appeal. 


In the present case, since by the disclaimer that was en- 
tered by the appellee, appellant was restored to an ex parte 
status in fact, the Commissioner could have and should 
have taken cognizance of this situation to dismiss the ap- 
peal and to vacate the judgment which, by the appellee’s 
action, was rendered clearly erroneous in fact and law, and 
thus restore the prosecution to the Examiner without preju- 
dice to appellant. As an inter partes matter, since after 
the disclaimer the patentee was without standing, the Com- 
missioner was without right to demand that the appellee 
enter a statement calling attention to appellant’s failure 
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to perfect the appeal, since the disclaimer and concession 
in themselves constituted sufficient notice to the Commis- 
sioner that no interference in fact existed upon which an 
appeal could be based. 


Therefore, either under the ex parte or inter partes ex- 
ceptions to the jurisdiction of the Court in the matter of 
dismissing appeals, the Commissioner retained jurisdiction 
under Rule XXV of the CCP to take the necessary action, 
and to modify or vacate the decision from which the appeal 
was taken, under the doctrine of Clement v. Richards v. 
Meissner decision cited above. 


The Commissioner, however, refused to take any action 
on the argument that he was without jurisdiction. In face 
of this anomalous situation, and since the patentee was no 
longer before the Patent Office, appellant drafted a stipu- 
lation of the facts and requested the Solicitor of the Pat- 
ent Office to join with him in the stipulation for use in 
moving the Court for dismissal and to remand. 


In answer to this, under date of February 23, 1951, the 
Solicitor wrote to appellant’s counsel as follows: 


“The proposed petition to remand submitted by you 
in connection with interference No. 83,266 is returned 
herewith unsigned for the following reasons: 


“Since the case involved is an inter partes one it 
would not only be improper but futile for the Com- 
missioner to enter into a position which is filed by 
only one of the contesting parties. Moreover, although 
it seems doubtful in view of the decision in Lattig et 
al. v. Dean, 1905 C. D. 698, 25 App. D. C. 552 and 
Moore et al. v. Bradley et al., 1912 C. D. 205, whether 
the court would have jurisdiction to maintain an ap- 
peal under the circumstances of the present case, I do 
not feel that the Patent Office should undertake to ad- 
vise the court as to what its jurisdiction is. It would 
appear that the desired effect might be produced by a 
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joint motion or petition by the parties to the interfer- 
ence that the appeal is dismissed for lack of juris- 
diction.”* 


It should be noted that the foregoing letter from the 
Solicitor was written after the inter partes nature of the 
proceedings no longer existed. There is little wonder that 
he found it doubtful that the appeal could be maintained; 
there is more wonder in the fact that there was any doubt 
in his mind concerning total failure of jurisdiction in the 
court to entertain the appeal. 


His recommendation for a joint motion lacked the sanc- 
tion of jurisdiction over the patentee who had effectually 
abandoned his rights, and imposed upon appellant the de- 
mand that he take the initiative to obtain from the patentee 
a stipulation in support of a petition to remand addressed 
to the CCPA, which purported to give some standing to the 
patentee just as though he stood to gain by the action 


sought. Nevertheless, this stipulation was procured by 
appellant, and a petition to remand based thereon, accom- 
panied by an order, were presented to the Clerk of the 
Court by appellant’s counsel, but were refused considera- 
tion on the basis set forth above. 


A conference was then held with the Solicitor, who still 
refused to take cognizance of the Commissioner’s jurisdic- 
tion to act, and who forced appellant to procure from the 
patentee the statement dated March 21, 1951, calling atten- 
tion to appellant’s failure to perfect the appeal within the 
time allotted. Presumably, if appellant had not taken this 
action, or if the former appellee had refused to cooperate, 
or was unavailable for the purpose, these cases would still 
be suspended in outer space beyond the jurisdiction of any- 
one to recall them if the Commissioner’s viewpoint is cor- 
rect, which it obviously is not on these facts. 


*Pl. Ex. 9. See page 502, infra. 
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It was on this last statement of facts supplied by the 
former appellee, who was now without standing in the pro- 
ceedings, that the Commissioner finally recognized the pro- 
ceedings as terminated. The Board of Appeals in its current 
decision in effect found such termination to be with preju- 
dice to appellant, even though he had been deprived of his 
day in court by these circumstances beyond his control. The 
fact is: the interference did not terminate by virtue of 
appellant’s failure to perfect the appeal. It terminated long 
prior to the date on which appellant was to have done this; 
it terminated when appellee filed his disclaimer and conces- 
sion of priority. 


It is evident from these facts that the decision of the 
Board of Interference Examiners is clearly erroneous in 
law and in fact, and cannot be res judicata against appel- 
lant, as has been contended by the Board. It is equally 
clear that the Commissioner should not have driven appel- 
lant to the extremity in which he now finds himself, in relief 


from which he brings this petition. 


Following the Supreme Court in Simmons v. Grier above 
discussed, the Seventh Circuit Court of Appeals in Lumin- 
ous Unit Co. v. Freeman-Sweet Co., 3 Fed. (2d) 577, held 
that the District Court properly entertained a motion to 
vacate its decree and to dismiss the suit notwithstanding 
the mandate of the Circuit Court of Appeals. In that case 
the appellant reissued the patent on which judgment of 
validity and infringement had been rendered favorably to 
him. The Court stated: 


“Appellant, when it surrendered its patent No. 
1,076,418, and secured in lieu thereof reissue Patent 
No. 14,680, lost its right to prosecute its pending suit to 
final decree. Such facts being brought to the attention 
of the court wherein the suit is pending, it becomes the 
duty of the court to dismiss the suit... . 


“The decree is affirmed.” 
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The appellee-patentee surrendered the claims in issue by 
disclaimer to the same effect as did the appellant surrender 
the claims sued on by the reissuance of his patent in the 
above decision, and by so doing the appellee-patentee lost 
his right to prosecute the pending suit (interference) to 
final decree. These facts when brought to the attention of 
the Commissioner created the duty in him to dismiss the 
interference without prejudice to your appellant. (Rules 
262, 263.) 


The Lattig and Goodrum v. Dean decision, referred to by 
the Solicitor in his letter quoted above, is pertinent to the 
consideration at hand. It was a decision of the Court of 
Appeals of the District of Columbia in an appeal from a 
decision of the Commissioner of Patents awarding priority 
to Dean. There were no disputed questions of fact, which 
facts were quite similar to those here involved, but the ques- 
tion of law was an interesting one, according to the Court, 
which took the case outside the lines of interference which 


the Court was usually called upon to investigate and deter- 
mine. 


The facts were briefly these: A patent had issued to Lat- 
tig and Goodrum, while Dean’s application was pending. 
Dean copied a claim from the patent and requested the in- 
terference, which was at first refused on the grounds that 
Dean had no right to make the claims. The Examiner there, 
as in the case at bar, later receded from this position, and 
the interference was declared. 


During the pendency of the proceedings, Lattig and 
Goodrum filed an application for reissue, from which they 
omitted the claims involved in the interference. The reissue 
patent was granted. 


The Court, following Reedy v. Scott, 23 Wall. 352, recog- 
nized that the surrender and reissue of their original patent 
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was an act which in judgment of law was a legal cancella- 
tion of it and effectually extinguished it. Notwithstanding 
this, two days after the reissue, and with full knowledge 
thereof, the Examiner of Interferences entered judgment 
to the effect that— 


“Judgment of priority is hereby rendered to the 
effect that Jacob W. Lattig and Charles L. Goodrum 
are not the first inventors of the subject-matter covered 
by the counts of this interference.” 


The authority for this action was found in Rule 125 (now 
Rule 261) of the Patent Office. Lattig and Goodrum then 
moved that the interference be dissolved, for the reason 
that no interference existed. Upon granting of the motion 
by the Primary Examiner, Dean appealed to the Commis- 
sioner, who overruled the Examiner on the grounds that 
there was at the time only one party making the claims, and 
consequently there was no interference in fact. 


Lattig and Goodrum, in the meanwhile, to preserve their 
rights, and concurrently with their motion to dissolve the 
interference, appealed to the Examiners-in-Chief from the 
decision of the Interference Examiner holding that they 
were not the prior inventors of the subject-matter of the 
interference. The Court stated that the decision of the 
Examiner of Interferences was treated by the Appellate 
tribunal of the Patent Office as an award of priority in 
favor of Dean, albeit an irregular one. 


The point presented for consideration was “whether the 
Examiner of Interferences had at any time any power to 
enter any judgment for or against either of the parties— 
whether he could then do more than dissolve the interfer- 
ence.” (Emphasis added.) 


The Examiners-in-Chief, in what the Court regarded as 
a well-reasoned opinion, held that they had no jurisdiction 
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to decide the question of priority, because the original pat- 
ent had been legally extinguished, saying: 


“There is thus lacking in the proceedings before us, 
one of the parties required by the statute and the rules 
to be present before a valid interference can exist. The 
appeal is accordingly dismissed.” 


Lattig and Goodrum then petitioned the Commissioner 
to remand the interference to the Examiner of Interfer- 
ences, with instructions to dissolve the interference and va- 
cate the judgment entered by him. The Court observed that 
if the Examiners-in-Chief were correct in their decision, 
then this was a proper motion. The Commissioner denied 
the petition on consideration of Rule 125. The Examiners- 
in-Chief again took jurisdiction and, construing the judg- 
ment of the Examiner of Interferences as a decision in 
favor of Dean, affirmed it. 


The Commissioner then affirmed the Examiners-in-Chief, 
upon which state of facts the appeal went to the Court of 
Appeals for the District of Columbia. The Court held: 


“We are so clearly of the opinion that the Examiner 
of Interferences was without jurisdiction to render any 
judgment, for or against either party to the interfer- 
ence... that we would be justified in simply dismissing 
the appeal. We are, equally with the various tribunals 
of the Patent Office, without legal authority to render 
any judgment for the relief of either party. We cer- 
tainly cannot grant any affirmative relief to the appel- 
lants, for their patent originally involved in the inter- 
ference has been canceled. .. .” 


The Court then quoted from Walker and Robinson to the 
effect that an interference proceeding is for the purpose of 
determining priority of invention between two or more 
parties who claim substantially the same patentable in- 
vention. 
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The Court further observed that interferences are de- 
clared between applications rather than applicants, and that 
they are intended to disclose and determine which invention 
was the first produced, not who has the title. Hicks v. 
Keating, 40 O. G. 343. 


The Court also referred to its decision in Oliver v. Felbel 
(20 App. D. C. 262) to the effect that in the sense of the 
patent law there can be no interference unless there is 
patentable invention and there are rival claimants of it. 


The Court then said: 


“Both of these conditions are prerequisites to an 
interference and, either failing, it would seem to 
logically follow that the interference fails. How can 
there be a judgment of priority where there are not 
rival claimants? The Patent Office permitted one of 
the parties to this interference to withdraw by accept- 
ing a surrender of the unexpired patent, and, having 
done so is in no position to assert a right to adjudge 
priority. We are not concerned with the question of 
the propriety of the act of the Patent Office in issuing 
a reissue patent, pending the suspension of the inter- 
ference, to one of the parties to it. We can only deal 
with the fact that it has done so.” (Emphasis added) 


The Court then held that in light of the statutes and 
authorities, it would seem that no judgment of priority for 
or against any party to an interference can be lawfully 
made where one of the parties has failed by reason of the 
extinguishment of his patent involved in the interference, 
since at least two parties to an interference are requisite 
under the statute. 


The Court called attention to the Supreme Court’s de- 
cisions to the effect that the surrender of a patent for 
re-issue is “a legal cancellation of it and effectually extin- 
guishes it;” that when he canceled it cannot “be the 
foundation of the assertion of a right after surrender.” 
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The Court then said that by changing the word “suits” 
in the Moffitt v. Gaar case (1 Black 273) to the narrower 
term “interferences,” the wording would be: 


“The antecedent interferences depend upon the pat- 
ent existing at the time they were commenced, and 
unless it exists and is in force at the time of trial and 
judgment, the interferences fail.” 


It should be noted that the effect of the disclaimer in 
the case at bar, while not extinguishing the patent of 
origin, did as effectually extinguish the claims in issue upon 
which the interference was predicated as though the patent 
had been reissued without the claims in it. The reasoning 
of the Court in Lattig et al. v. Dean decision is therefore 
pertinent and controlling in the facts at bar. (See Moore 
et al. v. Bradley v. Doering, discussed below.) 


Commenting upon the authority of the Patent Office to 
award judgment by reliance upon old Rule 125, the Court 


stated that the Commissioner is given authority to estab- 
lish regulations for the conduct of proceedings in the Pat- 
ent Office which are not inconsistent with law. Such rules 
must not be in conflict with the statutes as construed by 
the courts. 


The Court stated: 


“|. . The quoted rule does not warrant the claimed 
jurisdiction. If it be construed so broadly as to jus- 
tify the entry of a judgment of priority for or against 
either party to an interference, after the patent in- 
volved in the interference is extinguished by its sur- 
render, cancellation, and reissue, and at a time when 
there is but one party left to the interference, then 
the rule is inconsistent with law, which provides that 
there must be two or more parties to an interference, 
and which holds that no judgment can be entered based 
upon a surrendered patent, and is void.” 
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The Court then called attention to the practice of dis- 
solving interferences without a judgment of priority, which 
is the accepted practice in the Patent Office after the 
declaration of interferences imposing special limitations 
upon the rule. 


The Court stated: 


“Tn our opinion, the action of the Examiner of Inter- 
ferences in awarding priority against Lattig and 
Goodrum after the surrender and cancellation of their 
patent, was irregular and void and the judgment 
should be vacated. The judgment of priority awarded 
by the Examiners-in-Chief in favor of Dean, and its 
affirmation by the Commissioner, were and are equally 
void. If it becomes apparent during the course of an 
interference that its further prosecution would be use- 
less, the proper course would seem to be the one 
adopted by the appellants: that is to move for its dis- 
solution, and thereupon the papers should be trans- 
mitted by the Examiner of Interferences to the 
Primary Examiner for his decision.” 


The appeal was dismissed and remanded to the Patent 
Office for further action. 


It is clear from the foregoing that no judgment of pri- 
ority can stand against appellant where there has been 
failure of one of the parties by extinguishment of the 
claims in issue through his disclaimer, as has occurred 
here. A disclaimer speaks from the date of the patent, 
which rendered the Patent Office without authority to enter 
any judgment at any time in the interference. There being 
no interference in fact, the interference should have been 
dissolved and the appeal dismissed. Appellant’s motion 
to this effect was, therefore, rightfully brought and wrong- 
fully denied. If granted, this action would have left ap- 
pellant free from any implications of an inter partes con- 
test of priority, which is the fact of the position in which 
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he now finds himself; and this, in turn, in light of the ex 
parte ruling by this Board of Appeals in Appeal No. 15,663, 
would have settled applicant’s right to make the claims, as 
being res judicata. The Board of Appeals, therefore, erred 
in holding appellant subject to any judgment of the Inter- 
ference Examiners, the force and effect of which are clearly 
contrary to law and fact, when the interference upon which 
it was based no longer exists, and, in fact, never could have 
been maintained under the true facts. 


These are the reasons why appellant had no standing 
before the CCPA to maintain the appeal, and these are the 
reasons sought by the Board of Appeals in vain, upon 
which it predicated its ruling that the interference decision 
was in fact res judicata against appellant. 


The case of Moore et al. v. Bradley v. Doering, likewise 
referred to in the Solicitor’s letter mentioned above, is a 
ease in which a disclaimer was recorded in the Patent Office 
during an interference proceeding, in which the issue of 
the interference was thereby disclaimed. The Commis- 
sioner took the Lattig et al. v. Dean decision as the control- 
ling precedent, and held that the disclaimer was in effect 
the same as the reissue of the patent in the Lattig case. 


The Commissioner stated: 


“Tn this interference there are no longer rival claim- 
ants so far as the Interference involves the party 
Doering, and the invention has been as effectually dis- 
claimed as if the patent had been reissued without the 
interfering claims.” 


The interference was then dissolved as to the party 
Doering and remanded for further action in accordance 
therewith. 


In the present case, the interference was still pending 
when appellee entered his disclaimer. There were no longer 
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rival claimants as to the invention at issue, and there was 
therefore nothing upon which to sustain the judgment of 
priority. The refusal to vacate the judgment was obviously 
error. 


In the case of Westinghouse v. Hien, 159 Fed. 936, the 
Seventh Cireuit Court of Appeals held, in effect, that the 
decision of the Examiner of Interferences on a declared 
interference determines only the question of priority of 
invention as between the parties, and the party against 
whom the decision is rendered may still contend that there 
is no interference in fact, or that the successful party is 
not entitled to the claims made, and he is not concluded 
upon the question of his right to a patent until the expira- 
tion of the time allowed him by statute for an appeal from 
the final order rejecting his application. 


Appellant is in precisely the same position before this 
Board. The disclaimer by appellee created a situation 
where there is no interference in fact, and by his own act 
the appellee is not entitled to the claims, whereby appellant 
is not concluded upon the question of his right to the 
claims, since the acts took place within the pendency of his 
appeal in the inter partes matter, and he is in good stand- 
ing before this Board in an ex parte status. 


For all of these reasons, the Board of Appeals is amply 
fortified to hold that the decision of the Interference Board 
is not res judicata against appellant here; that the effect 
of that decision has no bearing upon the allowance of the 
interference counts to appellant, and is without lawful 
effect, being founded in error as to law and fact. The 
Bodendieck reference, having disclaimed the counts at 
issue, is just the same as any other patent reference which 
might show the invention, but does not claim it. Wherefore, 
the antedating affidavits of record are effective to remove 
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the patent as a reference, which could not be done were 
the judgment of priority by the Board of Interference Ex- 
aminers to be maintained. The Board should not allow this 
anomaly to stand. 


The Board of Appeals should thus find it incumbent 
upon it to hold inconsistently with the Board of Interfer- 
ence Examiners, and to reverse the rejection of the Ex- 
aminer predicated thereupon. Reconsideration of its formal 
opinions, and a reversal thereof, is solicited on these 
grounds. 


All claims not in issue in the interference, but held sub- 
ject to that award, should accordingly be allowed to 
appellant. Some were broader, and were refused adoption 
by the patentee. It is well-settled that an award of priority 
is not an estoppel as between broad and narrow claims 
covering the same invention (see Corry and Trout v. 
McDermott, 110 O. G. 306), even where that award is valid, 
much less invalid as in the present case. 


Bodendieck refused to adopt the broad claims which 
appellant suggested for purposes of interference, and such 
refusal is a disclaimer of the subject-matter thereof. See 
Edmunds, 125 Fed. (2d) 181. Claim 16 in Serial No. 2,200, 
and its counterpart 31 in Serial No. 698,312, should accord- 
ingly be allowed to appellant. 


For the law that a disclaimer speaks from the date of 
the original patent, see the following cases: 


Freeman v. Alivater, 138 Fed. (2d) 854; 

Milcor Steel Co. v. George A. Fuller Company, 
316 U. S. 148; 

Dunbar v. Meyers, 94 U. S. 187; 

Altoona Public Theatres v. American Triergon 
Corp., 294 U. S. 477; rehearing denied 294 U. S. 
734. 
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Many other decisions could be cited. 


A case that is remanded for further proceedings in the 
lower court is not final judgment: 


McComb v. Knox County, 91 U. S. 1; 
Smith v. Adams, 130 U. S. 167; 

Rice v. Sanger, 144 U. S. 197; 

C. & N. W. Ry. v. Osborne, 146 U. S. 354. 


As a case of first impression, some of the determining 
law was found stated only in State Court decisions: The 
effect of a former judgment will be suspended pending an 
appeal therefrom, was decided in Ponser v. Cady, 120 Cal. 
214: 52 Pac. 489. To the same effect, it was held in Archer 
v. Hart, 5 Fla. 234 that an appeal generally supersedes the 
judgment of the inferior court so far that no action can be 
taken upon it until after the final decision of the cause. See 
also— 


Danforth et al. v. Carter, 4 Ia. 230; 
Waterman v. Ramon, 5 Wis. 185; 
Frederick v. Bank, 106 Ml. 147; 
Lamphear v. Lamprey, 4 Mass. 107; 
Walker v. Spencer, 86 N. Y. 162. 


That an appeal is a continuation of a suit was held in 
Macklin v. Allenberg, 100 Mo. 337; 13 S. W. 350. 


These decisions are all to the point that the interference 
was being maintained by appellant’s timely appeal to the 
CCPA and by the Commissioner of Patent’s extension of 
the time for filing a petition and transcript of the record 
with the court, as is provided for by the rules of that court. 
This being so, it is evident that the interference was still 
in progress at the time appellee filed his disclaimer and 
concession of priority, rendering the provisions of Rule 
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262 et seq. mandatory upon the Commissioner, and destroy- 
ing the interference from the judgment of the Interference 
Examiners concerning which the appeal was taken. Hence, 
the issue of the appeal was vitiated, and the judgment of 
the Interference Examiners to the contrary became invalid 
as being predicated upon error of both law and fact. 


In Re The Humphrey v. Fickert Decision 


Humphrey v. Fickert, 112 O. G. 2094, relied upon by the 
Board of Appeals as its authority for holding the Interfer- 
ence Board’s judgment final against appellant in the subject 
appeals is inapplicable to the facts at bar, and not control- 
ling. The Humphrey case differs from appellant’s case in 
at least two important particulars: 


(1) There was no disclaimer involved; 


(2) There was no appeal pending. 


The Examiners-in-Chief affirmed the Examiner of Inter- 
ference’s decision awarding priority to Fickert, which 
ruling was, upon further appeal, affirmed by the Commis- 
sioner. The Commissioner thus stated: 


“No further appeal was taken, and therefore the 
decision in favor of Fickert became final.” 


By inference, if an appeal had been taken, the decision 
would not have become final. In the case at bar, appellant’s 
appeal was pending before the court, and the decision 
appealed from had, therefore, not become final. Not so in 
the Humphrey case. After final judgment, Fickert con- 
ceded priority to Humphrey. No disclaimer is mentioned. 
The concession of priority could have no effect upon a final 
judgment to the contrary which awarded priority of the 
subject-matter to Fickert. 
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In the present appeals, the disclaimer filed by appellee 
before the judgment became final removed the contested 
subject-matter from his patent to the same effect as though 
it had never been presented therein; wherefore, the judg- 
ment appealed from, whether final or not, but which at that 
time had not become final, was an empty, unenforceable 
jadgment, and without meaning under the statute. 


Since the judgment had not become final in the cases 
under consideration, the concession of priority, as was filed 
by appellee in this record, would have justified a different 
conclusion than that reached in the Humphrey case, even 
in the absence of the disclaimer. (Rule 262.) 


It will be seen, therefore, that the facts at bar are so at 
variance with those of the Humphrey case as to deprive 
that latter of any meaning or controlling effect as legal 
precedent in the present proceedings. By any philosophy 
of reason adopted, appellant here, under the authority of 
the rules, is entitled either to judgment (Rule 262), if it 
be concluded that there was interference in fact, or, other- 
wise, to its dissolution (Rule 263) without prejudice to him. 


The reversal of this Board sustaining the Examiner’s 
rejection of res judicata, and its own affirmation of that 
ruling, are, therefore, sought by this petition for reconsid- 
eration and for additional hearing on these facts. 


Rejection on the Moxham Patent: 


The Board has rejected a number of the claims as being 
unpatentable over the patent to Moxham, which discloses 
a wire cable formed of a plurality of preformed wires 
which “are identical in shape with appellant’s preformed 
armor wires but are of indeterminate length.” This rejec- 
tion is founded on error in that the Moxham wires are not 
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“identical in shape with appellant’s preformed armor 
wires,” since, as is stated on page 1, commencing line 81, of 
the patent, the pitch should be slightly less than that which 
the wires will assume when laid up in the cable, and that 
they are laid up together under slight tension. It is stated 
that this practice will by tension overcome any “irregu- 
larity” in the details and leave in the made up cable the 
“live force” desired. 


At the outset, it should be appreciated that the Moxham 
cable is related to an entirely different inventive subject- 
matter than the helical reinforcements contemplated by ap- 
plicant here. It is essential that there be no irregularity 
in appellant’s helical reinforcements, and that they all be 
conformed to the identical angle of pitch and hand of lay. 
It is by this condition alone that they may be axially dis- 
placed, as distinguished from the Moxham elements which, 
apart from the fact that they are of indefinite length such 


as would, in itself, render them incapable of being axially 
displaced, are actually formed to a different pitch than that 
which they assume in the cable, so that as laid under tension 
they will be mutually binding and incapable of being axially 
displaced even if they were to be cut into short lengths. 


It is evident that the differences are fundamental and are 
not merely differences in degree. If a short length were 
cut from the Moxham cable, as assumed by the Examiner, 
and as affirmed by the Board, they could not be disassem- 
bled and reassembled as required by appellant’s claims. 
This is because of the initial deformation of the individual 
wires, which is corrected by their being laid together under 
tension, which, in turn, is the function of their long indefi- 
nite lengths. Tension in assembly is certainly inapplicable 
to any short lengths of wire, as is clearly evident to anyone, 
including the Examiner, who has had an opportunity to 
assemble and disassemble the helical reinforcements which 
comprise appellant’s invention. There would be no way to 
impose the requisite tension; hence, appellant’s helices must 
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accurately and surely conform to each other as made. The 
claims call for such conformity. 


The claims are specific to appellant’s improvement, and 
it is urged that the Board reconsider its affirmance of the 
Examiner’s rejection thereof. The classes of invention are 
distinct, and the differences are such that appellant’s heli- 
cal reinforcements could be applied to the Moxham cable 
in carrying out appellant’s invention, either to splice the 
cable or to reinforce it, without the functions of the cable 
and the helical reinforcements finding duplication or equiv- 
alency in each other. 


Again, it is submitted that what applicant has invented 
and what he has claimed are distinct from this reference. 
Reconsideration by the Board is requested on this basis, 
but if it should be found that some further qualifying lan- 
guage is needed to bring out those distinctions, (a difficult 
proposition in view of the simplicity of the elements in- 
volved), then the Board is requested so to rule that appel- 
lant might be given the opportunity to make these modifi- 
cations to the claims on recommendation of the Board 
before the Primary Examiner. 


It should be pointed out that a complete new industry 
has developed around appellant’s helical reinforcements 
which has materially changed the face of things in the 
overhead conductor field. The Board will recall the litera- 
ture left at the hearing. Appellant’s contribution has been 
as inventive and distinctive over cables having helically 
preformed elements therein as were the straight wire rein- 
forcements inventive over cables laid up of straight wires, 
such as are the subject of the patent to Varney, No. 
1,873,798 of August 23, 1932. 


Applicant was awarded priority of invention in many 
interferences involving the single wire helix, which was 
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contended for by other applicants for the same purpose. 
The rejection which the Board now sustains against 
PETERSON has less to commend it than a hypothetical 
rejection that any individual wire of the Moxham cable 
anticipates the individual wire reinforcement proposed by 
appellant, the patentability of which has long since been 
established. 


It was a high order of invention to discover that indi- 
vidual helical wires of short length could be put together 
in self-retaining attitude without the sustaining effect of 
great length, terminal fittings, elemental distortion, ete., by 
which such elements could be not only retentively assem- 
bled, but disassembled and reassembled at will. Leave of 
the Board is sought to file affidavits of merit and commer- 
cial success if the Board would find these necessary. 


Reconsideration of the claims rejected on Moxham is 
therefore solicited. 


The “P.F.T.” Publication: 


Some of the claims otherwise deemed patentable to ap- 
pellant were held to be non-patentable to him in Serial No. 
2,200 because of the “P.F.T.” publication, which it is con- 
tended is sufficiently early in point of time to defeat his 
right to the assertion of these claims in the later case. 


It will be recalled that in Paper No. 29, dated November 
17, 1948, at the bottom of page 2 thereof, Interference No. 
83,266, the Examiner granted PETERSON’S motion to 
add the application Serial No. 698,312 to the interference 
to the extent of giving him the benefit of the filing date of 
such application. The claims in interference resided in 
application Serial No. 2,200, and, as the Examiner mentions 
at the top of page 4 in his statement on the present appeal, 
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appellant was given the benefit of the earlier filing date of 
application Serial No. 698,312 as to this subject-matter. 


The Board of Appeals took cognizance of the fact that 
the publication would not be a reference against the earlier 
ease. Therefore, the rejection should not lie against the 
later application, in which appellant has been accorded the 
benefit of the earlier filing date. This, coupled with the 
fact that this Board of Appeals has already held in the ex 
parte appeal of Serial No. 698,312 that appellant is entitled 
to make similar claims in that earlier case, should be suffi- 
cient and persuasive cause to hold the claims allowable to 
appellant in either of the applications, but more essentially 
those now rejected and affirmed by the Board resident in 
Serial No. 2,200. 


CONCLUSION 


For the foregoing reasons, and for the reasons set forth 
in the original and reply briefs in these appeals, and as 
were touched upon at the hearing, it is requested that the 
Board reconsider its decisions and allow appellant addi- 
tional time for hearing on the subjects raised, to the end 
that the Examiner may be reversed and the rejected claims 
allowed to your appellant. 


Respectfully submitted, 


Attorneys for Appellant. 


DECISION OF BOARD OF APPEALS IN REQUEST 
FOR RECONSIDERATION IN APPEAL 34,334, 
PAPER NO. 43 


Appellant requests that we reconsider our decision in 
the above-mentioned appeal in which we affirmed the rejec- 
tion by the Examiner of certain claims on the ground of 
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res judicata and of others as being unpatenable over prior 
art. He also requests an additional hearing. 


Because of the large backlog of cases, it is not our prac- 
tice to grant rehearings after decision has been rendered 
by us and we do not consider that an exception is justified 
in the present case. 


With respect to the question of res judicata, appellant’s 
arguments are to the effect that the award of priority by 
the Board of Interference Examiners should be considered 
as a nullity and further that the Assistant Commissioner 
erred in his decision refusing to vacate that award and to 
dismiss appellant’s appeal to the Court of Customs and 
Patent Appeals. 


We regard it as obvious that we are without authority 
to review a decision by either the Board of Interference 
Examiners or by the Assistant Commissioner, since our 
statutory authority extends only to a review of the rejec- 


tion of claims by an Examiner, Section 7, Title 35 US.C., 
and, in our opinion, we are equally without authority to do 
so indirectly under the guise of a review of a rejection by 
the Examiner. It would thus be pointless for us to con- 
sider in detail the various arguments presented concerning 
the propriety of the decisions in question. 


Appellant further argues that our affirmance of the 
rejection of claims based on the Moxham patent is in error. 
He argues that the helices from which the Moxham cable 
is laid up have a pitch less than they have when laid up 
into the cable. This point was considered by us in arriving 
at our decision and we need only point out that Moxham 
specifically suggests that the preformed helices may have 
initially the same pitch that they will have when laid up 


into the cable, page 1, lines 101 and 102 and page 2, lines 
1 and 2. 
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The request for rehearing is denied. 


The request for reconsideration is granted to the extent 
that we have reconsidered our decision, but is denied with 
respect to making any change therein. 

L. P. McCann 
Examiner-in-Chief 
M. H. Friedman 
Examiner-in-Chief 
June 28, 1954 Arthur B. Miller 
Examiner-in-Chief 


(Acting) 


Petition to the Commissioner of Patents from Ex Parte 
Appeals 3433/4 filed about July 15, 1954, Paper No. 44 


This is a petition to invoke the supervisory authority of 
the Commissioner to direct the Board of Appeals to review 
the decision of the Primary Examiner of Division 21 in 
finally rejecting certain claims in the above identified ap- 
plications on the basis of a decision of the Board of Inter- 
ference Examiners in Interference No. 83,266, Peterson v. 
Bodendieck. 


The facts are these: 


1. Upon being rejected on the patent to Bodendieck 
No. 2,414,136, issued January 14, 1947, your petitioner 
copied Claims 1 and 2 from the patent in his application 
Serial No. 698,312 (hereinafter referred to as the first 
application). 


2. The Examiner rejected these claims as to your peti- 
tioner on the basis that the disclosure in his first applica- 
tion did not support them. 


3. On appeal to the Board of Appeals (Ex parte Peter- 
son No. 15,663, decided July 2, 1948), the Board of Appeals 
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held that your petitioner could support the claims in the 
first application. 


4. Pending this decision of the Board of Appeals, your 
petitioner filed his application Serial No. 2,200 (hereinafter 
called the second application) as a continuation-in-part of 
his first application and adopted the same two claims from 
the Bodendieck patent therein. 


5. An interference, No. 83,266, was duly declared be- 
tween your petitioner’s second application and the Boden- 
dieck patent referred to above. 


6. Upon a favorable decision of the Board of Appeals 
in Appeal No. 15,663, which decided that your petitioner 
could make the patented claims therein, petitioner moved 
to add the first application to the interference in support 
of the issues thereof. 


7. The Examiner on his own motion dissolved the inter- 
ference on the basis that the counts were not supported by 
either of your petitioner’s applications, but was finally 
prevailed upon to permit the interference to proceed to 
final hearing. 


8. At the final hearing the Board of Interference Exam- 
iners adopted the interlocutory decision of the Examiner 
holding that your petitioner could not make the counts in 
either his first or second application, and awarded priority 
to the patentee Bodendieck on this basis, notwithstanding 
that the Board of Interference Examiners also mentioned 
in its decision that your petitioner was probably the first 
inventor. 


9. Notice of appeal to the Court of Customs and Patent 
Appeals was given by your petitioner from the inter partes 
ruling of the Board of Interference Examiners, and prior 
to the time formal petition was made to the Court and the 
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transcript of the record forwarded thereto, the patentee 
Bodendieck filed a statutory disclaimer in the inter partes 
proceeding and conceded prority to the petitioner as to the 
claims in issue. 


10. Your petitioner immediately moved to vacate the 
judgment of the Interference Board and to dismiss the 
inter partes appeal on the basis of Rules 262 and 263 of the 
Rules of Practice, but his petition was denied by the 
Assistant Commissioner of Patents. 


11. After much difficulty, in which both the Commis- 
sioner and the C. C. P. A. denied jurisdiction over the 
subject-matter, the interference was finally held terminated 
and your petitioner’s applications were remanded to the 
Primary Examiner for further action. 


12. The Primary Examiner finally rejected the claims 
derived from the Bodendieck patent, as well as other claims 
held non-distinctive therefrom, on the basis of the interfer- 
ence decision. 


13. From the final rejection of the Primary Examiner, 
ex parte appeal was again taken to the Board of Appeals 
(Nos. 343-33/34), which as to some grounds was identical 
with the previous ex parte appeal, No. 15,663, in which the 
Board of Appeals had held favorably as to the issues of 
the right to make the rejected claims in the first application 
of your petitioner. 


14. The Board of Appeals in Appeals 343-33 and 343-34 
held that the rejection of the Examiner based on the deci- 
sion of the Interference Board was essentially that of res 
judicata against your petitioner. 


15. Your petitioner brought a petition for reconsidera- 
tion and for additional hearing by the Board of Appeals 
on June 1, 1954, a copy of the brief in support of which 
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petition is attached hereto and incorporated herein by this 
reference (3 copies of which were submitted to the Board). 


16. The Board of Appeals, in practically duplicate de- 
cisions in both of the appeals in question, held as follows: 


“We regard it as obvious that we are without 
authority to review a decision by either the Board of 
Interference Examiners or by the Assistant Commis- 
sioner, since our statutory authority extends only to 
a review of the rejection of claims by an Examiner, 
Section 7, Title 35 U. S. C., and, in our opinion, we 
are equally without authority to do so indirectily under 
the guise of a review of a rejection by the Examiner. 
It would thus be pointless for us to consider in detail 
the various arguments presented concerning the pro- 
priety of the decisions in question.” 


ARGUMENT 


On the foregoing facts, your petitioner brings this peti- 


tion. The adoption of the Interference Board’s decision 
by the Primary Examiner in finally rejecting your peti- 
tioner’s claims makes this a rejection of claims by an 
Examiner subject to review by the Board of Appeals under 
its statutory authority to which it has referred. 


The Board’s refusal to review the facts in this case on 
the grounds of res judicata denies your petitioner his right 
to consideration on the propriety of the rejection in ques- 
tion. As is clearly brought out in the attached brief 
supporting your petitioner’s request for reconsideration 
and rehearing, the disclaimer filed by the patentee as to 
the counts in issue during the pendency of the interference 
spoke from the date of the patent, so as to preclude any 
basis of interference at any time and to render a judgment 
of priority to the contrary a nullity. 


By virtue of the disclaimer that has been filed by the 
patentee, your petitioner has been permitted to bring to 
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i the record in his first and second application an antedating 
' affidavit in accordance with Rule 131, by which the Exam- 
iner has withdrawn the Bodendieck patent as a reference. 
At the same time, the Examiner, as affirmed by the Board 
of Appeals, held that the interference decision of priority 
as to the claims in question is res judicata to your peti- 
tioner. 


It is evident that interference contests and antedating 
affidavits as regards the same patents are mutually exclu- 
sive, and by refusing to review and reverse this rejection, 
the Board of Appeals has permitted this anomaly to stand. 


The provisions of Rules 262 and 263 render it mandatory 
upon the Commissioner either to dissolve the interference 
as to a disclaiming patentee or to render judgment auto- 
matically against him. In either of these instances, the 
interference would have terminated without prejudice to 
your petitioner and without the assertion that the Interfer- 
ence Board’s decision was res judicata against him. 


The authority cited by the Board of Appeals in its initial 
decision in Appeals 343-33 and 343-34, dated April 30, 1954, 
for adopting this position, is the case of Humphrey v. 
Fickert, 112 O. G. 2094. In that case there was no disclaimer 
involved, and there was no appeal pending by which to 
prevent the judgment from becoming final. The concession 
of priority filed in that case would have justified a differ- 
ent conclusion than that reached even in the absence of 
disclaimer such as was filed in your petitioner’s interfer- 
ence by the patentee, under the demands of Rule 262. 


The Humphrey v. Fickert decision is discussed by your 
petitioner commencing at page 33 in the attached brief. 


After the disclaimer had been filed by the patentee, your 
petitioner was deprived of the opportunity of perfecting 
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the appeal: first, because no justiciable issue remained; 
and, secondly, because he was restored to an ex parte 
status in fact, and was without standing to conclude ex 
parte an appeal which had been initiated inter partes. He 
was thus denied his day in court. 


CONCLUSION 


Because the Interference Board’s decision was adopted 
as a basis of rejection by the Primary Examiner, it was 
properly reviewable by the Board of Appeals, which acted 
without its statutory authority in refusing to consider all 
of the facts surrounding this basis of rejection. 


Your petitioner prays, therefore, that the Board of Ap- 
peals be directed to reconsider its refusal to entertain your 
petitioner’s arguments on appeal regarding the impropri- 
ety of holding the decision of the Interference Board as 
res judicata against him on these facts. 


After a diligent search through the existing case law 
over a period of years, your petitioner avers that the facts 
as set forth in this petition are those of a case of first 
impression and should receive the full attention and con- 
sideration of the Commissioner of Patents as well as the 
tribunals of the Patent Office that are concerned therewith. 


An oral hearing is requested if considered necessary by 
the Commisisoner. 


Respectfully submitted, 


Attorneys for Petitioner. 


—_— 
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| Ruling of Assistant Commissioner on Petition filed about 
July 15, 1954, dated July 29, 1954 


Applicant petitions that the Board of Appeals be di- 
rected to reconsider its refusal to entertain his arguments 
| regarding the impropriety of holding the decision of the 
| Board of Patent Intereferences to be res judicata against 
him. 


The question raised by the petition is essentially one of 
merits and the decision of the Board of Appeals affirming 
the action of the primary examiner is of the type which is 
reviewable by appeal. It is not the practice to set aside a 
decision of this character on petition unless it is found 
to be manifestly erroneous. The action of the board in 
the present case has been carefully considered in the light 
of the present petition but no such error has been found 
as would justify the exercise of supervisory authority and 
the petition is accordingly denied. 


ArtHur W. CROCKER, 
Assistant Commissioner. 


PLAINTIFF’S EXHIBIT 2A-2B 


Application of Thomas F. Peterson Serial No. 2,200 
as Filed January 14, 1948 for: Armor Rods 


This invention is a continuation-in-part of that disclosed 
in my pending application, Serial No. 698,312, filed Sep- 
tember 20, 1946.° It has for its object the teaching of new 
purposes and usages of helically pre-formed wires, com- 
monly called “armor rods,” and to new methods of their 
application to line wires, electrical conductors, cables, etc. 


Elongated elements, which for convenience will be herein 
referred to as “wire,” but which may be of any suitable 


“Pi. Ex. 14-1B, herein at pages 170-188 et seq. 


, ae eee Sl 
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material and of any cross-sectional configuration, are pre- 
formed into helices of conforming pitch and lay so that 
when a number of such elements are brought into co-axial 
association and twisted together, they constitute a rela- 
tively rigid envelope or tube of any desired length, being 
endowed, however, with that degree of flexibility such as 
characterizes helical structures. Where such envelopes or 
tubes are employed as armoring for wires or cables, it is 
customary that the eye of the helix to which each of the 
elements is formed is the same size, or slightly smaller, 
than the outside diameter of the wire or cable about which 
it is to be disposed. This assures that the helical elements 
tightly grip the wire or cable, which constitutes the core, to 
develop such high frictional engagement as to provide, 
among other things, a satisfactory splicing means for such 
lines, even under considerable tension. 


It is customary to manufacture the pre-formed elements 
and sell them in loose bunches for later association in the 
field of ultimate use. This has caused some inconvenience 
and extra cost in the matter of packaging and handling, as 
well as in the actual installation of the armor rods about 
line conductors at the point of application. 


It is the primary object of the present invention to teach 
new and useful ways of handling helically pre-formed ele- 
ments, which for convenience will be hereinafter referred 
to as armor rods, so that they may be shipped in assem- 
bled form as a tubular body and then easily applied to 
line conductors or any other location of intended use with- 
out being completely disassembled at any time. It is a 
related object to teach the application of armor rods to the 
field of vibration dampeners for overhead transmission 
lines, which, in addition to the absorption of vibrational 
energy, tend to perform the incidental function of de-icing 
such lines. 
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Related objects include the application of armor rod 
' tubes to electrical conductors in such a way that they may 
form taps, hangers, arcing horns, ete. 


It is the further object, and concomitant to those enu- 
' erated above, to teach the inter-association of a plurality 
' of armor rod tubes in such a way that they interconnect 
' to form a longer composite tube which may be disposed 
about a common conductor or other suspended wire, or 
_ which may be led from such a conductor to any remote 
' point, without sacrificing the integrity and rigidity of the 
tube. 

These and other related objects will become apparent 


' hereinafter when the following specification is considered 
in light of the accompanying drawings, in which: 


Fig. 1 is a side view of one helically pre-formed element 
made in accordance with the present invention. 


Fig. 2 is a plurality of the elements corresponding to 
that shown in Fig. 1 laid together to form a hollow tube or 
armor. 


Fig. 3 is a sectional view taken at line 3-3, Fig. 2. 


Fig. 4 is a side elevational view of a conductor or core 
member having two groups of pre-formed wires disposed 
oppositely with respect thereto preparatory to being 
wrapped thereabout. 


Fig. 5 is a sectional view taken at line 5-5, Fig. 4. 


Fig. 6 is an interrupted view of a conductor or core mem- 
ber about which the two groups of pre-formed wires are in 
the process of being wrapped as a sequence to the starting 
position shown in Fig. 4, 


Fig. 7 is a fragmentary diagram illustrating the splitting 
of a tube already assembled as in Fig. 2. 
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Fig. 8 is an end view of the operation of Fig. 7 showing 
the direction the splitting tube must be turned to untwist 
the tube. 


Fig. 9 shows such a tube partially untwisted. 


Fig. 10 shows the first step in the association of a par- 
tially untwisted tube with a conductor or core which it is to 
enclose, the split legs being turned about the conductor or 
about the core in the direction of the arrows for this 
purpose. 


Fig. 11 shows the legs of the split tube intertwisted about 
the conductor to reconstitute the tube with the latter in its 
center, the disengaged unsplit part to be turned in the 
direction of the arrows to complete the core enclosing 
operation. 


Fig. 12 shows the tube in place upon the core as a result 
of the steps of Figs. 10 and 11. 


Fig. 13 is an arcing horn and vibration dampener derived 
from affixing a weight to the end of the disengaged portion 
of the tube shown in Fig. 11. 

Figs. 14 and 15 are taps or hanger adaptations of a 
tube applied as in Figs. 7 to 12. 

Fig. 16 is a tube in which complementary halves of the 


pre-formed wires are displaced axially relative to each 
other. 


Figs. 17-22 are various adaptations of the present inven- 
tion to vibrational dampener usages. 

Fig. 20 is a sectional view taken at line 20-20, Fig. 19. 

Fig. 23 shows application of the tube to a live electric 


conductor to be spliced or armored, utilizing insulated hot- 
line applicators. 


Referring now more particularly to the drawings in 
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which like characters of reference refer to similar parts 
throughout, helically pre-formed wires 10, similar to that 
shown in Fig. 1, are arranged in two or more groups lla 
and 11b upon opposite sides of the conductor C or other 
wire or cable about which they are to be disposed. The 
groups are applied adjacent to their middle upon opposite 
sides of the conductor C and are twisted so as to enclose 
the latter, as is illustrated in Fig. 6 at 12’. 


This same association may be effected without the use 
of a conductor C or other core member, whereupon the in- 
dividual elements or pre-formed groups of such elements 
are intertwisted to constitute a hollow tube 12, illustrated 
in Fig. 2. 

After the pre-formed elements are manufactured, it is 
convenient that they be assembled prior to distribution so 
as to form a hollow tube 12, such as shown in Fig. 2, and 
sent to the location of ultimate use in such form. 


To apply a tube to a line conductor without completely 
disassembling it, steps illustrated in Figs. 7 to 12 may be 
followed. Here a tool 13 is inserted endwise of a tube 12 
and forced in the direction of its axis to cause the individ- 
ual wires to part into two or more groups. Then by turn- 
ing and advancing the tool 13, this splitting action may be 
propagated through as much of the length of the tube as 
it is desirable to separate, although halfway is usually 
sufficient for this purpose. (See Fig. 9.) 


Then, as disclosed in Fig. 10, the split legs 12x-12y of 
the tube may be disposed so as to straddle a core member 
C and may be twisted around the core member to enclose 
it for a distance equal to the extent to which the tube was 
split. This enclosing portion is designated as 12a in this 
figure. The remaining disengaged portion 12b may then be 
bodily rotated about the core in the direction of the arrows 
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(for the lay illustrated) completely to enclose the core 
throughout its length, as is shown in Fig. 12. By this 
method, the tubes may be shipped assembled and rapidly 
installed without the tubes’ at any time being completely 
taken apart. 


The intermediate stage of such application, as shown in 
Fig. 11, may be used, without completing the enclosing 
operation, as an arcing horn or a dampener, which appears 
in Fig. 13. Here the disengaged portion 12b of the tube is 
provided with a weight 14 at its outer end, which is pref- 
erably disposed above the line C of application. In this 
position the vibrations of the line are absorbed by oscilla- 
tory motion of the weight, which in turn flexes the tube, 
both at its part 12b and part 12a, about the cable, dissipat- 
ing the vibrational energy as friction between its com- 
ponent elements. There is a tendency for the arcing horn 
type of dampener to oscillate through an arc transverse to 
the longitudinal axis of the line of application, the center 


of which are roughly corresponds to the center of the cable. 
Such oscillatory motion tends to cause the individual ele- 
ments of which the tube is.composed to twist and slide one 
upon the other, and, incidentally, to exert a moment of 
torque upon the line of application, which movements are 
generative of friction and dissipative of the vibrational 


energy. 


This particular application has the added function of 
an arcing horn, whereby arec-over of insulators occurs from 
the ground to the protected conductor and/or the dampener 
and not to the bare conductor, which is vulnerable to burn- 
ing, annealing, etc., especially under the conditions of ten- 
sion, bending and tortional stress to which it is usually sub- 
jected. 


In Figs. 14 and 15 there appear tap loops which are 
formed by untwisting the ends of tubes and applying the 
untwisted portions to conductors in the manner previously 
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described. These may be done on opposite ends of the same 
tubes simultaneously without disassembling the entire tube, 
and may effect the reverse bend type of tap shown in Fig. 
14 or the continuous unidirectional type of bend shown in 
Fig. 15. Taps of this kind are also effective as vibrational 
dampeners and may serve the dual purpose of tap and 
dampener. 


In Fig. 17 there is shown the application of a tube to 
an overhead transmission line C as a vibrational dampener, 
which has the additional function of de-icing such trans- 
mission line. This vibrational dampener is formed of a tube 
arranged as shown in Fig. 16, in which the elements 10, 
which constitute the body of the hollow tube 12, are dis- 
placed axially into groups 12¢ and 12d to provide a central 
closed tube portion having partial tube portions at each 
end thereof. 


As shown in Fig. 17, the central closed tube portion 12 


is of a length approximately sufficient to span between 
adjacent catenaries of the same transmission line C sus- 
pended from the usual saddle 15. The partial tube portions 
12¢ and 12d are, respectively, wrapped around the trans- 
mission line at these points securely to grip the same. 


In Fig. 18 there is illustrated a variation of this to the 
extent that another axially displaced tube element, similar 
to that shown in Fig. 16, is predisposed around the line C 
as a reinforcement therefor, so that the central solid tube 
portion 12’ thereof engages the transmission line at the 
point where it crosses the saddle 15, thus to diminish the 
arc of bend of the line over the saddle and to provide par- 
tial tube portions 12’c-12’d at each side thereof. These 
partial tube portions may be brought into association with 
a vibrational dampener 12 arranged as in Fig. 17, so that 
the two partial tube portions 12’c-12’d of the reinforce- 
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ment 12’ upon the line, and the partial tube portions 
12¢-12d of the vibrational dampener 12 combine to form 
a closed tube, with the result that all of the tubular ele- 
ments involved are substantially closed. 


A similar arrangement appears in Fig. 19, with the ex- 
ception that two vibrational dampeners 12-12” are ap- 
plied in the absence of the reinforcement 12’ upon the line 
C at the saddle 15. In this instance, the partial tube por- 
tions 12c-12”ec and 12d-12”d of each of the dampeners 
combine about the line to form a closed tube, of which their 
central body portions 12-12”, spanning between the two 
caternaries of the line, are already constituted. These 
should hang, as illustrated in Fig. 20, at about 45° to the 
vertical plane of the axis of the line C for maximum dam- 
pening effect. A reinforcement 12’ of coextensive elements 
10 might be employed around the line at the saddle 15, as 
shown in dotted lines. 


The application of the dampener idea, as applied to an 
upright insulator type of line suspension, appears in Fig. 
21, where the tube 12, predisposed as in Fig. 16, is affixed 
at one of its ends, constituting the partial tube portion 12c 
thereof, to the conductor C, and the central closed tube 
portion 12 is carried above the insulator 16 to the opposite 
side, where a connection with the line C is made by engag- 
ing the partial tube portion 12d therewith. 


In Fig. 22, there is an application of the tube 12 con- 
structed in accordance with this invention applied to a line 
wire or conductor C at mid-span point, or some place re- 
mote from the saddles or insulators, where it is equally 
effective as a vibrational dampener and as a de-icer. 


The effectiveness of such arrangements as are herein 
illustrated as vibrational dampeners and as de-icers arises 
from the fact that vibrational movements of the line wires 
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or conductors with which these devices are associated 
causes the tubes to flex and elongate axially, thus expend- 
ing the vibrational energy as friction. At the same time, 
incident to such flexing, a moment of torque is exerted 
upon the lines C, which are thereby given a tendency to 
twist and turn, to effect the further dissipation of vibra- 
tional energy, while at the same time causing ice formations 
to crack off so as to leave the lines relatively free of ice. 
It does not matter whether the arrestation of vibration 
occurs between two catenaries, as when the tubes are ap- 
plied across the saddles or insulators of the same line, 
or whether this is done at mid-span on the same line, or 
whether either of these applications are effected as be- 
tween two or more lines of an overhead transmission line 
assembly. The laws of physics involved are substantially 
the same, and the dampening and elimination of vibrations 
is efficiently accomplished. 


In order to increase the moment of inertia exerted by 
the tubes and to increase the inter-strand friction and fric- 
tion between a filler-core and the strands when applied 
as vibration dampeners, the closed central portions 12 
thereof may be filled, as at 19, Fig. 20, with lead, or other 
suitable filler, or may be left hollow, as shown in the right- 
hand element of this figure. 


Since it is frequently necessary to apply armor rod tubes 
of the type herein disclosed as repairs or splices to live 
line wires, that is, electrical conductors which are ener- 
gized at high voltage, it is desirable that the application 
be made with proper precaution against shock. Whereas 
the method of applying wires for these purposes, as illus- 
trated in Figs. 4 and 6, is suitable for all mechanical appli- 
cations where energized conductors are not a consideration, 
insulated applicators, as illustrated in Fig. 23, must be 
used where hot wires are present. Thus, the insulated 
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applicators 17 and 18, shown in Fig. 23, may be employed 
to twist oppositely disposed groups of armor rods around 
a core C which is electrically energized for the purpose of 
effecting a repair in that core or otherwise for reinforcing 
it or dampening its vibrations as hereinbefore disclosed. 


In the embodiments shown in Figs. 13-22, inclusive, in 
order to prevent the armor rod portions which are disposed 
about the core or line body from becoming untwisted by 
the accidental rotation of the unattached portions about 
the line, the groups of armor rods which are split to permit 
accommodation of the line may be led away from the line 
one or more helical lays apart. As one group is led from 
the line, the remaining group may continue along the line 
in wrapped engagement therewith to a point one or more 
lays removed from the point at which the first group is 
projected. Then the outer ends of the two groups may be 
brought together and twisted about each other throughout 
the remaining portions of their co-extensiveness. This 
gives a longer bearing as a departure point along the line, 
and affords two angles of attack relative to the line as 
between the several groups of armor rods, thus more posi- 
tively to resist unwinding of the attached portions thereof. 


I claim: 


1. A tubular construction comprised of a plurality of 
tubes formed of helically-preformed elements of conform- 
ing pitch and lay, a group of elements of each tube being 
axially offset with respect to the remaining elements there- 
of to define a whole tube portion and partial tube portions 
in each tube, the partial tube portions among adjacent 
tubes being coaxially overlapped and intertwisted to define 
a composite tubular body. 


2. The method of articulating tubular bodies composed 
of preformed helical elements which includes displacing 
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certain of the elements of each body axially relative to the 
remaining elements thereof to define a whole tube portion 
having partial tube portions at each end thereof, the par- 
tial tube portions of adjacent bodies being complementary, 
| and intertwisting the complementary partial tube portions 
of adjacent bodies to form substantially whole tube por- 
tions between and contiguous to the original whole tube 
portions of said bodies. 


3. In combination with a line body defining @ core, 2 
set of preformed armor rods on said core enclosing @ por- 
tion of its length, said set of armor rods having partial 
lays throughout a portion of its length, and another set of 
armor rods having complementary partial lays interen- 
gaged in coaxial relation to the partial lays of the first set 
to constitute a complete enclosure for said core at said 
partial lay portions. 


4. The invention of Claim 3, in which the second set 
of armor rods is disposed about the core as in the case 
of the first set. 


5. The invention of Claim 3, in which the second set 
of armor rods is, in its central portions, removed from the 
core, to constitute a generally Y-shaped conjunction there- 
with. 

6. A vibration dampener for suspended lines comprised 
of helically-preformed armor rods. 


7. A vibration dampener for suspended lines comprised 
of a set of preformed armor rods arranged partially in 
coaxial, circumjacent relation to the line, and partially 
dependent therefrom. 


8. A vibration dampener for suspended lines comprised 
of a set of preformed armor rods defining a tube, portions 
adjacent to the ends of the tube being adapted for connec- 
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tion with the line, the central portions of the tube contain- 
ing a filler substance. 


9. The combination of a suspended line and a set of 
armor rods having its ends engaged about the line at spaced 
points, the central portion of said set being spaced from 
said line in bridging relation between its points of engage- 
ment therewith. 

10. The invention of Claim 9 in which said set of armor 
rods defines a reverse-bend loop-type tap and vibration 
dampener. 

11. The invention of Claim 9 in which said set of armor 
rods defines a unidirectionally-bent loop-type tap and vi- 
bration dampener. 

12. The method of handling and installing armor rods 
which includes providing said armor rods assembled in 
sets of tubular form prior to their installation upon linear 


bodies, and installing said sets upon said linear bodies 
while preserving at least a part of the complete tubular 
assembly of said sets throughout the installation thereof. 


13. The method of installing sets of armor rods upon 
linear bodies which includes providing sets of armor rods 
in tubular form, partially untwisting the tube into several 
groups of armor rods, wrapping the untwisted groups 
about the line of ultimate association, and, thereafter, ro- 
tating the disengaged twisted part of the armor rods about 
the line to wrap the rods about the line completely to en- 
close the latter. 


14. The method of forming vibration dampeners on 
linear bodies which includes providing a set of armor rods 
assembled in tubular form, partially untwisting the armor 
rods at each end of the tube, and wrapping the untwisted 
ends about the line at spaced points therealong. 
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15. A vibration dampener for linear bodies comprising 
a pair of armor rod sets defining tubes of preformed rods 
axially displaced to form a whole tube body portion and 
partial tube portions on each end thereof, the partial tube 
portions of each set being complementary to each other 
and being intertwisted about the linear body at spaced 
points along its length, the intermediate whole tube por- 
tions of said armor rod sets spanning between said points 
in spaced relation to coextensive portions of the linear 
body and to each other, said whole tube portions being dis- 
posed so that the planes of their longitudinal axes fall 
approximately 45° to the vertical plane of the longitudinal 
axis of the line. 


16. The method of wrapping armor rods about linear 
bodies which include dividing the rods into several groups, 
applying the groups upon opposite sides of the line, and, 
starting at a point adjacent to the middle of the rods, 
wrapping the rods about the line from the starting point 


outwardly to the ends thereof completely to enclose the 
line. 


17. The method of wrapping preformed armor wires on 
a central core which comprises separating the armor wires 
into a pair of groups with the wires of each group arranged 
side by side in substantial parallelism, the groups being 
arranged oppositely with respect to the core, and simul- 
taneously wrapping the preformed armor wires about the 
core while the wires are maintained in substantial paral- 
lelism during the wrapping operation. 


18. The method of wrapping preformed armor wires on 
a central core which comprises separating the armor wires 
into a pair of groups with the wires of each group ar- 
ranged side by side in substantial parallelism, the groups 
being arranged oppositely with respect to the core, and 
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simultaneously wrapping the preformed armor wires about 
the core while the wires are maintained in substantial 
parallelism during the wrapping operation, the said wrap- 
ping beginning at a point intermediate the ends of the 
armor wires and progressing outwardly toward both ends 
of the armor wires simultaneously. 


19. The method of wrapping preformed armor wires on 
a central core which comprises separating the armor wires 
into a pair of groups with the wires of each group arranged 
side by side in substantial parallelism, the groups being 
arranged oppositely with respect to the core, and simul- 
taneously wrapping the preformed armor wires about the 
core while the wires are maintained in substantial paral- 
lelism during the wrapping operation, the said wrapping 
beginning at a point intermediate the ends of the armor 
wires and progressing outwardly toward both ends of the 
armor wires simultaneously, and the said wrapping being 
carried on by means of insulated operating members, 
whereby the central core may remain energized. 


20. The method of applying armor wires to energized 
conductors, which comprises pre-forming the armor wires 
into twisted helical members of relatively long pitch 
adapted to fit into position with a plurality of others of 
the same wires to form a continuous armor covering of 
wires edge to edge in helical form on the conductor, arrang- 
ing said wires in groups side by side on the opposite sides 
of the conductor on which they are to be wrapped, and 
urging said groups in helical direction toward one end 
while simultaneously urging said groups in a helical direc- 
tion toward the other end about the wire to wrap them 
simultaneously on the wire in the said edge to edge location. 


INVENTOR: 


T F. PETERSON, 
phic ha 


ATTORNEY 


ww 


FIG. I6 


INVENTOR: 


=. PETERSON, 


ATTORNEY 


SSS SSS 


WY Nall 
Se 


“a -o* 12! 


2 AKU = ss 
io Oe 18 —— 


FIG. 20 Gc 12 FIG. 22 


> INVENTOR: 


a < TH F PETERSON, 
FIG. 23 Si | 
Maid 


ATTORNEY 


362 
Patent Office Action Paper No. 3 Mailed February 18, 1948 


The following claims, found allowable, are suggested for 
purpose of interference. Applicant should make the same 
by March 25, 1948 under the provisions of Rule 96; failure 
to do so will be considered a disclaimer of the subject mat- 
ter involved: 


“The method of applying to an elongated member a 
protective structure which comprises a plurality of 
helically shaped elements that are preassembled to pro- 
vide a self-sustaining elongated hollow structure, said 
method comprising dividing said elements of said hol- 
low structure into two groups of elements and un- 
wrapping said groups of elements for a portion of the 
length of the hollow structure, wrapping said un- 
wrapped portions of the hollow structure helically 
about said elongated member, and then applying the 
remainder of the hollow structure to said elongated 
member so that the element portions making up said 
remainder of the hollow structure are extended heli- 


cally of said elongated member. 


The method of applying to an elongated member a 
protective structure which comprises a plurality of 
helically shaped elements that are preassembled to 
provide a self-sustaining elongated hollow structure, 
said method comprising dividing said elements of said 
hollow structure into two groups of elements and un- 
wrapping said groups of elements for a portion of the 
length of the hollow structure, wrapping said un- 
wrapped portions of the hollow structure helically 
about said elongated member, and then applying the 
remainder of the hollow structure to said elongated 
member with the aid of a tool which is rotated about 
said elongated member so that the element portions 
making up said remainder of the hollow structure are 
extended helically of said elongated member.” 


Examiner 
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Amendment Filed February 25, 1948 


Responsive to the Office action mailed February 18, 1948, 
kindly amend the above-entitled application by adding the 
following claims: 


21. The method of applying to an elongated member a 
protective structure which comprises a plurality of heli- 
cally shaped elements that are preassembled to provide a 
self-sustaining elongated hollow structure, said method 
comprising dividing said elements of said hollow structure 
into two groups of elements and unwrapping said groups 
of elements for a portion of the length of the hollow struc- 
ture, wrapping said unwrapped portions of the hollow 
structure helically about said elongated member, and then 
applying the remainder of the hollow structure to said 
elongated member so that the element portions making up 
said remainder of the hollow structure are extended heli- 
cally of said elongated member. 


22. The method of applying to an elongated member 
a protective structure which comprises a plurality of heli- 
cally shaped elements that are preassembled to provide a 
self-sustaining elongated hollow structure, said method 
comprising dividing said elements of said hollow structure 
into two groups of elements and unwrapping said groups 
of elements for a portion of the length of the hollow 
structure, wrapping said unwrapped portions of the hollow 
structure helically about said elongated member, and then 
applying the remainder of the hollow structure to said 
elongated member with the aid of a tool which is rotated 
about said elongated member so that the element portions 
making up said remainder of the hollow structure are ex- 
tended helically of said elongated member. 
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Remarks 
The foregoing claims, suggested by the Examiner, have 


been adopted in this case for purposes of interference, in 
accordance with the provisions of Rule 96. It is respectfully 


requested that the interference be set up forthwith.° 
Respectfully submitted, 


Attorney for Applicant 


Patent Office Action Paper No. 8 Mailed March 31, 1948: 
Declaration of Interference No. 83,266,— 
Peterson vs. Bodendieck 


The case, above referred to, is forwarded to the Exam- 
iner of Interferences because it is adjudged to interfere 
with others, hereafter specified. The question of priority 
will be determined in comformity with the Rules. The 
interference will be identified as No. 83266. On or before 
May 3, 1948, the statement demanded by rule 110 must be 
sealed up and filed with the subject of invention, and name 
of party filing it, endorsed on the envelope. The subject- 
matter involved in the interference is presented in claims 
17, 18, 19 and 20 of this application. 


The interference involves your application above identi- 
fied and a patent for: 


METHOD AND APPARATUS FOR WRAPPING 
ARMOR WIRE ON ENERGIZED CONDUCTORS, Serial 
No. 592,807, filed May 9, 1945, Patented January 14, 1947, 
Patent No. 2,414,136, by Henry W. Bodendieck, of Taylor- 


©These claims were the issue in Interference No. 83,265, declared March 
31, 1948, between this application of Thomas F. Peterson and an application 
of Kenneth R. Runde, Serial No. 681,903, filed July 8, 1946. The claims in 
issue were awarded Peterson and are of record herein under rejection as 
relating to the non-elected species of invention. The Bunde application was 
assigned to Peterson, and has since issued as Patent No. 2,582,797, printed 
at pages 520-523, infra. 
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ville, Illinois, Whose post office address is 325 East Main 
Street, Taylorville, Illinois, and whose Substitute attorney 
is Robert H. Wendt, 800 Tower Building, 6 North Michigan 
Avenue, Chicago 2, Illinois. 


The relation of the counts of the interference to the 
claims of the respective parties is as follows: 


Counts Bodendieck Peterson 
1 1 17 
2 2 18 
4 3 19 
4 20 20 
Counts Compared. 


After the termination of the interference this applica- 
tion will be held for restriction and revision under Rule 96. 


Examiner 


Amendment filed July 16, 1948 


Please amend the above entitled application as follows: 
Cancel claims 19 and 20. 


Remarks 


This amendment is entered with respect to a motion that 
is being brought of even date in interference No. 83,266, 
to withdraw from the record the claims in this application 
which constitute the issues of Counts 3 and 4 in said inter- 
ference. 

Respectfully submitted, 
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Patent Office Paper No. 12 mailed July 27, 1951* 


References: 


Bodendieck 2,414,136 Jan. 14, 1947 57-10 
Moxham 337,513 Mar. 9, 1886 57-145xr 

Claims 17 and 18 stand finally disposed of under the pro- 
visions of Rule 265* and have been cancelled. 


Claim 3 is rejected as indefinite. Line 4: “a portion of its 
length” is questioned. It is not clear whether “its” refers to 
“set” or to “core”. Attention is called to the fact that the 
phrase “a portion of its length has previously been used 
in lines 2 and 3.” 


Claims 4 and 5 are rejected as indefinite since they de- 
pend from claim 3. 


Claims 6 and 8 are rejected as fully met by Moxham, 
supra, which shows all the structure set forth. A mere dif- 
ference in use will not render an otherwise old structure 


patentable. 


Claim 6 is also rejected as fully met by Bodendieck, 
supra. 


Claim 12 is rejected as functional and indefinite. The 
steps by which the armor rods are installed are not set 
forth. The claim merely sets forth a desired result. 


Claim 12 is also rejected on Moxham, supra, on the 
ground that it calls for nothing more than taking a coreless 
tube of the preformed wires (page 2, lines 3 to 8) and 
slipping it endwise onto a linear body. This is obviously 
not invention. 


Claim 16 is rejected as fully met by the issue of inter- 
ference No. 83,266. 


v. Bodendieck, pre- 
aoe appears in the 
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Claim 16 is also rejected as fully met by Bodendieck, 
supra. 


Election is required between: (1) claim 16 which is spe- 
cific to Figs. 4, 6 and 23 and (2) the remaining claims 
which are not readable on said figures. 


Claims 1, 2, 7, 9, 10, 11, 13, 14, 15, 21 and 22 are con- 
sidered allowable. 


Page 5, line 19: should not “line C of application” be 
changed to Core C? 


Claim 8, line 4: should “portions” be portion? 


Examiner. 


Amendment filed October 23, 1951 
Paper No. 13 


Responsive to the Office action mailed July 27, 1951, 


please amend the above-identified application as follows: 


Claim 3, line 3, after “rods” insert 
—in part— 
and at the end of the line add a comma 
Line 4, cancel the words before the comma 
Cancel Claim 12 without prejudice 
Claim 16, line 1, after “wrapping” insert 
—helically preformed— 


Add the following claims: 


23. The method of installing helically preformed 
elements upon suspended lines which includes arrang- 
ing several groups of said elements so that the ele- 
ments of each group are in mutually conforming co- 
axial helical relation, distributing and holding said 
groups about the line in balanced relation so that they 
are substantially parallel thereto, then, while maintain- 
ing the coaxial helical disposition of said preformed 
elements in each group, simultaneously twisting the 
groups about the line until said groups are substan- 
tially coaxial with said line and with each other. 


368 


24. The method of installing helically preformed 
elements upon suspended lines which includes provid- 
ing a plurality of helically preformed elongated ele- 
ments in assembled coaxial relation to constitute 
several helical units to be assembled in mutually 
accommodating relation upon a suspended line as re- 
inforcement and protection therefor, arranging a plu- 
rality of said helical units symmetrically about the 
line with their axes substantially parallel to each other 
and to said line but not coaxial with the latter prelimi- 
nary to being installed thereupon, and mutually twist- 
ing said helical units into engagement with said line 
until said units are substantially coaxial therewith and 
with each other. — 


Remarks 


Claims 17 and 18 have been finally disposed of under 
the provisions of Rule 265 by cancellation. This action is 
not acquiesced in and is believed to be premature. The 
judgment of the Board of Interference Examiners in Inter- 


ference No. 83,266 did not become a final judgment, binding 
upon the applicant, by virtue of the notice to the Commis- 
sioner of his appeal from that decision to the Court of 
Customs and Patent Appeals. Judgment in an interference 
will not be made final during the pendency of an appeal. 
Proutt v. Johnston & Johnston, 130 O. G. 2718. 


During the pendency of this appeal, which prevented the 
Board’s decision from becoming a final judgment in this 
case, the senior party Bodendieck filed a disclaimer of the 
subject-matter comprising the counts in that interference, 
which are recited herein as Claims 17 and 18, and further- 
more conceded priority of those inventions to applicant. 


The effect of this action left no justiciable issue for re- 
view on appeal, and this case is accordingly remanded to 
the Primary Examiner by order of the Commissioner for 
further ex parte action. 
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Under the statute, disclaimers relate back to and are 
effective as of the date of the issue of the patent: 


Freeman v. Altvater, 138 F.(2d), 854; 

Mucor Steel Co. v. George A. Fuller Company, 
316 U. S., 143; 

Altoona Publix Theatres v. American Tri-Ergon, 
294 U. S., 477; 

Wilmer & Vincent Corporation v. American Tri- 
Ergon, 294 U. S., 734. 


This means that the Bodendieck patent, while possibly 
showing the invention, may no longer be asserted as a refer- 
ence which claims the invention, and as a reference this 
patent is subject to being overcome by an affidavit filed in 
accordance with the provisions of Rule 131. 


This has already been accomplished on the record in 
Interference No. 83,266, pursuant to the declaration of 
which applicant in his co-pending application, Serial No. 


698,312, filed a statement according to old Rule 94, and a 
supplemental oath which accompanied the amendment filed 
September 17, 1947, presenting these identical claims to the 
record.* The proofs submitted by applicant during this in- 
terference are more than adequate to support completion 
of this invention prior to the filing date of the Bodendieck 
patent. This is brought out by the decision of the Board 
of Interference Examiners, which at page 11+ holds that 
Peterson’s testimony tends to prove that he reduced the 
invention to practice before Bodendieck entered the field. 
The entire burden of Peterson’s proofs adduced during 
this interference is persuasive toward this conclusion. 
Therefore, it is urged that the Bodendieck patent is over- 
come as a reference against this subject-matter, and that 
it is improper to invoke the provisions of Rule 265 sum- 
marily to dispose of Claims 17 and 18 herein. 


*Pages 191-198, supra. 
{Page 476, infra. 
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It is true that applicant is asserting these same claims in 
his co-pending application, Serial No. 698,312, and that at 
the appropriate time the claims will be withdrawn from 
one of these cases. In the meantime, applicant intends to 
preserve his right of action in either of the cases as might 
best serve his interests. 


Claim 3 has been amended to remove the indefiniteness 
noted by the Examiner. It is believed that this claim in its 
amended form, together with its dependent Claims 4 and 
5, are now in condition for allowance. 


Claims 6 and 8 have been rejected on Moxham. This 
rejection is believed improper in view of the fact that Mox- 
ham shows a hollow cable of endless length made of heli- 
cally preformed elements which are laid together in a 
closing die through cooperation with the usual spinning 
frame known to the cable and rope making industry. Such 
a cable is not a vibration dampener as called for by Claims 


6 and 8, and is not a set of helically preformed armor rods. 
It is not at all definitive of the subject-matter of these 
claims and, if anything, relates to the type of cable, core, 
or conductor to which the vibration damperers defined by 
Claims 6 and 8 are applicable. It is urged, therefore, that 
these claims are clearly allowable over the Moxham refer- 
ence, and this action is respectfully solicited. 


Claim 6 was further rejected on the patent to Boden- 
dieck, but here again the patentee does not disclose a vibra- 
tion dampener, and he teaches no disposition of armor rods 
corresponding to those shown in this application, as in 
Figures 13 to 22 inclusive. Not only is Bodendieck, there- 
fore, inapplicable as a reference against such claims, but 
he stands antedated by applicant on his record. His with- 
drawal as a reference is accordingly urged. 
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The objection to Claim 12 appears by applicant to be 
well taken, and accordingly this claim has been canceled. 


Claim 16 has been rejected as met by the issue of Inter- 
ference No. 83,266, and also as met by the Bodendieck 
patent. For reasons stated above, rejection on the Boden- 
dieck patent should be withdrawn, as this reference has 
been clearly overcome by verified antedating showings in 
the record. For like reason, it should not be rejected on 
the interference issues, since the final determination of 
that contest is favorable to applicant. If, however, the con- 
trary were to be the case, it should be pointed out that 
this claim was one which was sought to be added to the 
issues of that interference by applicant, but its adoption 
was resisted by Bodendieck, and thus in effect disclaimed 
by him. The fact that it is broader than the interference 
issues does not preclude applicant from asserting it in this 
application, since it is well settled that the losing party in 
an interference is entitled to claims broader than the issues, 
and especially where he attempted to make them a part 
of the issues and adoption was refused by the opposing 
party. See Reed v. Landman, 55 O. G., 1275; Hammond v. 
Hart, 83 O. G., 743; in Re Whitney, 83 O. G., 1659; and in 
Re Klahn, 241 O. G., 623. Claim 16 should therefore be 
allowed to applicant. 


Claims 23 and 24, added herein for the first time, are 
allowed Claims 14 and 15 in the application of Kenneth R. 
Runde, Serial No. 681,903, filed July 8, 1946, which recently 
and inadvertently became forfeited by failure to pay the 
final fee on October 6th. One of the reasons why the for- 
feiture ensued in that application was due to the fact that 
the final fee was withheld pending final determination as 
to whether Claims 14 and 15 were properly lodged in the 
Runde case, or whether they should be asserted in appli- 
cant’s instant case, Serial No. 2,200. 
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The subject-matter of these claims is more properly 
directed to the disclosures as shown in Figures 2 to 6 of 
the present case, rather than anything shown in the Runde 
application. Therefore, in order to avoid a double patent- 
ing and to preserve in the applicant Peterson his rights as 
prior inventor to this subject-matter, which is unrelated to 
the subject-matter of the interference issues in which he 
prevailed over the applicant Runde (Interference No. 
83,265), it is believed necessary to remove these claims 
from the Runde application and to assert them herein. 


Since the claims were allowed on the Runde record, it is 
assumed that they will be allowed herein without further 
ado. 


These claims relate to the subject-matter of Figures 4, 
6 and 23, and are subgeneric to Claim 16, in view whereof 
the species to which Claims 16, 23 and 24 are applicable 
will be retained for prosecution herein in the event that 
the requirement for division is insisted upon. The require- 
ment for division is traversed, nevertheless, upon the 
grounds that the inventions disclosed in all of the figures 
of the drawings in this case, and as have been covered by 
the claims on this record, treat with the grouping of two 
or more helically preformed armor rods about a common 
helical axis as a condition precedent to being applied upon 
a line body or conductor. The several embodiments shown 
in the drawings are all related by this common significant 
fact and stand under Claim 16 as subgeneric combinations 
or methods sufficiently few in number to be retained in one 
application under the rules relating to divisional practice. 
It is apparent that the invention, while capable of being 
expressed in several ways, is in fact a unitary one, and the 
claims directed thereto should be retained in one appli- 
cation. 
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The Examiner’s query with respect to the use of “line 
C” was intended to read that way, as the element C has 
been variously designated as a conductor, core, or line. 
In the particular usage mentioned, it is referred to through- 
out that paragraph as a line, and therefore it was in- 
tended to be asserted in that manner. It should be men- 
tioned that vibration dampeners have utility on other 
suspended lines besides electrical conductors, such as in 
the case of stays, guy wires, etc. Therefore, the term “line” 
is believed to be an apt one. 


With respect to Claim 8, line 4, the use of the word 
“portions” was intended, so as to cover not only the exact 
geometric center of the tube, but also the portions proxi- 
mate thereto, which are intermediate the ends. Therefore, 
it is believed that the term “portions” is more appropriate 
than “portion”. 

Upon acceptance of Claims 23 and 24 in the present 


case, applicant will cancel them from the Runde applica- 
tion and undertake to issue that application with the re- 
maining allowed Claim 8 therein in accordance with the 
provisions of Rule 317. 


Respectfully submitted, 


Attorneys for Applicant 


Patent Office Paper No. 14 mailed November 8, 1951 


Applicant is again advised that claims 17 and 18 are no 
longer in this application and no further prosecution of 
these claims is possible. The judgment of the Board of 
Interferences became final upon failure of applicant to 
complete his appeal to the Court of Customs and Patents 
Appeals and the filing of a disclaimer and concession of 
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priority by Bodendieck cannot operate to upset this judg- 
ment. Bodendieck cannot usurp the jurisdiction of an 
appellate tribunal. Furthermore one of the grounds for 
awarding priority to Bodendieck was that applicant’s dis- 
closure did not support the counts and this ground is totally 
unaffected by the concession of priority and disclaimer. 
Applicant’s contention that the grounds for appeal were 
thereby vitiated is not well founded. The question of appli- 
cant’s right to make the counts was still appealable. It is 
held that applicant has lost the right of appeal as to these 
claims. 


Claims 6 and 8 are again rejected as fully met by Mox- 
ham. There is no structure set forth which is not fully met 
by Fig. 4 of the reference. The core of Moxham comprises 
the “filler substance” of claim 8. 


Claim 6 is also rejected as fully met by Bodendieck which 
can be removed only by an affidavit under Rule 131. 


Claim 16 is again rejected as fully met by the issue of 
interference No. 83,266. 


Claim 16 is also rejected as fully met by Bodendieck 
which may not be removed by affidavit under Rule 131 since 
this claim is directed to the same subject matter as the 
interference counts. 


Claim 16 is also rejected as not supported by applicant’s 
disclosure for the same reasons as used in connection with 
claims 17 and 18. These reasons are fully set forth in the 
decision of the Board of Interference Examiners which de- 
cision is hereby incorporated in this rejection by reference. 

Claims 23 and 24 are rejected as not supported by the 
disclosure for reasons fully set forth in the decision of 
the Board of Interference Examiners. The method recited 
in these claims is not supported by the showing in Figs. 
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2 to 6 any more than are claims 17 and 18. The fact that 
these claims were allowed in Runde Serial No. 681,903 has 
no bearing whatever on applicant’s right to make them. 


Claims 1 to 11, 13 to 15, 21 and 22 are rejected as not 
readable on applicant’s elected species. 


The next action will be final. 


Amendment filed December 12, 1951, Paper No. 15 


With respect to Office action of November 8, 1951, please 
amend the above-entitled application by adding the fol- 
lowing claims: 


25. The method of installing helically preformed 
elements upon suspended lines which includes arrang- 
ing several groups of said elements so that the ele- 
ments of each group are in mutually conforming 
coaxial helical relation, distributing and holding said 
groups about the line in balanced relation so that they 


are substantially parallel thereto, then, while maintain- 
ing the coaxial helical disposition of said preformed 
elements in each group, twisting the groups about the 
line until said groups are substantially coaxial with 
said line and with each other. 


26. The method of installing helically preformed 
elements upon suspended lines which includes provid- 
ing a plurality of helically preformed elongated ele- 
ments in assembled coaxial relation to constitute 
several helical units to be assembled in mutually 
accommodating relation upon a suspended line as re- 
inforcement and protection therefor, arranging a plu- 
rality of said helical units symmetrically about the 
line with their axes substantially parallel to each other 
and to said line but not coaxial with the latter pre- 
liminary to being installed thereupon, and twisting 
said helical units into engagement with said line until 
said units are substantially coaxial therewith and with 
each other. — 
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Remarks 


This will acknowledge the courtesy of the interview ac- 
corded applicant’s attorney while in Washington recently. 
At the interview it was pointed out that the Claims 23 and 
24 made of record in the amendment filed October 23, 1951, 
were those which had been previously allowed in the appli- 
cation of Kenneth R. Runde, Serial No. 681,903, filed July 
8, 1946, now assigned to the present applicant. 


The amendment previously filed on October 23, 1951, 
transferred these claims to the present case, but the Ex- 
aminer did not feel that they were allowable to the appli- 
cant Peterson herein, in view of the decision of the Board 
of Interference Examiners in Interference No. 83,266, as 
stated in the Office action of November 8, 1951. 


On the other hand, the Examiner did believe that the 
present disclosure was sufficient to support these claims if 
the words “simultaneously” and “mutually” appearing re- 


spectively in the third line from the bottom of Claims 23 
and 24 were omitted therefrom. Accordingly, new Claims 
25 and 26 are submitted herewith, which duplicate Claims 
23 and 24 with the exception that the words objected to 
have been omitted. It is understood that these claims will 
be allowed to applicant, and such action is respectfally 
solicited. 


In taking this action it is pointed out that applicant 
does not acquiesce in the rejection of Claims 23 and 24 
and intends to maintain these claims in taking subsequent 
action in the case by way of appeal or petition to the Com- 
missioner. That there is basis in fact to support them in 
the present case is clearly evident from applicant’s draw- 
ings and from the fact that Claims 17 to 20, inclusive, which 
were a matter of original record in this application, in- 
cluded the limitation that the wires were twisted “simul- 
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taneously”. Hence, such simultaneous application is a part 
of the original disclosure of this case. 


The Examiner has contended that the Board of Interfer- 
ence Examiners held that applicant would not be entitled 
to make these claims simply by virtue of copying them 
from the Bodendieck patent, where applicant’s disclosure 
did not otherwise support them. This must be wrong when 
applicant’s disclosure was prepared to contain these 
* claims. Besides, applicant does not hold with this view, 
since it goes behind the decision of the Board of Interfer- 
ence Examiners to the Primary Examiner’s decision on the 
motions dissolving the interference, and even behind that 
decision to the ex parte rejection from which applicant once 
successfully appealed to the Board of Appeals. 


Respecting the Examiner’s charge that applicant could 
not be excused for failing to complete his appeal to the 
Court of Customs and Patent Appeals, it was pointed out 
at the interview that the appeal which applicant took to 
the court from the inter partes decision of the Board of 
Interference Examiners in this case was intermitted by 
the action taken by the party Bodendieck in filing a dis- 
claimer of the interference issues, and conceding priority 
to Peterson. This not only had the effect of removing the 
issue of priority, which is the only issue that the Court of 
Customs and Patent Appeals will entertain, but of eliminat- 
ing the interference in fact to the point where there was 
no inter partes issue remaining on which the appeal could 
have been perfected. Applicant could not initiate an appeal 
on an inter partes basis, and conclude that appeal on an 
ex parte basis. It is obvious, therefore, that where an issue 
on appeal ceased to exist, so did the appeal dependent 
thereupon, leaving nothing for which the applicant Peter- 
son could contend before the Court of Customs and Patent 


Appeals. 
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Where the matter of basis of disclosure is the only point 
on which the issue of an interference turns, the Court of 
Customs and Patent Appeals will not hear such an issue. 
The Court has repeatedly held that considerations of 
priority are the only matters of inter partes appeal which 
it is free to entertain under its constitutional authority. 
It stands to reason, therefore, that applicant could not 
have perfected this appeal beyond the efforts which were 
undertaken by him to do so. Having diligently followed all 
of the steps provided by law successfully to prosecute the 
inter partes contest, applicant now finds that he, after pre- 
vailing in the latter, nevertheless is in the position of hav- 
ing lost the same. 


As to the Examiner’s remark that “Bodendieck cannot 
usurp the jurisdiction of an appellate tribunal”, it should 
be pointed out that Bodendieck did not usurp such jurisdic- 
tion, but simply made known those facts which, had they 
come to the attention of the Examiners or the Board of 


Interference Examiners prior to the decision of the latter, 
must have resulted in a decision in favor of the party 
Peterson, since by operation of law no other course of 
action is possible. According to the provisions of Rule 262, 
judgment must be rendered against Bodendieck. 


An affidavit under Rule 131 is supplied herewith to re- 
move the Bodendieck patent as a reference against the 
claims in this case. Claim 16, being broader than the claims 
at issue in Interference No. 83,266, should be allowed to 
applicant for the same reasons by which the Examiner has 
agreed that new Claims 25 and 26 are allowable herein. 
Bodendieck refused to copy this claim during the inter- 
ference, and, thus, disclaimed the subject-matter thereof, 
just as he subsequently disclaimed the subject-matter of 
the interference counts. If Claims 25 and 26 are allowable 
to applicant, so should Claim 16 be allowable to applicant. 
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It should be observed that there is no limitation of “simul- 
taneously”, or words of similar import, in Claim 16. 


The claims rejected on non-elected species are retained 
subject to reconsideration of the generic claims, and upon 
their final rejection are held subject to appeal. 


A Supplemental Oath offered in support of Claims 23 to 
26, inclusive, is filed herewith, together with an Affidavit 
under Rule 131. 


Reconsideration is requested. 
Respectfully submitted, 


Attorneys for Applicant. 


Supplemental Oath—In Accordance with Rule 67 


Strate or Oxo, ! a 


County or CuyaHoca, 

THOMAS F. PETERSON, being first duly sworn, de- 
poses and says that he is the applicant named in the above- 
identified application for patent; that the subject-matter 
of Claims 23 and 24 asserted in the amendment filed on 
October 23, 1951, and Claims 25 and 26 set forth in the 
accompanying amendment, was part of his invention, was 
invented before he filed his original application, above 
identified, for such invention; that he does not know and 
does not believe that the same was ever known or used 
before his invention or discovery thereof, or patented or 
described in any printed publication in any country before 
his invention or discovery thereof, or more than one year 
before his application aforesaid, or in public use or on 
sale in the United States for more than one year before 
the date of said application; that said invention has not 
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been patented in any foreign country on an application 
filed by him or his legal representatives or assigns more 
than twelve months prior to his application in the United 
States, and has not been abandoned. 


Affidavit—In Accordance with Rule 131 


State or OxI0, 
County or CuyraHoGa, 5 

Your affiant, THOMAS F. PETERSON, being first duly 
sworn, deposes and says: 


That he is the applicant named in the above-entitled 
application; that he completed the invention shown and 
described in said application, and as claimed therein both 
originally and as of the entry of the attached amendment, 
on or before September 8, 1944, as is evidenced by testi- 
mony and proofs taken in his behalf in Interference No. 
83,266, entitled Peterson v. Bodendieck, declared March 
31, 1948, to which reference is now made in the attached 
Annex of Proofs which refer specifically to the Peterson 
evidence, and which are made a part hereof by this refer- 
ence; and that said invention has not been abandoned. 


Further your affiant saith not. 
Re Afidavit of Thomas F. Peterson in Accordance with 
Rule 131 (Application Serial No. 2,200) 
ANNEX OF PROOFS 


The following references are to the testimony taken in 
behalf of Peterson and to the physical exhibits introduced 
in evidence during the taking of such testimony: 


—At Rec. p. 29, Q. 51, Peterson explains why it was 
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more usual than not to apply both plastic tube elements 
simultaneously. Were one to be first applied, the outside 
diameter of the conductor or core being larger than the 
internal diameter of the plastic helix, the pitch length 
would shorten slightly, and the space for the accommoda- 
tion of the other helical element would diminish so as to 
preclude its subsequent introduction. When applied simul- 
taneously, this was obviated by mutual accommodation 
during the twisting-on. The same is true of the first metal 
preformed armor rods made from elements of the hollow 
conductor similar to Ex. D-1, as patented by Peterson (Ex. 
D), and as testified to commencing Ree. p. 21, Q. 27, and 
continuing through Q. 31, p. 23. (Note the concluding sen- 
tence of the answer to Q. 51 at top of p. 30.) 


In the answers to Q. 52, 53 and 54, Peterson states that 
the helical elements were applied by “—lining up the ends 
and getting complementary portions of these elements next 
to one another and twisting them onto the conductor in 
one operation.” The twisting was initiated by: “—starting 
somewhere between the two ends, usually in the middle or 
approximately the middle, and with a slight crossing of 
the conductor, twisting in opposite directions, and, as I 
said, worming it on the conductor.” To begin with, the ele- 
ments “lay alongside the conductor, they were parallel to 
the conductor; that is, the axis of the element was parallel 
to the conductor axis”. This occurred somewhere between 
1935 or 1936 (Q. 28) and 1939 (Q. 58) when the activity 
concerning the use of hollow-conductor helical metal ele- 
ments gave way to experiments on the plastic embodiments 
that followed. The techniques described and the means 
embodied in these early experimental practices clearly 
show that the steps of the method comprising counts 1 and 
2 were preconceived and reduced to practice years ahead 
of the earliest activity alleged by Bodendieck. 
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The plastic rod tube of Ex. L-2 is explained (Rec. p. 34, 
Q. 64) as being a later embodiment similar to one (now 
lost) made from round plastic Koroseal stock, Ex. L-1, 
prior to 1940 (Q. 65). Their application to a conductor is 
described in Q. 68, as follows: “—In applying them to the 
conductor they are unwrapped one from the other in one 
method, and unwrapped for the full length, yielding up to 
10 or 12 elements. These then are laid around the conduc- 
tor, parallel to it, and given a twist in the middle about 
the same as you would if you were wringing a cloth. In the 
operation the elements form themselves around the cable 
and form a tube around it.” This was done in 1939 or 1940, 
prior to Peterson’s moving to Cleveland in 1941 (Rec. p. 
36, Q. 71). 

Wire preformed armor, like those comprising Ex. S, and 
Ex. W-5, were first produced in quantity by the Fanner 
Manufacturing Company at the instigation of Peterson in 


February 1944 (Rec. p. 48, Q. 112; p. 49, Q. 117, et seq.). 
As to the demonstration of how to apply such armor rounds 
to a mandrel (core) Peterson testifies (Rec. p. 50, Q. 121): 


“—I then demonstrated the application of eight or ten 
armor rods in two groups applied to the mandrel by laying 
these armor rods, approximately parallel to the conductor, 
with the groups slightly crossing the conductor, and then 
giving these groups a twirl in my hands, as one would 
twist a cloth, then twisting the armor rods onto the man- 
drel in each direction until the mandrel is covered.” This 
demonstration was performed before (among others) Mr. 
Schane of the Fanner Manufacturing Company (Rec. p. 
52, Q. 127). 

This demonstration of the manual application of armor 


rods to a core or mandrel (also referred to as a “rod”, 
“gauge rod”, etc.) is corroborated by Mr. Schane in his 
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testimony, commencing at Q. 35 (Rec. p. 221) and continu- 
ing through Q. +4 (Ree. p. 222). 


The grouped wire specimen of Ex. T is identified in Q. 
129 (Rec. p. 53) by Peterson. The wire groups were held 
together by rubber bands, since largely disintegrated, but 
still partially visible. In this connection, it was stated: 


«e * * * These strips appeared very similar to the helical 
plastic strips which we already discussed, and these were 
applied to the mandrel by taking the two assembled strips 
parallel to one another and to the conductor, crossing the 
conductor in the act of twisting, twisted around and onto 
the conductor, at the middle, and then the twisting con- 
tinued to both ends. This was done in my office in 1944. 
Somewhere around the end of March.” 


This was performed in the presence of Charles Eisen- 
hardt, and is corroborated by him at Q. 48 and 49 (Rec. 
p. 202). 


The plastically grouped wire helices of Ex. T-1, are dis- 
cussed at Q. 137 (Rec. p. 55), and their application to a 
conductor is described as follows: 


“In applying these groups to a conductor, the groups 
are laid parallel to the conductor, and as in the case of the 
plastic tree guards, twisted or wormed onto the conductor 
by twisting them across the conductor somewhere near the 
middle, and continuing this twisting with the hands, left 
and right, to the ends of the armor.” This also was dem- 
onstrated by Peterson to Eisenhardt, Little and others, 
prior to Bodendieck’s visit in September 1944. Clearly, all 
elements of the method of the counts are to be found in 
this old practice. 


Farther testimony respecting the habitual practice of 
this method in demonstrating the group application of pre- 
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formed armor rods to a core at this time is given by Hisen- 
hardt (Rec. p. 195, Q. 24 and 25). The exact method of the 
counts is again detailed. 


Peterson identified the laboratory wrenches (Ex. Y) and 
describes their use at the laboratory at Q. 194, in his direct 
testimony (Rec. p. 78). The wrenches hold armor wires 
in small holes in each of the four halves; one half-group 
of wires being engaged by corresponding halves of adja- 
cent tools, the other half-group being correspondingly ac- 
commodated in the opposed halves. The halves are then 
bolted together to enclose the core, thus positioning the 
groups of armor wires in parallelism to each other and to 
the core about which they are disposed in opposed relation. 
The wrenches are then turned in opposite directions, si- 
multaneously to wrap the wires about the core. These and 
their counterparts, wrenches Y-1, had been thus used in 
the laboratory two or three years previous to Bodendieck’s 
visit there at that time, September 5, 1944 (Rec. p. 81, 
Q. 201). 


The photographs comprising Exhibits Z-1 to Z-5, inclu- 
sive, were taken for the purposes of use in this testimony, 
not as actual photographs of the action undertaken in 1944 
(of which no photos are known to exist), but as illustrative 
of that action, using the same tools as were employed in 
1944 (Exs. Y and Y-1) and preformed armor wires like 
those used in 1944. Peterson described this operation, which 
is identical to the claimed method, commencing Q. 204, 
Rec. p. 81) and continuing through ensuing questions 
(Q. 226, Rec. p. 86, inclusive). 


Jesse C. Little corroborates the use of the wrenches 
of Ex. Y at the laboratory on the occasion of Bodendieck’s 
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first visit there September 5, 1944 (three days prior to the 
earliest date alleged in the Bodendieck preliminary state- 
ment). (Ree. p. 233, Q. 16, through Q. 21.) He testifies to 
the use of these same tools in this same manner as early as 
March 2, 1941 (Q. 24). The method demonstrated was as 
set forth in the photographic exhibits Z-1 to Z-5, inclusive 
(Q. 18 to 20 inel., pp. 234-5), proving reduction to practice 
of the method in issue as of that time. 


Thomas Melville further corroborates the use of tools 
Ex. Y and Y-1 at the laboratory to apply armor rods to 
the test conductor after the manner of photographic ex- 
hibits Z-1 to Z-5, inclusive, and confirms that this demon- 
stration was made to Bodendieck in September 5, 1944, in 
line with accepted laboratory practice. (See Rec. p. 249, Q. 
21, through Q. 34, p. 251.) 


Bodendieck, in his testimony, has denied that the use of 
these early wrenches, or the practice of the method of the 


counts, was demonstrated to him on the occasion of his first 
visit to Cleveland. But whether demonstrated or not, it is 
clearly established by the convincing testimony of five 
creditable witnesses, unshaken on cross-examination, that 
this method was reduced to practice experimentally and 
given practical trials in the laboratory for several years 
prior to Bodendieck’s entering the field. — 


Decision of the Board of Interference Examiners in final 
hearing, dated May 23, 1950, held at page 11, lines 6, 7 and 
8, that Peterson’s oral testimony tends to prove that he 
reduced the method in issue to practice prior to the entry 
of the senior party in the field. 
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And, again, at page 13 of the Board’s decision, line 10 
from bottom, it is stated that in performing the vast num- 
ber of demonstrations which he (Peterson) has performed, 
it would be very unusual indeed if Peterson has not per- 
formed the method here in issue. 


Patent Office Action Paper No. 16, Mailed January 10, 1952 


Responsive to amendment filed December 12, 1951. 


As stated in the last official action claims 17 and 18 are 
no longer in the case. The denial by the Commissioner of 
the petition to vacate the judgment of the Board of Inter- 
ference Examiners renders that judgment final as far as 
Examiner is concerned. 


The rejection of claims 6 and 8 on Moxham is repeated 
applicant having failed to mention this rejection. 


Claim 6 is again rejected on Bodendieck. The affidavit 
under Rule 131 does not remove Bodendieck since this 
affidavit relies upon testimony in the interference and the 
subject matter of the counts thereof is entirely different 
from the subject matter of claim 6. Moreover, on the basis 
of this testimony priority was awarded to Bodendieck. 


Claim 16 is again rejected as fully met by the issue of the 
interference and also by Bodendieck. 


Claim 16 is again rejected as not supported by the dis- 
closure. Applicant’s argument that since claims 16 to 18 
are original claims the subject matter thereof is part of 
the original disclosure is untenable. Examiner considers 
this case to be an exception to the general rule that original 
claims are a part of the disclosure for the following rea- 
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sons: (1) Applicant in his prior application Serial No. 
698,312 did not originally claim nor describe the method 
which is the subject matter of claims 1 and 2 of Bodendieck. 
He asserted claims to this subject matter only after the 
issue of the Bodendieck patent. The instant application 
was filed one year after the issue of the Bodendieck patent 
and if applicant has considered the subject matter of claims 
16 to 18 to be a part of his invention it was incumbent upon 
him to fully and unequivocally describe the method recited 
therein in the specification to provide a proper support for 
these claims. This he failed to do. It is Examiner’s con- 
sidered opinion that the disclosure contained in claims 16 
to 18 is worthless unless considered in connection with 
Bodendieck and Bodendieck cannot be used to supplement 
applicant’s disclosure. 


Claims 23 and 24 are again rejected as not supported by 
applicant’s disclosure for reasons of record and supra. 
There is not basis for the limitation “simultaneously” in 
claim 23 (line 9) or for “mutually” in claim 2 (line 11). 
There is no support for “distributing and holding” in claim 
23 (line 5) or for “arranging . .. . thereupon” in lines 7 to 
10 of claim 24. The fact that Fig. 4 purports to show such 
an arrangement is meaningless because there is no teach- 
ing of how the groups 11a, 11b could be held in the position 
shown unles it would be by special tools such as shown in 
Bodendieck and this is not a part of applicant’s disclosure. 


Claims 25 and 26 are rejected as not supported by the 
disclosure for reasons set forth in connection with claims 
23 and 24, supra. While these claims omit the limitations 
“simultaneously” and “mutually” the other objections are 
present. Also there is no disclosure in claim 25 of the step 
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of “maintaining the coaxial helical disposition of said pre- 
formed elements” (lines 7 and 8) and the same is true of 
elaim 23. 


Claims 1 to 11, 13 to 15, 21 and 22 are again rejected as 
directed to non-elected species. 


The next action will be final. 


Examiner 


Amendment Filed March 15, 1952, Paper No. 17 


Responsive to the Office action mailed January 10, 1952, 
please amend the above-entitled application by adding the 
following claims: 


27. The method of wrapping preformed armor wires 
on a central core which comprises separating the armor 
wires into a pair of groups with the wires of each 
group arranged side by side in substantial parallelism, 
the groups being arranged oppositely with respect to 
the core, and simultaneously wrapping the preformed 
armor wires about the core while the wires are main- 
tained in substantial parallelism during the wrapping 
operation. 


28. The method of wrapping preformed armor wires 
on a central core which comprises separating the armor 
wires into a pair of groups with the wires of each 
group arranged side by side in substantial parallelism, 
the groups being arranged oppositely with respect to 
the core, and simultaneously wrapping the preformed 
armor wires about the core while the wires are main- 
tained in substantial parallelism during the wrapping 
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operation, the said wrapping beginning at a point in- 
termediate the ends of the armor wires and progres- 
sing outwardly toward both ends of the armor wires 
simultaneously.— 


Remarks 


Claims 27 and 28 submitted herewith are identical with 
original Claims 17 and 18 in this application, which com- 
prised the issues of Interference No. 83,266, and which 
were canceled by the Examiner as indicated in the action 
of July 27, 1951 (Paper No. 12), under the provisions of 
Rule 265. 


Applicant reasserts these claims, since the provisions 
of Rule 265 are not applicable to the situation prevailing 
in said interference. Rule 265 applies when the limit of ap- 
peal from a decision awarding priority has expired, so that 
the Examiner may consider the interference issues closed 
to further prosecution. In the present case, applicant per- 


fected his appeal within the limit set therefor from such 
decision of priority and was prevented from completing 
the same by a disclaimer filed by the opposing party to 
the subject-matter comprising the interference issues. 


Since the opposing party was a patentee, this disclaimer 
automatically removed him beyond the jurisdiction of the 
Commissioner, leaving applicant here in an ex parte status. 
It was thus impossible for applicant to conclude an inter 
partes appeal on an ex parte basis, and the appeal was 
accordingly vitiated. This, however, was not the fault of 
applicant and is entirely different from the facts contem- 
plated by Rule 265, which would authorize the Examiner 
to treat the claims of the interference issues as canceled 
pro forma. 
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Accordingly, restitution of the subject-matter of these 
claims is made herewith for further ex parte prosecution. 


For these same reasons, the rejection of res judicata in 
so far as the effect of the decision of the Board of Inter- 
ference Examiners against applicant is concerned, should 
not apply. The fact that applicant took a timely appeal 
from this decision prevented the decision from becoming 
final, and the fact that the inter partes appeal was vitiated 
by circumstances beyond applicant’s control, should not be 
construed as leaving the Interference Board’s decision as 
conclusive upon him. 


Therefore, it is submitted that the doctrine of res judi- 
cata as to such decision does not apply against applicant 
here. Reconsideration of the rejection on res judicata is 
accordingly requested. 


Also, a new antedating affidavit which is not only effec- 
tive as to the filing date of the patentee Bodendieck, but 
is effective as to the earliest date alleged by him during 
the recently concluded Interference No. 83,266, is supplied 
herewith, with necessary proofs affixed thereto. 


Claims 6 and 8 were not specifically argued in the amend- 
ment presenting new Claims 25 and 26 to this record filed 
December 12, 1951, since these were part of the claims re- 
jected as directed to non-elected species in the Office action. 
Arguments in support of these claims appear at the bottom 
of page 4° in the amendment filed October 23, 1951, which 
preceded Paper No. 14. 


Again, Claim 16 having been directed to subject-matter 
broader than the interference issues, should be allowed 
to applicant, since it is part of the subject-matter which 
was disclaimed by the party Bodendieck during the inter- 
ference, by virtue of his failure to adopt the same, and 


“Page 370, supra. 
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since the subject-matter of this claim is not shown by any 
of the prior references once the Bodendieck patent is dis- 
regarded on the strength of the antedating affidavit sup- 
plied herewith. 


Claims 23 and 24 in this record were allowed to the 
applicant Runde, whose application is assigned to Thomas 
F. Peterson, the applicant herein, and which could have 
been permitted to go to patent in the Runde application 
had the claims not been obviously more applicable to the 
Peterson disclosure here than the disclosure of the Runde 
application. 


Attention is directed to the fact that the Runde appli- 
cation was directed to the inventions disclosed in Figures 
7 to 12 in the drawings of the present Peterson application, 
while the claims are more accurately read on the inventions 
as shown in Figures 4, 5 and 6 of the present Peterson 
ease. The Examiner should realize that it is impossible to 


twist one of the half sets (1la, for example), into position 
in surrounding relation to the core C as regarded in Figure 
6, without at the same time wrapping the other section 11b 
simultaneously therewith. 


The language of Claims 23 and 24 is thus fully supported, 
since the helically preformed elements are arranged in 
several groups (lla-11b) which are in mutually conforming 
coaxial helical relation, said groups being distributed and 
held in balanced relation parallel to the line or core (the 
groups being diametrically opposed in this relationship, 
as indicated in Figures 4 and 5), and they are maintained 
in this disposition upon being simultaneously twisted into 
place. This clearly satisfies the terms of Claims 23 and 24, 
as well as Claims 25 and 26, which do not recite “simulta- 
neously.” It is not at all certain, however, that they read 
on the Runde disclosure or on applicant’s Figures 9 and 10. 
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The legs 12x and 12y in Figure 10, although possibly com- 
posed of coaxial elements, are by virtue of their common 
parting from the body 12, in flared or y-disposition in rela- 
tion thereto, and hence are not parallel to each other, or 
to the line or core C when installed as shown in Figures 
10 and 11. Therefore, it is submitted that these claims are 
applicable to applicant’s present disclosure and are not 
applicable to the Runde disclosure, in which they were 
inadvertently allowed. 


It is submitted, therefore, that Claims 23 to 26 inclusive 
should be allowed to applicant herein. 


Reconsideration of the requirement for division in view 
of the arguments in favor of allowability of a generic claim 
is requested. 

Respectfully submitted, 


Attorneys for Applicant 


Affidavit—In Accordance with Rule 131 


State or Ouro, 
- ss. 
County or CuyaHoca, 


Your affiant, THOMAS F. PETERSON, being first duly 
sworn, deposes and says: 


That he is the applicant named in the above-entitled 
application; that he completed the invention shown and de- 
scribed in said application, and as claimed therein both 
originally and as of the entry of the attached amendment, 
on or before September 8, 1944, as is evidenced by the 
following attached photographic exhibits, made a part 
hereof by this reference, taken at that time or subsequently 
taken to illustrate the construction and application of heli- 
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cally-preformed armor wires to lines or cores as shown 
and described in the foregoing application, and as was 
actually reduced to practice before September 1944: 


Figure 1 is a reprint of a 1944 photograph showing heli- 
cally preformed reinforcements held in a pair of tools; 
which in Figure 2 are disposed on opposite sides of a 
central core in parallel relation therewith, so that the pre- 
formed armor wires are grouped on each side of the core 
in side by side parallel relationship. 


Figure 3 illustrates the preformed armor wires being 
simultaneously wrapped about the core, while the wires are 
maintained in substantial parallelism during the wrapping 
operation. 


Figure 4 illustrates the gathering of armor wires for 
manual installation to this same effect, commencing either 
with the coaxial parallel grouping shown at the right-hand 
side of Figure 5, or the spaced axial parallelism as shown 
at the left-hand side of this same figure, the latter condition 
being symbolically represented by armor wires arranged 
as a starting condition as shown in Figure 6, in relation 
to a core not shown. The core may be two sections of elec- 
tric conductor to be spliced as shown at a in Figure 7, in 
which the helically-preformed armor wires are grouped 
around the core so as to extend substantially equal dis- 
tances to each side of the break therein, said wires being 
grouped opposite with respect thereto and being substan- 
tially parallel to the core and to each other, the said wires 
being substantially wrapped as shown in Figure b so as 
to be closed about the opposed ends of the conductor at 
each side of the break therein to effect a splice. Such an 
installation of armor is shown in Figure 8a and is shown 
completed in Figure 8b. In Figure 9 two half groups 
of coaxial parallel helically preformed armor wires are 
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grouped oppositely with respect to a core, said armor 
wires being simultaneously wrapped as shown in Figure 
9b around the core, while the wires are maintained in 
parallelism during the wrapping operation, the said wrap- 
ping beginning at a point intermediate the ends of the 
armor wires (in this instance the bight portion), and pro- 
gressing outwardly toward both ends of the armor wires 
simultaneously. 


Affiant further says that the inventions shown in the 
foregoing photographs are identical in form and procedure 
with those practiced prior to September 1944, and are 
identical with those claimed in the application in caption. 


Further affiant saith not. 


Petition Invoking Commissioner’s Supervisory Authority 
to Reinstate Claims Canceled by Primary Examiner 
Under Rule 265, Paper No. 18, filed March 15, 1952 

Your Petitioner, THOMAS F. PETERSON, by and 
through his attorneys, alleges as the basis for this petition: 


That he is the applicant named in the above-entitled ap- 
plication, which application is under the original jurisdic- 
tion of the Primary Examiner of Division 21; 


That the said Examiner did, on July 27, 1951, in the 
Office action designated as Paper No. 12, hold that Claims 
17 and 1S presented as a matter of original record therein, 
had been finally disposed of under the provisions of Rule 
265, and had been canceled pro forma; 


That the said Claims 17 and 18 constituted the issues 
of Interference No. 83,266 with which your petitioner was 
in interference with the patentee Henry W. Bodendieck, 
Patent No. 2,414,136, from which patent the aforesaid 
claims were copied for purposes of interference; 
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That the Examiner held that the subject-matter of these 
Claims 17 and 18 was not properly supported by the dis- 
closure of the subject application, notwithstanding the fact 
that the claims were presented as a matter of original 
record therein, which reasoning was adopted in the decision 
of the Board of Interference Examiners at final hearing in 
said interference, which by virtue of lack of basis in Peter- 
son’s disclosures involved in said interference awarded 
priority to the patentee Bodendieck; 


That applicant filed his notice of appeal to the Court of 
Customs and Patent Appeals from the decision of said 
Board, and said appeal was duly pending at the time the 
patentee Bodendieck entered in the Patent Office a statutory 
disclaimer of the claims comprising the counts at issue 
in the said interference which correspond to original Claims 
17 and 18 herein, and conceded priority of the subject- 
matter thereof to your petitioner; 


That by virtue of such disclaimer, the patentee was re- 
moved beyond the jurisdiction of the Commissioner, and 
the inter partes appeal was vitiated; 


That the Primary Examiner, once the subject applica- 
tion was remanded to him, held the decision of the Board 
of Interference Examiners to be final against your peti- 
tioner and treated the facts as coming within the provisions 
of Rule 265 of the Rules of Practice to effect the summary 
cancellation of Claims 17 and 18 from the subject appli- 
cation ; 

That in view of the fact that the inter partes appeal had 
become vitiated by circumstances beyond your petitioner’s 
control, and by virtue of his being precluded from complet- 
ing an inter partes appeal in an ex parte status, it is not 
believed that the decision of the Board of Interference 
Examiners became final within the intentions of the provi- 
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sions of Rule 265; nor that the failure of appeal is such as 
to come within the expiration of the limit of appeal speci- 
fied by said rule, rendering the cancellation of Claims 17 
and 18 by the Primary Examiner an improper one; and 


That in an amendment presented herewith, the subject- 
matter of original canceled Claims 17 and 18 is re-presented 
in identical form therewith as Claims 27 and 28; and 


Your Petitioner prays that the Examiner be directed to 
enter these claims and to resume consideration thereof in 
accordance with the usual ex parte practice, without again 
employing Rule 265 to effect the cancellation thereof. 


Respectfully submitted, 


Attorneys for Petitioner 


Ruling of Assistant Commissioner on Petition 
Filed March 15, 1952 


The decision of the Assistant Commissioner on the above 
petition is as follows: 


PETITION GRANTED 
March 19, 1952 


Thomas F. Murphy 
Assistant Commissioner 


By direction of the Commissioner: 


Very respectfully, 


T. B. Morrow, 
Executive Officer 
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Patent Office Paper No. 20, Mailed April 11, 1952 
Responsive to amendment filed March 15, 1952. 
Additional references: 


“P.F.T. Preformed Armor Rods and Multiple Wire 
Ties”—American Steel and Wire Co. of New Jersey— 
1946 (Copy in Div. 21) 

Laneaster 2,279,625 April 14,1942 57-139xr 


Pursuant to the decision of the Commissioner of Patents 
dated March 19, 1952 claims 27 and 28 have been entered. 


The affidavit submitted under Rule 131 has been care- 
fully considered but is held to be insufficient to remove 
Bodendieck as a reference. This affidavit does not make 
oath to facts showing completion of the invention by appli- 
cant prior to May 9, 1945 (the filing date of Bodendieck) 
or prior to September 8, 1944 (the earliest date alleged by 
Bodendieck in Interference No. 83,266). Regardless of what 
the photographs attached to the affidavit purport to show 
there is no specific date alleged relative to any of them 
except that of Fig. 1 which is alleged to have been made in 
1944 but which could have been made after September 8, 
1944. It is not alleged that the method purportedly shown 
in these figures was ever practiced by applicant or, if so, 
when it was practiced or that the product purportedly 
shown in any of these figures was ever made by applicant 
and, if so, when it was made. The applicant must set forth 
facts (ex parte Donovan 1890 C.D. 109) showing comple- 
tion of the invention, which facts must present a prima 
facie case of prior inventorship (ex parte Grosselin 1901 
C.D. 248) and it is for the office to draw the conclusion on 
the basis of said facts (ex parte Romunder 1910 C.D. 121). 
It is Examiner’s considered opinion that applicant has 
failed to sustain the burden placed on him by Rule 131. 
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Claims 6 and 8 are again rejected on Moxham, of record, 
on the ground that they are fully met as to structure. A 
mere limitation as to use cannot render an otherwise old 
structure patentable. However, in this connection attention 
is called to Lancaster, supra, which shows the use of a 
helical member as a vibration dampener for a conductor. 


Claims 6 and 16 are again rejected as fully met by 
Bodendieck. 


Claims 27 and 28 (duplicates of cancelled claims 17 and 
18 and the counts of Interference No. 83,266) are rejected 
as unpatentable to applicant in view of the adverse deci- 
sion of the Board of Interference Examiners in Interfer- 
ence No. 83,266. Priority was awarded to Bodendieck on 
the ground that applicant could not make these claims and 
this award is final as far as Examiner is concerned. 


Claim 16 is again rejected as fully met by the issue of 
Interference No. 83,266. 


Claim 16 is again rejected on the ground that applicant 
cannot make this claim for reasons fully of record. 


Claims 16, 27 and 28 are also rejected on the showing 
on page 8 of the publication “P.F.T.”, ete., supra, which is 
a statutory bar thereagainst as far as this application is 
concerned for reasons set forth on page 8 of the Decision 
on Motions dated Oct. 6, 1948 in Interference No. 83,266. 


Claims 23 to 26 are again rejected on the ground that 
they are not supported by applicant’s disclosure for rea- 
sons fully of record. Applicant’s argument has been care- 
fully considered but Examiner sees no reason for altering 
his position relative to these claims. The fact that claims 
23 and 24 were once allowed in Runde has no bearing what- 
ever on applicant’s right to make them. The fact that they 
were allowed to Runde would, if anything, indicate that 
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applicant could not make them since Runde was the losing 
party in Interference No. 83,265. 


Claims 1 to 11, 13 to 15, 21 and 22 are again rejected as 
directed to non-elected species. 


The next action will be final. 


Examiner 


Argument Filed May 1, 1952, Paper No. 21 


Responsive to the Office action of April 11, 1952, appli- 
cant submits the following: 


The Examiner’s objection to the affidavit submitted un- 
der Rule 131 has been noted. Most proofs available to 
applicant in support of a statement of this kind are already 
a matter of record in the Patent Office in Interference No. 
83,266 and as yet have not been made available to applicant 


for reuse. Therefore, it was necessary to make such show- 
ing as was possible without reliance upon this probative 
material. It was felt that the showing made in the Peterson 
affidavit, when considered in conjunction with the record 
in the interference referred to, would be sufficient to remove 
the Bodendieck patent as a refernce. 


In any event, to support the Peterson affidavit there is 
provided herewith a corroborating affidavit of one of the 
witnesses in that interference, Jesse C. Little, who is re- 
sponsible for many of the photographs accompanying the 
Peterson affidavit, and which identifies the fact that he was 
actually in one of them. His knowledge of the development 
of the invention with respect to its completion before the 
earliest date alleged by Bodendieck, and the fact that it is 
Peterson’s invention, are here sworn to. This, taken to- 
gether with the Peterson statement, should constitute a 
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sufficient showing under Rule 131 to remove the Bodendieck 
reference. 


Claims 6 and 8 have been rejected on Moxham. These 
claims relate to a vibration dampener for suspended lines, 
which vibration dampener is comprised of helically-pre- 
formed armor rods. The Moxham patent relates to the 
method of making a traction cable thousands of feet in 
length, and makes no disclosure of helically-preformed 
armor rods, nor of a vibration dampener composed thereof. 


Applicant is the first to invent and construct vibration 
dampeners after the manner of those shown in Figures 17 
to 22 of the drawings, and it is submitted that Claims 6 and 
8, which are directed thereto, should be allowed to him over 
Moxham. The reference is not pertinent and does nothing 
to deprive Peterson’s contribution in the vibration damping 
field of the novelty and utility which characterize patent- 
able invention. It is submitted that these claims should be 
allowed. 


Claims 6 and 16 have been rejected on Bodendieck. It is 
submitted that Bodendieck should be withdrawn as a ref- 
erence in light of the showing made now of record to ante- 
date him. It is submitted that even if Bodendieck is not 
removed as a reference, he is not applicable against the reci- 
tations of Claims 6 and 16 since he does not show a vibra- 
tion dampener, nor does he make any reference in his 
specification to the use of helically-preformed armor rods 
in such a way as Peterson has disclosed for this purpose. 


As to Claim 16, which is a method claim, this claim is 
broader than the issues of the interference and was made 
the subject-matter of a motion brought by Peterson to add 
the subject-matter thereof to the issues of the interference. 
It will be recalled that Bodendieck resisted this motion on 
the ground: “The claim is patentably different from the 
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claims of the Bodendieck patent to such an extent that the 
claim is not patentable.” (Bodendieck’s brief opposing 
Peterson’s motion, top of page 6.) 


By this action, Bodendieck clearly disclaimed the in- 
vention of this count, Claim 16, and established the fact 
that he regarded it as differing from the interference issues 
to the extent of not being patentable thereover in his 
opinion. It is a broader claim than the interference issues 
and is asserted as a matter of original record in this case. 
Peterson is therefore entitled to it herein, if not barred by 
statute. 


Attention is directed to the decision of Joshua et al., 48 
USPQ 650, which confirms the fact that an applicant is 
entitled to the benefit of what is stated in the original 
claims of an application even though not supported by the 
specification, and even though later canceled without being 
replaced by other claims of equal scope, since original 


claims form a part of the original disclosure. The Ex- 
aminer’s insistence upon finding applicant an exception to 
this established doctrine seems to be without precedent. 


It has already been well settled and documented by case 
law on this record that an unsuccessful party to an inter- 
ference may lose his right to the specific claims while main- 
taining his right to broader claims which dominate the 
issues. This is applicant’s position on Claim 16 with respect 
to the issues of Interference No. 83,266. Therefore, it is 
submitted that applicant is entitled to this claim and it 
should be allowed to him. 


Claims 27 and 28 have been rejected as unpatentable to 
applicant in view of the adverse decision of the Board of 
Interference Examiners in Interference 83,266. The Ex- 
aminer insists upon applying this against applicant as a 
final adjudication, although it has been clearly understood 
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with those of the Commissioner’s Supervisory staff that 
such is not the effect of this decision against applicant. 


If the Examiner means by this objection that applicant 
cannot make these claims for the reasons set forth in his 
decision on the motions in Interference 83,266, which is the 
language the Examiner adopted in his corresponding re- 
jection in applicant’s copending application Serial No. 
698,312, it is submitted that this rejection is not applicable, 
since these claims were part of the original record in this 
application, and hence must, under the controlling authori- 
ties, such as are represented by ex parte Joshua referred 
to above, necessarily be a part of Peterson’s disclosure 
herein, and cannot be denied Peterson for lack of basis in 
such disclosure. 


Claim 16 has been included by the Examiner in the same 
category as Claims 27 and 28 in this rejection. 


Now the Examiner finally brings to this record for 
the first time the publication entitled “P.F.T. Preformed 
Armor Rods and Multiple Wire Ties”, which applicant 
made available to the Examiner and the Board of Appeals 
in the record of application Serial No. 698,312 back in 
April of 1948. It is submitted that this rejection is unten- 
able for three reasons: 


(1) The publication does not disclose methods of these 
three claims in the pictures or in the descriptive matter 
referred to, and it is submitted that the method as recited 
by these claims can be read into this publication only with 
the information and hindsight afforded by the Examiner’s 
knowledge of Peterson’s application disclosures and the 
record of the Peterson v. Bodendieck Interference. 


(2) The Examiner has assumed, like applicant’s attor- 
ney, that this brochure was published in 1946, as well as 
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printed during that year. An effort has been made by ap- 
plicant’s attorney to secure confirmation of this from the 
source, but has not been able to establish publication of 
this brochure at the time stated. It should be recognized 
that the date printed on the back of the brochure is not 
a copyright date, but merely the date of printing, and 
cannot be regarded as evidence of publication. If the Ex- 
aminer has personal knowledge of the facts which, if 
proved, would establish the publication of this booklet 
sufficiently early to constitute a statutory bar herein, then 
it is requested that he make such information available 
to applicant. In the absence of such information, this book- 
let should be withdrawn as a reference and the rejection of 
the claims as being barred thereby should be reconsidered. 


(3) Applicant maintains that basis for these claims, and 
especially Claim 16, which is broader than the interference 
issues, is supported by the disclosure of his earlier appli- 


cation of which the present application is designated a 
continuation-in-part. 


It should be borne in mind that the brochure “P.F.T.” 
etc., is not applicable against Peterson’s earlier case even 
if it were to be conceded that it is a disclosure of the 
method of these claims and a publication of early enough 
date to defeat the second case. 


The first application is the effective record date for all 
matter common to these two disclosures, and it has always 
been the basis of applicant’s contention that the interfer- 
ence counts were supported by the first application, the 
point on which the Board of Appeals reversed the Exami- 
ner during the ex parte proceedings. 


We are now back to the old ex parte issue, and it is not 
apparent that any additional reasoning has been added to 
the record which would influence the Board’s decision to 
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the contrary. Certainly, there is nothing in the langauge 
of the decision of the Board of Interference Examiners 
since this merely adopted the Examiner’s own language 
in his decision on the motions, which in effect was identical 
with that previously urged by the Examiner before the 
Board of Appeals ex parte. Nevertheless, whereas it is not 
expected that the Examiner will change his position con- 
cerning the interference counts, it should be pointed out 
that Claim 16 does not fall in this category, since it is 
broader than the interference counts as a matter of origi- 
nal record to applicant herein, and obviously is broad 
enough to read on applicant’s earlier disclosure in case 
Serial No. 698,312 and so is a matter of common subject- 
matter between these two cases. No matter what position 
the Examiner takes with respect to the interference counts, 
therefore, he cannot tenably include Claim 16 in that cate- 
gory. 


In view of the foregoing, it is submitted that the rejec- 
tion of Claims 16, 27 and 28 as not supported by this 
disclosure should be withdrawn, since they are a matter 
of original record herein. 


It is further submitted that the brochure “P.F.T.” etc. 
is not applicable against these claims herein: First, because 
the publication lacks disclosure of the method; secondly, 
because it is not established as a prior publication in fact; 
and thirdly, because the subject-matter of the claims re- 
jected thereon, even if it were a reference, is a part of the 
common inventive subject-matter which takes the date of 
Peterson’s earlier application. Reconsideration of the re- 
jection is therefore urged. 


Claims 23 to 26 are again rejected on the grounds that 
they are not supported by applicant’s disclosure for the 
reasons of record, which may be summarized as follows: 
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“Claims 23 and 24 are rejected as not supported by 
the disclosure for reasons fully set forth in the de- 
cision of the Board of Interference Examiners. The 
method recited in these claims is not supported by the 
showing in Figs 2 to 6 any more than are claims 17 
and 18. The fact that these claims were allowed in 
Runde Serial No. 681,903 has no bearing whatever on 
applicant’s right to make them.” (Paper No. 14) 


“Claims 23 and 24 are again rejected as not sup- 
ported by applicant’s disclosure for reasons of record 
and supra.” (Here ‘supra’ refers to rejection of Claims 
16 to 18 as being barred by the Bodendieck patent 
because of having been filed one year after the issuance 
of the latter.) “There is no basis for the limitation 
‘simultaneously’ in claim 23 (line 9) or for ‘mutually’ 
in claim 24 (line 11). There is no support for ‘dis- 
tributing and holding’ in claim 23 (line 5) or for ‘ar- 
ranging ... thereupon’ in lines 7 to 10 of claim 24. The 
fact that Fig. 4 purports to show such an arrangement 
is meaningless because there is no teaching of how the 
groups lla, 11b could be held in the position shown 
unless it would be by special tools such as shown in 
Bodendieck and this is not a part of applicant’s dis- 
closure.” (Paper No. 16) 


“Claims 25 and 26 are rejected as not supported 
by the disclosure for reasons set forth in connection 
with claims 23 and 24, supra. While these claims omit 
the limitations ‘simultaneously’ and ‘mutually’ the 
other objections are present. Also there is no disclo- 
sure in claim 25 of the step of ‘maintaining the coaxial 
helical disposition of said preformed elements’ (lines 
7 and 8) and the same is true of claim 23.” (Paper 
No. 16) 


The foregoing constitutes the Examiner’s basis of re- 
jection of these claims, which were originally allowed in the 
Runde application. The rejection will now be analyzed: 
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The basis of rejection set forth in Paper No. 14, as 
quoted above, is related to the decision of the Board of 
Interference Examiners in Interference No. 83,266. It 
should be borne in mind that the subject-matter of these 
claims is entirely separate and distinct from the issues of 
that interference, and that these claims could not have 
been made by the party Bodendieck on the basis of the 
disclosure contained in his Patent No. 2,414,136. 


The Examiner’s attention is invited to that patent, espe- 
cially with regard to the disposition of the armor rods 
shown in Figures 1 and 2 as they appear in the cross-sec- 
tional views of Figures 3 and 4. These are helical armor 
rods, and are acknowledged by Bodendieck in his specifica- 
tion (bottom of column 3) to be the invention of Peterson 
as covered in his Patent No. 2,275,019. Each armor rod is 
formed into a helix, the axis of which is separated from 
that of its fellows in being arranged in the Bodendieck tool 
in side by side parallel relation. It is emphasized that the 
several armor rods are not arranged coaxially in side by 
side parallelism, as is clearly evidenced by the views of 
Figures 3 and 4. On the other hand, the armor rods shown 
in applicant’s present application are arranged in groups 
or half sets, as appear in Figures 2, 4 and 5, the individual 
helices of which are grouped with their helical axes in 
coaxial relation; that is to say, the helical axis of each 
armor rod coincides with the helical axes of the other 
armor rods of that group. This is the intention of the lan- 
guage of Claims 23 and 24, which says “arranging several 
groups of said elements so that the elements of each group 
are in mutually conforming coaxial helical relation,” as a 
condition precedent to the distribution and placement of 
such groups around the core to which they are to be applied. 


It must be apparent that there is nothing in the Boden- 
dieck disclosure to teach this pre-arrangement of armor 
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rods. It must be equally apparent that this language de- 
fines precisely the construction shown by the Peterson 
drawings and as described by him in the specification of 
this application. 


These claims bear no relation whatsoever to the subject- 
matter of the counts at issue of Interference No. 83,266 and 
cannot be logically included in any rejection which holds 
them not patentable to applicant on the basis on which the 
interference counts were rejected, namely, that they are 
not supported by the disclosure of this application. 


The Examiner’s attention is invited again to applicant’s 
drawings and to his specification herein, in which the co- 
axial helical pregrouping of the armor rods is specifically 
shown herein and is entirely separate and distinct from the 
showing in the Bodendieck patent. 


The rejection of these claims, therefore, for reasons ap- 
plied against the interference issues or for any reason 


appearing in the Board’s decision in that interference can- 
not be tenably asserted here. 


In Paper No. 16 the Examiner has held that the Boden- 
dieck patent is a statutory bar against the subject- 
matter of these claims in this application. Obviously, this 
cannot be the case, since applicant filed herein on January 
14, 1948, and the Bodendieck patent issued on January 
14, 1947. 


It requires no citation of authorities to show that this 
filing is within the statutory year, and it is believed that 
this basis of rejection has been dropped by the Examiner. 
It is applicant’s understanding that it was the Supervisory 
Examiner’s opinion that this rejection would be withdrawn. 


Therefore, the rejection of Claims 23 and 24 on the basis 
that they are barred by the Bodendieck patent cannot now 
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| be asserted even though it must be evident from what has 
already been said that there is no basis in the Bodendieck 
' patent disclosure to support the recitations of these claims. 
It has already been said that there is no coaxial helical 
' predisposition of the armor rods as contemplated by these 
' elaims in the Bodendieck disclosure, while, on the other 
‘ hand, this is clearly shown in the present case. 


The Examiner further rejects Claims 23 and 24 in Paper 
' No. 16 (a part of the rejection on lack of basis herein) for 
failing to support the limitation “simultaneously” in line 
9 of Claim 23. This word modifies the twisting of the 
groups about the line. The initiation of the twisting is 
shown in applicant’s drawings in Figure 6, in which the 
central parts 12, 12’ are the result of the winding about 
the core C of the two coaxial half groups lla, 11b. The 
Examiner must realize that if an effort were made to re- 
sume the twisting of the unwrapped half groups 11a, 11b 


upon the core, such wrapping must be done simultaneously, 
since they are in the way of each other and are necessarily 
self-displacing. If lla, for instance, were to be pushed 
around the core, it would bump into 11b in due course and 
push the latter ahead of it. 


Therefore, these limitations “simultaneously” in Claim 
23 and “mutually” in Claim 24 are inherent in this dis- 
closure, as well as being explicitly set forth, and the rejec- 
tion of lack of basis cannot be maintained. 


Now, the rejection that applicant fails to show “distrib- 
uting and holding” or an “arranging... thereupon” in these 
claims, seems to be predicated upon the fact that in the 
Examiner’s opinion applicant has failed to make a teaching 
of how groups 11a, 11b could be held in position as by spe- 
cial tools as shown in the Bodendieck patent. 
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In the first place, this rejection completely ignores the 
fact that the vast majority of all applications of helically- 
preformed armor rods are done by hand, without the aid 
of any tools, as has been demonstrated to the Patent Office 
on countless occasions. 


It is further emphasized that the Bodendieck tool cannot 
accommodate half groups of armor rods, when these latter 
are arranged in helical coaxial relation, as is clearly speci- 
fied by these claims. The slots for the accommodation of 
armor rods in Bodendieck are but slightly larger than the 
diametric dimensions of the armor wires confined therein, 
and the arcuature of the slots is centered from the core 
axis and is of considerably greater magnitude, or more 
gradual curvature, than an arc scribed from the center of 
the armor rod helix of a magnitude equal to the radius of 
such helix. 


In other words, it would be a physical impossibility to 
dispose the armor rod groups as called for by these claims, 
in the Bodendieck tool, and therefore it must be apparent 
that the Examiner’s assumption with respect to the use of 
such a tool is clearly erroneous. 


On the other hand, the language “distributing and hold- 
ing” is clearly supported by Figures 4 and 5 in this case, 
which show helically-preformed coaxially-arranged half 
sets of armor rods placed in diametrically opposed posi- 
tions, or distributed in diametrically opposed positions, 
with respect to the cable or core C. It is obvious that they 
must be held there unless magic is to be resorted to, and 
in the absence of any tool or mechanical means for main- 
taining this position, it must be concluded that they are 
held by the hands of the person applying the armor rods, 
which it is the intention that they be anyway. 
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The term “holding” as used in this claim is definitive of 
a starting condition, rather than a means for accomplishing 
such holding, due regard being accorded the fact that this 
is a method claim, rather than an apparatus claim, such 
as one might infer from the Examiner’s rejection. 


As to the language “arranging . . . thereupon,” this refers 
to language which in full reads as follows: “arranging a 
plurality of said helical units symmetrically about the line 
with their axes substantially parallel to each other and to 
said line but not coaxial with the latter preliminary to 
being installed thereupon.” This is precisely what is shown 
in Figure 4 of applicant’s drawing. The helical units are 
defined as being “a plurality of helically-preformed elon- 
gated elements in assembled coaxial relation,” which is 
precisely the word description for the units lla and 11b 
as shown in Figure 4. 


Next, it is stated that these units are arranged “sym- 
metrically about the line with their axes substantially 
parallel to each other and to said line.” It is evident that 
the helical axis of unit 1la and the helical axis of unit 11b 
are parallel to each other, and also to the axis of the core 
C, and that they are distributed symmetrically with respect 
to the latter, as is clearly evident in Figure 2. The two 
groups are equal in mass and are disposed equally and 
oppositely in diametric positions with respect to the core 
C, in equally spaced relation therefrom. 


Considering the fact that a method is here involved, it 
is not understood how the action of the starting condition 
can be better described in more precise detail to cover the 
showing in Figures 2 and 5. It should here be evident that 
there is nothing corresponding to applicant’s helical unit 
as described in these claims in the Bodendieck patent, as 
has been emphasized above. 
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Furthermore, it is especially pertinent to observe that 
there is nothing in the Runde application (in which these 
claims were originally allowed) corresponding to the lan- 
guage quoted above, which says that the helical units are 
disposed with their axes in parallelism to each other and 
to the line but not coaxial with the latter preliminary to 
being installed thereupon. 


Runde shows the coaxial disposition of his tube in the 
starting position in Figures 1 and 2, but shows only non- 
parallel dispositions of his helical units as a condition pre- 
liminary to installation on the core, evidenced by the fact 
that these are two divergent legs of a “Y” stemming from 
a coaxial disposition in the portion of the tube remaining 
intact. 


The Examiner must also appreciate that a considerable 
burden is brought upon applicant and his attorney in prose- 
cuting so many applications directed to one general class 


of inventions, as is here represented by the Peterson appli- 
cations relating to helically-preformed armor rods. It fre- 
quently happens, through inadvertence, that in an effort 
to secure maximum protection to which an applicant is 
entitled, a claim will be presented in the record of an appli- 
cation which, while conforming to the general pattern of 
what applicant and his attorney know to be in the general 
picture, is actually not within the four corners of the dis- 
closure of the particular application in which the claim is 
submitted. Such happened in the instant case. Applicant’s 
attorney presented claims in the Runde case which he knew 
to be patentably distinct over other claims allowed in the 
Runde application, and for which Peterson was contending 
in other applications, in an effort to bring the level of 
coverage in the Runde case up to the highest point possible. 
His efforts were rewarded to the extent of obtaining an 
allowance of these claims in the Runde application. 
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It was not until later that it became evident that these 
claims, while clearly applicable to Peterson’s disclosure in 
the present case (Serial No. 2,200), were not supported by 
the Runde disclosure, and, in fact, were they to be patented 
in the Runde case, would unquestionably raise a conflict 
of double patenting with the subject-matter of this present 
application. Accordingly, they were canceled in the Runde 
record and transferred hereto, and the Runde application 
was permitted to go to patent with the one distinctive claim. 


Now, it will be further recalled that Peterson prevailed 
over Runde in Interference No. 83,265, which was directed 
to the subject-matter of splitting the tube and wrapping 
the split portions around a core and completing the wrap- 
ping by winding the tube around the core. 


Since Peterson was awarded priority of this subject- 
matter, which is shown in his Figures 7 to 12 inclusive, 
the Runde application was assigned to him, so that now 


the subject-matter of that case and the subject-matter of 
the present application belong to Peterson (under the com- 
mon ownership of Peterson). 


It has been a long-established policy of the Patent Office 
not to quarrel with the way in which a common assignee 
or owner allocates the inventive claims among several ap- 
plications relating to the same general class of invention, 
so long as these claims do not overlap as to subject-matter. 
See, for instance, the decision of Ex parte Keefer, 50 
USPQ 154, and its companion decision, Ex parte Linder- 
man, Jr., 530 USPQ 155, which were decided by the Board 
of Appeals in September, 1940, and August, 1941, respec- 
tively. Based on authority running back to In re Dunbar, 
1922 O. G. 155, the Board held in these cases that it is 
incumbent upon the common owner to distribute his claims 
as he sees fit, for the Patent Office will not undertake the 
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task of deciding which was the prior inventor should there 
be any conflict between the applications. 


The Board further held that one of the cases may con- 
tain claims generic to the other application, but there must 
be no overlapping of claims, and that so long as there is 
patentable difference between the claims, the common 
owner may treat with them as he pleases. 


In the Linderman decision the Board held further that 
the assignee is entitled to protection in the appealed case 
of matter not protected in the patent reference so long as 
there is patentable difference between the claims. The facts 
in this case were similar to those here, in that the patent 
corresponding to the Runde patent was owned by the ap- 
pellant, the co-relative of Peterson in the instant case. 


The Board reversed the Examiner in not allowing the 
claims on the same basis of rejection raised against the 
Runde claims in the present instance. 


It must be apparent from what has been said that these 
claims are not only clearly supported by applicant, but are 
supported by him more convincingly than they were sup- 
ported by the Runde disclosure. In view of the common 
ownership, it is not only permissible for Peterson to change 
the location of these claims from the Runde application 
to the Peterson application, but it is incumbent for him 
to do so in view of the subject-matter of these claims, which 
has a logical basis in his own case and only a questionable 
basis in the Runde disclosure. 


It must be evident, therefore, that Claims 23 and 24 are 
allowable to applicant in this record, and that Claims 25 
and 26 are equally allowable, since they are identical in 
wording and scope with the exception that words “simul- 
taneously” and “mutually” respecting the twisting of the 
helical units have been eliminated therefrom. 
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In view of all the arguments herein advanced, it is re- 
spectfully submitted that the bases of rejection set forth 
in the Office action of April 11, 1952, should be withdrawn, 
and that the claims should be allowed to applicant. 

It is further submitted that with the allowance of any 
of these claims a generic basis will have been established 
for the retention of all of the claims now of record, some 
of which have been allowed in substance, but which stand 
rejected for misjoinder of invention. 


A favorable action in the premises is solicited. 


Respectfully submitted, 


Attorneys for Applicant. 


AFFIDAVIT OF JESSE C. LITTLE 


Strate or Ox10, An 
County or CuyaHoca, 


Your affiant, JESSE C. LITTLE, being first duly sworn, 
deposes and says: 


That he is of lawful age; that he is a graduate industrial 
engineer, and has known THOMAS F. PETERSON, the 
applicant designated in the above-identified application, 
since 1940. 


That in June of 1940, your affiant became an employee 
of the American Steel & Wire Company at Cleveland, 
Ohio, in the Vibration Testing Laboratory of that com- 
pany, where he was under the direct supervision of said 
Thomas F. Peterson in the performance of duties which 
included the testing of wires and wire products, including 
electrical cables and other stranded bodies, and also in- 
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cluded the testing of reinforcements for such wires and 
cables, and the tying of said wires and cables to supports. 
One of the forms of reinforcement which was introduced 
to your affiant by the said Thomas F. Peterson was com- 
prised of helically-preformed components usually of wire, 
but in some embodiments included plastic forms. Such 
reinforcements were formed to an inside helical diameter 
slightly less than the overall diameter of the wire or cable 
around which they were to be applied, and were of mutu- 
ally conforming open pitch and extended lay so as to be 
applicable to wires and cables from the side of the latter 
without exceeding the elastic limit of the material of said 
helical components. 


Your affiant further says that the photographic exhibits 
which accompanied the affidavit of Thomas F. Peterson 
made of record in the above-identified application as of 
March 15, 1952, represent cuts made from photographs 
(the originals of which are either already on file in the 
Patent Office as exhibits for Peterson in Interference No. 
83,266, or else are no longer available) which were either 
made by him or under his supervision to illustrate the 
application of helically-preformed armor wires to stranded 
conductors stretched as core members about which said 
wires were disposed, prior to September 1944, and that 
the hands of the person appearing in said photograph 
Fig. 4 illustrating the gathering of armor rods for installa- 
tion, are those of your affiant. 


Your affiant further says that it was customary prior 
to September 1944 for him, acting under the guidance and 
direction of Thomas F. Peterson aforesaid, and also for 
the said Thomas F. Peterson himself, to enclose sections 
of conductor with a set of mutually conforming helically- 
preformed armor wires assembled around the conductor 
as a core to constitute an enclosing tube therefor. The 
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assembly of such preformed armor wires in this manner 
was accomplished by separating the armor wires into a 
pair of groups, with the wires of each group arranged 
side by side in substantial parallelism, and with the groups 
being arranged oppositely with respect to said core, and 
then simultaneously wrapping the preformed armor wires 
about the core while maintaining them in substantial par- 
allelism during the wrapping operation. 


Your affiant further says that the said wrapping of the 
armor wires was frequently begun at a point intermediate 
their ends and conducted outwardly toward said ends in a 
simultaneous manner. 


Your affiant further says that the wrapping operation 
was carried out as stated by using the hands alone, which 
twisted the opposite ends of the helically-preformed wires 
in opposite directions so as to enclose them about the core 
by 2 motion resembling the action taken in wringing a 
cloth, and that, furthermore, tools were used in the appli- 
cation of helically-preformed armor wires in the said Vibra- 
tional Laboratory by your affiant as early as 1941, which 
carried out this same process. Two tools were employed, 
each of which had a central bore within which the con- 
ductor or core piece was accommodated. Each tool was 
divided in half through its central bore so as to comprise 
four half bearings, which were adapted to be bolted to- 
gether in pairs around the conductor or core. Each half 
bearing was provided with a plurality of holes eccentrically 
mounted with respect to the central bore, but in axial paral- 
lelism therewith and in surrounding relation thereto. These 
holes were for the accommodation of helically-preformed 
armor wires, each armor wire being disposed through cor- 
responding holes in the half bearings of adjacent tools 
located on the same side of the conductor or core. When 
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the tools were fully loaded with armor wires in this fashion, 
the latter were divided into two groups, one of which was 
disposed on one side of the conductor or core, and the other 
of which was disposed on the other side of the conductor 
or core, so that the helically-preformed wires were carried 
in side by side relationship in substantial parallelism to 
each other and to the conductor. The halves of the tools 
were then bolted together so that the conductor or core 
passed through the central bores of the two tools which 
held the helically-preformed armor wires in surrounding 
relation thereto in the manner just described. 


Your affiant further says that application of the armor 
wires to the conductor was initiated by positioning the 
tools adjacent the center of the armor wires and by turning 
the tools in opposite directions so as to be screwed apart by 
the helical pitch of the armor wires and to move outwardly 
towards the ends of the latter, which movement was at the 
same time effective to wrap the armor wires about the 
conductor or core between the two tools. 


Your affiant further says that this wrapping motion was 
carried out simultaneously to the ends of the preformed 
armor wires, where the length of the latter permitted this 
to be done, by one man actuating both tools. 


Your affiant further says that helically-preformed armor 
wires and the application of the same herein described are 
the invention of said Thomas F. Peterson within his per- 
sonal knowledge, and that your affiant executed the meth- 
ods herein described and as shown in the photographic 
cuts accompanying the Peterson affidavit filed in the above- 
entitled application on March 15, 1952, and described in 
the said Peterson affidavit, prior to September 1944, and 
has personal knowledge that the said Peterson practiced 
the inventions recited in all the claims under rejection in 
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the application Serial No. 2,200 filed by him January 14, 
1948, prior to September 1944. 


Further affiant saith not. 


Patent Office Action Paper No. 22, Mailed August 27, 1952 
Responsive to letter and affidavit of May 1, 1952. 


The patent to Bodendieck is withdrawn as a reference 
in view of the affidavit under Rule 131 of Peterson filed 
March 15, 1952 when considered with the affidavit of Little 
filed May 1, 1952. 


Claims 6 and 8 are again rejected as fully met in struc- 
ture by Moxham. There is no magic in the term “armor 
rods” and the elements shown in Figure 5 of Moxham are 
the full equivalents thereof. Applicant is not entitled to 
claims which define nothing more than a short length of 


the cable shown in Figure 4 of Moxham. 


Claims 16, 27 and 28 are again rejected on the grounds 
that applicant cannot make these claims for reasons fully 
set forth in the Decision on Motions and Decision of the 
Board of Interference Examiners in Interference No. 
$3,266. As previously pointed out, the fact that these were 
original claims in the instant application means nothing 
in the absence of an unequivocal description of the mode 
of performing the methods therein recited. This is particu- 
larly true here because the language of these claims is that 
of Bodendieck and it is necessary to go to the Bodendieck 
patent to determine what the claims mean. 


Claims 16, 27 and 28 are also again rejected on the show- 
ing on page 8 of the publication “P. F. T.” which publica- 
tion is a statutory bar as far as this case is concerned since 
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it was copyrighted in 1946 (see inside cover opposite page 
1). While page 8 of “P. F. T.” does not disclose the step 
recited in the last two lines of claim 28 this step is an obvi- 
ously unpatentable variation of the method disclosed 
therein. 


Claims 23 to 26 are again rejected as not supported 
by applicant’s disclosure. The reasons are fully set forth 
in the official action of January 10, 1952 and applicant has 
advanced no cogent reason for withdrawing this rejection. 


Claims 1 to 11, 13 to 15, 21 and 22 are again rejected as 
directed to non-elected species. 


This action is made FINAL. 
Examiner 


SECOND EX PARTE APPEAL TO THE 
BOARD OF APPEALS 


(Paper No. 28, filed September 9, 1952) 


Applicant hereby appeals to the Board of Appeals from 
the decision of the Principal Examiner finally rejecting 
Claims 6, 8, 16, and 23 to 28 inclusive as being unpatent- 
able to applicant herein, and for rejecting Claims 1 to 11, 
13 to 15, 21 and 22 on the grounds that they are directed 
to non-elected species of the invention under the assump- 
tion that they may not be retained in this application in 
the absence of the allowance of one of the generic claims 
specified above as being rejected and under appeal here- 
with. 


Respectfully submitted, 


Attorneys for Applicant 
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(Examiner's Answer and Appellant’s Reply for this 
appeal consolidated with that of appeal No. 34,334, appear 
at pages 278 and 294, respectively, supra.) 


DECISION OF BOARD OF APPEALS 


(Appeal No. 34,333) 


This is an appeal from the action of the Examiner finally 
rejecting claims 1 to 11, 13 to 16 and 21 to 28, all inclusive, 
which are the only claims remaining in the application. 


Claims 6, 23 and 27 are illustrative: 


6. A vibration dampener for suspended lines com- 
prised of helically-preformed armor rods. 


23. The method of installing helically preformed 
elements upon suspended lines which includes arrang- 
ing several groups of said elements so that the ele- 
ments of each group are in mutually conforming 
coaxial helical relation, distributing and holding said 
groups about the line in balanced relation so that they 
are substantially parallel thereto, then, while main- 
taining the coaxial helical disposition of said pre- 
formed elements in each group, simultaneously twisting 
the groups about the line until said groups are sub- 
stantially coaxial with said line and with each other. 


27. The method of wrapping preformed armor 
wires on a central core which comprises separating 
the armor wires into a pair of groups with the wires 
of each group arranged side by side in substantial 
parallelism, the groups being arranged oppositely with 
respect to the core, and simultaneously wrapping 
preformed armor wires about the core while the wires 
are maintained in substantial parallelism during the 
wrapping operation. 


The references relied upon are: 
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“P.F.T.—Preformed Armor Rods and Multiple Wire 
Ties”, American Steel and Wire Co. of New Jersey— 
1946. 


The appealed claims relate to a reinforcement or ap- 
pendage for wires or cables which is made up of preformed 
helical elements, termed armor wires, which may be assem- 
bled without a core so as to form a hollow envelope or 
which may be twisted around the wire or cable to form a 
self-sustaining envelope. A hollow tube formed of these 
elements may be attached to spaced points on opposite 
sides of a support or hanger for a wire or cable so as to 
provide a vibration dampening effect. For this purpose, 
the ends of the elements of the tube are twisted around 
the wire or cable at the desired points. 


Claims 6 and 8 stand rejected as being unpatentable 
over the patent to Moxham which discloses a wire cable 
formed of a plurality of helically-preformed wires which 


are identical in shape with appellant’s preformed armor 
wires but are of indeterminate length. These wires are 
individually preformed by being wound around a mandrel 
to a pitch equal to or slightly less than that which they will 
have when laid into the cable. The cable may be made with 
or without an internal core. In the latter case a hollow 
cable would result. If a core is used, the internal diameter 
of the cable may be equal to or slightly less than that of 
the core. It is stated that the hollow cable produced when 
the core is omitted is a flexible tube composed of helices 
which are mutually coherent. 


Claims 6 and 8 are directed to a vibration dampener for 
suspended lines, made up of preformed armor rods. Claim 
8 additionally requires a filler substance in the central por- 
tion. The Examiner apparently considers that the expres- 
sion “a vibration dampener” is merely a statement of an 
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intended use and hence is not of patentable significance. 
He further considers that the term “armor rods” does not 
require any structure different from the component wires 
of the Moxham cable. As to claim 8, he notes that the 
Moxham cable may have a core, if desired, which would 
be a “filler substance” within the terms of this claim. 


Appellant contends that Moxham is not a proper refer- 
ence for these claims since it discloses a cable of indetermi- 
nate length which he states is not a vibration dampener 
as called for by these claims. He further argues that such 
a cable is not a set of helically-preformed armor rods, 
which is also required by the claims. 


We agree with the Examiner’s view. In our opinion, the 
term “vibration dampener” does not require a specific 
structure distinct from a short length of the Moxham cable. 
We agree that this term is merely an expression of an in- 
tended use and we find no recitations of structure particu- 


larly adapted for that use which would lend patentable 
significance to the term as an introductory expression in 
the claims. We likewise agree with the Examiner that the 
term “armor rods” as used in these claims does not dis- 
tinguish from the component wires of Moxham. Accord- 
ingly, we will sustain the rejection of claims 6 and 8. 


Claims 27 and 28 constituted the counts in Interference 
No. 83,266, the history of which has been described in detail 
in our decision in companion appeal No. 343-34 rendered 
concurrently herewith and which is incorporated herein by 
reference. This interference terminated in an award of 
priority adverse to appellant both on the basis that the 
counts were unsupported by the present disclosure and on 
the ground that appellant had not sustained his burden of 
proof as junior party to establish himself as the first in- 
ventor of the subject matter in issue. 
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Original claims 17 and 18 of this application corre- 
sponded to the counts of the interference. Subsequent to 
the ruling by the Assistant Commissioner in Interference 
No. 83,266 that the interference proceedings were ter- 
minated (see decision in appeal No. 343-34), ex parte pros- 
ecution of this application was resumed and in the first 
Office action thereafter the Examiner stated that “Claims 
17 and 18 stand finally disposed of under the provisions 
of Rule 265 and have been cancelled.” Later, as a result 
of a petition, the Assistant Commissioner ordered the entry 
of an amendment reinstating these claims as new claims 
27 and 28 which now stand finally rejected on the ground 
that they are not supported by the disclosure of the present 
application, the Examiner taking the position that he is 
bound by the decision of the Board of Interference Exam- 
iners. 


Claims 27 and 28 are identical with claims 26 and 27 of 
appellant’s parent application Serial No. 698,312 and were 


held by the Board of Interference Examiners in Inter- 
ference No. 83,266 to be unsupported by the disclosure of 
the present application. The issue presented with respect 
to present claims 27 and 28 is thus identical with that con- 
sidered by us in connection with claims 26 and 27 of the 
parent application, and for the same reasons discussed 
in connection with those claims in our decision in appeal 
No. 343-34, mentioned above, we will sustain the rejec- 
tion of present claims 27 and 28. 


Claim 16 is similar to claim 27 considered above and was 
rejected on the same grounds. It is broader than claim 27 
in that it does not require simultaneous wrapping of the 
wires. With respect to the present application, the Board 
of Interference Examiners held only that “There is no dis- 
closure of whether these two groups are applied simul- 
taneously or seriatim to the core.” Since the present claim 
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' 16 does not require simultaneous wrapping of the wires, 
we do not consider that the decision of the Board of Inter- 

| ference Examiners constitutes an adjudication of the issue 

| involved in the present rejection and, in our opinion, this 
claim is adequately supported by the disclosure of the 
present application. 


The Examiner states that there is no teaching in the 

| present application as to how the method recited in this 

claim can be performed by hand and he states further that 

the method is not inherent in the disclosure. We do not 

agree with this view. Claim 16 recites the method of wrap- 

' ping helically-preformed armor rods about a linear body 

' ineluding the steps of applying groups of rods upon oppo- 

site sides of the body and, commencing at an intermediate 

' point, wrapping the rods about the line from said inter- 

mediate point outwardly. On page 4 of appellant’s specifi- 
cation, lines 10 to 17 the following statement appears: 


“Referring now more particularly to the drawings 
in which like characters of reference refer to similar 
parts throughout, helically pre-formed wires 10, sim- 
ilar to that shown in Fig. 1, are arranged in two or 
more groups lla and 11b upon opposite sides of the 
conductor C or other wire or cable about which they 
are to be disposed. The groups are applied adjacent 
to their middle upon opposite sides of the conductor Cc 
and are twisted so as to enclose the latter, as is illus- 
trated in Fig. 6 at 12’.” 


We are of the opinion that the above language taken in 
conjunction with Figs. 4 and 6 of the drawing constitutes 
2 sufficient disclosure of the broadly recited steps of claim 
16. It seems clear from this language that the preformed 
wires are to be divided into a plurality of groups and that 
these groups are to be applied upon opposite sides of the 
conductor being wrapped at a point adjacent their middle 
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and then wrapped around the conductor to enclose it which 
is all that the claim requires. It is true that no specific 
tools or manual operations are described but we think that 
from the above-quoted portion of the specification it would 
be obvious how the application of the groups of wires 
could be accomplished by hand. Accordingly, we will not 
sustain the rejection of claim 16 on this ground. 


Claims 16, 27 and 28 stand additionally rejected as being 
unpatentable over page 8 of the publication entitled “P-. 
F. T. Preformed Armor Rods and Multiple Wire Ties” 
which discloses a pair of wrenches generally similar to the 
Bodendieck wrenches and illustrates their use in applying 
armor wires to energized power lines without interrupt- 
ing service. The illustrations are accompanied by brief 
instructions which include the following: 


“Avoid crossing of the rods while they are being 
loaded. Place half of the rods into the upper oblong 
slot, and the other half into the lower slot.” 


After insertion of the rods as noted the wrenches are 
placed on supporting poles and positioned around the line 
to which the rods are to be applied. The jaws are then 
closed and while one wrench is held stationary the other 
wrench is rotated and moved outwardly to effect the wrap- 
ping for one-half the longitudinal extent of the armor. This 
latter wrench is then clenched over the armor and held 
stationary while the formerly stationary wrench is rotated 
around the line to complete the wrapping. The copyright 
date of this publication is 1946 and the Examiner considers 
that it, therefore, constitutes a statutory bar against the 
claims in the present application which are readable there- 
on and which are not supported by the disclosure of parent 
application Serial No. 698,312. The Examiner considers 
that claim 16 is fully met by the reference disclosure and 
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that claims 27 and 28 do not patentably distinguish there- 
over. He considers that the requirement that the wires 
be maintained in substantial parallelism during the wrap- 
ping operation is as well supported by the reference pub- 
lication as by appellant’s own disclosure. Claim 28 requires 
additionally that the wrapping progress outwardly towards 
both ends of the armor wires simultaneously, and the 
Examiner recognizes that the reference publication de- 
scribes the wrapping towards opposite ends successively ; 
however, he regards the simultaneous wrapping of both 
ends as an unpatentable variation of the successive wrap- 
ping disclosed in the reference. 


Appellant admits the correctness of the Examiner’s posi- : 
tion as to the effective date of the publication. He con- 
tends, however, that the photographs in the reference and 
the accompanying descriptive matter are not sufficient to 
disclose the detailed method steps set out in these claims 
without previous knowledge thereof. He further argues 
that this is immaterial since these claims are supported by 
the disclosure of his earlier application Serial No. 698,312, 
the filing date of which is early enough to overcome the 
effective date of the reference. 


Appellant’s parent application was filed September 20, 
1946 and, since the 1946 copyright date appearing on the 
publication does not indicate any particular month, in the 
absence of other evidence, the last day of 1946 must be 
assumed as the effective date of the reference, namely, 
December 31, 1946, which is subsquent to the filing date 
of the parent application, so that appellant’s contention 
on this point would be correct if the claims in question 
were supported by the disclosure of the parent application. 
However, as noted in the history of Interference No. 83,266 
(see appeal No. 343-34), the Board of Interference Exami- 
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ners in their decision held that the subject matter of the 
counts in issue was not supported by the earlier applica- 
tion and, accordingly, claims 27 and 28 corresponding to 
the counts cannot be accorded the benefit of the earlier 
filing date, leaving the reference publication as effective 
against these claims. We agree with the Examiner’s view 
that the publication fulfills the requirements of claim 27. 
In addition to the Examiner’s remarks, we call attention 
to the caution in the reference quoted above as to avoiding 
crossing of rods while they are being loaded. It seems clear 
that this instruction in conjunction with the upper two 
illustrations on page 8 of the reference publication indi- 
cates the maintenance of the substantially parallel relation- 
ship between the armor rods as recited in the claims under 
consideration, at least to an extent comparable to the dis- 
closure of the present application of this feature. Also, we 
think it clear from the mention in the quoted instructions 
that half of the rods are to be placed in the upper slot with 
the other half in the lower slot that handling of the armor 
rods in two distinct groups is intended. Likewise, we agree 
with the Examiner that the additional feature recited in 
claim 28 of wrapping outwardly towards both ends simal- 
taneously is an unpatentable variation of successive wrap- 
ping described in the publication. It appears to us that 
this would be an obvious way of increasing the rapidity of 
installation of the armor rods and that it would be adopted 
by workers in the art whenever possible. We will, therefore, 
sustain the rejection of claims 27 and 28 on this ground. 


We also agree with the Examiner that claim 16 is read- 
able on the reference disclosure and we also observe that 
this claim is identical with claim 31 in application Serial 
No. 698,312 which was held in appeal No. 343-34 not to be 
supported by the disclosure of that application. Therefore, 
the subject matter of this claim is not entitled to the benefit 
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of the filing date of the parent application. We, therefore, 
will sustain the rejection of claim 16. 


Claims 23, 24, 25 and 26 differ somewhat from method 
claim 27 considered above in that they require that the 
preformed elements of each group be arranged in coaxial 
helical relation. These claims also stand rejected on the 
ground that they are not supported by the disclosure of 
the present application. The Examiner takes the position 
that the recitation in claim 23 “distributing and holding 
said groups about the line” is without basis in the disclo- 
sure. He considers that although Fig. 4 shows two groups 
of elements disposed in this relationship there is no show- 
ing in the drawing or description in the specification as to 
how the elements could be held in this position. Claim 25 
has the same limitation and claims 24 and 26 have a similar 
limitation in “arranging a plurality of said helical units 
symmetrically about the line” which he considers equiva- 
lent to the recitation discussed in connection with claim 23 


and which is unsupported for the same reasons. He like- 
wise considers that the term “simultaneously” in claim 23 
and “mutually” in claim 24 are without basis in the specifi- 
cation. He further holds as to claims 23 and 25 that there 
is no disclosure of any means for “maintaining the coaxial 
helical disposition of said preformed elements.” 


Appellant argues that the Examiner is confusing the 
procedural performance of the method claim with aparatus 
for carrying out the method and that he needs no “means” 
for maintaining the condition recited in the method. He 
argues that, even if such means were necessary, the core 
itself serves as such a means. 


We deem it necessary to consider these claims in con- 
nection with the decision of the Board of Interference Ex- 
aminers discussed above. While these claims were not 
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directly involved in the interference, we are of the opinion 
that it would not be proper for us to make any holding 
which would be inconsistent with that decision. With this 
in mind, an examination of these claims reveals that claim 
23 requires the simultaneous twisting of the groups about 
the line and claim 24 requires a mutual twisting of the 
helical units into engagement with the line and we regard 
“mutually” used in this sense as being the equivalent of 
“simultaneously.” Since the decision of the Board of Inter- 
ference Examiners held that the present application did 
not support the recitation of the simultaneous wrapping 
of the wires, we feel constrained to hold that claims 23 and 
24 are not supported by the disclosure of the present appli- 
cation in that regard. Further, we agree with the Examiner 
that there is no specific disclosure in the application as to 
how the groups of elements are to be maintained in the 
relationship as recited in each of claims 23, 24, 25 and 26. 
It may be that appellant need not have disclosed a specific 
apparatus for the performance of the method steps but, in 
our opinion, he should have described in detail how the 
steps could be performed by hand if such performance is 
possible, since the patent statute requires that an appli- 
cant for a patent must describe the best mode contem- 
plated by the inventor of carrying out his invention (Sec- 
tion 112, Title 35 U. S. C.). In our opinion, appellant has 
not met this requirement. For the above reasons, we will 
sustain the rejection of claims 23, 24, 25 and 26 on this 
ground. 


Claims 1 to 11, inclusive, 13, 14, 15, 21 and 22 stand re- 
jected as not being readable on appellant’s elected species, 
namely, the species illustrated in Figs. 4, 6 and 23. Appel- 
lant apparently does not dispute the correctness of the 
rejection but states that the allowance of claims 16, 27 and 
28, which he apparently considers to be generic, will avoid 
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this ground of rejection. We note that the latter are 
method claims and, therefore, could not be generic as to 
the article claims, and moreover, we have sustained their 
rejection by the Examiner. We will, accordingly, sustain 
the rejection of these claims on this ground. 


The decision of the Examiner is affirmed. 


L. P. McCaxx 
Examiner-in-Chief 
M. H. Frrepmax 
Examiner-in-Chief 
(Acting) 


Arraur B. MILLer 
Examiner-in-Chief 
(Acting) 
April 30, 1954 


(Appellant’s Petition for Reconsideration consolidated 
with Appeal No. 34,334, and appears commencing page 308, 
supra.) 


DECISION OF BOARD OF APPEALS IN REQUEST 
FOR RECONSIDERATION IN APPEAL 34,338, 
SERIAL NO. 2,200, PAPER NO. 32 


Appellant requests that we reconsider our decision in 
the above-mentioned apeal in which we affirmed the rejec- 
tion by the Examiner of certain claims on the ground of res 
judicata and of others as being unpatentable over prior 
art. He also requests an additional hearing. 


Because of the large backlog of cases, it is not our prac- 
tice to grant rehearings after decision has been rendered 
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by us and we do not consider that an exception is justified 
in the present case. 


With respect to the question of res judicata, appellant’s 
arguments are to the effect that the award of priority by 
the Board of Interference Examiners should be considered 
as a nullity and further that the Assistant Commissioner 
erred in his decision refusing to vacate that award and to 
dismiss appellant’s appeal to the Court of Customs and 
Patent Appeals. 


We regard it as obvious that we are without authority 
to review a decision by either the Board of Interference 
Examiners or by the Assistant Commissioner, since our 
statutory authority extends only to a review of the rejec- 
tion of claims by an Examiner, Section 7, Title 35 U.S.C., 
and, in our opinion, we are equally without authority to 
do so indirectly under the guise of a review of a rejection 
by the Examiner. It would thus be pointless for us to con- 


sider in detail the various arguments presented concerning 
the propriety of the decisions in question. 


Appellant further argues that our affirmance of the rejec- 
tion of claims based on the Moxham patent is in error. He 
argues that the helices from which the Moxham cable is 
laid up have a pitch less than they have when laid up into 
the cable. This point was considered by us in arriving at 
our decision and we need only point out that Moxham 
specifically suggests that the preformed helices may have 
initially the same pitch that they will have when laid up 
into the cable, page 1, lines 101 and 102 and page 2, lines 
1 and 2. 


Appellant presents no arguments concerning the P.F.T. 
reference which were not fully considered by us in our 
decision and we are not convinced of any error therein. 
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The request for rehearing is denied. 


The request for reconsideration is granted to the extent 
that we have reconsidered our decision, but is denied with 
respect to making any change therein. 


L. P. McCaxx } 
Examiner-in-Chief | 


M. H. Frrepmax 
Examiner-in-Chief 


Arruur B. Miter 
Examiner-in-Chief 
(Acting) 
June 28, 1954 


PLAINTIFF’S EXHIBIT 3 
PETERSON VS. BODENDIECK — INTERFERENCE NO. 83,266 
Amended Preliminary Statement of the Party 
Peterson—Paper No. 7 

Thomas P. Peterson, being first duly sworn, deposes, and 
says he is a party to the above identified interference; that 
he made the invention in issue in the United States, and 
that: 


(a) A drawing was made on or about March 1, 1938; 
(b) A description was written on or about March 1, 1938; 


(c) A disclosure to others occurred in March 1938, and 
a complete demonstration was given on or about 
September 1944; 


(d) Conception of the invention occurred during Janu- 
ary 1938 when hand made embodiments were cut 
from plastic tubes and manipulated experimentally ; 


(e) Reduction to practice was effected in January 1938; 
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(f) Reasonable diligence in perfecting and adapting the 
invention commenced in January 1938; 


(g) No foreign applications have been filed more than 
one year prior to the filing of the invention in the 
United States. 

/s/ THomas F. Pererson 


Preliminary Statement of Henry W. Bodendieck 


Stave or Iirxors, { 
County or CHRISTIAN, 

HENRY W. BODENDIECK, being first duly sworn, de- 
poses and says that he is a citizen of the United States, 
a resident of Taylorville, in the County of Christian, and 
State of Illinois, and that he is the applicant and patentee 
of U.S. patent No. 2,414,136, filed May 9, 1945, and issued 
January 14, 1947, for Method and Apparatus for Wrap- 
ping Armor Wire on Energized Conductors, and that he 
is a party to the interference declared March 31, 1948, be- 
tween his patent and the application of Thomas F. Peter- 
son on armor rods, relating to Counts 1 to 4, and for his 
preliminary statement in the said interference the affiant 
alleges as follows: 


(a) The first drawing of the invention covered by all 
of said counts was made on or about September 8, 1944. 


(b) The first written description of the said invention 
was made on or about November 8, 1944. 


(c) The first disclosure to others of said invention was 
made on or about September 11, 1944. 


(d) The first reduction to practice of said invention was 
made on or about October 15, 1944. 


(e) The date of the first act or acts, other than those 
specified in (a), (b), and (c), which, if proven, would estab- 
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lish conception of the invention, was the reduction to prac- 
tice of the invention, October 15, 144, as alleged under 
Paragraph (d). 


(f) The date when affiant began actively exercising rea- 
sonable diligence in adapting and perfecting the said in- 
vention was on or about September 8, 1944. 


(z) That the affiant disclosed the said invention to the 
party Thomas F. Peterson on or about November 30, 1944, 
on which date the said party Peterson derived the inven- 
tion from affiant. 


No application for the same said invention was filed 
in any foreign country within twelve months before the 
filing date of this application in the United States. 


Further affiant sayeth not. 
/s/ Hexzy W. BopeNDIECK 


Bodendieck’s Motion to Dissolve, Filed July 1, 1948 


NOW COMES the party Bodendieck in the above-entitled 
interference and moves to dissolve the interference on the 
ground that Peterson has no right to make any of the 
claims of said interference, to wit, Counts 1, 2, 3 and 4. 


The specific grounds on which this motion is based are 
that Peterson has no right to make Count 1, which is 
Bodendieck’s Claim 1, because Peterson does not disclose 
that step of the method “which comprises separating the 
armor wires into a pair of groups,” and Peterson has no 


right to make Counts 2 and 3 for the same reason. 


Peterson has no right to make Count 2 because he does 
not disclose “arranging said wires in groups side-by-side.” 


Peterson has no right to make Count 1 for the further 
reason that his specification does not disclose “the groups 
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being arranged oppositely with respect to the core,” and 
the same is true of Counts 2 and 3. 


Peterson has no right to make Count 4 because his 
specification does not disclose “arranging the groups on 
the opposite sides of the conductor on which they are to 
be wrapped.” 


Peterson has no right to make Count 1 because his speci- 
fication does not disclose “simultaneously wrapping the 
preformed armor wires about the core”; the same is true 
of Counts 2 and 3. 


Peterson has no right to make Count 2 for the reason 
that his specification does not disclose “the wrapping pro- 
gressing outwardly toward both ends of the armor wires 
simultaneously”; and the same is true of Count 3. 


Peterson has no right to make Count 4 because his speci- 
fication does not disclose “urging said groups in a helical 
direction toward one end while simultaneously urging said 
groups in a helical direction toward the other end.” 


The grounds of the motion are further amplified with 
respect to the Peterson specification disclosure and that of 
Bodendieck as follows: 


In the Bodendieck patent the tool for applying the armor 
wire, Figure 3, has a central hole 56 for the line conductor, 
and two arcuate slots 74 for receiving the group of armor 
wires 23 and the group of armor wires 24. Thus there are 
two groups of armor wires arranged oppositely to each 
other, and these groups are wrapped about the conductor 
simultaneously. 

In Bodendieck’s Claim 1, in Counts 1, 2 and 3, the wires 


are separated into two groups and arranged opposite to 
each other, and they are simultaneously wrapped outward 
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| toward both ends of the wires, and the same is true of 
Count 4. 


Referring now to the application of Peterson, the sole 
| gisclosure, aside from the claims copied from Bodendieck 
regarding this subject-matter, is on Page 4 in the brief 
description of Figure 23 and on Page 9, lines 8 to 14 inclu- 
sive. There is nothing in this description to tell what the 
“applicators” 17 and 18 are. They certainly do not have 
two separate slots for holding the wires in two groups 
and, therefore Peterson has no basis for making any of 
these claims. 


On Page 9 all that he says is that the insulated appli- 
cators 17 and 18, shown in Figure 23, may be employed to 
twist oppositely disposed groups of armor rods around a 
core “C.” Looking at Figure 23, the armor wires are not 
arranged in groups, there are eight of them emerging from 
each end of the “applicators” 17 and 18, but there is noth- 


ing in the specification or drawings to say that the appli- 
cators 17 and 18 are moved SIMULTANEOUSLY in both 
directions. 


Ordinarily the claims as filed are part of the disclosure, 
but the question here is whether the specification, which 
is the dictionary of these claims, has anything in it disclos- 
ing the arrangement of armor wires in groups or the wrap- 
ping of the groups simultaneously in both directions. In 
Figure 23 there is nothing there to indicate simultaneous 
movement and, therefore, Peterson’s specification is wholly 
deficient in disclosure of the step of arranging the wires 
in groups and the step of applying them simultaneously 
in both directions. 


In this case the claims copied from the Bodendieck pat- 
ent should not be considered a part of the disclosure, but 
the disclosure which Peterson must have in any applica- 


437 


tion to be involved in an interference must be a good and 
sufficient description or basis for the claims of the inter- 
ference. 


Therefore, it is respectfully submitted that the inter- 
ference should be dissolved because when the claims of the 
Bodendieck patent are interpreted according to the dis- 
closure of the patent, the Peterson application has no such 
disclosure on which to base the claims which he copied. 


Attorney for Bodendieck. 


Motion on Behalf of Peterson, Filed July 16, 1948 


NOW COMES the party Peterson in the above entitled 
interference and moves as follows: 


1. That his application Serial No. 698,312, filed Septem- 
ber 20, 1946, for “Helically-Preformed Wire Enve- 


lopes and Methods of Use”, be added to this interfer- 
ence so that the disclosure thereof may be considered 
in support of Counts 1 and 2, which correspond to 
claims 26 and 27 in said application. 


. That the interference be dismissed as to Counts 3 and 
4, and that amendments cancelling the claims corre- 
sponding to these counts, which are attached herewith, 
be entered respectively in his application Serial No. 
2,200 and his application 698,312. 


3. That the issue of this interference be further amended 
by adding the following count which corresponds to 
claim 16 in his application 2,200: 


A. The method of wrapping armor rods about linear 
bodies which includes dividing the rods into several 
groups, applying the groups upon opposite sides 
of the line, and, starting at a point adjacent to the 
middle of the rods, wrapping the rods about the 
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line from the starting point outwardly to the ends 
thereof completely to enclose the line. 
4. That the subject matter of the claims constituting 
Counts 3 and 4 be held non-patentable over the issues 
of Counts 1 and 2. 


Argument 


In its recent decision, dated July 2, 1948, the Board of 
Appeals in ex parte Appeal No. 15,663, involving Peterson’s 
application, Serial No. 698,312, filed September 20, 1946, 
for “Helically-Preformed Wire Envelopes and Methods of 
Use”, referred to in the first grounds of this motion, held 
that Peterson was entitled to make claims 26 and 27 in 
that application, which constitute Counts 1 and 2 in the 
present interference, but was not entitled to make claims 
28 and 29 therein, which constitute Counts 3 and 4 in this 
interference. Peterson proposes to amend the application 
Serial No. 2,200 here at bar, as well as the earlier applica- 
tion, Serial No. 698,312 to conform to the ruling of the 
Board as to the claims in each which respectively corre- 
spond to Counts 3 and 4 in this interference by cancelling 
these claims, while retaining the claims in each which con- 
stitute the issue of Counts 1 and 2 of this interference. 
Pending the disposition of the interference, an election as 
to which case these claims will ultimately be asserted is 
withheld. The disclosure of application Serial No. 698,312, 
of which the application Serial No. 2,200 here at bar is a 
continuation-in-part, do therefore constitute a part of 
Peterson’s disclosure in support of the issues of Counts 
1 and 2, whereby this motion is brought to add this appli- 
cation to this interference, in order to assist in the proper 
determination of the issues. 
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The newly proposed Count A appears in the Peterson 
application Serial No. 2,200, as claim 16 and is couched in 
terms which may be read with equal force and effect upon 
the Bodendieck disclosure, as well as the disclosures of 
Peterson contained in his applications, Serial No. 2,200 and 
698,312. 


The Board has ruled that because Peterson did not dis- 
close “insulated operating members” and “energized con- 
ductors” in his application Serial No. 698,312, that he was 
not able to support the claims in that application, which 
constitute the issues of Counts 3 and 4. However, for rea- 
sons advanced in the appeal brief of Appeal 15,663, re- 
ferred to above, these claims are believed to be not 
patentable over the issues of Counts 1 and 2, and are most 
assuredly dominated by the latter. Therefore, it is believed 
proper to move that Counts 3 and 4 be held subject to the 
award of Counts 1 and 2, and should be made the subject 
of disclaimer by the party Bodendieck in the event of an 
award of priority to Peterson as to Counts 1 and 2. 


It is certified that these motions are believed to be well 
founded in law and fact and are not interposed for pur- 
poses of delay, whereupon, it is prayed that they be favor- 
ably considered. 


July 14, 1948 
Attorney for Peterson 


Patent Office Paper No. 12, Setting 
Motions and Preliminary Rulings 
The motion to dissolve filed by the party Bodendieck 
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on July 1, 1948, is set for hearing before the Primary 
Examiner in room 6620 on Tuesday, September 14, 1948, 
at 1:30 p.m. (Daylight Saving Time). 


The motion filed on July 16, 1948, on behalf of Peterson 
is set for hearing as to ground 2, which is construed as a 
motion to dissolve, and will be heard at the above hearing. 


Ground 1 of said motion is not set for hearing. Both 
Rule 94 and the decision of the Commissioner in Armitage 
v. Archea, 424 O. G. 329; 1932 C. D. 12, as for a long time 
now consistently applied in interference practice, act gen- 
erally to forbid either the same applicant, or the same 
assignee, from bringing forward under Rule 109 identical 
claims in two different applications; the prosecution in an 
interference of more than one application on the same 
claim is permitted only upon a showing of good cause for 
such a course. No such showing accompanies the motion, 
accordingly, the motion is dismissed. 


The motion to amend under ground 8 of said motion is 
not set for hearing. The motion is not accompanied by a 
statement that it is believed that the proposed count is 
patentable, that it is patentably distinct from the counts in 
issue, and that it should be made an issue in this interfer- 
ence. Further the proposed count is not applied to the dis- 
closures of the parties here involved. Ames, Jr. v. Ryan, 
938 O. G. 1639; 1917 C. D. 43. However, if a proper state- 
ment is filed promptly and the proposed count applied to 
the disclosure of each party this ground will be set for 
hearing. 


Ground 4 is dismissed since the Primary Examiner will 
take proper action in this matter after the termination of 
the interference and the applications have been returned 
to him for ex parte prosecution. 
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Patent Interference Examiner 


Statement in Support of Ground 1 of Peterson’s Motion, 
Filed July 30, 1948 


NOW COMES the party Peterson, by and through his 
attorney, in response to the action taken by the Patent 
Interference Examiner under date of July 28, 1948, refus- 
ing to set ground 1 of Peterson’s motion brought July 16, 
1948, for hearing, and avers that the motion is properly 
brought to add his prior application, Serial No. 698,312 
to this interference; that cause has been shown in accord- 
ance with the provisions of Rule 94, and under the preced- 
ence of the Armitage v. Archea decision cited. 


The facts in the instant case are not parallel with the 
Armitage case, since in the latter two or more joint inven- 
torship applications were involved in the interference and 
the inventorships did not correspond. The question of 
which application the claims would, as a matter of inven- 
torship, be properly asserted was left open in view of the 
fact that the interference, if settled adversely to such 
parties, would render election unnecessary. On the other 
hand, if an election were made, and the interference were 
to be determined in favor of the joint inventors, then 
certain critical questions regarding the proper designation 
of inventorship might be raised. In view of a common 
assignee, it was found expedient and less embarrassing to 
leave the matter where they found it. 


It was held that the opposing parties to an interference 
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should not have the burden of additional applications placed 
upon them in the conduct of an interference merely for the 
convenience of the other party. This double-application 
procedure was denied in the Armitage case on this grounds, 
that the reasons did not constitute a sufficient showing of 
cause under the rule, and, hence, election as to one of the 
applications was required. 


In the instant case, the applicant’s application, Serial 
No. 2.200, which is here involved in interference, is a 
continuation-in-part of his prior application, Serial No. 
698,312, which under ground 1 was made the subject of 
the motion to add in this interference. As to all identical 
subject matter, the second application continues the dis- 
closures of the first and goes back to the filing date of the 
earlier application, which in this instance is September 20, 
1946. The subject-matter involved relates to two claims 
which have already been adjudged patentable and which 
have issued in the Bodendieck patent. These claims are 
properly asserted in applicant’s earlier case, as has already 
been ruled upon by the Board of Appeals, ex parte Appeal 
No. 15,663, decided July 2, 1948. This earlier application 
is, therefore, inherently a part of the disclosure to be con- 
sidered in support of the claims here at issue. It does not 
matter in what application such claims are maintained, 
since the opposing party in the interference must take the 
earlier application into consideration in any case, and, in 
fact, had already petitioned the Commissioner under date 
of July 13, 1948, for access to such earlier Peterson case, 
Serial No. 698,312. 


Therefore, whether the claims are physically retained in 
the earlier or the later case is strictly immaterial, since, if 
they are retained in the later case, they are entitled to the 
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filing date of the earlier case anyway, making the earlier 
case a necessary and pertinent part of Peterson’s record 
in support of these claims. 


Insofar as election between the two cases might be re- 
quired, Peterson hereby elects to retain the claims in the 
application at bar, Serial No. 2,200, with full reliance upon 
the disclosures of the earlier application, as well as the 
filing date of the latter to support them. This seems to be 
an adequate showing of cause contemplated by Rule 94, 
and as discussed in the Armitage decision, and since these 
facts were made known in the argument appended to Peter- 
son’s motion in the first instance, it is beliéved that ground 
of that motion was properly brought, and should be set 
down for hearing. 


Respectfully submitted, 


Attorney for Peterson 


Statement in Support of Ground 3 of Peterson’s Motion 
To Amend, Filed July 30, 1948 


NOW COMES the party Peterson, by and through his 
attorney, in response to the action taken by the Patent 
Interference Examiner under date of July 28, 1948, who 
makes the following statement in support of his motion 
brought July 16, 1948, as to ground 3 thereof, to amend 
the issues of this interference. 


The proposed count is applied to the disclosures of 
Bodendieck and Peterson, respectively, as follows: 


Proposed Count A 


The method of wrapping 
armor rods about linear 
bodies— 

(which includes) 
Dividing the rods into sev- 
eral groups,— 


Applying the groups 
upon opposite sides of 
the line.— 


(and) 
Starting at a point ad- 
jacent the middle of the 
rods,— 


Wrapping the rods about 
the line from the starting 
point outwardly to the 
ends thereof completely 
to enclose the line. 
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Bodendieck 


Col. 1, lines 1 to 
3, et. seq. 


Groups 23 and 
24, Col. 4, lines 
22-24. 


Fig. 1, Col. 10, 
lines 52-55. 


Col. 10, lines 69- 
70, et. seq. Col. 
11, lines 2-5. 


Col. 11, lines 3- 
13. Also Fig. 2. 


Peterson 


Page 1, lines 5 
and 6. 


Group lla and 
11b, Page 4, 
lines 13-14. Also 
Fig. 9, and Page 
4, lines 29-31. 


Figs. 2 and 10. 
Page 4, lines 10- 
15. 


Page 4, lines 15- 
17. Also bottom 


page 4 to top 
page 5 to line 6. 


Page 4, lines 15- 
17, Fig. 6. Page 
5, line 10, Fig. 
10 to 12, ine. 


Proposed Count A, set forth in ground 3 of Peterson’s 
motion brought July 16, 1948, applied to the disclosures 
of the parties above, is believed to be patentable, and to 
be patentably distinct from the counts in issue, whereby 
it should be made a part of the issues of this interference 


as moved. 


A hearing in the premises is requested. 


Respectfully submitted, 


Attorney for Peterson 
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Patent Office Paper No. 15, Mailed August 4, 1948. 


In view of the statement filed by the party Peterson on 
July 30, 1948, in support of ground 1 of his motion filed 
July 16, 1948, dismissal has been reconsidered and ground 
1 will be considered by the Primary Examiner at the hear- 
ing set before him. 


In view of the statement filed by Peterson on July 30, 
1948, in support of his motion to amend, said motion to 
amend under ground 3 will also be considered at the hear- 
ing. 

Patent Interference Examiner 


Decision on Motions, Patent Office Paper No. 24, 
Mailed October 6, 1948 


I. The party Peterson moves: 


(a) That his prior application Serial No. 698,312 be 
added to the interference; 


(b) That the interference be dismissed as to counts 
3 and 4; 


(ce) That the interference be further amended by the 
addition of another count, and 


(d) That the subject matter of counts 3 and 4 be 
held unpatentable over the issues of counts 1 and 2. 


Il. The party Bodendieck moves to dissolve on the 
ground that the party Peterson cannot make any of the 
counts. 


Subject Matter of the Counts 


The subject matter of the counts relates to a method of 
wrapping preformed armor wires about a central core 
(which core may be an energized electrical conductor). The 
wires (which are preformed in helical configuration) are 
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separated into two groups which are arranged on opposite 
sides of a central core to be wrapped and the wires are then 
twisted simultaneously to wrap them about the core. Spe- 
cifically the twisting begins centrally of the length of the 
groups of wires (which are arranged coextensively) and 
the twisting progresses simultaneously toward each end of 
the wires, the two twisting operations being in opposite 
directions and the wires of each group being maintained in 
substantial parallelism during twisting. In Bodendieck 
(Figs. 1 and 2), where the counts originated, the operation 
is clearly shown. In Fig. 1 two groups 23, 24 of parallelly 
arranged preformed wires are shown. Bodendieck shows 
specia! insulated tools for the wrapping operation since 
the wires are to be applied to a “hot” conductor. Each tool 
has two oppositely disposed arcuate slots, concentric with 
the conductor to be wrapped, and each slot receives one 
group of armor wires as clearly shown in Fig. 3. In wrap- 
ping, the two tools are rotated simultaneously in opposite 
directions whereby they move away from each other and 
the wrapping progresses as shown in Fig. 2. 
Motions 

I (a) The party Peterson moves that his prior applica- 
tion Serial No. 698,312 be added to the interference in sup- 
port of counts 1 and 2. Peterson originally copied all of 
the present counts from the Bodendieck patent in said 
earlier application. On appeal from a final rejection on the 
ground that Peterson could not make said counts (claims 
26 to 29 of Peterson) the Board of Appeals reversed the 
Primary Examiner as to claims 26 and 27 (counts 1 and 2) 
and affirmed as to claims 28 and 29 (counts 3 and 4). Upon 
careful consideration Examiner is of the opinion that the 


Board of Appeals erred in holding that Peterson had a 
right to make these claims in said earlier application; and 
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since this is an inter partes proceedings Examiner is not 
bound by a decision rendered in an ex parte appeal. Spe- 
cifically it appears that the Board erred in overlooking the 
limitation “simultaneously” in the claims. This is a very 
material limitation because Bodendieck discloses a special 
tool which in its normal operation necessarily wraps all 
of the wires “simultaneously” about the core. Since Peter- 
son disclosed no tool it must be assumed that wrapping 
was performed without the aid of a tool and Fig. 18 so 
indicates. Assuming, for the sake of argument, that it was 
inferable from the disclosure that the groups of armor 
wire could be wrapped about the core either simultaneously 
or seriatim, there would be no predisposition in favor of 
simultaneously unless it were clear from the disclosure that 
such was intended and there was sufficient teaching of how 
to do it. As Examiner sees it Peterson’s whole disclosure 
points away from a simultaneous and toward a seriatim 
operation as far as wrapping on a central core is con- 
cerned. Peterson has pointed particularly to Figs. 3, 5, 6 
and 11 to support the claims. Figs. 3 and 11 each show two 
groups of preformed armor wires twisted together to form 
a hollow body. Now obviously in twisting two groups of 
wires together to form a hollow body they would be twisted 
simultaneously if they are twisted together in groups al- 
though Peterson does not say so in so many words. This 
is so because only two elements (groups) are involved and 
if they are twisted together it must be simultaneously. 
However, in wrapping a core a third element is introduced 
into the combination and when two elements are wrapped 
about a third obviously it can be done simultaneously or 
seriatim. Merely because Peterson shows (Figs. 5 and 6) 
a central core C wrapped with armor wires and states 
(page 4, lines 26 to 28 and page 5, lines 5 to 7) that armor, 
wires may be twisted together to enclose a core after the 
manner of Fig. 3, it does not follow that the application of 
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all the armor wires to the core is simultaneous. On the 
contrary Peterson states (page 4, line 29 to page 5, line 4) 
that Fig. 18 illustrates the operation of wrapping a core 
and this figure clearly shows only a single group (less than 
an entire complement) of wires being twisted about a core. 
This is entirely in accord with the prior art practice as 
illustrated in Peterson’s prior patent No. 2,275,019. Figs. 
1 and 2 of which show a conductor B armored with two 
helical strips 20, 21 (which for the sake of comparison 
correspond to the two “groups” of the counts) and Fig. 2 
clearly shows that the two strips are applied seriatim and 
this is borne out by description (page 2, column 1, lines 
42 to 53). It is also in accord with the showing on page 6 
of “P.F.T. Preformed Armor Rods and Multiple Wire 
Ties” Copyright 1946 by The American Steel and Wire 
Company and introduced as Exhibit C before the Board 
of Appeals. This publication and Peterson’s prior patent 
refute his contention that the only way to apply the armor 
wires to the core in groups is simultaneously. Peterson 
has argued that the word “simultaneously” does not neces- 
sarily apply to all of the armor wires but may refer to 
only the wires of one group. However, it is obvious that 
the limitation “simultaneously wrapping the preformed 
armor wires about the core” in these claims necessarily 
means all of the wires and Bodendieck’s tool cannot wrap 
less than all in its normal operation. Peterson’s claim 27 
(count 2) contains the further limitation “and progressing 
outwardly toward both ends of the armor wires simulta- 
neously” and not only does Peterson not disclose this step 
but it is clearly not a necessary step because page 8 of 
the publication “P.F.T. Preformed Armor Rods, etc.” above 
referred to discloses an alternative way of wrapping. It 
must also be said that nowhere in the original disclosure 
is there any unequivocal basis for the step in these claims 


449 


of arranging the wires of each group “oppositely with 
respect to the core.” Reverting to the limitation “simulta- 
neously” Peterson has referred to his original claim 23 as 
a basis therefore but this claim is directed to “forming a 
hollow body” (Figs. 3 and 11) and therefore has nothing 
to do with the counts of the interference as previously 
pointed out. Examiner calls attention to original claim 20 
(and particularly the last four lines) as proof that Peter- 
son does not wrap all of the wires “simultaneously.” The 
motion is denied. 


I (b) The party Peterson moves to dismiss the inter- 
ference as to counts 3 and 4. Since this motion is concurred 
in by the party Bodendieck it is granted. 


I (c) The party Peterson moves to amend by the addi- 
tion of a new count designated as A and corresponding to 
claim 16. This proposed count is refused admission for 
several reasons: First, this proposed count does not sub- 
stantially correspond to and is in fact broader than any 
claim of the Bodendieck patent in that it omits the limita- 
tion “simultaneously.” Second, the proposed count is not 
readable on Bodendieck’s disclosure because Bodendieck 
does not start “at a point” but on the contrary starts at two 
points, one on each side of the center. Third, the proposed 
count is indefinite in that there is no antecedent for “the 
line.” Fourth, there is no disclosure in Peterson’s prior 
application Serial No. 698,312 for the limitation “applying 
the groups on opposite sides of the line” (assuming that 
“line” means core) and therefore the count is held to be 
unpatentable over the disclosure on Page 8 of the publi- 
cation “P.F.T., ete.,” which has a copyright date of 1946, 
more than one year prior to the filing date of Peterson’s 
later application involved in this interference. The motion 
is denied. 
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I (d) The party Peterson moves that the subject matter 
of counts 3 and + be held unpatentable over the issue of 
counts 1 and 2. This motion has been dismissed by the 
Examiner of Interferences. 


II The party Bodendieck has moved to dissolve on the 
ground that Peterson has no right to make any of the 
counts of the interference. It is asserted that Peterson 
has no disclosure of arranging two groups of preformed 
armor wires on opposite sides of a core and then simul- 
taneously wrapping them thereon. It is further asserted 
that the mere fact that Peterson has presented the counts 
of the interference as original claims in application Serial 
No. 2,200 is not in itself a sufficient disclosure of the method 
recited therein unless supplemented by an unequivocal 
description of how the method is to be performed. Exam- 
iner agrees that Peterson’s description and drawings do 
not support the method recited in the counts. It is true 
that Fig. 4 shows a central core C with two groups of 
parallely arranged preformed armor wires lla, 11b on 
opposite sides thereof, and Fig. 6 shows these two groups 
partially wrapped together about the core. However, there 
is no disclosure of whether these two groups are applied 
simultaneously or seriatim to the core. Fig. 23 purports 
to show two tools 17, 18 for wrapping the armor wires 
but the nature of these tools is not disclosed and this show- 
ing is not considered to support in any way the inter- 
ference counts. Examiner is of the opinion that the mere 
fact that Peterson has presented certain claims of the 
Bodendieck patent as original claims in his later applica- 
tion does not confer upon him the right to contest these 
claims in an interference proceeding in the absence of 
clear and unequivocal disclosure as to how the method 
recited in these claims is to be carried out. The party 
Bodendieck filed on September 29, 1948 (the day of the 
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hearing) a supplemental statement in support of his con- 
tention that it is impossible to split the hollow body shown 
in Fig. 2 of Peterson (Serial No. 2,200) into two groups 
as shown in Fig. 4 and then reassembled in the form shown 
in Fig. 2 or about a core as shown in Fig. 6 and also filed 
an exhibit including a hollow body of the type shown in 
Fig. 2 as proof of the contention. Examiner split this hol- 
low body into two groups of wires both at his desk and 
at the hearing and experienced no difficulty in reassem- 
bling them around a core in the manner called for by the 
counts. Examiner is fully convinced that the method of 
counts 1 and 2 can be carried out manually (without the 
aid of Bodendieck’s special tool). However, the fact that 
the method can be so performed is no reason for allowing 
Peterson to claim this method. Examiner is not concerned 
with whether Peterson can perform the method or with 
whether he or Bodendieck is in fact the first inventor of 
the method but only with whether Peterson has disclosed 
the method recited in the counts. The fact that in the 
light of Bodendieck’s teaching one can look at Peterson’s 
disclosure and readily see how he could carry out the 
method is not enough. The motion is granted. 


Examiner upon his own motion holds that the counts 
of the interference are unpatentable to the party Peterson. 
In view of the fact that Peterson’s earlier application is 
held to support any of the counts, the publication “P.F.T., 
ete.” above referred to, is held to be a statutory bar against 
all of the counts inasmuch as the copyright date of 1946 
is more than one year prior to the filing date of Peterson’s 
later application. The disclosure on page 8 thereof is a 
complete anticipation for count 1 and a substantial antici- 
pation for counts 2, 3 and 4 because it is considered an 
unpatentable variation to wrap simultaneously toward both 
ends of the armor wires instead of first toward one end 


452 


and then toward the other. It is therefore held that the 
interference should be dissolved on the ground that the 
counts are unpatentable to Peterson. 


Summary 


I (a) The motion by the party Peterson to add his ap- 
plication Serial No. 698,312 to the interference is denied. 


I (b) The motion by the party Peterson to dismiss the 
interference as to counts 3 and 4 is granted. 


I (c) The motion by the party Peterson to amend by 
adding a new count is denied. 


II The motion by the party Bodendieck to dissolve is 
granted. 
The Examiner hereby dissolves the interference on his 


own motion on the ground that the counts are unpatent- 
able to the party Peterson. 


The interference is hereby dissolved. 


No Appeal. 


Examiner 


SUPPLEMENT TO DECISION ON MOTIONS, 
Mailed October 12, 1948 


In view of the fact that the Decision on Motions (dated 
October 6, 1948) included a new ground for holding the 
counts unpatentable the parties are hereby given until 
November 1, 1948 in which to request a rehearing and file 
briefs on such new ground. 

Examiner 
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Peterson’s Request for Reconsideration 
Filed October 6, 1948, Paper No. 26 


NOW COMES the party Peterson in the above entitled 
interference, by and through his attorney, and requests re- 
consideration of the action of the Primary Examiner, dated 
October 6, 1947, dissolving this interference. The reasons 
for this request are: 


I. There having been determined that there exists 
an interference in fact by due proceedings had ex 
parte, the contest should be maintained until the issue 
of priority, and all questions ancillary thereto, are de- 
termined by final hearing, in the absence of any inter 
partes showing beforehand. 


II. The ex parte proceedings in this case, having 
concluded in the declaration of interference, are res 
adjudicata, and, except upon the assertion of new 
facts or discovery of new grounds, are compelling 
upon the exanfiner. 


III. The issue upon which this interference was dis- 
solved is one ancillary to the question of priority and 
should be reserved for judgment at final hearing. 


IV. The issue upon which this interference was dis- 
solved was not before the Examiner of Interferences, 
but was finally adjudicated before he could obtain ju- 
risdiction; the examiner, in acting as an arm of the 
interference examiner acted extrajudicially, and ex- 
ceeded his authority, in dissolving this interference. 


V. The arguments and reasoning advanced in the 
decision of the examiner are confused and contradic- 
tory, and his construction of the counts is without basis 
in law or fact. 


VI. In following opponent’s arguments, the examiner 
failed to consider his disability as a patentee to read 
non-existent limitations into the patented claims. 


VII. The examiner has failed to give the counts the 
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broadest interpretation of which they are susceptible 
which is contrary to law and prejudicial to Peterson.° 


Respectfully submitted, 


Attorney for Peterson 


Bodendieck’s Brief Opposing the Peterson Request for 
Reconsideration and the Peterson Petition to the 
Commissioner of Patents, dated November 9, 1948 


The party Peterson has filed a request for reconsidera- 
tion of the Examiner’s decision denying the Peterson mo- 
tions to add his application, Serial No. 698,312, and to add 
a new Count: and granting the Bodendieck motion to dis- 
solve, and from the Examiner’s decision dissolving the 
interference on his own motion on the ground that the 
counts are unpatentable to the party Peterson. 


With this request for reconsideration, the party Peter- 
son has filed a petition to the Commissioner invoking his 
supervisory authority, and asking the Commissioner to 
rule that the Primary Examiner must follow the previous 
ruling of the Board of Appeals, that Peterson had the 
right to make the Counts 1 and 2. 


Statement of Facts: 


The present Counts 1 and 2 had previously been made 
the subject-matter of an appeal in Serial No. 698,312, and 
the Board of Appeals in an ex parte hearing held that 
Peterson had the right to make those counts. 


As to the patentability of these counts to Peterson, in 


*For reasons of economy, the arguments in support of these points have 
not been printed but appear in the record of Pl. Ex. 3, pages 73, et seq. 
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Serial No. 2200 the copyright date of 1946 of a publication 
entitled “P. F. T., etc.” was more than one year prior to 
the filing date of Peterson’s application, Serial No. 2200 
and, therefore, this publication anticipated the later Peter- 
son application, although not anticipating the application 
of Bodendieck which was filed July 29, 1946. 


Argument: 


The facts disclosed by the record in this decision of the 
Examiner are so clear that they need no further argument, 
but on behalf of the party Bodendieck we submit the fol- 
lowing authorities to the effect that the prior decision of 
the Board of Appeals in an ex-parte appeal is not Res Ju- 
dicata, in an ex parte matter with regard to the party 
Bodendieck, who was not represented before the Board of 
Appeals. 


The doctrine of Res Judicata is to the effect that when 
a cause of action has once been finally determined between 
the parties on the merits by a competent tribunal, it cannot 
be further litigated afterwards in a new proceeding, either 
before the same or any other tribunal between the same 
parties. There must be concurrence of four conditions for 
Res Judicata. 


Identity in the Things Sued for: 


The first condition which is required is that the parties 
be suing for the same thing, and that is present in the 
present case, because the present case relates to the ques- 
tion of whether Peterson had the right to make Counts 
1 and 2. 


Identity of the Cause of Action: 
The next requirement for Res Judicata is that the cause 
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of action must be the same, but in the present case the 
causes of action were not the same, because before the 
Board of Appeals Peterson was prosecuting an ex parte 
application. The decision of the Board of Appeals on an 
ex parte matter is not the same cause of action as the de- 
cision of the Board of Appeals in an interference. 


Therefore the present case is a different cause of action 
and Res Judicata does not exist in the present case. 


Identity of Persons and Parties to the Action: 


The third requirement for Res Judicata is that the same 
persons must be parties to the cause of action in both cases. 
In the ex parte appeal only Peterson was represented. In 
the present interference both Peterson and Bodendieck are 
represented. 


The same persons were not parties to the action which 
was prosecuted ex parte before the Board of Appeals and, 
therefore, that decision is not Res Judicata in the inter- 
ference. 


Bodendieck cannot be deprived of his right to a hearing 
before the Board of Appeals inter partes and is not bound 
by any decision rendered ex parte. Therefore, the Exam- 
iner was not bound in an inter partes proceeding by the 
decision of the Board rendered in an ex parte proceeding. 


Identity of the Quality in the Persons 
for Whom the Claim Is Made: 


The fourth requirement for Res Judicata is that the 
parties must sue in the same character in both suits. That 
is not present in the instant case. In the case decided by 
the Board of Appeals, ex parte Peterson appeared only as 
an applicant, but in the present case Peterson and Boden- 
dieck appear as interferants. 
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Therefore, the prior decision rendered ex parte that 
Peterson can make Counts 1 and 2 is not Res Judicata 
between Peterson and Bodendieck as interfering applicants. 


Conclusion: 


It is, therefore, respectfully submitted that the party 
Peterson’s request for reconsideration should be denied 
because the Examiner’s decision is based upon facts clearly 
shown in the record, and because the prior decision of the 
Board of Appeals is not Res Judicata in the present inter- 
ference. 

Respectfully submitted, 


Attorney for Bodendieck 


Supplemental Decision on Motions, 
Mailed November 17, 1948 


The party Peterson has requested reconsideration of the 
Decision on Motions dated October 6, 1948, alleging that 
Examiner erred in dissolving the interference. 


Specifically it is alleged that Examiner exceeded his 
authority in dissolving the interference, first because the 
right to make the claims is res adjudicata, and second 
because the question of the right to make is ancillary to 
the question of priority. 


In the first place, a decision rendered in an ex parte pro- 
ceeding is not res adjudicata in an inter partes proceeding. 


In the second place the right to make is not necessarily 
ancillary to the question of priority. It is conceivable that, 
at final hearing, the party Peterson might be awarded 
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priority and it might also be held that the counts were sup- 
ported by the disclosure of Serial No. 2,200 and yet not 
supported by the disclosure of Serial No. 698,312. In this 
event Peterson would be subject to a rejection, ex parte, 
on the basis of a statutory bar since the question of patent- 
ability cannot be raised at final hearing. 


Upon reconsideration Examiner is still of the opinion 
that Peterson cannot make the counts in either of his 
applications for reasons fully set forth in the Decision on 
Motions dated October 6, 1948. The mere fact that one 
skilled in the art might, with the disclosure of Bodendieck 
before him, perform the method of the counts manually 
(as it would have to be done according to Peterson’s dis- 
closure) does not mean that the method is inherent in 
Peterson’s disclosure. “Inherency, however, may not be 
established by probabilities or possibilities. The mere fact 
that a thing may result from a given set of circumstances 
is not sufficient”. Hansgirg v. Kemmer 1939 C.D. 327 (page 
330, lines 29 to 32). 


With regard to the additional count proposed by Peter- 
son Examiner finds no reason for changing his original 
position with respect thereto. Incidentally, the right to 
make this proposed count has not been passed on by the 
Board of Appeals. 


While Examiner adheres to his original position with 
regard to Peterson’s right to make the counts it is believed, 
upon reconsideration, that it is in the interest of expediency 
to allow the interference to proceed to final hearing in ac- 
cordance with the practice as set forth in Janeway v. 
Nystrom 77 U.S.P.Q. 229 and Kingsland v. Carter 77 
U.S.P.Q. 499 and the original decision is therefore modi- 
fied as indicated below. 
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Summary 
I(a) The motion by the party Peterson to add his ap- 
pliction Serial No. 698,312 to the interference is granted 
only to the extent that Peterson is given the benefit of the 
filing date of said application. 


I(b) The motion by the party Peterson to dismiss the 
interference as to counts 3 and 4 is granted. 


I(c) The motion by the party Peterson to amend by 
adding a new count is denied. 


II The motion by the party Bodendieck to dissolve is 
denied. 


No appeal. 
Examiner 


Statement by Peterson Filed on or About December 3, 1948 
Paper No. 30 


In his supplemental decision, dated November 17, 1948, 
in the above entitled interference, the Examiner gives 
Peterson the benefit of the filing date of his earlier appli- 
cation, Serial No. 698,312, in support of Counts 1 and 2 at 
issue, but denies admission of the proposed Count A on the 
grounds averred in his original decision, dated October 6, 
1948, which are as follows: 


I. This proposed count does not substantially corre- 
spond to and is in fact broader than any claim of the 
Bodendieck patent, in that it omits the limitation 
“simultaneously.” 


II. The proposed count is not readable on Boden- 
dieck’s disclosure, because Bodendieck does not start 
“at a point,” ete. 


Ill. The proposed count is indefinite, because there 
is no antecedent for “the line.” 
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IV. There is no disclosure in Peterson’s prior ap- 
plication, Serial No. 698,312, for the limitation “apply- 
ing the groups in opposite sides of the line,” whereby 
the count is held unpatentable over the disclosure of 
the “P. F. T. ete.” publication. 


In answer to the first grounds, applicant has acted under 
the authority of Rule 109 in moving this amendment. Direct 
correspondence of recitations is not required, and the omis- 
sion of non-essential limitations in proposing new counts 
is proper. (Bonin v. Bliss, 1919 CD 75.) And this, even 
though one of the parties is a patentee. Therefore, this 
objection is not sustainable. 


As to the second grounds, the count is readable on 
Bodendieck’s disclosure, since the limitation regarding the 
commencement of the wrapping “at a point” is in his dis- 
closure, and appears in Count 2 of this interference which 
originated as Claim 2 in the Bodendieck patent. See Patent, 
Column 11, Line 63. Application of the entire proposed 
Count to Bodendieck’s disclosure having been made of 
record, this grounds of denial should be withdrawn. 


The third grounds, for want of antecedent for the term 
“the line,” is answered by reference to Merriam-Webster’s 
Collegiate Dictionary, Fifth Edition, in light of the pro- 
posed count’s preamble which refers to “linear bodies.” 
“Linear” is defined as an adjective meaning: 


“1. Of or pertaining to a line or lines; consisting 
of lines: lineal. 2. Resembling a line; . . . ete.” This 
seems adequately to support the use of the term “line” 
in conjunction with linear bodies as its antecedent. 
Further objection on this grounds can be remedied by 
the filing of a clarifying amendment, which, in view 
of this explanation, should not be necessary. 


The fourth and last grounds are answered by application 
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of the proposed count to Peterson’s early application, Se- 


rial No. 698,312, as follows: 


The Proposed Count 


The method of wrapping 


armor rods about linear 
bodies,— 


(which includes) 
—Dividing the rods into 
several groups,— 


(and) 
—Starting at a point ad- 
jacent the middle of the 
rods,— 


—Wrapping the rods 
about the line from the 
starting point outwardly 
to the ends thereof com- 
pletely to enclose the line. 


App. S. N. 698,312 


Claim 20, as supported by 
Figs 5, 6, 11 and 18, and spec- 
ification at page 1, lines 16 et 
seq.; page 2, lines 18 et seq.; 
page 4, paragraph commencing 
with line 23, and page 5, sen- 
tence commencing line 5. 


Figs. 11, 13, and 16 (legs 5a 
and 5b, respectively). Page 4, 
line 24, . . . “grouping them 
together coextensively”... and 
this entire paragraph; page 6, 
paragraph commencing at line 
19; page 9, sentence starting 
line 1 to end of paragraph. 


Figs. 9, 10, 12, 13 and 16. The 
intertwisting of the leg groups 
of bight constructions must 
commence at a point adjacent 
the middle of the rods. For 
straight applications, note the 
sentence commencing page 4, 
line 29. 


Specification, page 4, sentence 
commencing line 29; page 6, 
lines 4 et seq.; also, lines 17 
and 18, and line 24, to bottom 
of page; page 9, line 6 to end 
of paragraph (in conjunction 
with Fig. 16). 


(NOTE: In connection with the application of the pro- 
posed count to the disclosure of the early Peter- 
son application, see original claims 20 and 24 


therein.) 
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Peterson has been given the benefit of the early appli- 
cation date as to Counts 1 and 2 of Interference No. 83,266, 
which are more limited than the proposed Count, analyzed 
and applied above. Therefore, since the “PFT . . . . ete.” 
publication is not effective against this early case, which 
is parent as to all identical subject matter to the case here 
at bar, it is not applicable against the broader recitations 
of the proposed count, which should be admitted accord- 
ingly. 

In view of the foregoing, action denying admission of 
the proposed Count is believed to be error, whereby recon- 
sideration of the motion is requested. 


Attorney for Peterson 


SUPPLEMENTAL DECISION ON MOTIONS, 
Mailed January 7, 1949, Paper No. 33 


The party Peterson has filed a memorandum again re- 
questing reconsideration of a denial by the Primary Exam- 
iner of his motion to add a new count to the interference. 


No reason is found for altering the original decision 
denying the motion to amend. Even if Peterson’s disclosure 
would support the proposed count (which is not admitted), 
the motion could not be granted because the proposed 
count does not correspond to any claim of the Bodendieck 
patent even approximately and because the existing counts 
correspond exactly to claims of the patent. The practice 
set forth in Bonine v. Bliss, 1919 C.D. 75 applies only 
where an applicant cannot make any claim of a patent in 
exact terms but could support a claim if an immaterial 
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limitation were omitted therefrom. In other words Bonine 
v. Bliss permits the institution of an interference where 
an applicant and a patentee are claiming substantially the 
same thing but because of some immaterial limitation in 
a patent claim the applicant cannot make it. Such is not 
the case here. 


The denial of the motion to amend is reaffirmed. 


No appeal. 
Examiner 


Patent Office Paper No. 38, Mailed April 21, 1949 


Consideration of the motion to strike exhibits and testi- 
mony from the record, filed by the party Bodendieck on 
April 15, 1949, is deferred to final hearing.* 


Patent Interference Examiner 


Decision on Bodendieck Motion to Dissolve, 
Mailed May 4, 1949, Patent Office Paper No. 43 


On April 23, 1949 the party Bodendieck filed a motion 
to dissolve the interference, to suspend proceedings, and 
to extend the time for taking testimony on behalf of the 
party Bodendieck. On April 29, 1949 the party Peterson 
filed a memorandum in opposition to Bodendieck’s motion.* 


The Bodendieck motion is accompanied by three affida- 
vits and ten exhibits. The matters presented in the mo- 
tion and affidavits fall into three categories which may be 
characterized by reference to the exhibits. It may be noted 
at this point that Bodendieck Exhibit 10 apparently is ad- 
mittedly irrelevant. Bodendieck Exhibit 3 constitutes the 
first category and relates principally to an asserted public 


“Bodendieck’s motion, omitted here, appears in the record of Pl. Ex. 3, 
between pages 103 and 124. The same is true of Bodendieck’s second motion 
and Peterson’s memorandum in opposition thereto. 
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use allegedly admitted by the party Peterson. Bodendieck 
Exhibits 1, 4, 5, 6, 6a, 7 and 8 fall into a second category 
and relate principally to asserted publications which al- 
legedly constitute statutory bars against the Peterson 
applications. It may be noted at this point that the alleged 
date of Bodendieck Exhibit 7 is less than a year prior to 
Peterson’s first application, Serial No. 698,312. The Pri- 
mary Examiner accorded Peterson the benefit of his earlier 
application in the decision on motions. Bodendieck Exhibit 
9 constitutes the third category and relates principally to 
alleged public uses which are bars against the party 
Peterson. 


With respect to Bodendieck Exhibit 3, which is stated 
to correspond to Peterson’s Exhibit CC-1, a motion to dis- 
solve based thereon must be dismissed because it is well 
settled that motions to dissolve arising out of the evidence 
or testimony presented in the interference are improper. 


Thomson and Unbehend v. Hisley, 66 O. G. 1596, 1894 C. D. 
43: Paget v. Bugg, 89 O. G. 1342, 1899 C. D. 214: Dittgen 
v. Parmenter, 103 O. G. 1164, 1903 C. D. 125; Foster v. Bell, 
159 O. G. 241, 1910 C. D. 175. In connection with this matter 
the party Bodendieck cites the case of Weston v. Jewell, 
98 O. G. 47, 1902 C. D. 20, but in that case there was a clear 
and undisputed admission by Weston that he was not enti- 
tled to a patent by reason of the existence of a statutory 
bar. The party Peterson, in his memorandum filed April 
29, 1949, does not admit the existence of a statutory bar. 
The case of Hall v. Weber, 109 0. G. 1607, 1904 C.D. 112, 
also cited by the party Bodendieck, is no precedent for 
Bodendieck’s present motion, since that decision merely 
sets forth the practice under old Rule 126 (new Rule 259). 
Action under new Rule 259 (old Rule 126) is discretionary 
with the Board of Interference Examiners. 


As for Bodendieck Exhibits 1, 4, 5, 6, 6a, 7, and 8, there 
is no excuse for the failure to use these alleged publications 
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as the basis for a proper motion to dissolve during the reg- 
lar motion period. Insofar as these documents are con- 
cerned, Bodendieck’s motion is merely a belated motion to 
dissolve with no excuse for the failure to file a timely 
motion and this portion of the motion must therefore be 
dismissed. 

Bodendieck Exhibit 9 concerns alleged public uses 
against the party Peterson and some of the other exhibits 
are possibly also related to this matter. This portion of 
Bodendieck’s motion must be dismissed because it is well 
settled that a motion to dissolve cannot be based on alleged 
public use supported by affidavits. Public use proceedings 
are separate and distinct from interference proceedings. 
Davis v. Swift, 96 O. G. 2409, 1901 C. D. 134; Shrum v. 
Baumgarten, 104 O. G. 577, 1903 C. D. 150; Barber v. Wood, 
128 O. G. 2835, 1907 C. D. 174; Dunn v. Douglass, 184 O. G. 
804, 1912 C. D. 360. 


Bodendieck’s motion to dissolve is dismissed in its en- 
tirety. In view of this action, his motion to suspend pro- 
ceedings, pending determination of the motion to dissolve, 
must be and hereby is also dismissed. 


Bodendieck’s motion to extend the time for taking testi- 
mony on his behalf is opposed by the party Peterson. Ex- 
amination of the record of this interference reveals that 
proceedings herein have not been unduly delayed and that 
there has not been any previous extension of times for 
taking testimony. Good reason appears for a limited ex- 
tension under the present circumstances and Bodendieck’s 
motion for that purpose is granted to the extent that the 
times herein are extended as follows: 


Testimony of Bodendieck to close June 3, 1949. 

Rebuttal testimony of Peterson to close June 18, 1949. 

Final hearing September 16, 1949, at 9:30 a. m. (Day- 
light Saving Time), in room 6088. 
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Final hearing in this case has been postponed an addi- 
tional period to provide time for the filing of records and 
briefs in accordance with the new Rules of Practice which 
took effect March 1, 1949 (619 O. G. 273). Records and 
briefs must be filed as directed in new Rules 253 and 254. 


The party Peterson, in his memorandum filed April 29, 
1949, urges that the motion to strike exhibits and testimony 
from the record, filed by the party Bodendieck on April 15, 
1949, should be dismissed. Bodendieck’s motion to strike 
is deemed to have been properly treated in the order of 
April 21, 1949 (Paper No. 38) and that action is adhered to. 


Patent Interference Examiner 


Patent Office Paper No. 47, Mailed May 11, 1949 
Although a reply with respect to his motion to dissolve 


was filed by the party Bodendieck on May 4, 1949, it did 
not reach the Interference Examiner until after the order 
of May 4, 1949 (Paper No. 43) was mailed. This reply by 
the party Bodendieck has now been considered, but the 
order of May 4, 1949 (Paper No. 43) is deemed entirely 
proper and no change is necessary. 


It is noted that the party Peterson has filed two carbon 
copies of his record in addition to the signed original 
transcript of the depositions on his behalf. Attention is 
directed to the fact that Rule 253 (a) requires that “in 
addition to the original transcript (rales 275 to 278), three 
true copies of the record of each party must be filed, for 
the use of the Patent Office, and one true copy of the record 
must be served upon each of the opposing parties.” More- 
over, Rule 253 (f) requires that “one of the three copies 
for the Office must be a ribbon copy.” This ribbon copy is 
not the signed transcript of the testimony under Rules 275 
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to 278, and the signed transcript under these latter rules 
need not be a ribbon copy (cf. Rule 277, second paragraph). 


Patent Interference Examiner. 


DECISION OF BOARD OF INTERFERENCE EXAM. 
INERS, PAPER NO. 75, MAILED MAY 23, 1950 


The subject matter here in issue pertains to a method of 
wrapping preformed armor wires about a central core 
which may be an energized electrical conductor. The armor 
wires, which are preformed in helical configuration, are 
separated into a pair of groups and arranged on opposite 
sides of the core to be wrapped; and, the wires are then 
twisted simultaneously from the center of the length of the 
groups oppositely toward the ends of the wires to wrap 
them about the core. The wires are maintained in sub- 
stantial parallelism during the twisting. 


The issue is composed of two counts of which count 2 
is sufficiently illustrative and reads as follows: 


The method of wrapping preformed armor wires on 
a central core which comprises separating the armor 
wires into a pair of groups with the wires of each 
group arranged side by side in substantial parallel- 
ism, the groups being arranged oppositely with respect 
to the core, and simultaneously wrapping the pre- 
formed armor wires about the core while the wires 
are maintained in substantial parallelism during the 
wrapping operation, the said wrapping beginning at a 
point intermediate the ends of the armor wires and 
progressing outwardly toward both ends of the armor 
wires simultaneously. 


This interference involves an application of Peterson 
filed on January 14, 1948, and patent No. 2,414,136 to 
Bodendieck, filed May 9, 1945, and issued January 14, 1947. 
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Peterson, the junior party, having filed his application an 
even year after the issuance of the Bodendieck patent, has 
the burden of proving his case beyond a reasonable doubt. 
Both parties took testimony, filed briefs and were repre- 
sented at final hearing. 


After the issuance of the Bodendieck patent Peterson 
copied claims 1, 2, 3 and 20 thereof in his application Ser. 
No. 698,312, filed September 20, 1946. These claims were 
finally rejected to Peterson by the Primary Examiner and 
appeal was taken to the Board of Appeals. While this 
appeal was still pending Peterson filed his application Ser. 
No. 2.200, involved herein, one year after the issuance of 
the Bodendieck patent, and requested an interference with 
said patent on the same four claims (Bodendieck claims 
1. 2. 3 and 20) which were original claims in this later 
filed application. An interference was instituted as re- 
quested. 


Before the close of the motion period the Board of Ap- 
peals rendered its decision in the appeal in application 
Ser. No. 698,312 holding that Peterson was entitled to 
make Bodendieck claims 1 and 2 but refusing claims 3 
and 20 to him. During the motion period, Peterson brought 
a motion to add his application Ser. No. 698,312 to the 
instant interference in support of counts 1 and 2, and to 
dismiss (construed by the Examiner of Interferences as @ 
motion to dissolve—paper No. 12) the interference as to 
counts 3 and 4 (Bodendieck’s claims 3 and 20) ; and Boden- 
dieck brought a motion to dissolve the interference “on 
the ground that Peterson has no right to make any of the 
claims of said interference, to wit, counts 1, 2, 3, and 4.” 


Bodendieck opposed Peterson’s motion to add applica- 
tion Ser. No. 698,312 to this interference on the ground 
that Peterson had no right to make claims corresponding 
to the counts in issue in said application. In his original 
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inter partes decision the Examiner dissolved the inter- 
ference as to counts 3 and 4; denied Peterson’s motion to 
add his application Ser. No. 698,312 to this interference; 
granted Bodendieck’s motion to dissolve; and, dissolved 
the interference on his own motion on the ground that the 
two remaining counts were unpatentable to the party 
Peterson. 


Upon request for reconsideration inter alia the Exam- 
iner held (page 2): 


While Examiner adheres to his original position with 
regard to Peterson’s right to make the counts it is 
believed, upon reconsideration, that it is in the interest 
of expediency to allow the interference to proceed to 
final hearing in accordance with the practice as set 
forth in Janeway v. Nystrom, 77 U.S.P.Q. 229, and 
Kingsland v. Carter, 77 U.S.P.Q. 499 and the original 
decision is therefore modified as indicated below. 


The dissolution of the interference was vacated and the 
interference allowed to proceed to final hearing. 


As is his right Bodendieck, by implication, requests that 
Peterson’s motion to add his application Ser. No. 698,312 
hereto and Bodendieck’s motion to dissolve the instant in- 
terference on the ground that Peterson has no right to 
make the counts, be reviewed at final hearing. 


We have given careful consideration to all phases of 
these motions and we have come to the same conclusion 
as that reached by the Examiner. As his decisions are 
well reasoned and concisely stated, rather than paraphrase 
said decisions, we adopt them as our own and reproduce 
such portions of them as are applicable under the cireum- 
stances. The pertinent portions read as follows: 


I (a) The party Peterson moves that his prior appli- 
cation Serial No. 698,312 be added to the interference 
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in support of counts 1 and 2. Peterson originally cop- 
ied all of the present counts from the Bodendieck 
patent in said earlier application. On appeal from 
a final rejection on the ground that Peterson could not 
make said counts (claims 26 to 29 of Peterson) the 
Board of Appeals reversed the Primary Examiner as 
to claims 26 and 27 (counts 1 and 2) and affirmed as 
to claims 28 and 29 (counts 3 and 4). Upon careful 
consideration Examiner is of the opinion that the 
Board of Appeals erred in holding that Peterson had 
a right to make these claims in said earlier applica- 
tion: and since this is an inter partes proceedings 
Examiner is not bound by a decision rendered in an 
ex parte appeal. Specifically it appears that the Board 
erred in overlooking the limitation “simultaneously” 
in the claims. This is a very material limitation be- 
cause Bodendieck discloses a special tool which in its 
normal operation necessarily wraps all of the wires 
“simultaneously” about the core. Since Peterson dis- 
closed no tool it must be assumed that wrapping was 
performed without the aid of a tool and Fig. 18 so 
indicates. Assuming, for the sake of argument, that 
it was inferrable from the disclosure that the groups 
of armor wire could be wrapped about the core either 
simultaneously or seriatim, there would be no predis- 
position in favor of simultaneously unless it were clear 
from the disclosure that such was intended and there 
was sufficient teaching of how to do it. As Examiner 
sees it Peterson’s whole disclosure points away from 
a simultaneous and toward a seriatim operation as 
far as wrapping on a central core is concerned. Peter- 
son has pointed particularly to Figs. 3, 5, 6 and 11 
to support the claims. Figs. 3 and 11 each show two 
groups of preformed armor wires twisted together 
to form a hollow body. Now obviously in twisting 
two groups of wires together to form a hollow body 
they would be twisted simultaneously if they are 
twisted together in groups although Peterson does not 
say so in so many words. This is so because only two 
elements (groups) are involved and if they are 
twisted together it must be simultaneously. However, 
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in wrapping a core a third element is introduced into 
the combination and when two elements are wrapped 
about a third obviously it can be done simultaneously 
or seriatim. Merely because Peterson shows (Figs. 5 
and 6) a central core C wrapped with armor wires 
and states (page 4, lines 26 to 28 and page 5, lines 5 
to 7) that armor wires may be twisted together to 
enclose a core after the manner of Fig. 3, it does not 
follow that the application of all the armor wires to 
the core is simultaneous. On the contrary Peterson 
states (page 4, line 29 to page 5, line 4) that Fig. 18 
illustrates the operation of wrapping a core and this 
figure clearly shows only a single group (less than an 
entire complement) of wires being twisted about a 
core. This is entirely in accord with the prior art 
practice as illustrated in Peterson’s prior patent No. 
2,275,019. Figs. 1 and 2 of which show a conductor B 
armored with two helical strips 20, 21 (which for the 
sake of comparison correspond to the two “groups” 
of the counts) and Fig. 2 clearly shows that the two 
strips are applied seriatim and this is borne out by 
description (page 2, column 1, lines 42 to 53). It is 
also in accord with the showing on page 6 of “P.F.T. 
Preformed Armor Rods and Multiple Wire Tires” 
Copyright 1946 by The American Steel and Wire Com- 
pany and introduced as Exhibit C before the Board 
of Appeals. This publication and Peterson’s prior 
patent refute his contention that the only way to apply 
the armor wires to the core in groups is simultane- 
ously. Peterson has argued that the word “simultane- 
ously” does not necessarily apply to all of the armor 
wires but may refer to only the wires of one group. 
However, it is obvious that the limitation “simultane- 
ously wrapping the preformed armor wires about the 
core” in these claims necessarily means all of the wires 
and Bodendieck’s tool cannot wrap less than all in its 
normal operation. Peterson’s claim 27 (count 2) con- 
tains the further limitation “and progressing outwardly 
toward both ends of the armor wires simultaneously” 
and not only does Peterson not disclose this step but 
it is clearly not a necessary step because page 8 of 
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the publication “P.F.T. Preformed Armor Rods ete.” 
above referred to discloses an alternative way of wrap- 
ping. It must also be said that nowhere in the original 
disclosure is there any unequivocal basis for the step 
in these claims of arranging the wires of each group 
“oppositely with respect to the core.” Reverting to the 
limitation “simultaneously” Peterson has referred to 
his original claim 23 as a basis therefore but this claim 
is directed to “forming a hollow body” (Figs. 3 and 
11) and therefore has nothing to do with the counts 
of the interference as previously pointed out. Exam- 
iner calls attention to original claim 20 (and particu- 
larly the last four lines) as proof that Peterson does 
not wrap all of the wires “simultaneously.” The mo- 
tion is denied. 
es e o 

II The party Bodendieck has moved to dissolve 
on the ground that Peterson has no right to make 
any of the counts of the interference. It is asserted 
that Peterson has no disclosure of arranging two 
groups of preformed armor wires on opposite sides 
of acore and then simultaneously wrapping them there- 
on. It is further asserted that the mere fact that Peter- 
son has presented the counts of the interference as 
original claims in application Serial No. 2,200 is not 
in itself a sufficient disclosure of the method recited 
therein unless supplemented by an unequivocal de- 
scription of how the method is to be performed. Ex- 
aminer agrees that Peterson’s description and draw- 
ings do not support the method recited in the counts. 
It is true that Fig. 4 shows a central core C with two 
groups of parallely arranged preformed armor wires 
lla, 11b on opposite sides thereof, and Fig. 6 shows 
these two groups partially wrapped together about the 
core. However, there is no disclosure of whether these 
two groups are applied simultaneously or seriatim to 
the core. Fig. 23 purports to show two tools 17, 18 
for wrapping the armor wires but the nature of these 
tools is not disclosed and this showing is not consid- 
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ered to support in any way the interference counts. 
Examiner is of the opinion that the mere fact that 
Peterson has presented certain claims of the Boden- 
dieck patent as original claims in his later application 
does not confer upon him the right to contest these 
claims in an interference proceeding in the absence 
of clear and unequivocal disclosure as to how the 
method recited in these claims is to be carried out. 
The party Bodendieck filed on September 29, 1948 
(the day of the hearing) a supplemental statement in 
support of his contention that it is impossible to split 
the hollow body shown in Fig. 2 of Peterson (Serial 
No. 2,200) into two groups as shown in Fig. 4 and 
then reassembled in the form shown in Fig. 2 or about 
a core as shown in Fig. 6 and also filed an exhibit in- 
cluding a hollow body of the type shown in Fig. 2 as 
proof of the contention. Examiner split this hollow 
body into two groups of wires both at his desk and at 
the hearing and experienced no difficulty in reassem- 
bling them around a core in the manner called for by 
the counts. Examiner is fully convinced that the 
method of counts 1 and 2 can be carried out manually 
(without the aid of Bodendieck’s special tool). How- 
ever, the fact that the method can be so performed is 
no reason for allowing Peterson to claim this method. 
Examiner is not concerned with whether Peterson can 
perform the method or with whether he or Bodendieck 
is in fact the first inventor of the method but only with 
whether Peterson has disclosed the method recited in 
the counts. The fact that in the light of Bodendieck’s 
teaching one can look at Peterson’s disclosure and 
readily see how he could carry out the method is not 
enough. The motion is granted. 


Upon reconsideration Examiner is still of the opin- 
ion that Peterson cannot make the counts in either of 
his applications for reasons fully set forth in the De- 
cision on Motions dated October 6, 1948. The mere 
fact that one skilled in the art might, with the dis- 
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closure of Bodendieck before him, perform the method 
of the counts manually (as it would have to be done 
according to Peterson’s disclosure) does not mean that 
the method is inherent in Peterson’s disclosure. “In- 
herency, however, may not be established by proba- 
bilities or possibilities. The mere fact that a thing 
may result from a given set of circumstances is not 
sufficient.” Hansgirg v. Kemmer 1939 C.D. 327 (page 
330, lines 29 to 32). 


We wish to add that, further, figure 3 of the Peterson 
application shows the arrangement of the wires in a formed 
hollow body, the manner of grouping the wires when the 
body was being formed is not explained in the specification. 
Each of the counts recites : 


The method of wrapping preferred armor wires on 
a central core which comprises separating the armor 
wires into a pair of groups with the wires of each 
group arranged side by side in substantial parallelism. 


“A pair” means two, Le. there are two groups, no more or 
no less. “Wires” is plural, ie. there are more than one 
wire in each group and the wires are arranged side by side 
as they are simultaneously twisted around the core. This 
method is not taught in Peterson Application 698,312 and 
if it is shown in any of the drawings it is an accidental 
disclosure and was not appreciated by Peterson. A method 
disclosed in a drawing must be intentional and appreciated 
to benefit a party to an interference. (Gathmann v. Clarke, 
936 O. G. 593; 1917 C. D. 115; 45 App. D. C. 512) 


In connection with the question of inherency, in addition 
to the decision cited by the Examiner, we wish to call atten- 
tion to the decision in McCormick v. Malherbe, 526 O. G. 3; 
1941 C. D. 222: 28 C.C.P.A. 838; 48 USPQ 196, 220, which 
relates to a process. With respect to the question of the 
Primary Examiner being bound by a prior decision of the 
Board of Appeals we wish to call attention to the well- 


475 


reasoned decision of First Assistant Commissioner Frazer 
in Spanel v. De Laney and Crowley, 85 USPQ 18. 


Since the counts in issue are not affirmatively supported 
by the disclosures in the two Peterson applications under 
consideration he cannot prevail herein and priority will 
be awarded to the senior party Bodendieck. 


In view of the above rulings, it is unnecessary to discuss 
herein the proofs of the parties although it may be noted 
that the pertinent testimony of Peterson is of the same 
nature as the disclosure in his two applications, considered 
supra. In his early work Peterson employed plastic strips 
for armoring conductors. Whether there were two or sev- 
eral of these strips used for enclosing the conductor these 
strips are not wires, have different characteristics and the 
method of applying them was not the method here involved 
which relates to a method of wrapping preformed armor 
wires. The party Peterson appears to rely heavily on the 
supposition that the method defined in the counts may be 
carried out by a set of wrenches such as his Exhibit B. The 
method of the counts requires that the armor wires be 
separated into a pair of groups and that the wires of each 
group be arranged side by side in substantial parallelism. 
It is our opinion that when the armor wires are inserted in 
the holes of these wrenches they are not separated into 
groups but are adapted to be equally spaced around the 
cable; and they are not arranged in side by side relation 
but each wire is equally spaced from the next adjacent 
wire. It is true that the central circular element of each 
wrench is divided into approximately two halves but this 
is for the purpose of applying the wrenches to the cable. 
This feature has no direct connection whatever with apply- 
ing the armor wires. In the claimed method the wires are 
separated into a pair of groups, ie. one set of wires is 
set apart from the other set or group of wires. As the 
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: armor wires are applied by these wrenches all of the wires 


are equally spaced, not separated into a pair of groups. 


| The term “separating . . . into a pair of groups” has no 
| significance when applied to the method carried out by 


these wrenches. Also, the wires are not arranged side by 


| side in substantial parallelism but tend to fan out more or 


less into the shape of a cone. Exhibits Y and Y-1 are in 
the same category as Exhibit B. 


The method of the counts is claimed broadly and may 
be performed manually, i.e. with a person’s hands, or me- 
chanically with wrenches. Of course wrenches are always 


i used on energized cables. Since the method may be carried 


out manually it makes it difficult for one party to prove 


i and the other party to disprove testimony of this nature. 
| The junior party here has the burden of proving his case 


beyond a reasonable doubt. His oral testimony tends to 
prove that he reduced the method in issue to practice prior 
to the entrv of the senior party into the field but one of his 
principal documentary exhibits (Exhibit U) shows strands 
of armor wire being either applied or removed one at a 


' time. The title of this document is: Instructions for Apply- 


ing P.F.T. Armor Rods and Ties. (Emphasis added.) The 


| date of one of the letters appearing in this document is 
' dated September 4, 1944, one day before the senior party 
i met the junior party for the first time in a conference. 
| Obviously, the preparation of this exhibit must have been 


at some later date. There is no teaching in this brochure 


' of applying armor wires on a cable by the method recited 
: in the counts. It would seem that if this method were con- 
. sidered desirable it would have been included in the instruc- 
' tions, if not alone, at least with other methods. The same 


may be said with respect to the American Steel & Wire 
Company brochures of January 1945 and of February 1946 


| (Bodendieck’s Exhibits 5 and 7, respectively). 


Peterson testified (record, pages 71, 72) that he formed 
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a tube of armor rods manually on many occasions by sepa- 
rating the rods into two groups, laying them next to one 
another with a slight crossing at the middle and then form- 
ing them into a tube by twisting left and right from the 
middle to either end. This is not the method of the counts, 
in which the rods are wrapped around a central core, and 
as stated by the Primary Examiner this is the only method 
in which armor rods may be formed into a tube. This dem- 
onstration has no bearing on the method in issue. He also 
testified (record, bottom page 71) that he demonstrated 
that armor rods could be applied to a mandrel but in such 
demonstration he could not say whether he had enough 
armor rods to completely cover the mandrel. With respect 
to this demonstration Peterson said (top p. 72): “This was 
being done quite generally.” If there were not enough rods 
used to cover the mandrel it was not the method here in 
issue. Also, it should be noted that Peterson did not say 
that the armor rods were separated into a pair of groups 


before they were applied to the mandrel, a step in the 
involved method. He further testified that the armor rods 
could be applied one at a time. 


Considering that the burden is upon the junior party to 
establish priority of invention beyond a reasonable doubt, 
we do not deem it necessary to discuss the testimony fuar- 
ther. He testified to performing several different methods 
but in each method so performed there is one or more steps, 
of the method recited in the counts, lacking or is not posi- 
tively included. In examining the testimony it seems to 
appear that because the witness performed a certain step 
in one method it should be assumed, although it is not 
positively recited, that he performed the identical step in 
a different method. An excellent example of such practice 
is seen in the reforming of the tube and the application of 
the rods to a mandrel. In reforming the tube (record page 
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71) the rods were separated into two groups of five rods 
each. In applying the rods to a mandrel (record, bottom 
page 71) nothing was said about separating the rods into 
groups. The testimony is not clear and unequivocal. 


In McCormick et al. v. Plumstead, 493 O. G. 202; 1938 
C. D. 339: 25 C.C.P.A. 925; 94 F. (2d) 999; 37 USPQ 65, 
the Court stated: 


When the burden is upon a party to establish pri- 
ority of invention beyond a reasonable doubt, we are 
not permitted to decide the case upon mere probabili- 
ties that one upon whom the burden rests is the origi- 
nal inventor, if such probabilities could be said to exist. 


Likewise, in the instant case, we are not convinced that 
Peterson, appreciated and unequivocally and consistently 
practiced the method defined in the counts in issue. In per- 
forming the vast number of demonstrations which he al- 
leges he has performed it would be very unusual indeed if 
he has not performed the method here in issue but if he 
did perform this method it was accidental and not appre- 
ciated. 


Peterson contends that Bodendieck derived the inven- 
tion from him. Peterson admits (brief, top of p. 12) that 
the tools shown in the Bodendieck patent were invented by 
the latter but it is Peterson’s position that he disclosed 
the method here in issue, to Bodendieck. Bodendieck did 
spend three days, beginning with September 5, 1944, with 
Peterson and his associates in the American Steel & Wire 
Company. Peterson did carry out several demonstrations 
for Bodendieck but it is Bodendieck’s testimony (record, 
pages $4, 85) that he never saw anyone carry out the 
method and he vigorously denies (brief, page 18) that 
Peterson demonstrated the method in issue to him. Peter- 
son took no rebuttal testimony to substantiate his position. 
Under the circumstances it must be held that Peterson hae 
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not proved his charge of derivation. (Winslow v. Austin, 
86 O. G. 2171; 1899 C. D. 301; 14 App. D. C. 137.) 


The senior party Bodendieck brought a motion to strike 
certain exhibits of Peterson and the testimony relating 
thereto from the record for the reason that these exhibits 
are totally irrelevant to the issues of the interference. 
This motion was deferred until final hearing. The motion 
is opposed. 


Only pertinent testimony is considered in interferences. 
However, relevancy and materiality are determined only 
after final hearing, and upon full view of the record. As a 
consequence, wide latitude in the taking of testimony must 
be permitted. While we are not prepared to state that the 
privilege could not ever be abused, there is no useful pur- 
pose to be subserved by striking testimony which has been 
presented in the formal record for final hearing merely 
because it may thereupon appear irrelevant and immaterial 
to the issue. 


The motion is denied. 


Bodendieck took testimony but in view of our rulings as 
pointed out above no good reason is seen for discussing 
such testimony. 


The junior party Peterson having filed to sustain the 
burden required of him priority of invention of the sub- 
ject matter in issue is hereby awarded to Henry W. Bo- 
dendieck. 


W. E. WarrEe 
Examiner of Interferences BOARD OF 


A. Y. Casanova, Jr. 
Examiner of Interferences INTERFERENCE 
G. P. Saxis EXAMINERS 
Examiner of Interferences 


May 23, 1950 
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Peterson’s Request for Reconsideration, Paper No. 76, 
Mailed 


In its decision dated May 23, 1950, the Board of Inter- 
ference Examiners awarded priority in the above entitled 
interference to the senior party Bodendieck principally on 
the grounds that Peterson can not support the counts at 
issue in his application Serial No. 698,312, whereby the 
proofs of the parties were largely passed-over. The deci- 
sion did mention, however, that Peterson had failed to meet 
the requirements of the burden of proof, both as to priority 
and as to originality, as a secondary, practically incidental 
consideration. 


The party Peterson does not agree with this decision, 
believing its conclusions, and the reasons applied in for- 
mulating them, are founded in error in accordance with the 
following assignment, the particulars of which are argued 
more fully hereinafter: 

1. The question of basis in Peterson’s disclosure 
was not properly before the Board. 
(a) Against Bodendieck’s right to be heard by 
implication ; 
(b) In contravention of Old Rule 130; 


(ce) Because the Board of Appeals ruling should 
have been followed. 


2. In adopting the decision of the primary exam- 
iner on the motions in its current decision, the Board 
adopted the infirmaties thereof which contravene Pe- 
terson’s rights and standing at final hearing, and go 
contrary to the law and authorities prevailing at that 
time. 


3. Im its decision, the Board has, in effect, re- 
written the claims at issue by reading into them ma- 
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terial limitations which are not supported by the facts, 
nor sanctioned by the controlling authorities. 


4. Its conclusions rely upon certain premises which, 
in turn, are based on certain presumptions or assump- 
tions of material fact which now stand refuted in the 
records of the parties hereto. 


5. In parts of its opinion, the Board has adopted 
reasoning that is opposed to the collective opinions of 
the opposition, the Board of Appeals, the primary ex- 
aminer, as well as Peterson; reasoning which is incon- 
sistent with pre-existing attitudes of the Patent Office. 


6. The authorities relied upon by the Board are 
not in point, and the decision fails to take into account 
those that do control here. 


7. The Board erred in relying upon Peterson’s 
proofs to the extent of indicating what they failed to 
show, without, at the same time, taking into consider- 
ation what they do establish. 


8. The Board erred in deciding this case on an 
interlocutory matter, and by failing to award priority 
on the basis of the proofs and arguments of record 
more fully considered.* 


Ruling on Peterson’s Request for Reconsideration, 
Paper No. 77, Mailed July 31, 1950 


The senior (sic) party Peterson requests a reconsidera- 
tion of our decision under date of May 23, 1950, awarding 
priority to Bodéndieck. 


The petition discloses that the senior (sic) party seeks a 
reconsideration of the very points we fully considered in our 
previous decision. We have carefully considered the brief 


“Argument in support of these points, omitted here, appears in the record 
of Pl, Ex. 3, page 199, et seg. 
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in support of the request but we are not convinced by the 
arguments made therein that we made any error in our 
original decision. We do not regard it as of advantage to 
reconsider matters which we have already fully consid- 
ered. If we are in error it is an error of jadgment, and ; 
this is a matter for review by an appellate tribunal. 

The request is denied. 


W. E. Warre 
Examiner of Interferences 


BOARD OF " 

A. Y. Casaxova, Jr. 

Examiner of Interferences INTERFERENCE » 

G. P. Saxis EXAMINERS 
Examiner of Interferences 


July 31, 1950. ‘ 


. and Patent 
| Interference 83,266, Dated August 25, 1950 
AND NOW comes THOMAS F. PETERSON, by Niel- 
sen and Hume, his attorneys, and gives notice to the Com- 
missioner of Patents of his appeal to the United States 
Court of Customs and Patent Appeals from the decision 
of the Board of Interference Examiners dated July 31, 
1950, refusing on petition to reconsider its previous deci- 
sion of May 23, 1950, in the above entitled cause, herewith 


appealed from, and assigns as his reasons of appeal the 
following: 


The Board of Interference Examiners erred in each and el 
all of the following particulars: q 


1. In awarding Priority of invention to the senior 
party. 


2. In awarding priority of invention to the Senior party 
on the basis of insufficiency of disclosure in the junior 


Notice of Inter Partes Appeal to U. 8. Court of Customs 
Appeals 
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party’s earlier application (Serial No. 698,312) to support 
the invention of the claims at issue. 


3. In entertaining the question of sufficiency of dis- 
closure in the junior party’s earlier application at final 
hearing. 


4. By contravening Rule 258 of the Rules of Practice 
of the United States Patent Office (as amended) and cor- 
responding provisions of the Old Rules. 


5. By entertaining the question of patentability of the 
counts to the junior party at final hearing on examiner’s 
own motion raised on unproved publication not cited dur- 
ing the ex parte prosecution of either application, while 
said counts stand patented to the senior party. 


6. In reviewing at final hearing the grounds that the 
junior party has no right to make the counts at issue, based 
on the senior party’s alleged right to be heard as to this 
“by implication,” and in the absence of explicit motion 
having been brought by the senior party. 


7. By failure to evaluate the position of the junior 
party on the evidence before the Patent Office at final 
hearing as first inventor. 


8. In holding that the ex parte decision of the Board of 
Appeals is not binding upon the primary examiner in 
determining adequacy of basis in the junior party’s earlier 
application when no new reasons were assigned therefor 
during the inter partes proceedings. 


9. In failing to follow the doctrine established in Felsing 
v. Nelson, 1906 CD 77. 


10. In failing to give weight to the junior party’s argu- 
ments made of record during the motion period of the in- 
terference after the primary examiner’s action in dissolv- 
ing this interference. 
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11. In adopting certain portions of the examiner’s de- 
cision on the motions in its decision at final hearings. 


12. By failing to reconcile the discrepancies between the 
primary examiner’s decisions on the motions and its own 
decision at final hearing. 


13. In ignoring the points raised in the junior party’s 
request for reconsideration (Paper No. 76) filed after final 
hearing as a result of the decision entered herein. 


14. In failing to hold that the junior party’s applica- 
tion, Serial No. 2,200, was filed within one year of the issue 
date of the senior party’s patent, and in failing to give the 
junior party the benefit of the earliest date in which the 
claims at issue were first adopted in the record of his earlier 
application (Serial No. 698,312) as being the date at which 
they were first put in issue. 


15. By interpreting the counts at issue to contain lim- 
itations which, in fact, do not appear therein. 


16. By importing non-existent limitations into the 
counts, and assigning improper construction thereto. 


17. By forcedly interpreting claims forming the issues 
in light of their specification of origin when they are clear 
and unambiguous and require no such interpretation. 


18. In improperly construing the disclosure contained 
in the earlier application of the junior party in relation 
to the counts. 

19. By ignoring statements on the record of the senior 
and junior parties, the primary examiner, the Board of 
Appeals, and its own prior decisions in other cases of re- 
lated subject matter. 


20. In assigning probative value to what certain evi- 
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dence fails to show without regard to what the prepon- 
derance of the evidence does show. 


21. In construing the burden of proof of the junior 
party to be that beyond a reasonable doubt rather than by 
preponderance of the evidence. 

22. By failing to find either that the junior party had 
established priority by preponderance of the evidence, or 
that the senior party derived the invention at issue from 
him. 


23. By failing properly to consider and evaluate the 
proofs of the parties. 


24. By holding the junior party’s case of derivation 
from him by the senior party was not established by the 
evidence. 


25. In misconstruing the effect of the junior party’s 
failure to take rebuttal testimony. 


26. In the improper evaluation of the junior party’s 
proofs, and its failure to compare the senior party’s proofs. 


27. By its improper determination of the facts, and the 
misapprehension of what constitutes the prevailing case 
law controlling the points considered. 


28. By its failure to award priority to the junior party. 
Respectfully submitted, 


His Attorneys 


Acknowledgment of Notice of Appeal Dated Aug. 29, 1950 


Receipt is acknowledged of the appeal filed by Thomas 
F. Peterson, under date of August 25, 1950, to the United 
States Court of Customs and Patent Appeals. 
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A praecipe of the necessary papers that you may select 
to be included in the transcript should be filed and a copy 
served upon the appellee. 


The order for the transcript should be filed promptly in 
order to give the Manuscript Branch ample time within 
which to complete the certified transcript. 


In case the parties cannot agree as to the papers to be 
included, their remedy is provided by the Court for 
diminution. 

Very respectfully, 


C. E. Haglund 
Executive Officer 


Petition to Extend Period for Filing Petition of Appeal 
and Transcript of the Record in the Court of Customs 
& Patent Appeals, Dated October 11, 1950 


Your petitioner, Thomas F. Peterson, appellant in the 
above entitled proceeding, upon notice and reasons of ap- 
peal having been filed in the Patent Office on August 25, 
1950, prays, on representations of counsel made in his 
behalf, that the time for filing his petition of appeal and 
transcript of the record in this cause with the Court of 
Customs and Patent Appeals be extended to and including 
November 22, 1950, which is approximately forty (40) cal- 
endar days from the date on which the present period will 
expire. 


This request is necessary to afford counsel for appellant 
time to review the extensive record in formulating a prae- 
cipe of the necessary papers to be included in the transcript 
in order that this may be providently done in the first 
instance without recourse to moving the court for correc- 
tion by diminution of the record later on. 
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Opportunity is expected to be afforded in the near fu- 
ture to meet with opposing counsel on the selection of 
material for the transcript, but not before the expiration 
of the present period during which this action should be 
taken. The enlargement of the period is, therefore, neces- 
sary and desirable. 


This is the first extension requested in the premises. 


Attorney for Peterson 


Ruling of Assistant Commissioner Dated October 12, 1950 
on Petition to Extend Period 


The decision of the Assistant Commissioner on the 
above petition is as follows: 


APPROVED 
October 1, 1950 
Thomas F. Murphy 
Assistant Commissioner 


By direction of the Commissioner: 


Very respectfally, 


C. E. Haglund 
Executive Officer 


Second Petition to Extend Period for Filing Petition of 
Appeal and Transcript of the Record in the 
Court of Customs & Patent Appeals, 

Dated November 20, 1950 


Your petitioner, Thomas F. Peterson, appellant in the 
above-entitled proceeding, upon notice and reasons of ap- 


488 


peal having been filed in the Patent Office August 25, 1950, 
and under an extension of time for filing petition of appeal 
and transcript of the record approved October 12, 1950, 
enlarging the period to November 22, 1950, prays that this 
period be further enlarged by thirty (30) days, up to and 
including December 22, 1950. 


The reasons for this further extension of time are as 
follows: 


Your petitioner and his attorney met the party Boden- 
dieck and his counsel at Chicago on October 21, 1950. At 
this meeting, considerations of settling this interference 
and dismissing the appeal were discussed, but no conclu- 
sions were reached at that time. Accordingly, on Novem- 
ber 2, your petitioner, by his attorney, forwarded a pro- 
posed praecipe of necessary papers to counsel for the party 
Bodendieck, seeking to arrive at an agreement as to the 
contents of the transcript in order to preclude subsequent 
motions to correct diminution of the record. Meanwhile, a 
praecipe of necessary papers was prepared for filing in the 
Patent Office, and is now ready to be filed, although com- 
plete agreement between the parties as to the contents of 
the transcript has not eventuated. 


As of the day this petition is filed, November 20, 1950, 
petitioner’s attorney received an offer of settlement from 
counsel for the party Bodendieck, the terms of which seem 
reasonable and fair to your petitioner, and a contract in 
acceptance and implementation of such terms of settlement 
has been authorized. In order to gain the time necessary 
to prepare the settlement contract and to conclude the 
negotiations which will result in the termination of this 
interference and dismissal of the appeal, an additional 
thirty (30) days enlargement of the period, in which a 
petition of appeal and certification of the transcript of 
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record to the court is accomplished, is required if further 
unnecessary expense is to be obviated. 


Favorable consideration of this petition is, therefore, 
indicated. 
Very respectfully, 


Attorneys for Appellant 


Ruling of Assistant Commissioner Dated November 21, 
1950 on Second Petition to Extend Period 


The decision of the Commissioner on the above petition 
is as follows: 
APPROVED 
November 21, 1950 
John A. Marzall 
Commissioner of Patents 


Very respectfully, 


C. E. Haglund 
Executive Officer 


STATUTORY DISCLAIMER UNDER SECTION 4917 OF THE REVISED 
STATUTES; 35 U. S. CODE 65 

Your petitioner, HENRY W. BODENDIECEK, a citizen 
of the United States, residing at Taylorville, in the county 
of Christian, and State of Illinois, represents that in the 
matter of certain improvements in Method and Apparatus 
for Wrapping Armor Wire on Energized Conductors, for 
which letters patent of the United States No. 2,414,136, 
were granted him on the 14th day of January, 1947, he is 
the owner of the entire right, title, and interest therein, 
and that he has reason to believe that through inadvert- 
ence, accident, or mistake, and without any fraudulent or 
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deceptive intention the specification and claims of said 
letters patent are too broad. Your petitioner, therefore, 
hereby enters this disclaimer to Claims 1 and 2 of said 
patent. 


A fee of $10.00 is filed herewith. 


Signed at Taylorville, Hlinois, this 4th day of December, 
1950. 
/s/ Henry W. Bodendieck 


CONCESSION OF PRIORITY BY HENRY W. BODENDIECK 

It having appeared upon proofs duly taken and upon 
examination of the evidence that the junior party-appellant 
in the above-entitled interference is the first, sole, and 
original inventor of the subject matter at issue, HENRY 
W. BODENDIECK, senior party-appellant, has conceded, 
and does hereby concede, priority of invention of said sub- 
ject matter to the junior party-appellant, THOMAS F. 
PETERSON, and has caused to be executed and forwarded 
to the record in the Patent Office of even date herewith a 
disclaimer of said subject matter comprising Claims 1 and 
2 of his patent No. 2,414,136. 


There is no assignee of whole or part interest under 
patent No. 2,414,136. 
/s/ Henry W. Bodendieck 


Taylorville, Mlinois, December 4, 1950. 


Motion to Vacate Judgment and to Dismiss Appeal to the 
Court of Customs and Patent Appeals, 
Dated December 7, 1950 


Now comes the party PETERSON, by and through coun- 
sel, and presents to the record the following documents 
and motions predicated thereupon which, if favorably acted 
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upon, will be effective to dismiss the appeal taken to the 
Court of Customs and Patent Appeals: 


(a) A coneession of priority from the senior party 
Bodendieck to the junior party Peterson of the inven- 
tions at issue in this interference. 


(b) A disclaimer of the claims which comprise the 
issues of this interference from the patent of the 
senior party Bodendieck, together with a check from 
counsel for the senior party in the amount of $10.00 
payable to the Commissioner of Patents covering the 
disclaimer fee. 


In view whereof, it is moved in behalf of Peterson: 


(1) That the judgment of the Board of Interference 
Examiners entered in this Interference on May 23, 
1950, be vacated, and the findings and conclusions of 
the Board upon which said judgment was predicated 
be set aside to the extent that they are inconsistent 
with the action herein taken. 


(2) That judgment be entered for Peterson award- 
ing him the issues in said interference, and that his 
applications be remanded to the primary examiner for 
ex parte action consistent therewith. 


(3) Upon action first taken on grounds (1) and (2), 
above, vacating judgment for the senior party and 
entering judgment for the junior party, and upon jur- 
isdiction of Peterson applications Serial No. 698,312 
and 2,200 having been restored in the primary ex- 
aminer and ex parte prosecution thereof resumed, 
that the appeal taken to the Court of Customs and 
Patent Appeals on August 25, 1950, which appeal still 
pends, be dismissed with prejudice as to the senior 
party. 


Attorney for Peterson 
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Ruling on Motion by Assistant Commissioner 
Dated December 21, 1950 
_ The party Peterson moves to vacate the judgment of the 
' Board of Interference Examiners, awarding priority of 
" invention of the subject matter in issue in the above-entitled 
- interference to Bodendieck, and to dismiss Peterson’s ap- 
peal to the Court of Customs and Patent Appeals. 


After a notice of appeal to the Court of Customs and 
Patent Appeals has been filed, this Office is without author- 
_ ity to dismiss the appeal (Galena Manufacturing Co. v. 
- Superior Oil Works, 26 CCPA 1301, 1939 C. D. 688) ; and 
the judgment of the Board of Interference Examiners 
could not be vacated during the pendency of the appeal. 


Moreover, the judgment in question was entered on the 
merits, after consideration of the evidence adduced, and 
it is not the practice to vacate such a judgment upon the 


filing of a concession of priority by the party who has been 
adjudged the first inventor (Humphrey v. Fickert, 112 0. 
G. 2094, 1904 C.D. 447). 


The motion is accordingly dismissed. 


Thomas F. Murphy, 
Assistant Commissioner 


Petition to Reconsider Motion to Vacate Judgment and to 
Dismiss Appeal Filed January 11, 1951 


Concession of priority and disclaimer of the claims com- 
prising the interference issues in the above entitled cause 
having been made of record by the senior party patentee, 
Peterson, on December 7, 1950, moved to vacate the judg- 
ment of the Board of Interference Examiners which 
awarded priority to Bodendieck, to restore the ex parte 
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prosecutional status of the Peterson applications involved, 
and to dismiss the appeal. 


On December 21, 1950, the Commissioner of Patents dis- 
missed Peterson’s motion on the grounds that: 


(1) After notice of appeal to the Court of Customs 
and Patent Appeals, the Commissioner is without 
authority to dismiss Peterson’s appeal (citing Galena 
Manufacturing Co. v. Superior Oil Works, 1938 CD 
688), holding that the judgment of the Board of Inter- 
ference Examiners could not be vacated during the 
pendency of the appeal. (Emphasis added) 


(2) Because judgment was entered on the merits, 
after consideration of the evidence adduced, it is not 
the practice to vacate such a judgment upon the filing 
of a concession of priority by the party who has been 
adjudged the first inventor (citing Humphrey v. Fick- 
ert, 1904 CD 447). (Emphasis added.) 


Because this decision does not seem to reach the true 


facts and applicable law in point, this petition for recon- 
sideration is brought in light of the following facts and 
authorities: 


The First Grounds of Dismissal 


Relative to the first grounds of dismissal of Peterson’s 
motion, repeated above, although under the doctrine of the 
Galena case, cited, Peterson’s appeal by notice to the Com- 
missioner may have been perfected in fact, even in absence 
of his having petitioned the court or filed his transcript of 
the record with the clerk, and although the authority to 
dismiss such appeal may lie with the court and not with 
the Commissioner, still, the conclusion derived from these 
facts (underscored under (1), above) that the judgment 
of the Board of Interference Examiners could not be va- 
cated during pendency of the appeal, is thought to be 
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clearly erroneous. The original jurisdiction of the Com- 
missioner over the subject matter and over the parties is 
not defeated by appeal, in support of which contention, 
reference is made to: 


Clement v. Richards v. Meissner (1904 C.D. 321) 


In this case, the Commissioner held that notwithstanding 
the fact that Clement and Richards had filed in the Patent 
Office their notices of appeal to the Court of Appeals from 
the decision of the Commissioner of Patents awarding pri- 
ority to Meissner, the Commissioner has the Jurisdiction 
to modify or set aside his decision f rom which the appeals 
are taken on the concept of jurisdiction established by the 
United States Supreme Court in Ordway v. Goddard (101 
U.S. 745), and as held in Churchill v. Martin (65 Tex. 367), 
and Henry v. Allen et al. (147 N. Y. 346). In pronouncing 
the doctrine on which his decision was predicated, the 
Commissioner quoted from the New York decision as 
follows: 


Pendency of appeal is no bar to a motion in the court 
below for a new trial. We have heretofore pointed out 

t upon an appeal to this court the record itself is 
not transmitted to us, but a transcript thereof, and 
the case for all general purposes still remains in the 
court of original jurisdiction. . . . 


- . . If the supreme court, in the exercise of its dis- 
cretion, grants the motion for a new trial, the legal 
effect will be the vacating of the judgment from which 
appeal has been taken to this court, and a motion to 
dismiss the appeal would then be proper. . . . (Estab- 
lished by the U. S. Supreme Court in Goddard v. Ord- 
way, 101 U. S. 745)... . 


The Commissioner concluded, therefore, that he has the 
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jurisdiction to modify or set aside his decision from which 
an appeal is taken. The same is true under the facts of the 
case at bar. Had Bodendieck filed his concession and dis- 
claimer before judgment of the Board of Interference Ex- 
aminers was entered in his favor, such action would have 
been preclusive upon such judgment. The original: juris- 
diction of the Commissioner after judgment is identical 
with that prevailing before judgment, and Peterson should 
not be penalized by the inadvertent or willful delay by the 
opposition in declaring that there is no interference in 
fact, but should stand after judgment in the same relation 
to the facts as he would have before judgment, particularly 
where his appeal to the court, pending under the rules until 
after the withdrawal of the senior party, prevented the 
Board’s judgment from becoming a final judgment (thus 
distinguishing from the facts of the Humphrey v. Fickert 
decision relied upon by the Commissioner in the second 


grounds for dismissal, reiterated under (2) above, about 
to be alluded to). 


The Second Grounds for Dismissal 


In Humphrey v. Fickert, cited, judgment of priority was 
for Fickert by the Examiner of Interferences, affirmed by 
the Examiners-in-Chief on appeal, and by the Commis- 
sioner on further appeal. No further appeal was taken, 
and therefore the decision in favor of Fickert became final. 
This is not the situation in the present case, since from 
the single decision of the Board of Interference Examiners, 
Peterson took his appeal and thus prevented such decision 
from becoming final. 


Again by difference, the Humphrey case turned upon the 
deliberate judgment of the three Patent Office tribunals 
after full consideration of the evidence on the merits of 
the case. In the present instance, full consideration of the 
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| ewidence in determination of the merits by one tribunal 
was explicitly avoided as to priority, and the issues were 
resolved on the technical grounds of lack of basis in the 
Peterson disclosures to support the counts at issue. Refer- 
ence is now made to the Board of Interference Examiners 
at final hearing, in whose decision, at page 9, it is said: 


In view of the above rulings (i. e., the counts in issue 
are not affirmatively supported by the disclosures in 
the two Peterson applications under consideration), at 
is unnecessary to discuss herein the proofs of the 
parties... . (Emphasis added) 


Again, Decision, page 15, the Board concluded : 


Bodendieck took testimony but in view of our findings 
as pointed out above no good reason is seen for dis- 
cussing such testimony. (Emphasis added) 


This cannot be said to be deliberate judgment after con- 
sideration of the evidence. The merits of priority were 
largely discounted in the Board’s decision, but as to such 
evidence as the Board did consider, it found that Peterson 
was the more likely to have first reduced the invention to 
practice. Again by the Board, Decision, page 11: 

His (Peterson’s) oral testimony tends to prove that 


he reduced the method in issue to practice prior to the 
entry of the senior party into the field. . . . 


Again, at page 13, the Board said: 


In performing the vast number of demonstrations 
which he (Peterson) alleges he has performed it 
would be very unusual indeed if he has not performed 
the method here in issue. ... 


From such language as this, one is persuaded to the view 
that Peterson discharged his burden on the merits by pre- 
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ponderance of the evidence, but was overturned on the 
technical grounds of lack of basis in his disclosures. And 
here a further difference lies over the Humphrey v. Fick- 
ert case relied upon by the Commissioner. For, whereas 
Fickert enjoyed the concurrence of three Patent Office tri- 
bunals in being awarded priority after due consideration 
of the merits based upon the same evidence, Peterson had 
neither full consideration of the merits as to priority nor 
concurrence of collateral Patent Office tribunals on the 
matter of basis. It is recalled that during the ex parte 
prosecution of his earlier application in issue, the Board 
of Appeals of the Patent Office held that there is basis to 
support the counts at issue in the disclosure of said appli- 
cation. Thereafter, during the inter partes proceeding, 
and without the showing of any additional facts or reasons, 
the examiner held to the contrary view, and so ultimately 
referred the issue to the Board of Interference Examiners 
at final hearing. This Board ruled with the examiner in 


direct conflict with the decision of the Board of Appeals 
upon the same evidence, reasons and arguments fully con- 
sidered by the latter. There is no concurrence of several 
Patent Office tribunals, therefore, on the controlling facts. 


Further differences between the case at bar and the 
Humphrey v. Fickert authority relied upon by the Com- 
missioner in dismisisng Peterson’s motion thus become ap- 
parent: The parties here are not asking the Office to 
reverse its final deliberate judgment based on the concur- 
rence of three tribunals after due consideration of the 
evidence. Here the judgment is not final since it is subject 
to appeal to the court. The evidence was only superficially 
treated, and pointed to Peterson’s having been: the first to 
reduce to practice. The language of the decision of the 
Board of Interference Examiners to this effect justifies 
the action of the senior party in conceding priority to 
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Peterson and disclaiming the counts at issue insofar as 
the merits of the case are concerned. And lastly, apart 
from the merits, the Board held against Peterson on the 
technical .-ounds of default in his disclosures. In the 
Humphrey case relied on, distinction was made between 
judgment on the merits as distinguished from judgment by 
technical default. The latter is never judgment against 
the merits. 


The action taken by the senior party in conceding prior- 
ity to Peterson and in disclaiming the issues from his 
patent runs to the merits of the case which are within the 
authority of the original jurisdiction of the Commissioner 
to consider. (Clement v. Richards v. Meissner, cited above.) 
The fact that judgment has been entered, and an appeal 
taken therefrom, does not alter this fact. Whatever the 
impact of the concession and disclaimer would have been 
if made of record before judgment, the same effect must 
obtain from the filing of these same instruments after 
judgment where the latter, as here, is not yet final. The 
interference was pending, and not terminated, at the time 
the senior party filed his concession of priority and dis- 
claimer of the subject matter of the counts. Rule 262 is, 
therefore, compelling upon the Commissioner. This rule 
provides in its applicable provisions: 


(a) An applicant or a Patentee involved in an inter- 
ference may, at any time, file a written disclaimer or 
concession of priority...signed by the inventor in 
person. ... Upon the filing of such an instrument by 
any party, judgment shall be rendered against him. 


(d) Such disclaimer, concession of priority, . - - 
shall operate without further action as a direction to 
cancel the claims involved from the application of the 
party making the same on termination of the inter- 
ference on the basis thereof. (Emphasis added) 
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Further, Rule 263 provides that a disclaimer under the 
statute (R. S. 4917; 35 U.S.C. 65), as has been made of 
record here, if made by the patentee, has the effect of can- 
celing the claims from the patent, and the interference 
will be dissolved pro forma. It is patently clear, therefore, 
that the Commissioner has no alternative under his orig- 
inal authority but to vacate his previous judgment, enter 
judgment against the senior party patentee, and termi- 
nate the interference. This must be true, since after con- 
cession and disclaimer as has here occurred, no appealable 
issue remains, the patentee is beyond the jurisdiction of the 
Patent Office, and Peterson is again in an ex parte posi- 
tion in fact. A disclaimer vitiates the interference (Moore 
v. Bradley, ete., 1912 CD 205), and a patentee escapes judg- 
ment of priority by disclaiming the issues (Fend v. Mig- 
gett, 1916 CD 9). In Maxfield v. Waters (47 USPQ 280) 
and, to the same effect, in Stern et al. v. Cunningham (47 
USPQ 281), it was held that when a patentee has filed his 
disclaimer, there are no longer rival claimants of the sub- 


ject matter disclaimed, and hence there is no issue on which 
judgment can be entered. 


In the foregoing authorities, the disclaimer, it is true, 
was made before judgment or as a concommittance thereof. 
By the same reasoning, there is no basis upon which judg- 
ment contrary to the disclaimer can be maintained if (as 
here) the judgment was entered first. Judgment is always 
against the disclaiming patentee (Lattig v. Goodrum v. 
Dean, 1905 CD 79). It is equally clear that judgment, as 
held by the Commissioner in Ritter v. Krakau (1902 CD 
59) does not prevent a consideration of facts which may 
show that the issue is not patentable to one of the parties. 
The concession and the disclaimer filed in this case present 
precisely such facts. Again, as determined in Westing- 
house et al. v. Hein et al. (159 Fed. 936) by the 7th Cireuit 
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Court of Appeals, a losing party (Peterson) after judg- 
ment of the Examiner of Interferences may still contend 
that there is no interference in fact or that the successful 
party is not entitled to the claims at issue, and he is not 
concluded upon the question of his right to a patent until 
expiration of his time of appeal. Such, obviously, is Peter- 
son's position here. 


There only remains to be considered the mechanics of 
dismissal. Under the doctrine of the Galena case, cited by 
the Commissioner, the considerations entering into the dis- 
missal of an appeal are thoroughly treated, the right of 
which seems clearly to reside in the court once notice of 
appeal is given. Rule XXV of the Court of Custom and 
Patent Appeals sets forth the exceptions of this wherein 
the Commissioner may move to dismiss. In inter partes 
cases, the Commissioner may dismiss on appellee’s motion 
calling attention to facts based on appellant’s failure to 
perfect the appeal. In ex parte cases, the Commissioner 
may on his own motion take any necessary action to dis- 
pose of the case as though no notice of appeal has been 
given. In the present case, it is urged that the Commis- 
sioner may dismiss the instant appeal under either of these 
provisions of the rules of court: 


(a) As an inter partes matter, the disclaimer and 
concession filed by the senior party are cognizable by 
the Commissioner as a motion by appellee that there 
no longer exists an interference in fact upon which 
an appeal may be based. 


(b) Such disclaimer and concession leave Peterson 
unopposed and in an ex parte status in fact, whereby 
the Commissioner, on his own motion, may dispose of 
the matter. 


Even were these bases deemed insufficient to enable the 
Commissioner to dismiss the appeal, the altered circum- 
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stances presented by the disclaimer and concession of pri- 
ority are cognizable under the original jurisdiction of the 
Commissioner, and the applicable rules are compelling 
upon him to certify to the court that the judgment from 
which appeal was taken no longer stands, that there re- 
mains no appealable issue in fact, and that the court should 
dismiss the appeal. 


It is undoubtedly true, with the facts here presented, 
that Peterson could move the court to obtain dismissal. 
But were he to do so, some question of pendency of his 
applications, as to the continuity of the prosecution thereof, 
might be raised once the appeal, on his own motion, were 
dismissed. Wherefore, it is believed proper to grant the 
terms of Peterson’s original motion in the order of their 
presentation with a possible qualification to Ground (3) 
thereof that the appeal be dismissed either by the Com- 
missioner on his own motion, or by the court upon petition 
thereto, a certiorari, by the Commissioner. 


Respectfully submitted 


Attorneys for Petitioner 


Ruling of Assistant Commissioner on Petition for 
Reconsideration, Dated January 22, 1951 


The party Peterson has filed a petition for reconsidera- 
tion of the decision rendered December 21, 1950 denying 
his petition to vacate the judgment of the Board of Inter- 
ference examiners in the above entitled interference and 
to dismiss Peterson’s appeal to the United States Court 
of Customs and Patent Appeals. 


The petition for reconsideration has been carefully con- 
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sidered, but no reason is found for modifying the decision 
rendered December 21, 1950 and that decision is accord- 
ingly adhered to. 


The petition for reconsideration is denied. 


s Tuomas F. Murpeuy 
Assistant Commissioner 


PLAINTIFF'S EXHIBIT NO. 9 


Letter from Patent Office Solicitor, E. L. Reynolds, to 
Attorney for Peterson, Patrick H. Hume, 
Dated February 23, 1951 


Mr. Patrick H. Hume 
1604 First Nat. Bank Bldg. 
Chicago 3, Hlinois 


Dear Sir: 


The proposed petition to remand submitted by you in 


connection with Interference No. $3,266 is returned here- 
with unsigned for the following reasons: 


Since the case involved is an inter partes one it would 
not only be improper but futile for the Commissioner to 
enter into a petition which is filed by only one of the con- 
testing parties. Moreover, although it seems doubtful in 
view of the decisions in Lattig et al v. Dean, 1905 C. D. 
698, 25 App. D. C. 592 and Moore et al v. Bradley et al, 
1912 C. D. 205, whether the court would have jurisdiction 
to maintain an appeal under the cireumstances of the pres- 
ent case, I do not feel that the Patent Office should under- 
take to advise the court as to what its jurisdiction is. It 
would appear that the desired effect might be produced 
by a joint motion or petition by the parties to the interfer- 
ence that the appeal be dismissed for lack of jurisdiction. 
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Very truly yours, 


E. L. Reyxowps, 
Solicitor. 


Statement of Henry W. Bodendieck Dated March 21, 1951 


Honorable Commissioner of Patents, 
Washington 25, D. C. 
Sir: 
The party Bodendieck withdrew from this case on De- 


cembcr 7, 1950, by disclaimer of the subject-matter at issue 
and by concession of priority to the party Peterson. 


The limit of appeal to the Court of Customs and Patent 
Appeals expired December 22, 1950, without further action 
having been taken by appellant to perfect such appeal. 


These facts are brought to the Commissioner’s attention 
in accordance with Rule XXV of the United States Court 
of Customs and Patent Appeals. 


‘denny W. Bopenpieck, Appellee, 


By Rosert H. WeNptT 
(Robert H. Wendt) His Attorney 


Patent Office Letter Dated March 28, 1951 


The party Bodendieck has called attention to the fact 
that the limit of appeal to the Couit of Customs and Pat- 
ent Appeals in the above entitled interference expired De- 
cember 22, 1950 without further action having been taken 
by the appellant to perfect the appeal of which he had 
given notice. In view of this communication and of Rule 
XXV of the United States Court of Customs and Patent 
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Appeals, proceedings in this interference are regarded as 
terminated and the Peterson application is returned to the 
examiner for such action as its condition may require. 


Tuomas F. Murpuy 
Assistant Commissioner 


Patented Mar. 9, 1886. ! 


A. J. MOXHAM. 
METHOD OR PROCESS OF MAKING WIRE CABLES. 
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UNITED STATES 


ARTHUR J. MOX HAM, OF JOHNSTOWN, PENNSYLVANIA. 


METHOD OR PROCESS OF MAKING WIRE CABLES. 


PATENT OFFICE. 


SPECIFICATION forming part of Letters Patent No. 337,513, cated March 9, 1886, 


Application filed September 17, 1884. 


To all whom it may concern: 

Be it known that I, ARTHUR J. MoxHAM, 
of Johnstown, in the county of Cambria anil 
State of Pennsylvania, have invented a new 
and useful Method or Process of Making Wire 
Cables, which invention is fully set forth and 
illustrated in the following specification and 
accompanying drawings. 

The object of this invention is to make a wire 
cable which shall have, with a certain degree 
of elasticity, a greatly increased durability, 
particularly when used as a traction-cable for 
cable railways. 

The irvention consists in the method of man- 
ufacture, as hereinafter described, and par- 
ticularly set forth in the claims. 

In the accompanying drawings, Figure 1 
shows in cross-section a cable manufactured by 
my said method. Fig. 2 shows in cross-section 
a cable made by the same process havingtwo 
series of strands. Fig. 6 shows in cross-sec- 
tion a cable having two series of strands, onc 
of the series being of solid wire and the other 
of finer laid up wires. Fig. 4 shows in side 
view a piece of finished cable madelike Fig. 1. 
Fig: 5 illostrates a piece of onestrand of each 
cable coiled or twisted before being laid up 
with the other strands forming the cable. 
Fig. 3 shows in cross-section a cable with a 

30 flexible core. 

The cables illustrated insaid figures (except 
Fig. 6) are made up of solid strands, prefera- 
bly treated cold in the process of making the 
cables. 

It_is preferable to treat such wires in their 
cold state for the following reasons: 

First. In order to prevent the destruction 
of the center or core when one is employed, if 
sach core, 28 is usually the case, be made of 

40 material incapable of resisting destrnction by 
contact with heated metal. 

Second. If twisted or laid up hot, the set 

iven to the metal wire becomes a dead-set. 

set seiee manvipane cers a erent disad- 

vantage, especially in cables for traction 

Se which cables shoald retain a certain 
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of elasticity. 
Third. It is very difficult to heat masses of ; 
metal of such small sectional area as compose 
0 the wires of a cable toa uniform temperatare. 
Every slight changein temperature, even be- 


Serial No. 143,316. (No apecimena.) | 
low that which in itself would destroy or burn 
the metal, will effect adifference in thetensioan 
of its particles. Such deterioration is entirely 
avoided by transforming the wire into:helices 5« 
while cold. There is therefore lack of homo- 
geneity of metal in the strands composing a 
hot twisted cable. There is also always pres- 
ent the risk or danger of overheating, ‘and al- 
though a single wire is small of itself in mass, 
yet it forms relatively a large part or|section 
ofacable. Thousands of Jineal feet of wire 
are thus laid up in every cable; hence therisk 
of overheating is very great, and ifoverheated 
at many points there will be just so many 65 
ints of great lack of homogeneity in| the ca- 

le liable to ruptare if used; but a cable of 
solid strands of wire cannot be madeeven cold 
in the ordinary way. If the straight wires be 
wound or twisted when cold directly around 3 
an interior flexible core, said core cannot re- 
sist the tendency of each wire not to accom- 
modate itself to its new shapc--in other words, 
to untwist. i 

In order to obviate all theabove-named dif- 
ficulties and disadvantages, my method of con- 
structing wire cables is as follows: Exch indi- 
vidual wire is first coiled around 2 mandrel of 
suitable formand diameter,or otherwise coiled 
or twisted by any suitable machinery to a 
given pitch. This pitch should be slightly 
less than that which the wire will assame when 
laid up in the cable, and the internal diameter 
of such coil also should be smaller than that 
of the core to be used in the cable whena core 85 
is used. These coiled or helical wires are then 
(each series where more than one series is used) 
laid up together or around or over the|core of 
thecableunderslight tension. By this special 
construction the wires are first coiled or twist- 90 
ed separately instead of together, and then 
laid to each other when the cable is being 
made, and thus the cable is caused to main- 
tain a certain force within itself, which tends 
toretain the various coils together, and thus 95 
to resist any tendency in the strands to open 
or unwind when the cable is in use. This 
practice will by tension in laying apovercome 
any little irregularity in the helices an@ leave 
in the made-up cable the live force desired. 100 

It is manifest, however, that, ifdesired, the 
belices can be made of exact diameter and 
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pitch to lay up properly without affecting the } when such cables are used for traction pur- 
Tesulting cable disadvantageonsly. Such aca- | poses quickly destroy such wires with thecon- 
die ix therefore not only elastic and compact, sequent effect that the strands being thas in- 
bat can be coustructed devoid of any core at jured the wires partially unwind and open oat, 
all, thus forming a hollow flexible tabe com- | causing the cable to “‘banch” or become en- 
of helices mutually coherent. Sach con- | larged ‘and out of trath whereversuach injuries 
struction may be used for many purposes where | occur. The cable is thus soon rendered unfit 
no core is necessary. for use. 
In the several figures of the drawings the | To remedy the above-mentioned defect, the 
10 Jetter A, Figs. 1, 3, 4, and 6, indicates a flexi- solid strands of wire of comparatively large di- 
dle core of hemp or other flexible material; | ameter above described are used in the cable 
B, the external solid strands of wire; 5, Fig. ; herein described as the subject of this inven- 
2, one series of internal solid strands of wire; tion. 
and ¢, Fig. 6. indicates a series of internal No claim is herein made for any core as an 
45 laid-np strands of fine wires of ordinary con- article of manniactare. sach aclaim being now 
embodied in my pending application Serial 
No. 179,206, filed October 7, 1885. 

Having thus fully deseribed my said method 
of making wire ropes or cables and the advan- 
tages of thecablesso made asof my invention, 
I claim— 

1. The method of making wire cables hav- 
ing solid exterior strands hereinbefore de- 
scribed, consisting in first forming each indi- 
vidual solid strand into ahelix whencold, and 65 
then winding or laying up said strands to- 
gether intoa cable, substantially asand forthe 
parposes set forth. 

2 The method of making wire cables hav- 
ing solid exterior strands hereinbefore de- 70 

| seribed, consisting in first forming each indi- 
vidual solid strand intoa helix when cold, and 
then winding or laying upsaid strands together 
into a cable over an interior or core, sabstan- 
tially as and forthe purposes set forth. 


A. J. MOXHAM. 


It is hereby certified that in Letters Patent No. 337,513, granted March 9, 1886, upon 
the application of Arthar J. Moxham, of Johnstown, Pennsrlvania, for an improve- 
mentin “The Method or Process of Making Wire Cables,” an error appears in the printed 
specification requiring correction as follows: In line 54, page 2, the word “core” should 
read cable; and that the Letters Patent should be read with this correction therein that 
the same may conform to the record of the case in the Patent Office. 

Signed, countersigned, and sealed this 30th day of March, A. D. 1886. 

_ SEAL] H. L. MULDEOW, 
Acting Secretary of the Interior. 


MV. Mosroomxgy, 
Commissioner of Patents. 


Correction In Letters Patent No. 337,513, 
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Jan. 14, 1947. H. W. BODENDIECK 2,414,136 


MBTECD AND APPARATUS POR WRAPPING ARMOR WIRE ON ENERGIZED CONDUCTORS 


Patented Jan. 14, 1947 


UNITED STATES 


2,414,136 


METHOD AND APPARATUS FOR WEAPPING 
ARMOE WEE ON ENEEGIZED CONDUC- 


TORS 


Henry W. Bodendieck, Taylorville, IIL 
Application May 9, 1945, Serial No. 592,807 


20 Claims. 


1 
The present invention relates to methods and 


formed armor wires to “bot” electrical transmis- 
sion lines. 

Preformed armor wires, such as helically formed 
wires for wrappirig upon electrical conductors, 
have been used for preventing the wear and 
tear, wire burning or chafing of the conductors, 
Preventing vibration fatigue of the parts, and 
for preventing all of the other defects attendant 
upon the use of line conductors 
without such armor, 

However, according to the methods of the prior 
art such preformed wires have been applied by 
hand or by the use of certain tools which do not 
permit the application of the preformed wires 
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so that the wires are not subjected to excessive 
bending or distortion which might result in a 
spreading of the ends of the armor wires or in 
sitetursstojieaveje enusiaretice once 
wires at their ends. 

Another object of the invention is the! iprovision 
of an improved armor wire assembly | which is 
substantially self-supporting on the ¢onductor 
after it has been assembled with the armor wires 
so that it may be hooked upon the transmission 
line conductor and so that the armor wires may 
be suitably supported in proper position to be 
wrapped simultaneously without possibility of 
injury of the conductor or of the armor wires. 

Another object of the invention is the’ provision 
of an improved wrapping tool for preformed 
armor wires and an improved assembly which ts 
So constructed that there is no teetering of the 
assembly on the conductor and so that the armor 


20 wires which are being wrapped are kept con- 


stantly arranged in a predetermined concentric 
alignment with each other so that as the wires 
are wound about the conductor they tend to stay 
anitbelwzappadiposition!+ojwhichi-bey) ssenan’ 
rebounding in’ 


25 moved by the tools instead of 


the loose, unwrapped parton, so that an operator 
may taken a new grip with his operating stick 
on the tool without undoing all that he has ac- 
complished by his prior wrapping actions. 

Another object of the invention is the provision 
of an improved operating tool for wrapping pre- 
formed armor wires, the operating jaws of which 
may be removed as a unit from thelt support 
so that the operator may support and operate 
jaws of a different size for use on conductors of 
considerably larger or considerably smaller size 
than the one for which the removed operating 
Jaws were intended. 

Another object of the invention 4s the provision 
of a hot-line wire wrapping tool for preformed 
armor wires which fs simple in its construction, 
capable of economical manufacture, durable, 
easily handled by hot-line operating sticks. and 
adapted to be used for a long period of time 
without necessity for repair or replacement of 
its parts. 
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wrapping tools for preformed 
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peditiously and efficiently applying tht wires to 
energized. 
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jaws closed. taken on the plane of 
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outwardly the jaws over the 
conductor with which they are to be used. 

The diverging flanges cive a wider opening at 
the ends of the j | 


with a greater number of types of 


eve bolt 47 is adapted to engage the Jower- 
w of the jaw unit 34, moving it from the 
of Fig. 9 to that of Fig. 3. 


lotted lines in Pig. 5 on the lower side, 
are 
ctor 


(Pig. 6) which are formed on the auxiliary jaw 
members 68 and 69. These V-shaped edge por- 
tions 66, 67 engaging in the V-shaped grooves 
62 to 65 also tend to keep the main jaws 58, 5! 
in alignment with the auxiliary jaws 68,69. The 
central portion of each of the main jaws 88, 51, 


12 at each end so that when the main jaw 5! 
5 18 placed adjacent the auxiliary jaw 69, as shown 


provided in jaw units for particularly — 
particularly large conductors. fact, Ww t 
Veit 28 is trade removable sothst other jaws with 6 Sufliciently so that when the auxiliary jaws are 
atzed openings 56 may be employed for aligned with each other and located above and 
conductors, 


groove 86 each jaw is preferably provided with en 
outwardly projecting cylindrical rid be- 60 


may have a sliding fit in the groove 
65 housing 38. Each 
is slightly curved 
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of @ screw dolt 18, which passes through a 
19 in the body 38 and is threaded into a 
bore 88 in the auxiliary 68. This leaves 

75 three jaws 8@, 61 and 68 free to pivot 
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of each wire are equally distant from the curves 
in the next adjacent wire, and the assembly of 
The next step then is to guide the two groups 
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60 of wires simultaneously while the two groups are 


ch Br noe being wrapped about the conductor. In some em- 
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ing of the tools and longitudinal slipping of the 


tools sliding longitudinally of the armor wires 


the tools sliding 
and conductor as the wrapping progresses toward 75 and conductor as the wrapping 
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PLAINTIFF’S EXHIBIT NO. 4—(Patent Copy only) 


Jan. 15, 1952 K. R. RUNDE 2,582,797 
METHOD OF INSTALLING HELICALLY PREFORMED ELEMENTS ON CABLES 
Filed July 8, 1946 


as 


ee 


INVENTORE 
KENNETH R. RUNDE: 


Sr Foe gou, 


PITTORNEY | 


2-3 
id protec- 


tective structure of the present invention. 


r in which 
be applied to an 
energized electrical conductor with the aid of cer- 


1 
sf Hine 


| Hi 


2,582,797 
2 
Fig. 1 is « side elevation of the 
Fig. 2 is an enlarged section taken on line 
—— of Fig. 1. 
Fig. 3 is a view showing the im 
wrapped 
the 
Sb ren one Satna i 
Pig..5 is a view similar to Fig. 4 but showing 
Fig. 8 is a view illustrating the 
the protective structure may 


METHOD OF INSTALLING HELICALLY PRE- 
1Claim. (Cl, 57—161) 


contionlcriakeon® 10 
sheath thereabout 


Application July 8, 1946, Serial Ne. 651,963 
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relation wt mrenneapartiaols 
tinned in thelr proper relat patios while 
being applied to the conductor portion, and 
as to produce a continuous 


Patented Jan. 15, 1952 
to be guided and 
related positions about the 
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6 
upon the tool Cd is removed from the conductor 
by backing up its movable jaw 1@ sufficiently to 
permit the clamp to be moved laterally off of said 
conductor. ' 
Tclaim: | 
The method of applying to an elongated me:a- 
ber a protective structure which comprises a plu- 
rality of helically shaped elements that are pre- 
assembled to provide a self-sustaining elongated 
hollow structure, said method comprising divid- 
ing said elements of said hollow structure into 
two groups of elements and unwrapping said 
groups of elements for a portion of the length of 
the hollow structure, 
about 


helically 
said elongated member by a tool while holding 
the remainder thereof with a second ‘tool, and 
then applying the remainder of the hollow struc- 
ture to said elongated member with aid of 
said second tool which ts rotated about said elon- 


reeE eT a EE 
iittel 


The following references are of record in the 
30 file of this patent: | 
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UNITED STATES PATENTS! 
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2,414,136 Bodendieck Jan, 14, 1947 
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PLAINTIFF'S EXHIBIT NO. 7—Tab 16 


ULTIMATE life of an overhead conductor installation is influenced by 

many factors, and failures have been ascribed to many causes. Some of the 
devices listed above meet one or more of the service requirements as generally 
encountered, bet no ideal solution to the many problems that exist has been 
ciered. Lack of statistical data on line performance has made it difficult to 
evaluate the relative importance of the several causes of failure. Although there 


are some who predicate design on an exaggerated importance of line and hard- 
ware “corrosion” accumulating evidence seems to indicate that frequent failures 
are de to such causes as: 


@ Wear — te wire “burning” and chafing of conductor and or tie wire. 
b. Vibration fatigue of conductor or ties. 
Ascing from conductor to ground. 
Pitting of comductor inside clamps due to arcs striking clamps and passing 
% conducter 
Conductor burns at points of lightning strikes. 


Tensile breaks during storm loading at points of conductor weakness due to 
any of the above 


The sdeal method of suspension would not only reduce or eliminate these sources 
of trouble. but would meet other operating requirements with maximum assurance 
of easy reproducibility of results under all types of installation conditions. Quite 
cbvidasly st must be justiied economically and must lend itself to installation by 
nemen of varying skills. 


ee 
scribed herein meet the stated requirements. In practice, round or 
shaped wires or strips are preformed into “open” helices having uniform 
pitch length approximately 12 to 14 times the diameter of the conductor 
and having an inside diameter slightly less than the outside diameter of 
the conductor to insure a snug fit. It will be seen that by proper choice 


of the number of rods, pitch angle, and the like, a complete covering may 
be developed over the conductor. The rods may be staggered along the 
length of the line to provide “graded” flexibility at the suspension clamps, 
dead-ends, or insulator ties. No clips are used to hold the rods on the con- 
ductor. Galvanized spring steel, aluminum alloy, hard drawn copper, and 
bronze have been used in the production of these reinforcements. Although 
the most general application is at insulators and dead-end clamps, the 
reinforcements may be applied at mid-sections for effecting line repairs. 

Almost any conventional method of clamping or tieing may be combined 
with this system of conductor reinforcement. However, extended testing 
of some special “multiple wire” ties indicates that these are extremely 
effective and relatively inexpensive and easy to install. Techniques have 
been worked out which allow application and removal of these ties with 
“hotline” equipment. The details are shown in the following pages and 
should indicate to those familiar with this work the ultimate possibilities 
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Make twisting loops and preform the tie wires as shown. 


i 
s 


RCOVER of insulators from conductor to ground frequently contributes to 
hae tadure sence wires may be burned off or annealed. The preformed 
e=mor rods completely covering the conductor preclude this, and since they are 
ender no tensile load. cannot contribute to line failure even when severely burned. 
Pumas of cosductor strands presumably due to power currents attending 
Sashover % suspenmon clamps. thence to line conductor, is avoided since 
extended and intimate contact is made between the conductor and armor 
sods. and i= tern the armor rods make very good contact with suspension 
clamps 
CORROSION of conductors at supports s practically avoided by virtue 
of the complete ccwering and elimination of the action of weathering. 
electrolyss, and the lke. at the very points where ordinarily lines are 
quste vulnerable 
ABRASION AND CHAFING at supports. coupled with accompanying 
corromon. are precluded There is practically no relative motion be- 


Layers of concentne strand The line conductor is, therefore, pro- 
cected in much the same way as the inner layer of 19 or 37 wire 
strand. and the more vulnerable conductor elements are kept out 
oé contact with clamps or tes Such abramon or chafing as may 
occur on the armor rods is of negligible importance in view of 


wires and maintain a high percentage of conductor'strength. 

Ties and clamps have greater gripping area over reinforce- 

ments than would normally be provided over the uncovered 
conductor. i 

INSTALLATION may be made even by the mete ina 

short time and without special tools. Precision fabrication insures 


identical application in the field without dependence on training 
or skill of linemen. Rather simple technique has been developed to 

allow “live line” application of reinforcements. | 
TAPS AND HOT LINE CLAMPS may be applied directly to the reinforced conduce- 
tors with minimum danger of reducing the vibration life of line and without danger of 
conductor corrosion at clamp contacts weakening the line. The large diameter over 
reinforcements makes for large contact area at taps, hence low contact resistance. 


VIBRATION AND DAMPING characteristics are superior to many conventional 
supporting ties and clamps. 


Although we do not have sufficient field data to enable us to jose ‘results of 
laboratory tests, we submit the following as indicative of the unusual performance that 
can be expected in service. Criticisms centering around the apparent complexity of such 
a tie system are to be expected from some sources. However, considering the relative 
inability of all but the armor type of pin insulator tie to meet satisfactory performance 
requirements, the question becomes reduced to choosing one type or another of 
armor tie. Other armor ties require either specialized tools, high skill to apply them, 
are composed of long lengths of tie wires very inconvenient to handle, or are of such 
complicated design that the average lineman has difficulty to master them. The sim- 
plicity of application of the preformed type of armor as well as the ease with which 
the tie may be applied to the armored conductor, are points which we bebiere poo 
tribute to favorable acceptance. 


PLAINTIFF'S EXHIBIT NO. 8—Item 1 


March 3, 1942. T. F. PETERSON 
CALE BEIMPORCENENT- 
Filed May 14. 1936 
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T. F. PETERSON 2,275,019 
CABLE REINPORCEMENT 
Filed May 14, 1936 2 Sheets-Sheet 2 


Patented Mar. 3, 1942 2,275,019 


UNITED STATES PATENT OFFICE 


2,275,019 | 
CABLE REINFORCEMENT 
Thomas F. Peterson, Worcester, Mass. 
Application May 14, 1936, Serial No. 79,689 
‘11 Claims. (Cl 174—42) : 
This invention relates to the reinforcement of 


cables, wires and the like, and particularly such 
of them as may be subject to mechani- 


conductor 
method the conductor ends are not generally 
available and longitudinal splints or split tubes, 
require clamping to 
range of bending movement or 
sary for its application does not stress the 
rial beyond the elastic limit or yield point 


si 


As heretofore stated the invention lends itself 


vided with concave edges 32, 33 cooperating with 


convex edges 34, 35. 
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2,275,019 
stiffness toward the ends so as to conform them- 
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A somewhat modified means for securing 
transmission line to an insulator is shown in 
15 and 16; this modification applies w! 
conductor is supported on the middle 
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formed helix having a pitch several times its 
diameter and capable of substantial elastic de- 
formation manually. whereby it may be laid 
sadewise against said conductor and wrapped 
therearound without permancnt deformation of 
the helix, the inside diameter of the helix being 
no greater than the outside diameter of the con- 
ductor. whereby the helix when so applied to the 
conductor has a.tight frictional grip thereon at 
ail points ajong' the helix. 

6. The combination defined by claim 3 charac- 
terized by the helix having a relatively straight 
portion integral therewith. 

7. The combination defined by claim 3 charac- 
terized by said helix having a straight portion 
at an end. 

8. The combination defined by claim 3 charac- 
terized by said helix having a straight interme- 
diate portion. 

9. The combination with a main support and 


gradually 
to the ends of the attachment, said wire consti- 


tuting the sole means for holding the attachment 
assembled with the support. 

10. The combination with a main support and 
a wire mounted thereon, of an attachment bridg- 
ing the support and engaging the wire at oppo- 
site sides thereof, said attachment comprising a 
helical the wire and of 


member surrounding 
gradually increased flexibility from the support 
to the ends of the attachment, said wire consti- 
tuting the sole means for holding the attachment 
meer with the support, the convolutions of 


member consisting of a rod tapered toward both 
ends from the center. 


THOMAS P. PETERSON. 


539 


PLAINTIFF’S EXHIBIT NO. 20 
Chart of Procedure in Patent Office 


INTER PARTES EX PARTE 


FLED OCT 19195 


SUPPLEMENTAL JOINT APPENDIX ; 


Ginited States Court of Appeals ‘7 


DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 15,270 
PREFORMED LINE PRODUCTS COMPANY, Appellant 
vs. 
ROBERT C. WATSON, COMMISSIONER OF PATENTS, 
Appellee 


APPEAL FROM THE JUDGMENT OF THE 
UNITED STATES DISTRICT COURT FOR THE 
DISTRICT OF COLUMBIA 


C. Wixarp Hares, 
Georcs M. Srmmxa, 
Attorneys for Appellant, 
American Security Building, 
Washington 5, D.C. 
Pataick H. Hume, 
Hesry L. Barsss, 
Of Counsel. 
C. M. Mooze, 
Solicitor, United States 
Patent Office, 
Attorney for Appellee. 
Grorce C. Rozsrxe, 


United States Patent Office, 
Of Counsel. 
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Petition for Rehearing filed July 14, 1958 


Order Denving Petition for Rehearing entered September 


Motion for New Trial filed April 9, 1959 
AFFIDAVIT OF COUNSEL OPPOSING MOTION .. 
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BODENDIECK PATENT FILE HISTORY 


Patent Office Action Paper No. 3 
Amendment Paper No. 5 Filed February 1. 


Primary Examiner’ Letter to Examiner of 


Classification 


21 


Anited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 13938 
PrerormMep Line Propvucts CoMPanxy, APPELLANT 
v. 
Rosert C. Watson, Commissioner of Patents, aPpPELLEE 


Appeal from the United States District Court 
for the District of Columbia 


Decided June 26, 1958* 


Mr. Patrick H. Hume, with whom Mr. C. Willard Hayes 
was on the brief, for appellant. Mr. George M. Sirilla also 
entered an appearance for appellant. 


Mr. George C. Roeming, Attorney, United States Patent 
Office, with whom Mr. Clarence W. Moore, Solicitor, United 
States Patent Office, was on the brief, for appellee. 


Before Fany, WasHincton and Bastian, Circuit Judges. 


Per Curiam: This is an appeal from a judgment of the 
District Court dismissing appellant’s complaint in an action 
brought under 35 U.S.C. $145 (1952), asking the issuance 
of a patent. 


Appellant is the assignee of one Peterson, who had ap- 
plied for a patent entitled “Helically-Preformed Wire En- 
velope and Methods of Use.” The original application was 
given Serial No. 698,312, and subsequently a second, or 
“continuation-in-part,” application (Serial No. 2200) was 
filed. Certain claims were allowed in the Patent Office and 


*Judgment Order dated September 4, 1958, identical with that 
denying Petition for Rehearing. infra, p. 7. 
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others were denied there on Moxham patent No. 337,513 
and on prior art. With reference to certain other claims 
(26. 27, and 31 of application No. 698,312 and 27 and 28 
of application No. 200), interference was declared between 
appellant's application and that of one Bodendieck. This 
interference proceeding was decided in Bodendieck’s favor. 


\ppellant then gave notice of an appeal to the Court of 
Customs and Patent Appeals from the decision in the in- 
terference proceeding. Prior to the time of the filing of 
the formal petition and the forwarding of the transcript 
ef record to that court. Bodendieck filed a disclaimer in 
faver of appellant. Thereupon appellant moved the Com- 
missioner of Patents to vacate the decision awarding pri- 
erty to Bodendieck but the Commissioner denied this 


Tree rene. * 


Upon the final denial of appellant’s claims (including 
those involved in the interference proceedings), the present 
proceeding was instituted in the District Court. 


The District Court, after an extensive hearing, in an 
eral opinion found in favor of appellee, and, upon the fil- 
inz of findines of fact and conclusions of law. the com- 
plaint was dismissed on its merits. This appeal followed. 


The District Court held that, in the absence of a per- 
fected appeal to the court of Customs and Patent Appeals, 
the nonvacated decision of the Board of Interference Ex- 
aminers became a final judgement and, as to the claims 
imvolved in the imterference proceedings, this was res 

1. The Commissioner ruled that after a notice of appeal to the 
Court ef Customs and Patent Appeals has been given the Patent 
(Gee ts without authority to dismiss the appeal, and that it is not 
the practice of the Patent Office to vacate the decision of the 
of Interferenee Examiners upon the filing of a 2 
omty by the party who has been successful 
time for the perfection of the appeal in the 
Patent Appeals has long since expired. 


3 


judicata. In the District Court the Patent Office had relied 
solely on the doctrine of res judicata as to those claims. 
The District Court went further, however, and stating that 
it would not “pitch this case upon that point alone” held 
that as to all the claims there was no novelty shown—that 
they were taught by prior art, and that one skilled in the 
prior art “could certainly apply them.” 


The latter holding of the District Court was made not- 
withstanding the fact that counsel for the Patent Office 
advised the District Court at the outset that the issue of 
patentability vel non was not before the court. This may 
have lulled plaintiff-appellant into a sense of security on 
that issue. No issue of patentability vel non was argued 
to the District Court by the parties, nor was any evidence 
introduced on that issue. In the interest of justice, there- 
fore, see 28 U.S.C. §2106 (1952), we shall vacate condi- 
tionally the District Court’s order.* Within sixty days 
appellant may apply to the District Court for a new trial 
based on a proffer of evidence on the issue of patenta- 
bility. Denial by the District Court of such an application, 
or that court’s action upon the record made at a new trial, 
if held, may be appealed to this court by the losing party. 
and upon such new appeal all issues raised may be con- 
sidered anew, unprejudiced by the present appeal or its 
disposition. Should appellant not apply for a new trial as 
herein authorized the judgment of the District Court for 
appellee shall be reinstated. 

So ordered. 


2. We do not question the propriety of the District Court's 
action in raising, sua sponte, the issue of patentability vel non. 
Compare Hill rv. Wooster, 132 U.S. 693, 698 (1890); Anutson v. 
Gallsworthy, 82 U.S. App. D.C. 304. 306-08, 164 F.2d 497, 499-501 
(1947); Radtke Patents Corp. v. Coe, 74 App. D.C. 251, 122 F.2d 
937 (1941). But we think that under all the circumstances here 
fairness called for a trial of the issue before the rendition of 


judgment. 


+ 


[Stamp:] Filed July 15, 1958. Joseph W. Stewart, Clerk. 


UNITED STATES COURT OF APPEALS 
FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 13,938 


Preromwep Lise Proprcts Compaxy, Appellant 
- 


Rosexr C. Wartsox, Cosmrsstoser oF Patents, Appellee 


PETITION POR REHEARING 


Your petitioner, appellant in the above styled cause, 
moves the Court in accordance with Rule 26(a) of its 
General Rules, for a rehearing of its decision dated June 
2% 1958, authorizing appellant to apply to the District 
Court for a new trial based on a proffer of evidence on the 
issue of patentability within sixty days, and conditionally 
vacating the District Court’s order dismissing the Com- 
plaint to enable such action to be taken. 


The following grounds upon which this petition is bot- 
tomed should be considered in light of the fact that, not- 
withstanding a full trial of the issues presented below, 
complete briefs and oral argument of the parties on appeal, 
and supplemental memoranda filed at the direction of the 
Court, the Court, in its decision referred to, did not decide 
any of the points under consideration beyond what is set 
forth in the margin as footnote 2 on page 3 in respect to 
conditionally vacating the District Coart’s order: 

“We do not question the propriety of the District 
Court’s action im raising, sua sponte, the issue of 
patentability vel non.” 


0 


Whereas, this language undoubtedly implies the Court’s 
approval of the action taken, it is unclear from the decision 
whether or not that approval extends to the merits of the 
sua sponte finding on the present record, and/or to the 
jurisdictional question posed by the language of the Stat- 
ute, 35 U. S. C. §145, as to claims first passed upon by the 
Board of Appeals of the Patent Office. (Supp. Memo. pp. 
10 et seq.)° 


The grounds for this petition are: 


1. Jurisdictional: With respect to claims the patent- 
ability of which was never passed upon by the Board of 
Appeals, and as to which there was complete agreement 
between the parties, the trial court had no jurisdiction over 
them under 35 U. S. C. $145 governing ex parte actions. 


2 Jarisdictional: With respect to the rationale of 
Ground 1, above, appellant is without standing to move the 
District Court for a new trial as to the patentability of such 
claims if the District Court is without jurisdiction to enter- 
tain that issue. 


3. Res judicata: This question, involving the same 
claims as Grounds 1 and 2, above, and being based upon 
agreed facts that are not subject to change in a new trial, is 
squarely before this Court for decision now as much as it 
ever will be. Appellant is entitled to be advised as to how 
this Court ultimately will rule upon the res judicata ques- 
tion, which stands beyond any jurisdictional infirmity, and 
which could ultimately be upheld by this Court to defeat 
appellant’s right to the claims. Jurisdiction aside, appellant 
in a new trial might win on the patentability issue and lose 
on the res judicata issue so as to stand before this Court 


© All references to briefs and memoranda herein refer to those 
of appellant. 
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after extended labor and expenses on the same foot as now 
=~ to that issue. Affirmance on one ground is as decisive as 
wSrmance on another. wherefore. appellant, as well as the 
trial court, should have the benefit of this Court's direction 
«> to the claims im considering and acting upon a motion for 


new tnal 


3 This being an action brought er parte under the pro- 

U.S.C. $145, rather than inter partes under 

US. C. 146. Hoover v. Coe, 325 U.S. 79, is the control- 

hority rather than Hill v. Wooster. Knutson v. 

Gallxworthy. and Radtke Patents Corp. +. Coe, cited in the 

nm at page 3 of the Court's decision and relied upon by 
he Court. all of which are inter partes actions. 


vYrseems of o> 


The disposition of a motion for new trial has been 
aniversally held to be wholly within the discretion of the 
trial court, presenting no ground for error, wherein its 
jedement mast be affirmed. This Court should, therefore, 
dispose of the points of law before it, based on uncontested 


. at this time 


& With reference to page 2 of the decision, first full 
paragraph and marginal note, “disclaimer” and “concession 
of priority” must be distinguished. Disclaimer under the 
Statute is never “in favor” of anyone as is a concession of 
priority. disclaimer expunges claims from a patent and 
removes the res of an interference, after which the inter- 
ference no longer exists. A concession of priority has no 
such statutory effect. Though both were present in this 
case, the Commissioner ignored the controlling disclaimer 
and turned his decision on the concession of priority. Thus, 
«was the interference erroneously deemed to have persisted 
until the limit of perfecting the appeal to the CCPA ex- 
pired, a period of more than two weeks beyond the filing 
of the disclaimer (Reply Brief, p. S). 

(Argument Omitted) 


Attorney for Petitioner-Appellant. 
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[Stamp:] Filed Sep 4 1958 Joseph W. Stewart, Clerk 


UNITED STATES COURT OF APPEALS 
FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 13,938 
District Court Civil Action No. 3229-54 


Prerormep Lise Propvers Company, 
Appellant. 
v. 


Rosert C. Watsox. Commissioner of Patents, 
Appellee. 


Before: Fahy, Washington and Bastian, Circuit Judges, 
in Chambers. 


ORDER 


Upon consideration of appellant’s petition for a rehear- 
ing, it is 

ORDERED by the court that appellant’s petition for a 
rehearing be, and it is hereby, denied. 


Per Curiam. 
Dated: September 4, 1958. 


Stamp:} Filed March 25, 1959. Harry M. Hull, Clerk. 


IN THE 
UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 32294 
Pesroamep Lrxt Propctcts Compaxy, 
3349 St. Clair Avenue, 
Cleveland 3, Ohio, 
2 corporation), 
Plaint:f. 
¥. 
ext C. Warsox. Commissioner of Patents, 
Defendant. 


MOTION FOR NEW TRIAL 


Plaintiff moves the court, in accordance with Rule 59, 
FRCP. for an order granting a new trial in the above 

titled action, in which judgment was entered by the Dis- 
ret Court (Kirkland. J.) March 13, 1957, and by the 
United States Court of Appeals for the District of Colum- 
bia Cireuit [Appeal No. 13,938, decided June 26, 1958; 
257 F. (2nd) 664] om September 4, 1958, when petition for 
rebearine was denied without opimion; certiorari denied 
January 24, 1959, (October term 1958, Petition No. 354; 
38 U.S. 95). 

The grounds for this motion are: 


L. The mandate of the Cirenit Court of Appeals that 
came down on September 4, 1958 ordered— 
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“Within sixty days* appellant may apply to the 
District Court for a new trial based on a proffer of 
evidence on the issue of patentability. Denial by the 
District Court of such an application, or that court’s 
action upon the record made at a new trial, if held. 
may be appealed to this court by the losing party, and 
upon such new appeal, all issues raised may be con- 
sidered anew, unprejudiced by the present appeal or 
its disposition.”t+ 


2. Error in law by the trial court in passing upon the 
issue of patentability vel non as to claims previously 
allowed and patented by the Commissioner of Patents, con- 
cerning which there was no issue of patentability before 
the court; no evidence adduced or considered by the court 
with respect thereto. 


3. Error in law by the trial court in asserting jurisdic- 
tion ander 35 USC §145 over the question of patentability 
of claims not first passed upon by the Board of Appeals 
of the Patent Office. 


4. Error in law and fact by the trial court as set forth 
in the Statement of Points to the Cireuit Court of Appeals. 
including assigned error in the Findings of Fact and Con- 
clusions of law recited therein,t and additional points 


* Upon application to this court, an order was entered November 
5th, 1958, on plaintiff’s motion, extending the time within which 
plaintiff may apply to this court for a new trial until sixty days 
after disposition of the case by the United States Supreme Court. 
or until March 27, 1959. Previous enlargement by the Court of 
Appeals had been entered pending its disposition of a petition for 
rehearing. 

+See decision of the Court of Appeals, Appeal No. 13,938 
reproduced in the accompanying Petition for Certiorari (No. 554). 
Appendix A-1 to A-3, (4-3, 1c.) 

t See accompanying Appellant’s Brief. first page before the title 
page: also, pp. 9 to 15, ine. 


10 


hearing.® and in the Petition for Writ of Cer- 


Movant submits herewith: A copy of the Joint Appen- 
fix. constituting the printed record on appeal: Brief for 
Appellant: Appellant's Reply Brief: Petition for Rehear- 

the Court of Appeals: and Petition for Writ of 
Sled in the Supreme Court. also, affi- 
| certifying the authenticity of these printed 


form of the former tral proceedings. 
ax new evidence developed on the issue of pat- 
co the claims affected by the sua sponte ruling 


the trial court. and as to other claims in the case, will 
te proffered to the District Court im a new trial Spe- 


Bodendieck patent (No. 2,414,136) prosecutional 
«hich the claims constituting the interference 
riginated that were affected by the sua sponte 
f non-patentability by the district court, will be 


Bew evidence: 


rt testimomy respecting the patentability rel 
€ <ach claims will be offered as new evidence: 


3 Expert testimony respecting other claims in both ap- 
oiseations before the court will be offered as new evidence ; 


3. Expert testimony respecting the prior art as it affects 
the rejected claims will be offered as new evidence. 

Accompanying affidavit of counsel for plaintiff certifies 
to plaintiff's readimess and ability to produce and offer the 
new testimony alluded to above. 


s supplemental memorandum, 1 and 2, filed here 
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Respectfully submitted, 


Attorney for Plaintiff (Movant) 


IN THE 
UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 3229-54 
(On Motion for New Trial) 


PrerorMep Lirxe Propvccrs Company, 
5349 St. Clair Avenue, 
Cleveland 3, Ohio, 
(a Corporation), 
Plaintiff. 
Vv. 


Rosert C. Watsox, Commissioner of Patents, 
Defendant. 


AFFIDAVIT OF COUNSEL FOR PLAINTIFF 
IN SUPPORT OF MOTION FOR NEW TRIAL 


Strate oF ILuryors <= 
County or Cook c 


Patrick H. Hume, of Chicago, Illinois, Attorney at Law, 
principal counsel for plaintiff in the above-styled cause, 
including appellate proceedings in the case (US CCA, 
DCC, Appeal No. 13,938), and in behalf of petitioner on 
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seation for wrt of certioram to the United States 
preme Court with respect thereto (October Term 1958, 
354). being first duly sworn, deposes and says: 


he printed copies* of the Joint Appendix (consti- 
the record on appeal—Appeal No. 13,938). Brief 
— Appellant’s Supplemental Memorandum 
ral Argument on Appeal, Petition for Rehear- 
non for Writ of Certiorari, are true copies of 
iocuments lodged in the respective courts, as they pur- 
- that these documents contain accurate repro- 
f the oe oral opinion, findings of fact, 
nclusions of law entered by the District Court therein 
Appendix 24-53). as well as the original pleadings, 
ran-cript of the record, ete.. as certified to the appellate 
~ourt: Statement of Questions Presented on Appeal (Ap- 
i f. first page preceding the — page): State- 
ment of Points ( Appellant's Brief. pp. 9-15, inclusive): 
Appellant's Supplemental ——, a Oral 
Arcument before the Court of Appeals, setting forth addi- 
estions presented (pp. 1 and 2): and the Petition 
Writ of Certiorari, setting forth the ee 
gextions raised on petition (Petition, pp. 2-S, inclusive), 
correctly reproducing the decision of the Cireuit Court 
als for the District of Columbia Circuit (Appeal 
SS) from whence the petition was taken (Petition, 

A-1 - A-3. inclusive). 


Evidence new to the record, not previously offered or 
considered by the trial court, in the form of the Bodendieck 
patent file wrapper, in which claims effected by the sua 
-pomte ruling of nonpatentability were held to be patentable 
«ithoat reference to the Board of Appeals of the Patent 
(Gee: and in the form of expert testimony with respect 


*Sabmutied herewit! 
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to the patentability vel non of the subject matter of such 
claims, as well as other claims in the case; and the record 
of the previous trial proceedings, will be offered and 
supplemented. 


Plaintiff stands ready and able to produce such evidence 
at a new trial, whereby proffer of such evidence in support 
of the pending motion for new trial is hereby made. 


Further affiant saith not. 


/s/Patrick H. Hume. 


Subscribed and sworn to before me, this 23rd day of 
March, 1959. 


ss Notary Public. 


[Stamp:] Filed April 9, 1959. Harry M. Hull, Clerk. 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBA 


Civil Action No. 3229-54 
PrerorMeD Live Propvcrs Company, 
Plaintiff. 
v. 


Rosert C. Watsox, Commissioner of Patents, 
Defendant. 


DEFENDANT'S POINTS AND AUTHORITIES WITH 
AFFIDAVIT (UNDER FEDERAL RULES OF PRO- 
CEDURE, RULE 59(c)) IN OPPOSITION TO PLAIN- 
TIFF’S MOTION FOR A NEW TRIAL. 


1. In the decision in Preformed Line Products Com- 
pany v. Watson, 103 U. S. App. D. C. 286, 258 F.2d 685, on 
appeal in this civil action No. 3229-54, the Circuit Court 
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f Appeals det not order or grant 2 new trial. (Cf. Furr v. 
Her-mark, 92 U.S. App. D. C. 350, 206 F.2d 468, where 
a new trial wax granted as to only some of the issues.) As 
-leariy indicated in the quotation from that decision in 
plaintiff’: cround 1 of its motion for a new trial, the Court 
merely gave plaintiff /eare to apply for a new trial. That 
~uch application should be accompanied by the normal 
~howings to justify new trial is clearly indicated by the 
Court’. provisions in its decision for the District Court’s 
pessible denial of such application. Accordingly, ground 1 

f plaintiff's motion for a new trial does not per se lay the 

for a new trial. 


The only reason given by the Court of Appeals for 

mitting plaintiff to apply for a new trial is that it may 

not have had a fair trial of an issue raised sua sponte by 

the District Court, namely patentability rel non of certain 
over the patent to Moxham. 


All the reasons given and references cited in the de- 

sions of the Patent Office Board of Appeals (J.A. 298 and 
230) were incorporated in defendant’s answer (J.A. 18) 
and were subsequently extensively, fully, and fairly tried. 
A concise summary of the issues as raised by the Patent 
(fice and fairly tried is found in the Statement of Ques- 
tions Presented at page I of defendant-appellee’s printed 
brief in appeal No. 13.938. a copy of which is submitted 
herewith as Exhibit BE. (See also Findings of Fact Nos. 
24. 25, 27. 28. and 29 and Conclusion of Law No. 4.) The 
~ccond of these questions indicates the claims which the 
Patent Office held unpatentable over the Moxham patent 
No. 337,513, namely, claims 3, 15, 19, and 30 of application 
Serial No. 698,312 and claims 6 and S$ of application Serial 
No. 2.200. All the claims mentioned in the others of those 
four questions were held unpatentable in the Patent Office 
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for the reasons there indicated but were not held unpatent- 
able over Moxham either by the examiner or by the Board 
of Appeals: but sua sponte the District Court held those 
claims unpatentable over Moxham (Finding of Fact No. 30, 
J.A. 33) and also agreed with the Patent Office that the 
claims mentioned in question 2 were unpatentable over 
Moxham. See Findings of Fact Nos. 24, 25 and 30 (J.A. 31 
and 33). The District Court, after fair trial, also agreed 
with the Patent Office tribunals’ other reasons for denying 
claims (Findings of Fact Nos. 27, 28, 29 and Conclusion of 
Law No. +), as pleaded in the answer. 


It is noted that defendant-appellee’s printed brief on 
appeal (Exhibit B herewith) neither relied on nor dis- 
cussed the sua sponte holding of the District Court. That 
brief discussed only the issues as pleaded and fairly tried. 


It is clear that in its decision the Court of Appeals did 
not suggest retrial of issues fairly tried. It gave leave 
specifically only as to the issue raised by the District 
Court’s sua sponte finding of unpatentability over Moxham 
in Finding of Fact No. 30 (J.A. 33) as to claims 26, 27, and 
31 of Amended Schedule A (J.A. 20, setting forth claims of 
application Serial No. 698,312) and claims 16 and 23 
through 28 of Schedule B (J.A. 11, setting forth claims of 
application Serial No. 2,200). 


Defendant should not be forced to retry separable issues 
which have been fairly tried. Ecker v. Potts, 72 App. D. C. 
174, 112 F. 2d 581 (1940); Yates v. Dann, 11 F.R.D. 386 
(D.C. D. Del. 1951). See also: Gasoline Products Co. v. 
Champlin Refining Co., 283 U.S. 494, 499; Furr v. Herz- 
mark, 92 U.S. App. D.C. 350, 206 F.2d 468 (1953) ; Atkinson 
v. Dixie Greyhound Lines, Inc., 143 F.2d 477 (C.A. 5, 1944) : 
Devine v. Patterson, 242 F.2d 828 (C.A. 6, 1957) ; Indamer 
Corp. v. Chandon, 217 F.2d 391 (C.A. 5, 1954). 


1 


The <ubstance of each of the groups of claims involved 
respective four questions at page I of defendant- 
f on appeal ( Exhibit B herewith) is so clearly 
he substance of the claims of every other 
«sue of patentability of each group of claims 
patent is clearly separable from that 
Hence there is clearly 
iriy tried, particularly 
 3&(b) and 6(b) of the Federal Rules of 
b) provides that a motion for 
3 not later than ten days after entry 
sb) provides that a court may not 
in Rule 59(b). Safeway Stores Vv. 
19, 136 F.2d 796: Moore's Federal 
paces 1434 and 3846. 


> the issue involved in the sua sponte 

Court is unwarranted unless the 

propeses to present Is material and 

-hanse the result of the original trial 
epply x. Cashman (C-A. 10, 1920), 111 F.2d 
trkexses-Missouri Power Co. v. City of Rector 
137). 16% F.2d SOS: Chemical Delinting Co. V. 
). 193 F.2d 123: English v. Mattson 

F 2d 206: Reed v. Kellerman (D.C. ED. 

D. 195: Petition of Weltzien (D.C. SD. 


DC. D. Del. 1953), 110 F. Supp. 499. The showing 
spperting the motion for a new trial should be in the form 
f a@davits by the witmesses proposed to be brought for- 

3 amd shoghd state what their testimony as to facts will 
. that it cam be determined whether the evidence will be 


} will probably change the result. The affidavit 
of a party or his attorney as to what a witness will testify 
to is hearsa® and insufficient to <upport 2 motion for a new 
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trial. Petition of Weltzien (D.C. S.D. N.Y., 1946), 68 F. 
Supp. 1000; Kleinschmidt v. U. S. (D.C. D. Mass., 1956), 
146 F. Supp. 253. 


In support of ground 2 of plaintiff’s motion for a new 
trial, plaintiff’s counsel’s affidavit offers to tender in evi- 
dence the file wrapper of the Bodendieck patent. The record 
already shows the Bodendieck patent and its interference 
history. In the Bodendieck file wrapper only the following 
papers (see affidavit and Exhibit A herewith) could be rel- 
evant and more than merely cumulative to the present 
evidence in the record as to the Bodendieck patent: Paper 
No. 3: Paper No. 5; Letter of Primary Examiner (dated 
May 9, 1946) to Examiner of Classification: and Letter of 
Examiner of Classification (dated July 22, 1946) to Pri- 
mary Examiner disapproving the requirement for division 
stated in Paper No. 3. 


These papers indicate only the following: (a) the specific 
prior art over which the examiner allowed the method 
claims in the Bodendieck patent (which were copied as 
claims 26 and 27 respectively of Peterson application 
Serial No. 698,312 and also as claims 27 and 28 respectively 
of Peterson application Serial No. 2,200): (b) the facts 
that in paper No. 5, pages 2 and 3, Bodendieck contended 
that his disclosed and claimed method can only be carried 
out by his disclosed and claimed apparatus and that the 
use of the apparatus inevitably results in practice of the 
method, and that the Examiner of Classification based his 
disapproval of the requirement for division on that con- 
tention. 


Obviously, the substance (a) above per se is not of such 
nature as to produce a different result. The substance (b) 
is relevant only in that it is evidence tending to establish 
that Bodendieck’s method claims were invalid in his patent 


now UNE table to anyone, on the 

merely the function of an ap- 

: Works v. Medart. 15S U.S. 68: 

rugh. 36 CCPA SR. 173 F.2d 273. To that ex 
- wrapper would be additional evi 

Court was correct in dismissing the 

Neither the substance (a) 

f such nature as to produce 


nearsay as to what the 


tnesse~ will specifically testify to and is in- 
iefinite a~ to the specific facts which would be established 
by such testimony. The affidavit thus fail: to establish that 


fferei ix both material and would 


zat the present showing as 


adduced on the sua sponte 


insufficient to support the 


or a2 new trial clearly 
of the Court of 

of its decision. Preformed Line 

v. Watson, WS U.S. App. D.C. 286. 

t provides no basis for a new trial. Were 

orrect, then a new trial would not be in order 

«te holding. but rather the Court of Appeals 

- reversed the sua sponte finding in Finding of 

3): or now the District Court should eliminate 
pertions of Finding of Fact No. 30 which involve the 


te indine 


Ground + per se offers no basis for a new trial on 
her Judce Kirkland’s issue raised sua sponte or on the 
fairly tried issues as raised br the pleadings. Rule 5s 


state- 
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“A new trial may be granted * * * on all or part of 
the issues * * * in an action tried without a jury, for 
any of the reasons for which rehearings have hereto- 
fore been granted in suits in equity in the courts of 
the United States.” 


Moore’s Federal Practice, page 3770, states: 


“As a practical matter, in equity formerly and in 
court actions now, three grounds for new trial are 
most commonly known: for manifest error of law or 
fact, and for newly discovered evidence.” 

See also Pioneer Paper Stock Co. v. Miller Transport Co., 
et al. (D.C. D. N.J., 1953), 109 F. Supp. 502, 504. 


Ground 4 neither alleges nor demonstrates manifest 
error and therefore per se is clearly not a ground for a 
new trial of any issue raised in this civil action. 


6. Grounds 3 and + of plaintiff’s motion for a new trial 

are not authorized by the decision of the Cireuit Court of 
Appeals (in the pertinent part of its decision as quoted in 
ground 1). That Court gave plaintiff no leave other than 
to apply for a new trial “based on a proffer of evidence,” 
such proffer to be “on the issue of patentability.” There is 
in that decision no authority to apply for a new trial on 
other grounds, such as mistake of law or fact manifest on 
the face of the record as to other issues. 
«. Regardless of pertinence of Rule 6(b) (see Point 2), 
plaintiff has stated no valid ground for a retrial of the 
issues fairly tried by the District Court. At page 3 of the 
motion, it is stated that evidence will be proffered “as to 
other claims in the case.” At page 4 it is further stated: 


“3. Expert testimony respecting other claims in 
both applications before the Court will be offered as 
new evidence. 
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Expert testimony respecting the prior art as it 
the rejected claims will be offered as mew evi- 
dence.” (Emphasis added.) 


Mere desire to present additional evidence is obviously 
.t a proper and effective ground for a new trial of issues 
tried. Even if plaintiff had alleged that the prof- 
evidence is “newly discovered.” it would be re- 


sired to show that such evidence is of fagSp in ce 
ial, that plaintiff was exc y ignorant 
sis evidence, that the evidence was discove since the 


_ that movant was reasonably diligent in discovering 
the evidence, that the evidence is not merely cumulative or 
the evidence is material, and that the 
idence will probably produce a different result. Chem- 
al Delinting Co. v. Jackson (C.A. 5, 1951), 193 F.2d 123, 
and similar decisions cited above at pages + and 5. Such 
showing is clearly lacking. There is also no explanation by 
affidavit as to why plaintiff did not timely ask for a new 
trial as to fairly tried issues within ten days after the 
entry of judgment, as is required by Rule 59(b) of the 
Federal Rules of Procedure. Moreover, plaintiff's counsel's 
affidavit is hearsay and ineffective on that ground alone. 
Petition of Weltzien, 6S F. Supp. 1000; Kleinschmidt v. 
tS. 146 F. Supp. 253 


has made no showing of any reason why ae. 
feadant should be subjected to the burden of retrying issues 


fairiv tried 


S. Im summary, it is submitted that plaintiff's showing 
im support of its motion for a new trial is insufficient to 
warrant granting of that motion as to any issue decided by 
the District Court 
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Respectively submitted, 


Solicitor, United States Patent Office, 
Attorney for Defendant. 
April 9, 1959. 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 3229-54 
Prerormep Lixe Propucts Compayy, 
Plaintiff, 


Vv. 


Roserr C. Watsox, Commissioner of Patents, 
Defendant. 


AFFIDAVIT OF COUNSEL FOR DEFENDANT IN OP- 


POSITION TO PLAINTIFF’S MOTION FOR NEW 
TRIAL. 


Crry or WasHINGTON 
District oF CoLUMBIA | 


Ss: 


George C. Roeming, counsel for defendant in this civil 
action, being duly sworn, deposes and says: 

(1) Ihave personally examined in the Patent Office the 
tile wrapper of Bodendieck patent No. 2,414,136. 


t A appended hereto consists of true repro- 
following origimal papers in that file 


f Prumary Examiner (dated May 9, 1946) to 
of Classification: and 


Letter of Examiner of Classification (dated July 22. 


146) to Primary Examiner. 


~ the only examiner's action in the 


3 is the only amendment made by appli- 
prier to grant of his patent. 


part. of the file wrapper are merely 

cumulative to record evidence of the patent 

nt Appendix. page 50S): the award of priority 

renee No. 3266 (Joint Appendix, page 467): 
disclaimer (Joint Appendix, page 489). 


Exhibit B appended hereto is a true copy of de- 
fendant’s printed brief on appeal in this civil action. 


/s/Gsorce C. Roemrxe 
Sworn to and subscribed before me this 9th day of 
Apri. 1958 


ss Notary Public 
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(Exhibit A) 


Patent Office Action Paper No. 3, Mailed August 25, 1945 


Applicant: Henry W. Bodendieck. 


Ser. No. 592,807. 

Filed May 9, 1945. 

For Methods and Apparatus for Wrapping Armor Wire 
on Energized Conductors. 


References cited: 


Moxham 337,513 Mar. 9, 1886 457-161 
Parsons et al 1,655,106 Jan. 3, 1928 57-161 
Green et al 1,990,071 Feb. 5, 1935 57-161 
Buschner 734,508 July 28, 1903 57-13 
Traugott 2,043,130 June 2, 1936 57-13 
German Patent 484,377 Oct. 17, 1929 57-10 

(1 sh. dwg., 3 pp. spec.) 
German Patent 370,535 Mar. 3, 1923 57-10 

(2 shs. dwg., 3 pp. spec.) 
Hubbard 2,274,833 Mar. 3, 1942 57-10 

Page 8, line 28, “this brings” should be to bring. 


Page 1, line 13, the complete sentence in this line should 
be cancelled as being for a modification not illustrated. 


Page 13, line 6, “again” is superfluous, line 14 “grooves” 
should be slots. 


Page 14, line 27, “open” should be closed. 


Page 19, lines 19-24 should be cancelled as being for a 
modification not illustrated. 


Division is required as follows: 
Group I Claim 1, and 

Group II Claims 2-19 

Claim 20 is nonstatutory. 


(Exhibit A, Coat.) 


thed and apparatu~ are independent and sepa 

Igwsified The apparatux is classified in class 3. 

10 as indicated be the patent to Hubbard. Method 

Sed im class 37, subelass 161 as indicated by the 
stents to Moxham. Parsons et al or Green et al. 


requirement constitutes a rejection of all of the 


T. J. THompsox 
Examiner. Div. 21 


Amendment Paper No. 5 Filed February 1, 1946 


Hexey W_ Bovexvreck Case ¢ 
sig z ” Div. 21 

Methods and Apparatu-~ for Room 122 

Wrapping Armor Wire on 

Emereized Conductors 


eS Filed - May 9, 1945 


to Offeial Action, Paper No. 3, dated August 
»plicant amends the above-entitled application 


line 2S. change “this brings™ to—to bring—. 


line 14. change “grooves™ 


Page 14. change “open™ to—closed—. 

Pace 19, cance! lines 1% to 24. beginning ~This™ and end- 
ne ~conductor™. 

Puce 11. lime 13. cancel the sentence beginning “A modi- 


fication™ and ending “slots”. 
Cance! claim 2D and substitute the following claim: 


v3) 
(Exhibit A, Cont.) 


21. The method of applying armor wires to energized 
conductors, which comprises pre-forming the armor wires 
into twisted helical members of relatively long pitch 
adapted to fit into position with a plurality of others of 
the same wires to form a continuous armor covering of 
wires edge to edge in helical form on the conductor, ar- 
ranging said wires in groups side by side on the opposite 
sides of the conductor on which they are to be wrapped, 
and urging said groups in helical direction toward one end 
while simultaneously urging said groups in a helical direc- 
tion toward the other end about the wire to wrap them 
simultaneously on the wire in the said edge to edge location. 


REMARKS 


In response to the Examiner’s Action, which is a require- 
ment for division, the applicant elects to prosecute in this 
application the claims of Group II on the apparatus, but a 
careful reconsideration on the requirement for division is 


requested; and it is respectfully submitted that an action 
on the merits be given on all of the claims or, if the 
Examiner makes his requirement for division final, that 
the method claims of Group I be retained in the case until 
allowance or final action in order to give the applicant an 
opportunity to proscribe a divisional application. 


In the first place, it is respectfully submitted that the 
present method can only be carried out with the present 
zpparatas. Claim 1 calls for the separation of the armor 
wires into a pair of groups arranged side by side, and the 
groups are arranged opposite with respect to the core. The 
next step is the simultaneous wrapping of these wires 
around the core while being maintained in parallelism. 


A new claim has been added, which includes the step of 
preforming the wire, and it is respectfully submitted that 
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it is absolutely necessary for the carrying out of this 
method to have an apparatus like that of the applicant. 
which holds the wires edge to edge, as shown in Fig. 3. 


It is respectfully submitted that the use of this apparatus 
inevitably results in the carrying out of the method. If the 
apparatus is used, the wires will have to be held in sub- 
stantial parallelism edge to edge, as shown in Fig. 3; and 
if the members are rotated in opposite directions, then the 
wire will be wrapped helically on the core. and the method 
will be carried out. 


Since the method inevitably results in the application of 
the wire, and the wire can only be applied by the method, 
it is believed that there are not two inventions, but only 
one invention covered by two different types of claims. 


Reconsideration of the requirement for division is re- 
spectfully solicited. 


With regard to the modifications, they have been can- 
celled. The revisions suggested by the Examiner have been 
made. 


The Traugott, Buschner, Green, and Parsons, as well as 
the Moxham, patents all relate to the manufacture of wire 
cables or conductors in one spiral form or another. Not 
one of these relates to pre-formed armor wires or pre- 
formed wires of any kind. Not one of these references dis- 
closes an apparatus or method that can be used to twist 
outward from the middle toward both ends of a wire. Not 
one of these can carry out the method claims covered by 
the present claims presented. Therefore, it is respectfully 
submitted that they do not anticipate the present invention. 


In the German patents tape is applied by one of the 
German patents, No. 484,377, by winding tape from two 
rolls simultaneously around the conductors by rotation of 


27. 
(Exhibit A, Cont.) 


the tool. There is nothing about this tool or the method 
which would permit the application of pre-formed armor 
wires arranged in groups. 


The other German patent, No. 370,535, covers a tie wire 
wrapping tool, and it would not be capable of applying a 
plurality of pre-formed conductors, as is accomplished by 
the device of the applicant. 


The Hubbard patent also relates to the application of 
tape to a conductor from a reel, and does not disclose any- 
thing capable of accomplishing the same purpose as appli- 
cant’s device. 


Of course, the patents cited by the Examiner are merely 
the closest at hand for the requirement for division; but, 
nevertheless, they have been examined and studied, and it 
is found that they do not anticipate any of the claims. 


Action on the merits is now respectfully solicited. 


Respectfully submitted, 


Henry W. Bovenpieck 
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DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OFFICE 
WASHINGTON 
May 9, 1946 
FOR CLASSIFICATION 
In re application of: 


Henry W. Bodendieck 

Serial No. 592,807 

Filed May 9, 1945 

For: METHODS AND APPARATUS FOR 
WRAPPING ARMOR WIRE ON 
ENERGIZED CONDUCTORS. 


Mr. M. F. Bailey 
Examiner of Classification, 


Sir: 


The above entitled case is respectfully submitted for 
your consideration in connection with the requirement for 
division trade Atig. 25, 1945. 


It Appentrs that the provess tilt be ttttiel mit Hot 
dependent tpot the particular appatatiis. Tt is also cot 
eeleible that other appabitiic Het PanetiOH fa perfabh 
the tethod 


he Wethad hel Hp spiek batt its ne eb ph bbols eldeetted " 
Juthtod lb Th Eb Tetheb GP At 95, 45 


How fwnt hilly, 
| " Aphid} ih 


Sale 
Why. 44 


(Exhibit A, Concluded) 
July 22, 146 


In re application of 


Henry Bodendieck 

Serial No. 592,807 

Filed May 9, 1945 

For METHODS AND APPA- 

RATUS FOR WRAPPING ARMOR 
WIRE ON ENERGIZED CONDUCTORS. 


Examiner, Division 21: 
Division between: 


I Claims 1-3, 21 
II Claims 419 


is not approved. The applicant has stated unequivocally 
that the method can only be carried out with the appara- 
tus and that the use of the apparatus invariably results 
in the method. No other apparatus for performing the 
method or other method resulting from using the appara- 
tis has been shown. 


Respectfully, 


Baniniter, 
Cineetfention Ditision. 
SAIN ite 


i) Order denving Petition for Rehearmmg ent 


September 4 19S. 


Motion for New Trial filed March 2 199 


Defendant-Appellee’s Poimts and Authortie> 
with Affidavit (under Rule 3&c) FRCP) op 
posing Plaintiff-Appellants Motion for New 
Trial, filed April 9 1959. 


> 


pplication for writ of certiorari to the United States 
wreme Court with respect thereto (October Term 1958, 
554). being first duly sworn, deposes and says: 


hat the printed copies* of the Joint Appendix (consti- 
he record on appeal—Appeal No. 13,938), Brief 
lant. Appellant's Supplemental Memorandum 
< Oral Argument on Appeal, Petition for Rehear- 
? Petinom fer Writ of Certiorari, are true copies of 
locuments lodged in the respective courts, as they pur- 
that these documents contain accurate repro- 
f the judement, oral opinion, findings of fact, 
mi co f law entered by the District Court therein 
eint Appendix 24-53), as well as the original pleadings, 
-ript of the record, ete.. as certified to the appellate 
- Statement of Questions Presented on Appeal (Ap- 
Nant’s Brief, first page preceding the title page); State- 
€ Poimts (Appellant’s Brief. pp. 9-15, inclusive): 
llant’s Supplemental Memorandum Ensuing Oral 
ment before the Court of Appeals, setting forth addi- 
tiemal questions presented (pp. 1 and 2): and the Petition 
fer Writ of Certiorari, setting forth the jurisdictional 
sestioms raised on petition (Petition, pp. 2-S, inclusive), 
nd correctly reproducing the decision of the Cireuit Court 
£ Appeals for the District of Columbia Circuit (Appeal 
<) from whenee the petition was taken (Petition, 
Appendix A-1] - A-3. inclusive). 


Evidence new to the record, not previously offered or 
considered by the trial court, in the form of the Bodendieck 
patent file wrapper, in which claims effected by the sua 
«pomte ruling of nonpatentability were held to be patentable 
to the Board of Appeals of the Patent 
form of expert testimony with respect 
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to the patentability vel non of the subject matter of such 
claims, as well as other claims in the case; and the record 
of the previous trial proceedings, will be offered and 
supplemented. 


Plaintiff stands ready and able to produce such evidence 
at a new trial, whereby proffer of such evidence in support 
of the pending motion for new trial is hereby made. 


Further affiant saith not. 


/s/Patrick H. Hume. 


Subscribed and sworn to before me, this 23rd day of 
March, 1959. 


ss Notary Public. 


{Stamp:] Filed April 9, 1959. Harry M. Hull, Clerk. 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBA 


Civil Action No. 3229-54 
PrerorMep Lise Propvcts Compaxy, 
Plaintiff. 
v. 


Rosert C. Watsox, Commissioner of Patents, 
Defendant. 


DEFENDANT'S POINTS AND AUTHORITIES WITH 
AFFIDAVIT (UNDEE FEDERAL RULES OF PRO- 
CEDURE, RULE 59(c)) IN OPPOSITION TO PLAIN. 
TIFF’S MOTION FOR A NEW TRIAL. 


1. In the decision in Preformed Line Products Com- 
pany v. Watson, 103 U.S. App. D. C. 286, 258 F.2d 685, on 
appeal in this civil action No. 3229-54, the Cireuit Court 


lt 


£ Appeals did not order or grant 2 new trial. (Cf. Furr v. 
Her-mark, 92 U.S. App. D. C. 350, 206 F.2d 468, where 
a new trial was granted as to only some of the issues.) As 
-learly indicated im the quotation from that decision in 
plaintiff’. cround 1 of its motion for a new trial, the Court 
merely cave plaintiff leare to apply for a new trial. That 
application should be accompanied by the normal 


howinmgs to justify new trial is clearly indicated by the 
art's provisions in its decision for the District Court’s 

possible denial of such application. Accordingly, ground 1 

ef plaintiffs motion for a new trial does not per se lay the 


heasis for a new trial 


The only reason given by the Court of Appeals for 
rmitting plaintiff to apply for a new trial is that it may 
not have had a fair trial of an issue raised sua sponte by 
the District Court, namely patentability rel non of certain 
-laums over the patent to Moxham. 


\ll the reasons given and references cited in the de- 
sions of the Patent Office Board of Appeals (J.A. 298 and 
240) were incorporated in defendant’s answer (J.A. 18) 
and were subsequently extensively, fully, and fairly tried. 
A concise summary of the issues as raised by the Patent 
Office and fairly tried is found in the Statement of Ques- 
tiom= Presented at page I of defendant-appellee’s printed 

- in appeal No. 13.938. a copy of which is submitted 
—— as Exhibit E. (See also Findings of Fact Nos. 
24. 25, 27. 28. and 29 and Conclusion of Law No. 4.) The 
~ccond of these questions indicates the claims which the 
Patent Office held unpatentable over the Moxham patent 
No. 337,513, namely, claims 3, 15, 19, and 30 of application 

1 No. 698,312 and claims 6 and S of application Serial 
No. 2.200. All the claims mentioned in the others of those 
four questions were held unpatentable in the Patent Office 
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for the reasons there indicated but were not held unpatent- 
able over Moxham either by the examiner or by the Board 
of Appeals: but sua sponte the District Court held those 
claims unpatentable over Moxham (Finding of Fact No. 30, 
J.A. 33) and also agreed with the Patent Office that the 
claims mentioned in question 2 were unpatentable over 
Moxham. See Findings of Fact Nos. 24, 25 and 30 (J.A. 31 
and 33). The District Court, after fair trial, also agreed 
with the Patent Office tribunals’ other reasons for denying 
claims (Findings of Fact Nos. 27, 28, 29 and Conclusion of 
Law No. +), as pleaded in the answer. 


It is noted that defendant-appellee’s printed brief on 
appeal (Exhibit B herewith) neither relied on nor dis- 
cussed the sua sponte holding of the District Court. That 
brief discussed only the issues as pleaded and fairly tried. 


It is clear that in its decision the Court of Appeals did 
not suggest retrial of issues fairly tried. It gave leave 
specifically only as to the issue raised by the District 
Court’s sua sponte finding of unpatentability over Moxham 
in Finding of Fact No. 30 (J.A. 33) as to claims 26, 27, and 
31 of Amended Schedule A (J.A. 20, setting forth claims of 
application Serial No. 698,312) and claims 16 and 23 
through 28 of Schedule B (J.A. 11, setting forth claims of 
application Serial No. 2,200). 


Defendant should not be forced to retry separable issues 
which have been fairly tried. Ecker v. Potts, 72 App. D. C. 
174, 112 F. 2d 581 (1940); Fates v. Dann, 11 F.R.D. 386 
(D.C. D. Del. 1951). See also: Gasoline Products Co. v. 
Champlin Refining Co., 283 U.S. 494, 499; Furr v. Herz- 
mark, 92 U.S. App. D.C. 350, 206 F.2d 468 (1953) ; Atkinson 
v. Dixie Greyhound Lines, Inc., 143 F.2d 477 (C.A. 5, 1944): 
Devine v. Patterson, 242 F.2d 828 (C.A. 6, 1957) ; Indamer 
Corp. v. Chandon, 217 F.2d 391 (C.A. 5, 1954). 
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The <ubstance of each of the groups of claims involved 
the respective four questions at page I of defendant- 
brief on appeal (Exhibit B herewith) is so clearly 
the <ubstance of the claims of every other 
. ixxue of patentability of each group of claims 
patent is clearly separable from that 
of the other zroups. Hence there is clearly 
rer retryime the issues fairly tried, particularly 
f Rale~ 8(b aad 6(b) of the Federal Rules of 
provides that a motion for 
: later than ten days after entry 
b) provides that a court may not 
in Rule 39(b). Safeway Stores v. 
. 136 F.2d 796: Moore's Federal 

page~ 1434 and 3846. 


issue involved im the swa sponte 

is unwarranted unless the 

to present is material and 

result of the original trial. 

ieman (C_A. 10, 1940), 111 F.2d 

eri Power Co. v. City of Rector 

163 F.2d SOS: Chemical Delinting Co. v. 

_ 1951). 193 F.2d 123: English v. Mattson 

_21¢ F.2d 06: Reed v. Kellerman (D.C. ED. 

. 2 x D. 195: Petition of Weltzien (D.C. S.D. 
6S F. Sapp. 1000: Eastern Airlines, Inc.. v- 

D. Del. 1953). 110 F. Supp. 499. The showing 
wrtime the motion for a new trial should be in the form 
cits by the witmesses proposed to be brought for- 
eid state what their testimony as to facts will 

“+ cam be determined whether the evidence will be 
and wil probably change the result. The affidavit 
or his atterney as to what a witness will testify 


~< hearsay and insufficient to support 2 motion for a new 
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trial. Petition of Weltzien (D.C. S.D. N.Y., 1946), 68 F. 
Supp. 1000; Kleinschmidt v. U. S. (D.C. D. Mass., 1956), 
146 F. Supp. 253. 


In support of ground 2 of plaintiff’s motion for a new 
trial, plaintiff’s counsel’s affidavit offers to tender in evi- 
dence the file wrapper of the Bodendieck patent. The record 
already shows the Bodendieck patent and its interference 
history. In the Bodendieck file wrapper only the following 
papers (see affidavit and Exhibit A herewith) could be rel- 
evant and more than merely cumulative to the present 
evidence in the record as to the Bodendieck patent: Paper 
No. 3: Paper No. 5: Letter of Primary Examiner (dated 
May 9, 1946) to Examiner of Classification: and Letter of 
Examiner of Classification (dated July 22, 1946) to Pri- 
mary Examiner disapproving the requirement for division 
stated in Paper No. 3. 


These papers indicate only the following: (a) the specific 
prior art over which the examiner allowed the method 


claims in the Bodendieck patent (which were copied as 
claims 26 and 27 respectively of Peterson application 
Serial No. 698,312 and also as claims 27 and 28 respectively 
of Peterson application Serial No. 2,200): (b) the facts 
that in paper No. 5, pages 2 and 3, Bodendieck contended 
that his disclosed and claimed method can only be carried 
out by his disclosed and claimed apparatus and that the 
use of the apparatus inevitably results in practice of the 
method, and that the Examiner of Classification based his 
disapproval of the requirement for division on that con- 
tention. 


Obviously, the substance (a) above per se is not of such 
nature as to produce a different result. The substance (b) 
is relevant only in that it is evidence tending to establish 
that Bodendieck’s method claims were invalid in his patent 


I< 


are now unpatentable to anyone, on the 
merely the function of an ap- 

« Works v. Medart. 158 U.S. 68: 

36 CCPA 902. 173 F.2d 273. To that ex 
wrapper would be additional evi 


he Distriet Court was correct in dismissing the 


ese claims. Neither the substance (a) 


~ per se of such nature as to produce 


is hearsay as to what the 

¥ to and is in- 

1 would be established 

it thus fail= to establish that 
= both material and would 


that the present showing as 
to be adduced on the sua sponte 


insufficient to support the 


n for 2 new trial clearly 
the statement of the Court of 
its decision, Preformed Line 

Watsor. 103 U.S. App. D.C. 286. 
ies no basis for a new trial. Were 
hen a new trial would not be in order 

~ sua spomte holding. but rather the Court of Appeals 
should have reversed the swa sponte finding in Finding of 
Fact No 3): or now the District Court should eliminate 
these portions of Finding of Fact No. 30 which involve the 


ate indine 


and + per se offers no basis for a new trial on 
erther Judge Kirkland’s issue raised sua sponte or on the 
fairly tried issues as raised br the pleadings. Rule 5¢ 


state: 
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“A new trial may be granted * * * on all or part of 
the issues * * * in an action tried without a jury, for 
any of the reasons for which rehearings have hereto- 
fore been granted in suits in equity in the courts of 
the United States.” 

Moore's Federal Practice, page 3770, states: 


“As a practical matter, in equity formerly and in 
court actions now, three grounds for new trial are 
most commonly known: for manifest error of law or 
fact, and for newly discovered evidence.” 

See also Pioneer Paper Stock Co. v. Miller Transport Co., 
et al. (D.C. D. N.J., 1953), 109 F. Supp. 502, 504. 


Ground 4 neither alleges nor demonstrates manifest 
error and therefore per se is clearly not a ground for a 
new trial of any issue raised in this civil action. 


6. Grounds 3 and + of plaintiff’s motion for a new trial 
are not authorized by the decision of the Cireuit Court of 
Appeals (in the pertinent part of its decision as quoted in 
ground 1). That Court gave plaintiff no leave other than 
to apply for a new trial “based on a proffer of evidence,” 
such proffer to be “on the issue of patentability.” There is 
in that decision no authority to apply for a new trial on 
other grounds, such as mistake of law or fact manifest on 
the face of the record as to other issues. 


«. Regardless of pertinence of Rule 6(b) (see Point 2), 
plaintiff has stated no valid ground for a retrial of the 
issues fairly tried by the District Court. At page 3 of the 
motion, it is stated that evidence will be proffered “as to 
other claims in the case.” At page 4 it is further stated: 


“3. Expert testimony respecting other claims in 
both applications before the Court will be offered as 
new evidence. 
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“4. Expert testimony respecting the prior art as it 
affects the rejected claims will be offered as new evi 
dence.” (Eamphasis added.) 


Mere desire to present additional evidence is obviously 
not a proper and effective ground for a new trial of issues 
fairly tried. Even if plaintiff had alleged that the prof- 

evidence is “newly discovered.” it would be re 

ed to show that such evidence is of fagi in ce 
time of trial, that plaintiff was exc y ignorant 

ix evidence, that the evidence was discoveref since the 
trial, that movant was reasonably diligent in discovering 
the evidence, that the evidence is not merely cumulative or 
mpeaching, t the evidence is material, and that the 
evidence will probably produce a different result. Chemi- 
al Delinting Co. v. Jackson (C.A. 5, 1951), 193 F.2d 123. 
and similar decisions cited above at pages + and 3. Such 
showing is clearly lacking. There is also no explanation by 
affidavit as to why plaintiff did not timely ask for a new 
trial as to fairly tried issues within ten days after the 
entry of judgment, as is required by Rule 59(b) of the 
Federal Rules of Procedure. Moreover, plaintiff's counsel's 
affidavit is hearsay and ineffective on that ground alone. 
Petition of Weltzien, 6S F. Supp. 1000; Kleinschmidt v. 


S.. 146 F. Supp. 253 


Plaintiff has made no showing of any reason why ae- 
feadant should be subjected to the burden of retrying issues 


fairiv tried 


S Im summary, it is submitted that plaintiff's showing 
im support of its motion for a new trial is insufficient to 
warrant granting of that motion as to any issue decided by 
the District Court 
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Respectively submitted, 


Solicitor, United States Patent Office, 
Attorney for Defendant. 
April 9, 1959. 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 3229-54 
PrerormMep Line Propucts Compayy, 
Plaintiff, 
Vv. 


Rosert C. Watsox, Commissioner of Patents, 
Defendant. 


AFFIDAVIT OF COUNSEL FOR DEFENDANT IN OP- 


POSITION TO PLAINTIFF’S MOTION FOR NEW 
TRIAL. 


Crry or WasHIxcTox 
$s? 
Distaicr or Cotumsra | 


George C. Roeming, counsel for defendant in this civil 
action, being duly sworn, deposes and says: 


(1) Ihave personally examined in the Patent Office the 
tile wrapper of Bodendieck patent No. 2,414,136. 


»> 


hilt A appended hereto consists of true repro- 
following original papers in that file 


f Promary Examiner (dated May 9, 1946) to 
of Classification: and 


f Examiner of Classification (dated July 22. 
to Primary Examiner. 


3 is the only examiner's action in the 


i= the only amendment made by appli- 
or to grant of his patent. 


part. of the file wrapper are merely 
f mulative to record evidence of the patent 
Joint Appendix. page 50S): the award of priority 


nierfer No. $3266 (Joint Appendix, page 467): 
i the disclaimer (Joint Appendix, page 489). 


Exhibit B appended hereto is a true copy of de 
t's printed brief om appeal in this civil action. 


/s/Georce C. Roemrxe 


ss Notary Public 
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Patent Office Action Paper No. 3, Mailed August 25, 1945 


Applicant: Henry W. Bodendieck. 


Ser. No. 592,807. 

Filed May 9, 1945. 

For Methods and Apparatus for Wrapping Armor Wire 
on Energized Conductors. 


References cited: 


Moxham 337,513 Mar. 9, 1886 57-161 
Parsons et al 1,655,106 Jan. 3, 1928 57-161 
Green et al 1,990,071 Feb. 5, 1935 57-161 
Buschner 734,508 July 28, 1903 57-13 
Traugott 2,043,130 June 2, 1936 57-13 
German Patent 484,377 Oct. 17, 1929 57-10 

(1 sh. dwg., 3 pp. spec.) 
German Patent 370,535 Mar. 3, 1923 457-10 

(2 shs. dwg., 3 pp. spec.) 
Hubbard 2,274,833 Mar. 3, 1942 57-10 


Page 8, line 28, “this brings” should be to bring. 


Page 1, line 13, the complete sentence in this line should 
be cancelled as being for a modification not illustrated. 


Page 13, line 6, “again” is superfluous, line 14 “grooves” 
should be slots. 


Page 14, line 27, “open” should be closed. 


Page 19, lines 19-24 should be cancelled as being for a 
modification not illustrated. 


Division is required as follows: 
Group I Claim 1, and 

Group II Claims 2-19 

Claim 20 is nonstatutory. 


The apparatus is classified in class 5. 
© ax indicated bx the patent to Hubbard. Method 
37. subclass 161 as indicated by the 


im clas ~«. 


tents to Moxham. Parsons< et al or Green et al 


This requirement constitutes a rejection of all of the 


T. J. Taompsox 
Examiner. Div. 21 


Hexer W_ Bonexpiteck 


Method« and Apparatu-~ fer 
Wrapping Armor Wire on 
Energized Conductors 
“era! N PSK “ied: May 9. 1945 
Im response to Official Action, Paper No. 3, dated August 
1935. applicant amends the above-entitled application 


follows 


Om page S. line 2S. change “this brings” to—to brina—. 


. cancel “again™: line 14. change “grooves” 


chance “open” to—closed—. 
} limes 1% to 24. beginning ~This™ and end- 
Pace 11. lime I. cancel the sentence beginning ~A modi- 
fication™ and ending “slots”. 


Cance! claim 2D and substitute the following claim: 


ys) 
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21. The method of applying armor wires to energized 
conductors, which comprises pre-forming the armor wires 
into twisted helical members of relatively long pitch 
adapted to fit into position with a plurality of others of 
the same wires to form a continuous armor covering of 
wires edge to edge in helical form on the conductor, ar- 
ranging said wires in groups side by side on the opposite 
sides of the conductor on which they are to be wrapped, 
and urging said groups in helical direction toward one end 
while simultaneously urging said groups in a helical direc- 
tion toward the other end about the wire to wrap them 
simultaneously on the wire in the said edge to edge location. 


REMARKS 


In response to the Examiner’s Action, which is a require- 
ment for division, the applicant elects to prosecute in this 
application the claims of Group II on the apparatus, but a 
careful reconsideration on the requirement for division is 


requested; and it is respectfully submitted that an action 
on the merits be given on all of the claims or, if the 
Examiner makes his requirement for division final, that 
the method claims of Group I be retained in the case until 
allowance or final action in order to give the applicant an 
opportunity to proscribe a divisional application. 


In the first place, it is respectfully submitted that the 
present method can only be carried out with the present 
apparatus. Claim 1 calls for the separation of the armor 
wires into a pair of groups arranged side by side, and the 
groups are arranged opposite with respect to the core. The 
next step is the simultaneous wrapping of these wires 
around the core while being maintained in parallelism. 


A new claim has been added, which includes the step of 
preforming the wire, and it is respectfully submitted that 
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(Exhibit A, Cont.) 


it is absolutely necessary for the carrying out of this 
method to have an apparatus like that of the applicant. 
which holds the wires edge to edge, as shown in Fig. 3. 


It is respectfully submitted that the use of this apparatus 
inevitably results in the carrying out of the method. If the 
apparatus is used, the wires will have to be held in sub- 
stantial parallelism edge to edge, as shown in Fig. 3; and 
if the members are rotated in opposite directions, then the 
wire will be wrapped helically on the core, and the method 
will be carried out. 


Since the method inevitably results in the application of 
the wire. and the wire can only be applied by the method, 
it is believed that there are not two inventions, but only 
one invention covered by two different types of claims. 


Reconsideration of the requirement for division is re- 
spectfully solicited. 


With regard to the modifications, they have been can- 
celled. The revisions suggested by the Examiner have been 
made. 


The Traugott, Buschner, Green, and Parsons, as well as 
the Moxham, patents all relate to the manufacture of wire 
cables or conductors in one spiral form or another. Not 
one of these relates to pre-formed armor wires or pre- 
formed wires of any kind. Not one of these references dis- 
closes an apparatus or method that can be used to twist 
outward from the middle toward both ends of a wire. Not 
one of these can carry out the method claims covered by 
the present claims presented. Therefore, it is respectfully 
submitted that they do not anticipate the present invention. 


In the German patents tape is applied by one of the 
German patents, No. 484,377, by winding tape from two 
rolls simultaneously around the conductors by rotation of 
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the tool. There is nothing about this tool or the method 
which would permit the application of pre-formed armor 
wires arranged in groups. 


The other German patent, No. 370,535, covers a tie wire 
wrapping tool, and it would not be capable of applying a 
plurality of pre-formed conductors, as is accomplished by 
the device of the applicant. 


The Hubbard patent also relates to the application of 
tape to a conductor from a reel, and does not disclose any- 
thing capable of accomplishing the same purpose as appli- 
cant’s device. 


Of course, the patents cited by the Examiner are merely 
the closest at hand for the requirement for division; but, 
nevertheless, they have been examined and studied, and it 
is found that they do not anticipate any of the claims. 


Action on the merits is now respectfully solicited. 
Respectfully submitted, 


Hewry W. Bopvenpieck 


His Attorney 
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DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OFFICE 
WASHINGTON 
May 9, 1946 
FOR CLASSIFICATION 
In re application of : 


Henry W. Bodendieck 

Serial No. 592,807 

Filed May 9, 1945 

For: METHODS AND APPARATUS FOR 
WRAPPING ARMOR WIRE ON 
ENERGIZED CONDUCTORS. 


Mr. M. F. Bailey 
Examiner of Classification, 


Sir: 


The above entitled case is respectfully submitted for 
your consideration in connection with the requirement for 
division tiade Atip. 25, 1945. 


It apperts that the proeess titight be ttiantial and: tot 
dependent tipot the particular appatitiis. Tt is alse cbt 
eoitible that other appibiitiic HTeNE Pinetion th perPibit 
the tethad 


Wie Webs HUT Ap peat bt abhi bebbils eladeet ed 
Wotitod vib TH He Tebheb ah Ab 88, {W458 


Heoajnel hilly, 
. Y Ap bhhpiaus 


Seales 
Why 44 


(Exhibit A, Concluded) 
July 22, 1946 


In re application of 


Henry Bodendieck 

Serial No. 592,807 

Filed May 9, 1945 

For METHODS AND APPA- 

RATUS FOR WRAPPING ARMOR 
WIRE ON ENERGIZED CONDUCTORS. 


Examiner, Division 21: 
Division between: 


I Claims 1-3, 21 
II Claims +19 


is not approved. The applicant has stated unequivocally 
that the method can only be carried out with the appara- 


tus and that the use of the apparatus invariably results 
in the method. No other apparatus for performing the 
method or other method resulting from using the appara- 
tis has been show. 


Respectfully, 


Baatiiter, 
Cideetheation Division. 
RAIN te 


irder entered Septembe 


. 


Petition for Rehearing filed Juiv t4 1958 


Order denving Petition for Rehearing entere 


September 4 1958. 


Motien for New Trial filed March 2 1959. 


Defendant-Appellee’s Pomts and Authoritie> 
with Affidavit (under Rule 3c) FRCP) op 
posing Plaintiff-Appellant’s Motion for New 
Trial, filed April 9 1959. 


Meee HTS 


" 


: 


